IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
KENNETH E. FLICK

Request for Reexamination of
8,032,278
Control No. 90/014,675 Attorney Docket No.:
(58106CIP1 REXS)
Confirmation No. 7247
Examiner: L. WASSUM
Filing Date: 2/16/2021
Art Unit: 3992
For: VEHICLE TRACKING UNIT WITH
DOWNLOADABLE CODES AND
ASSOCIATED METHODS
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DECLARATION BY JOSEPH C. McALEXANDER, III
UNDER 37 C.F.R. §1.132

I, the undersigned, hereby declare that:

I. Background

i In formulating my opinicons, I have relied upon my

training, knowledge, and experience in the relevant art.

Z. T am the Founder and Prezsident of Modlewander
Sound, Inc., & professional engineering
Dirvector of CCI, a leadey in the field of underwarer wirelegs
Aive computears, Vigce Pregident of BRI T,khxv¢wul9ﬁ Inc., a
retens and integrated clrvoulit testing and reliability
certificatlion company., and a design and produch manager at Texas

R P R 1O s R - 3 O O
Instrumanis. have 4% vears of experisnce in microcirouit and

; s X et ] e e . § e A
semiconductor technologies, including: device design,
fFahricarion Aanaamhly el ing and markering: control avetam

AN Llscdi. AWML, AS8REMOLY, LEs 3’ ¥ S0 Lo = Moy LS LYo =R S R W £
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3. I am & technical in the subiect wmatiey

to this ex pa raeagzamination, includip

~ . . -

and testing cof circuits and systems related to controel systemns

information si 3ige f ransfe uger interfaces, ianformation

signal proceseing, systems, and

alectronic device are design control.

From 2000-2003, I represented Toyoto as 1its 30{b} (8}

echnical expert focusged on vehicle alarm systems.

T A ey S e P B mem (HTTGa
& . I am 2 Registered Professional Engineer {(#7%454)
in the State of Texas and hold a Bacheloy of Science degree in

. v o

Electrical Engineeving fronm Novth Carolina 5Bt

5. I am an inventor on 31 U.8. patente and a numbery
lgn parents, and I am familiar with the patent process.

- i~ : T o S 5 THTY A J YRR S S . g ¥ AT =
21 patents (2 .5, and 2 EP) are directed Lo MEMs

sengor deployvment. Threes of the

for wvehicle

(2 0.8, and 1 EP) are directed to mobile devigs

a. 1 have

consultant for the pas

product/process analyais
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90/013,851

7

raports

and provided

cage of Omega Patents, LLCOC {(the 278 Patent
¢ = {4 . ~ p Rl e Ay -
Corp. {(the Rsqgquester supp the defendan

with the infringing product) tha 2cantly concluded in the
Middlie District of Flovida (heveinafter referved to as the
“Calamp ilitigation”). In that Calamp litigation, the 273
atent was asserted and detsrmined by the iury to ks not
invaiid, and to ke infriaged by Callmp {First Jury Verdict,

In the Court’s Final

L4

of

April B

{(Exhibit &}, the Court confirmed that the asserted
s = 4 = 3 e - = 3 o~ (4 Fe. -~y e, - [ ¥
not dnvalid (inciuding the claims of the Y278 patent:
a8, I have been retainad by the Patent Ownsey to
provide technical congultation in the pregent reexsmination of

ant, particularly with

rajections based upon Lowrey =t al. and L

The 278 Patent and Current

regpact

3

address

TO

ightenex

Office Action

G I have extensively reviewsd the 278 pateant,
along with ite file history, and argumente advanced by Calimp’'s
trial expert, Mr. Andrews, as part of my work on behalf of the
Patent Owneyr during the course of the Callhmp licdgstion. I have

trial transoript and
3 L Order of April 5,
2017, and Final Judsgment of Apyil 24, 2017

raeviewad the

have

June 21, 2021 for the fifth reexamination
In that Cffice Acticn, the claims weys re
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/

Claims 1, 4-11 and 18-2& were relected over al. in
view of Lightener al
il. of the ‘278 patent is
divected to 8 tracking unit for a
vehiole comprising a vehicls dats bus extending throughout the
2N 1LOLe QO B10 &4 v i1gLse data DUE eXuendlilng CRrougnoult s

vehicle. unit comprises a
vahicle communications
device, and & multl-vehicle cowmpatible

and the

information The multil-vehicle mpatible contro
vehicle data bus for communication
vahi device using at least one oo

O\?D@’“

in dent conf

alraady

lisy 13 to b
hereover with

unit compri

g of enabling
hicle device

.;

A

regciteg

that the dov ce dincludes a coanector fov
porary connection to a downloading device., Independent Claim
18 recites that the downloading interface includes a wireless
raceiver for temporary connection Lo a downloading device.
II¥. The Prior Art Analysis
12, T understand that Lowrey et al. discloses an
internet-based vehicle-dlagneostic syvstem with 2 wirsless

appliance in 2lectrical contact with an
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- ST P LR TR i P
a GFS devices, The wireless

T computay

12, I understan Lightener et al. discloses a
wirelesgss diagnestic system in communication with a plurality of

W T - - 2T L ey papem e et Be e e em P T , - e 4
vehicleg, The wireless diagnostle gystem also comprises a host

system, and data collectors in sach of the vehicles.

caolliector

and sands the data

from the vehic

“idlepending on the make and model of the wvehicle, ths dats

packet can ntain hundreds of datum that describs, e.g.: i}

basic properties of the powsy traln {(e.g., smission ;
- - 2 RETTE ey L e amyp dmn g - " F. Sy 3 £y tges sy Jus op op mas e P PR R +
fuel-Qysten Stabtus, engine temperature, Speed and odometer

readings, anti-lock bre e, RPMg, fuel and intake manifold

pressurs;; and ii) manufacturer-speciiic information...” {Col.

b

i

-y
LR G ) I

{

g, lineg 2

14. It is my copinion that ons of ordinary sekilil in
the art would recognize that Lowrey et al. faile to disclose the

A

{1

,
i
P
H
[
fod
I'e?
G
o
NI
pt
}..;4
"
o
gy
}.4
o
P
port
o
Y
=
i+
&
;
1

o
! ¥4
bt

the claimed wvehilcle tracking unit, as these olaim recitations

are interpretad by the

my opinion that one of ordinary skill in

e
]
—
ot
n

the art would recognize that Lowrsy et al. faile
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ad to the

*gald multi-vehicle cowmps controlliey

vahicle bus for communication thereover with onea

vehicle device using at isast one corrvesponding vehicle devics

coda from among a plurality thereof for different wvehicleg”, as

recited in independant for axample.

16 It is wmy opinion that one of ordinary skill in
the art would recognize that Lowrey et al. disclosee upleoading
schena o the wiveless appliance to collect data packets from
the vehicle

17 It dis wy opinion that one of cordinary skRill in
the art would recognize that Lowrey ef a3 discloses that the
wirelesss appliancs reguires the tachnician to review procassed

18. It is my opinion that one of ordinary skill in
the art would recognize that Lowrey et al. fails to disclose the
multi-vehicle compatible controller to be coupled to the vehicle
data bus for communication thereover with at least one vehicle
device using at least one corresponding vehicle device code from
among a plurality thereof for different vehicles since it

requires outside configuration to work with a vehicle.

19. It is my cpinion that one of crdinary skill in
the art would recognize that Lowvey et al., faills to disclose the

“downleading interface for permitting downloading of enabling

data related to the st least one corresponding vehicle device
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nlti-vehicle compatible controller,” as

:
-~
8
joN)
2
i
]
9]
et
g
i
o
i
P
ot
ot
<
gt
o
jo
bt
-,
[
,-f

racitad in independent Claim 1, for example.

of ordinary sekill in

o ey e e T oeny de ey AT,
enabling data may

selact a code or codes from among those alrsady stored, or the

data or seguence to allow the contryoller to generate the vehicle

ZL. It dg wmy opinion that one of crdinary skilil in
the art would recognize that Lowrey et al. faills to disclose the
claimed enabling data. Rather, the schema of Lowrey et al.

fails to

S T TR
rounds of this

22. It ieg wmy opinion that Lightener et al. fails to

peda

make up for the deliciencies of Lowrey et al.

IV, Evidence of Sescondary Considerations

23. I submit that the perscon of ovdinary skill in the

art would not find it obwvicus to selectively wmodify Lowrey at

Instead, it is my opil xlactive

modification or combination woul Ly » motivated by impro

Nnay
AR
&

Py, . N P
oyvears of hindsight.

~
&

24 . I submit that merits of the claimed invention

extend to providing multi-vehdcle compatibilicy, as described
above. Accovdingly, there axists evidence of sscondary

conglderaticons of non-obvicusnesgs dncluding:
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a. The Flrst Jury Verdict, pags 2, provides that others
2l licensss undex of the
marits of the claimed invention.”

L. I also understand thab Omega has receilved in awcegs of
70 million in licensing rvevenus, much of it from the
‘278 patent and the cother asssrted patents in the
Calamp litigabion The Second Jury Verdict adds

- T o VTR i JRNpe i ~ o e en ey o T o -
¢. The 278 patent is one of three patents asgerted in

YOV

1d

vehicle compatibilicy as is impeortant foz
P - e - =4 N T e e mes
licensing program of the Palbent OQwner

the overall

d. The Firvst Jury Verdict, page 9, includss the Jury’s
determinaticon that the accused products ware
Yecommercially successful dus to the mexrits of the
claimed inventdion vather than due to advertising,
promotion, salesmanship, or features of the product

cthey than theoss found in the claim.” and the Jury
determined that the asserted claims of the ‘278 patent

2y e o e e P o N e P I
ware infringed by the asccusad Caldmp d
{(Bxhibits 2-3, First Jury Verdig Pages

1y Verdictk,

[t

anp L

mrlid - compatibility

vehiicle

ified in

simpl inat

nased for separvated stock keeyp
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g.

wantad

Calimp telemetyy devices have enjoyved significant

commarcial

.
the accussd

The Firast

sold over 917,223 units of

Jury Verdict, on page 9, incliude

s

jA
o
&
]
=
13
[oF
i
)

that others copied the claimed invention.

4 emy oy

a License,

wall awares of
WL AWSLL T d

Rather than take

around Omega'a

patents, U3 ging products
3 | 11 o ~ o o~ T = I3 Tl Ay o
and continues Lo do sgo to this day. Calimp’s

motivation

thair

~y N\
9.

basd

-

The Accuse

conpatibilit

ity {(Hergesheimer deposition, 46:25%-

47:183.0)

o engages in this behavioyr is cbwious:

d Products in the CaliAnp litlgation were

because of “customer nesd.”

n, 40:20-41:12; Hergsshelwmer depositicon

cts would have

the multi-wvehicls
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25. I hereby decl

hereln arse of my own knowledgs
statemente made on information
true; and further that these

013,851

/

knowliedge that willful false
unishable by fine or imprisconment, or beth, under Section 1001
of Title 18 of the United Statesg Code, and that such williful and

falae

stabtamants

oY any patent

Leph /%M

Joseph C. McAlexander,

August 21, 2021

Date
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