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I, Christian Tregillis, declare as follows:

I. INTRODUCTION

1. I have been retained by counsel for Omega Patents, LLC (“Omega”)
for the above-captioned inter partes review (IPR) proceeding. My firm, Hemming
Morse, LLP, is being compensated for my time in connection with this IPR at my
standard hourly consulting rate of $620 per hour. I understand that this proceeding
involves U.S. Patent No. 8,032,278 (“the *278 Patent”) titled “Vehicle Tracking Unit
With Download Codes and Associated Methods,” by Kenneth E. Flick, and the *278
Patent is currently assigned to Omega. I understand that the 278 Patent has a filing
date of July 3, 2007.

2. I have been asked to provide analysis and opinions regarding the 278
Patent as regards indications of commercial success and value attributable to the
technology covered by the *278 Patent, in the context of the Petition for Inter Partes
Review of the *278 Patent, filed by Verizon Connect, Inc. (“Verizon™).

II. QUALIFICATIONS

3. In formulating my opinions, I have relied, in part, on my training,
knowledge, and experience in the field of financial and economic analysis, as well
as licensing and intellectual property valuation.
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4. I am a Partner at Hemming Morse, LLP, a forensic and financial
consulting firm. After obtaining my A.B., with distinction, in economics, from
Occidental College in 1989, working for First Interstate Bank of California (now
part of Wells Fargo) from 1989 to 1991, and then obtaining an M.B.A. in finance
and accounting from the University of Chicago Graduate School of Business in
1993, I have worked in the same field continuously for the past 30 years: analyses
and investigations of financial, economic, accounting, and market analyses, in the
context of disputes and other situations, such as the negotiation of license
agreements and other transactions.

5. To begin my career in this field, I worked at three of what were then
called “Big Six” accounting firms, Coopers & Lybrand, LLP, Ernst & Young, LLP,
and Deloitte & Touche, LLP, becoming a partner at Deloitte & Touche, LLP, in its
Financial Advisory Services practice, and leading the Southern California
Intellectual Asset Management practice group. In 2004, I moved to Kroll, Inc.,
where I did the type of same work as I have since 1993, which included leading the
west coast’s Forensic Accounting group and the global Intellectual Property Services

group at Kroll, Inc. In 2008, I moved to LECG, Inc., where I led the Damages,
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Valuation & IP practice area. After working at LitiNomics, Inc., from 2011 to 2016,
I joined Hemming Morse, LLP, in 2016.

6. In addition to my paid work, I have served in and led the Economic
Damages Section/Task Force of the American Institute of Certified Public
Accountants (“AICPA”) and the California Society of Certified Public Accountants.
In these capacities and over the course of my career generally, I have published and
taught on topics within my areas of expertise described above. For example, I was
the lead author or co-author of practice aids for the AICPA, including Discount
Rates, Risk, and Uncertainty in Economic Damages Calculations; Reasonable
Certainty in Economic Damages Calculations; and Calculating Lost Profits. 1 have
also written and presented to other professional groups and at conferences on the
value of intellectual property and licensing.

7. I hold the following professional licenses/certifications: Certified
Public Accountant (licensed in California, but with reciprocity to practice across the
United States), Accredited in Business Valuation, Certified in Financial Forensics,

and Certified Licensing Professional.
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8. I have testified as an expert in these fields, at more than 60
trials/arbitrations and more than 150 depositions.

0. As such, I agree with the courts that have concluded that I am an expert
in these fields (and no court has ever concluded that I am not qualified as an expert
in these fields), which I understand to be relevant to this inter partes review.

10. My curriculum vitae is attached as Exhibit A to this declaration.

III. MATERIALS CONSIDERED

11. In forming my opinions, I have reviewed the following documents, as

well as any other document cited in this declaration:

Exhibit [Description

N/A [Petition for Inter Partes Review

1001 [U.S. Patent No. 8,032,278 to Kenneth Flick
2001 [Declaration of Kenneth Flick

2002 Declaration of Mr. Joseph C. McAlexander, III

2011 D.I. 297-4, Deposition of Peter Hergesheimer, Omega Patents, LLC v.
CalAmp Corp., No. 6:13- cv-1950 (M.D. Fla. September 24, 2019)

2012 D.I. 297-5, Deposition of Stephen Hall, Omega Patents, LLC v. CalAmp
Corp., No. 6:13- ¢cv-1950 (M.D. Fla. September 24, 2019)

2020 | D.I. 145-43, PL47, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)
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2021 | D.I. 145-19, PL1, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2022 | D.I. 145-20, PL2, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2023 | D.I. 145-34, PL18, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2024 | D.I. 145-36, PL20, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2025 | D.I. 145-59, PL73, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2026 | Master And Cross-License Agreement, dated May 12, 2007, between
Omega R&D, Omega Patents and Directed Electronics, Inc.

2027 | D.I. 145-38, PL22, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2028 | D.I. 145-80, PL99, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2029 | D.I. 145-54, PL68, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2030 | D.I. 145-53, PL67, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2031 | D.I. 145-67, PL81, Omega Patents, LLC v. CalAmp Corp., No. 6:13-cv-
1950 (M.D. Fla. Feb 25, 2016)

2032 | D.I. 144, Jury Verdict, Omega Patents, LLC v. CalAmp Corp., No. 6:13-
cv-1950 (M.D. Fla. Sep. 30, 2019)

2033 |D.I. 310, Jury Verdict, Omega Patents, LLC v. CalAmp Corp., No. 6:13-
cv-1950 (M.D. Fla. Feb. 24, 2016)

2034 | Omega Royalty Report (April 2023)

Page 7 of 28

OMEGA EXHIBIT 2019



IPR2023-01162
U.S. Patent No. 8,032,278

12.  As referenced above, I have also relied on my education, experience,
research, training, and knowledge in the relevant field, and my understanding of any
applicable legal principles described in this declaration.

13. All of the opinions contained in this declaration are based on the
documents and information I reviewed and my knowledge and professional
judgment.

14. I reserve the right to supplement and amend any of my opinions in this
declaration based on documents, testimony, and other information that becomes
available to me after the date of this declaration.

IV. LEGAL UNDERSTANDING

15. While I do not hold myself out to be an expert in the law, I understand
that evidence of secondary considerations must be considered when determining
obviousness and cannot be discounted, as they play a critical role in the obviousness
analysis. I also understand that evidence of secondary considerations can weigh
against a finding of obviousness and such evidence is often relied upon to provide

guides against the forbidden use of hindsight.
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16. As a result, I describe below evidence I view to be instructive to the
question of the value of the 278 Patent, as a secondary consideration in this matter.

V. SUMMARY OF OPINIONS

17.  There are multiple indications of the value of the 278 Patent. These
indications include:
e licensing agreements and payments under those agreements;
e cost and technical advantages made possible by the patented technology;
e testimony of and touting by users of the patented technology;
o the fact that there is no non-infringing alternative (or “design-around”) that

licensees have successfully implemented; and

trial and appellate court conclusions about the value of the 278 Patent.

VI. LICENSING AND PAYMENT HISTORY

18. Omega has a rich licensing history, offering licenses to numerous
patents in the automotive security, data bus and tracking industry, including the *278

Patent. Many of Omega’s licenses include the *278 Patent, including the following!:

' Ex 2025, 2026, 2028, 2029, 2030, 2031.
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Schedule 1
Summary of Agreements Including the ‘278 Patent

Omega v. Royalty Years Minimum  Minimum
CalAmp Agreement  Effective Patents Involved Additional Royalty Expiration Lengthof ~Automatically ~ Monthly ~ Yearly  Settiement
Bates Range __Licensee Date Date Type of License (Including '278) Minimum Royalty Add Ons Provisions Features Date License __ Renewed Royalty  Royalty  Amount

$5.00 for each "Category A Licensed
Product’ (include vehicle remote function

control equipment that provides at least Allmprovements

Data Bus Patent 24 domestic patents;  one security andior window control mads by he loenses
OMEGA_CAL ! 6 patent feature) !
007401 Accele License Agreement PSR o relating to the licensed
OMEGA CAL Elochones, e, 212012 21172012 (oo patonte. 6 $20 for oach "Calegory B Liconsed o Noted  productduring the term  None Noted 2112016 4years  NoneNoted NoneNoted ~ $5000 $3,000
Non-exclusive ‘ of the agreement shall
007410 foreign patent  Product’ include vehicle remote function
Non-transferable n b ° hereinafter become the
applications control equipment that provides at least ot e Homsor
one remote engine start control feature property
based upon Remote Keyless Entry
operation)
$10.00 per unit for the first 10,000 units (of
the year)
OMEGA_CAL 39 Domestic $5.000
007574 - Cimble 21312014 8112014 Non-exclusive 12 Foreign $0.00 for the next 10,001 10 20,000 units o oy g None Noted None Noted 7/31/2019  5years  NoneNoted NoneNoted $10,000 (Covers less
OMEGA CAL  Corporation Non-transferable 3 Domestic Patent (of the year) °
than 200 units)
007383 Applications
$5.00 per unitfor the next 20,001 to a total
sales number of products (of the year)
Master and Cross- DEI receives Most
License Agreement  _ Databus Patents. Favored Nations status
22 Domestic Patents
Agreementmade to 7 Domestic Patent poyimprovements Liconse
resolve all matters Applications Pt it
OMEGA_CAL between them” 11 Foreign Patents i made by asts untt
000084 Directed 7 Foreign Patent Data bus royalty is $5.00 per unit specifically relating to the last of None
5122007  5/12/2007 ! o | None Noted the inventions None Noted the  NonmeNoted NoneNoted None Noted $5,000,000
OMEGA CAL Elecironics, Inc. Non-exclusive Applications ) : ! ' Noted
Tracker patent royalty is $2.00 per unit embodied in the applicable
000128 Non-ransferable
Omega databus andlor patents
G L 0] Tt Doty tracker patent portfolio expire
Grants Omega R&D 27 Domestic Patents patentp P
. shall hereinafter
royalty-free cross- 9 Domestic Patent e e of
license to DEI patent Applications property
Omega
portiolio)
OMEGA_CAL
000132~ Setilement None
. 195,
OMEGA caL  EMerainc. 58112013 NoneNoted oY 5 Domestic None Noted None Noted None Noted NoneNoted  None Noted None Noted ~ None Noted  NoneNoted 1% $195,000
000140
Ifthe royalties exceed
$100,000 in any given
Data Bus Patent year, the royaltyrate will ~ Licensed products
License and 23 Domestic drop to $5 per product ~ shall onlybe remote s7.385
OMEGA_CAL Setiement 9 Foreign ) for the rest of the year. - start related products ’
000171- Ma Gy Pareement 9 Domestic $20 for each licensed product (up to o to acls (For sales of
" 2112010 2/1/2010 $100,000 per year in royalties) then $5.00  None Noted : 9 212015  5Years  NoneNoted NoneNoted $5000 less than 877
OMEGA CAL  Engineering Applications Allimprovements  data bus for vehicles
per product thereafter units, at least
000180 Non-Exclusive, Non- 6 Foreign made by the licensee from Mercedes Benz, 3842 por uni)
Transferable, Non- Applications relating to the licensed  Volkswagen, Audi or P
Assignable products shall BMW
hereinafter become the
property of the licensor.
Numerexreceives Most S’fﬂ'ﬁzz::;
Patentlicense and 59 US patents, 9 ) Favored Nation status
) $2.00 royalty for anylicensed tracking unit through the
OMEGA_CAL settlement foreign patents, 12
000181 - Numerex agreement US patent without any data bus functionality. Anydata bus related fastio None
! 212011 2112011 h None Noted None Noted expie None Noted  None Noted  None Noted $100,000
OMEGA CAL  Solutions, LLC applications and 6 improvements made Noted
. $5.00 royalty for any licensed tracking unit patent of
000195 Non-exclusive foreign patent ° cking by Numerexshall
with the limited data bus functionality v the
Non-transferable applications hereinafter become the Liconsed
property of Omega oo,

19.  Alltold, licenses to Omega’s patents have generated more than $70MM
in license fees, in all forms (e.g., initial and running royalty payments).>
20. These agreements have consistently implemented a structure of $5.00

per unit for products that employ technology that accesses the data bus, and $2.00 if

2 Omega royalty report April 2023, Ex 2034.
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the unit does not access the data bus but does use tracking technology. Importantly,
although some of these agreements have dates that precede the issuance of the *278
Patent, the 278 Patent’s technology was included in these agreements where the
license extended to related patents, such as U.S. Patent No. 6,606,561, or that
reference the patent application/publication associated with the 278 Patent (where
the *278 Patent had not yet issued).

VII. COST AND TECHNICAL ADVANTAGES REALIZED BY USING
THE PATENTED TECHNOLOGY

21. Evidence indicates that the use of the patented technology, as compared
to a non-infringing device, is commercially and functionally valuable.

22.  One of the advantages of the 278 Patent’s technology relates to the
simplicity of being able to access a data bus, which is found on all modern vehicles.
I understand that the *278 Patent covers a vehicle tracking device compatible with
the vehicle data bus of multiple vehicles,® and the patent also covers the ability of a

multi-vehicle tracking device to be updated wirelessly or via a wired connection.*

3Ex 1001.
4Ex 1001.
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Wireless connections can occur via multiple wireless technologies including
cellular, satellite, WiFi, and Bluetooth.’

23. In this context, I understand that the *278 Patent includes technology
that falls under what Omega often refers to as its “Data Bus Patents,” which increase
the ease of installing automobile tracking and control systems.® The system’s
controller is connected to the vehicle data communications bus of a vehicle, rather
than being wired directly to the various components of the automobile.” Vehicle
devices and controllers are also connected to the vehicle data communications bus.®
Therefore, covered devices can communicate with the various vehicle devices by
connecting to the vehicle data communications bus rather than being directly
connected to each device.” I understand that this reduces installation complexity and
time.!?

24.  Asaresult, [ understand that incorporating the Data Bus Patents allows

device manufacturers, integrators, and solution providers to reduce the number of

> Ex 1001.

® Discussion with Joseph McAlexander.
7 Discussion with Joseph McAlexander.
8 Discussion with Joseph McAlexander.
? Discussion with Joseph McAlexander.
10 Discussion with Joseph McAlexander.
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different models of control and tracking systems.!!

I understand that a telemetry
device manufacturer that does not utilize the Data Bus Patents would need to
manually configure a controller, upon installation in a specific vehicle, or
manufacture multiple variations of the same device, each one made for a specific
vehicle.!?

25. I understand that the *278 Patent also benefits users by allowing them
to update devices remotely.!® For example, a fleet manager could change when a
device sends a speed exceeded notification, or the manager could update software or
firmware related to the device, by communicating on the data bus.'*

26. The ’278 Patent allows customers (e.g., integrators and solution
providers) to better serve their customers/end users by being able to quickly install
tracking and control systems.!> The Data Bus Patents allow customers to easily plug

each tracking device into end users’ fleet vehicles, for example, without concern that

that the fleet vehicles all be from the same manufacturer or model.!® Once installed,

! Discussion with Joseph McAlexander.
12 Discussion with Joseph McAlexander.
13 Discussion with Joseph McAlexander.
14 Discussion with Joseph McAlexander.
15 Discussion with Joseph McAlexander.
16 Discussion with Joseph McAlexander.
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the devices can be easily managed over-the-air—changes can be made to the devices
without requiring drivers to make a trip to a home or branch office.!” The Tracking
Patent technology covered by the ’278 Patent also provides an easy and efficient
ways to deploy a geofence and send notifications when a geofence border has been
crossed.'® The Tracking Patent technology covered by the *278 Patent also provides
an easy-to-install, efficient, reliable way for a device to monitor a vehicle’s speed
and send notification if certain rules are violated."”

VIII. TESTIMONY OF AND TOUTING BY USERS OF THE PATENTED
TECHNOLOGY

27.  CalAmp Corp., a company that sells telemetry devices, was previously
found by a jury to infringe the *278 Patent.?’ The infringing devices, the LMU-3000
and LMU-3030 products, were promoted as being “an ideal solution for automotive
insurance, driver behavior management, auto rental and automotive applications
when access to the vehicle diagnostics interface (OBD-II) is required” (emphasis

added).?! CalAmp marketed the Accused Products as being able to access vehicle

17 Discussion with Joseph McAlexander.

18 Discussion with Joseph McAlexander.

1 Discussion with Joseph McAlexander.

20 Ex 2033. I understand this finding of infringement was affirmed on appeal.
21 Ex 2021.
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diagnostic interface data, track vehicle speed and location, and to be configured and

updated over-the-air,?? all of which I understand to be covered by the *278 Patent:

NEWS BULLETIN

FROM:

cagll‘lp

FOR RELEASE

CalAmp Targets Auto Insurance Market
with New Location Messaging Unit

Field trials demonsirate ability of EMU-3000 to deliver location
and operating data to assess vehicle use and driver behavior

OXNARD, CA, September 26, 2011 - CalAmp Corp. (NASDAQ: CAMP), a leadin g provider of
wireless products, services and solutions, teday introduced a new location monitering and
messaging device designed specifically for commercial and consumer auto insurance applications, a
market that represents more than 250 million registered vehicles in the United States alone.

28. CalAmp’s telemetry devices that use the 278 Patent’s technology
connect to vehicles via a data port, which is required on all light-duty vehicles and
trucks manufactured after 1996.2 The California Air Resources Board developed
the first generation of On-Board Diagnostics (“OBD” and the “OBD I” generation)

and implemented it in 1988.2* Following that, the Society of Automotive Engineers

22 Ex 2021.

23 «“On-Board Diagnostics (OBD) Basic Information,” United States Environmental Protection
Agency, <http://www.epa.gov/obd/basic.htm>; “On-Board Diagnostic Guidance — Diagnostic
Link Connector Location and Accessibility,” United States Environmental Protection Agency,
December 14, 1998, <http://www.epa.gov/obd/pubs/vpcd9814.txt>.

24 «“On-Board Diagnostics (OBD) Basic Information,” United States Environmental Protection
Agency, <http://www.epa.gov/obd/basic.htm>.
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(“SAE”) developed a second generation of OBD standards, known as “OBD II”’ or
“OBD 2.2 All 1996 and later light-duty vehicles and trucks are required to be OBD
I1 compliant, pursuant to the U.S.’s Clean Air Act Amendments of 1990.2° Although
modern vehicles are OBD II compliant, there are multiple OBD II protocols, as well
as proprietary sensor readings.?’” The OBD II standard includes a data port that
allows users to connect using a data link connector.?® CalAmp’s products that use

the 278 Patent’s technology connect to vehicles using this data port.

LMU-3000™ GPRS/CDMA/HSPA Series

GP king Unit with OBD-ll Interface

CALAMP0000304 29

25 “On-Board Diagnostics (OBD) Basic Information,” United States Environmental Protection
Agency, <http://www.epa.gov/obd/basic.htm>.

26 «“On-Board Diagnostics (OBD) Basic Information,” United States Environmental Protection
Agency, <http://www.epa.gov/obd/basic.htm>.

27 «OBD-II Background,” The OBD II Home Page, <http://www.obdii.com/background.html>.
28 «“On-Board Diagnostic Guidance — Diagnostic Link Connector Location and Accessibility,”
United States Environmental Protection Agency, December 14, 1998,
<http://www.epa.gov/obd/pubs/vpcd9814.txt>.

2 Ex 2021.
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LMU-3030™ GPRS/CDMA/HSPA Series

GPS Tracking Unit with OBD-Il Interface

CALAMP000030830

29. CalAmp’s products that use the 278 Patent’s technology are sold
independently or in conjunction with CalAmp’s FleetOutlook software.>! CalAmp’s
LMU 3000 and 3030 are marketed for the insurance, roadside assistance, and fleet
management solutions provider industries.*

30. CalAmp’s products that use the ’278 Patent’s technology have the
capability to report multiple types of events to users.>> CalAmp and CalAmp’s

customers can program the infringing products to determine which events will

30 Ex 2022.

31 Ex 2012, pp. 57, 135.

32 Ex 2012, pp. 64-67. See, also, Ex 2027.
3 Ex 2021; 2022; 2027.
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trigger reports using Programmable Event Generator (“PEG”) scripts, which will
send alerts based upon customer-defined criteria. 3

This advanced on-board alert engine monitors external
conditions and supports customer-defined, exception-
based rules. PEG continuously monitors the vehicle
environment and responds instantaneously to pre-
defined threshold conditions related to time, date,
motion, location, geo-zone, input and other event
combinations.?®

[Emphasis Added]

31. Available reports on the infringing CalAmp products include
“threshold-based” speed alerts and reporting whether a vehicle crosses a border

zone, as seen in the graphic below, and covered by the *278 Patent.>

34 Ex 2012, pp. 123-124; 2021; 2022; 2027;
35 “Programmable Event Generator,” CalAmp, <http://www.calamp.com/products/peg>.
36 «“Programmable Event Generator,” CalAmp, <http://www.calamp.com/products/peg>.
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interface services.”

PEG (Programmable Event Engine)

</>

= Remote reporting of assets health and status
- Flexible and expandable, optimize data to grow your specific business

IPR2023-01162
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= Visibility into actionable events and exceptions

LOGGING

Log out-of coverage
locations and events

®

COUNT

Trigger when discrete
actions exceed limit
(e.g. door openings)

[}

POWER MANAGEMENT

Configurable sleep and wake
periods based on elapsed time
and/or monitored state change

37 Ex 2021; 2022.
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SPEED
Periodic or
threshold-based alerts

@

Q
o
Pees

)

TIME CLOCK

Trigger when scheduled
workflow event exceeds
allotted time

COMMUNICATIONS

Configurable reporting rate based
on motion, time and/or input
state change

@

=y

DRIVER BEHAVIOR

Configurable alerts on braking,
acceleration, cornering, with
crash detection and logs

©

ZONES

Report border crossings

CalAmp’s promotional materials showed that the infringing products
use the ’278 Patent’s technology to enable compatibility with multiple vehicle
messaging protocols via an OBD interface. CalAmp promoted the LMU-3000 and

LMU-3030 as being compatible with multiple OBD II bus protocols and “other

CalAmp has also promoted the ‘“‘automatic detection of vehicle
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OBD DATA EXTRACTION

Detection Automatic detection of vehicle interface services

Extraction Transmission of standard EOBD cades, plus
manufacturer specific codes

Scripts Download of vehicle specific diagnostic scripts
dependant on vehicle model variant

CALAMP0000309

34, CalAmp press releases have emphasized the multi-vehicle
compatibility of the LMU-3030.

The "plug-and-go" LMU-3030 can be quickly and easily installed

through its OBD-II vehicle data bus interface, providing direct access

to vehicle information and fault codes that help assess location and

operational characteristics.*®

[Emphasis Added]

35. According to the Commercial Requirements Specification, the LMU-
3000 was developed by starting with a GPS tracking and cellular communication
product and incorporating an OBDII interface as a valuable addition.>® CalAmp
designed its LMU-3000 and LMU-3030 products that use the ’278 Patent’s

technology to be compatible with multiple vehicles. The Commercial Requirements

38 https://www.globenewswire.com/en/news-release/2014/02/18/1032057/0/en/Cal Amp-to-
Supply-Wireless-Tracking-and-Monitoring-Devices-to-Modus-for-Usage-Based-Insurance-

Services.html.
¥ Ex 2023, p. 4.
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Specification for the Accused Products include capabilities to support different OBD
IT protocols, read vehicle IDs, and automatically detect and configure the OBD 11
port.*

36. CalAmp promoted the ability to update CalAmp’s products that use the
’278 Patent’s technology to download data wirelessly via over-the-air updates. To
provide such wireless downloads, CalAmp provided its Provisioning/Programming,
Update, and Logistical System (“PULS”) for use with CalAmp’s infringing
devices.*! PULS allows users to configure LMUs, update PEG scripts, and update
firmware over-the-air.*?

The LMU-3000 leverages CalAmp's management and maintenance system, PULS™
(Programming, Updates, and Logistics Systeim), far over-the-air configuration parameters, PEG
rules, and firmware, This out-of-the-box hands free configuration and automatic
post-installation upgrades can monitor unit health status across your customers’ fleets to
identify issues befare they become expensive problems

CALAMPO0000304 43

40 Ex 2023, p. 7; Ex 2024, p. 8.

41 “Provisioning/Programming, Update, and Logistical System,” CalAmp,
<http://www.calamp.com/products/puls>.

42 «“Provisioning/Programming, Update, and Logistical System,” CalAmp,

<http://www.calamp.com/products/puls>.
43 Ex 2021.
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37.  As noted further below, a jury confirmed that the CalAmp LMU-3000
and LMU-3030 products infringe the *278 Patent. In this context, there is substantial
evidence of a demonstrable need for a tracking system with multi-vehicle databus
compatibility, as recited by the *278 Patent.

38.  For example, the advantages provided were described by Stephen Hall,
CalAmp’s Director of System Engineering and Technology at CalAmp, in his
deposition.

Q. Do you know what’s driving the increased demand for
products like the 3000 and the 30307

A. It comes from a variety of places, roadside services,
insurance. You know, there’s a lot — in the fleet
management space there’s a lot of pressure to — fleet
management  solutions have typically been
professionally installed which is very expensive. It

can cost more to install it than the device itself, and so
just a simple plug-in solution is extremely attractive.**

[Emphasis added]

39.  Mr. Hall further explained in his deposition how CalAmp’s reseller

customers enjoy benefits of the *278 Patent’s technology and, specifically, the ability

4 EBx 2012, p. 64.
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to take a solution that works for many applications and rebrand it, adding additional

features.®

40.

CalAmp does not generally in any of our businesses sell
directly to end users. In this small little set of high end
devices that I mentioned that are more like data routers,
in some of those cases they do sell directly to the end
market; but that’s a small portion of the business.

In these turnkey solutions that I described as well as an
MRM’s customer base, we’re typically selling to an
OEM or a solution provider who is then branding
that, adding their piece of value to it. Ifit’s an MRM
customer, they’re doing all the software and the delivery
side of things facing the customer, and they do all the
marketing to the end customer, the end market. Qur
business model is essentially an OEM-type business
model.

[Emphasis Added]

Similarly, Mr. Hergesheimer, a director of software and architecture for

CalAmp, testified about customer need for the benefits of the ’278 Patent—

particularly that the LMU-3000 was a “sales-driven request” from customers who

expressed a demand for the features therein.

4 Mr. Hergesheimer also confirmed

45 Bx 2012, pp. 23-24.
46 Bx 2011, 40:6-41:3.
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that multi-vehicle data bus compatibility was/provided a strong value proposition,
and without such a capability, CalAmp’s products would have limited value because
multi-vehicle data bus compatibility allows a single product to service more
vehicles, increasing ease of use and decreasing costs.*’” Mr. Hergesheimer also
confirmed that the ability to download software and data bus codes via hardwire or
wirelessly provided a benefit of convenience, while reducing expense.*®

41.  Alsoreflecting the economic value of the technology in the *278 Patent,
Mr. Hall explained that the LMU-3000, one of the CalAmp units deemed infringing
by a Florida jury, was driven by a “general market need that we heard from a number
of customers [who sought] a need for a simple installation type of solution and the
opportunity to enhance the capability of the product that we could offer with certain
249

data items coming off of the vehicle bus.

IX. NO DESIGN AROUND

42.  One of the other factors that affects the value of intellectual property,

and patents in particular, is the cost to design around the licensed technology or

YTEx 2011, 46:25-47:19.
B Ex 2011, 47:25-48:19.
4 Ex 2012, 40:20-41:4.
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implement a different, non-infringing means to accomplish this functionality. If
another alternative was or would have been available, this impacts the value of the
technology, and therefore the royalty that a willing licensee would be willing to pay
for a license to use patented technology. This is a concept that has been considered
by courts in the past, with the Court of Appeals for the Federal Circuit (“CAFC”)
ruling in 1999 in Odetics, Inc. v. Storage Technology Corp. that “one expects [an
infringer] would pay as much as it would cost to shift to a non-infringing product.”*°

43.  In the instant context, I am unaware of any non-infringing way to sell a
telemetry device that uses the data bus/OBD II port that is on vehicles manufactured
in this millennium, while also using Tracker technology, as covered by the ’278
Patent, due to a lack of non-infringing substitutes. The nearest alternative of which
I am aware 1s to make, stock, and use a series of devices that do not access the data
bus/OBD II port (even after the expiration of Omega’s other patents have expired,

leaving only the ’278 Patent), which I understand is commercially unacceptable.

This was a disadvantage recognized by CalAmp’s engineers, who acknowledged

30 Odetics, Inc. v. Storage Technology Corp., 185 F.3d 1259, 1261 (Fed. Cir. 1999).
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that, without multi-vehicle capability, the more expensive/less desirable option was
to use multiple vehicle-specific devices.!

44.  The lack of viable design arounds was acknowledged by employees of
CalAmp in prior litigation with Omega. For example, Mr. Hergesheimer
acknowledged that CalAmp did not implement any design alternatives, and admitted
CalAmp never “came up with any alternative designs.” (Ex. 2011, 44:23-45:19.)
Similarly, CalAmp executive Gallin Chen explained to CalAmp’s patent counsel
that claim 13 of the *278 Patent would be “harder to avoid” infringement because it
implicated the manner in which CalAmp programmed its infringing units. (Ex.
2020.)

X. TRIAL AND APPELLATE COURT DECISIONS

45.  In patent litigations in which Omega has brought suit for infringement
of the °278 Patent, juries and courts have determined/found that accused users have
infringed the ’278 Patent. For example, in the 2016 trial in Omega Patents v.
CalAmp (“CalAmp 17), the jury found that the 278 Patent was valid, and CalAmp

infringed that patent, awarding $6.38 per unit in royalties, totaling $2,975,200 in

STEx 2011, 46:25-47:19.
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damages (prior to prejudgment interest).”> After that ruling was remanded to the
trial court for a second trial, that jury also found that the *278 Patent was valid, and
CalAmp infringed that patent, awarding $5.00 per unit in royalties, totaling
$4,586,111 in damages (prior to prejudgment interest).>

XI. CONCLUSION

46. As described above, there are multiple indications that users (e.g.,
sellers, resellers, and end users of covered telemetry devices) of the technology
covered by the *278 Patent have gained advantages from that technology, including
license agreements with tens of millions of dollars paid, saved costs and technical
advantages, testimony and touting by sellers, the lack of a commercially acceptable
design-around/non-infringing alternative, and rulings by trial courts and juries.

47. In signing this declaration, I recognize that the declaration will be filed
as evidence in a contested case before the Patent Trial and Appeal Board of the
United States Patent and Trademark Office. I also recognize that [ may be subject

to cross-examination in the case and that cross-examination will take place within

52 Ex 2032.
53 Ex 2033.
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the United States. If cross-examination is required of me, I will appear for cross-
examination within the United States during the time allotted for cross-examination.

48. 1 hereby declare that all statements made herein of my own knowledge
are true and that all statements made on information and belief are believed to be
true; and further that these statements were made with the knowledge that willful
false statements and the like so made are punishable by fine or imprisonment, or

both, under Section 1001 of Title 18 of the United States Code.

Executed this 8th date of December 2023.

Respectfully submitted,

/ 7
CHri$tian Tregillis, CPA, ABV, CFF, CLP
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