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previously considered or addressed in the prior examination of the Flick ‘278 patent.
Specifically:

1. U.S. Patent No. 5,794,164

a) Technological Teaching: Transmitting Location Data, Communicating
Via One of the OBD 11 vehicle Data Bus Protocols and Downloading Means
Downloading Enabling Data

The Beckert et al. ‘363 patent teaches a vehicle computer system including a
wireless communications device, a vehicle location determination device, a
downloading interface, and a controller capable of communicating with a variety
of vehicle devices via the OBD Il standardized vehicle data bus mandated for
inclusion in 1996 or later model vehicles. By way of background, at the time of
the filing of the Beckert et al. ‘363 patent, federal mandate required all vehicles to
conform to California Code of Regulations (CCR) 1968.1. CCR 1968.1 permitted
vehicles to implement three different on-board to off-board network
communications protocols:

(1968:i Malfunctlon and Diagﬁos&c S-ysteril‘Requirements——19§4 z‘ma Subsequeﬁt
Model-Year Passenger Cars, Light-Duty Trucks, and Medium Duty Vehicles and
Engines, p 36, Exhibit U).

The Beckert et al. ‘363 patent also incorporates by reference the disclosure of
U.S. Patent 5,794,164 to Beckert et al. (the Beckert et al. 164 patent) in its
entirety at col. 7, lines 44-51. The Beckert et al. ‘164 patent provides additional
detail concerning the modules of the vehicle computer system disclosed in the
Beckert et al. ‘363 patent and specific detail concerning the OBD interpreter and
APIs that are exposed to remote devices by the vehicle computer system, which
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include a diagnostic API (amongst others). Thus, the Beckert et al. ‘363 patent
discloses technological teachings that the Examiner previously found to be
missing from the prior art of record disclosed in the Flick ‘278 patent.

¢) Substantial New Question of Patentability as to Claims 1-22 because the
Beckert et al, ‘363 Patent Teaches all Claim Elements

Each of claims 1-22 require a multi-vehicle compatible controller coupled to a
vehicle data bus for communication thereover with at least one vehicle device. As
shown above, and in more detail in the claim charts attached as Exhibit R, the
Beckert et al. ‘363 patent discloses this and all other required limitations,
explicitly disclosing communicating via a “vehicle data bus” and a “downloading
interface.” Accordingly, it is submitted that all aspects of claims 1 - 22 are
disclosed by the Beckert et al. ‘363 patent in at least as complete detail as
contained in the claims. A reasonable examiner would consider the teachings
important in deciding whether or not claims 1 - 22 of the Flick ‘278 patent are
patentable. For these reasons, the Beckert et al. ‘363 patent raises a substantial
new question of patentability as to claims 1-22.

(Bold emphasis original, underlined italics added.)

A non-final action was mailed by the USPTO on May 6, 2016. Such action determined
the earliest effective filing date for Flick ‘278 to be July 3, 2007. The action also determined that
the ‘363, ‘008 and ‘225 references each taught a vehicle computer system including a wireless
communications device, a vehicle location determination device, a downloading interface, and a
controller capable of communicating with a variety of vehicle devices and therefore, there was a
substantial likelihood that a reasonable examiner would have considered these teachings in
Beckert, Gelvin and Razavi to be important in the determination of patentability of claims 1 -22
of Flick ‘278. Accordingly, Beckert, Gelvin and Razavi were determined to each raise a
substantial new question of patentability, which question has not been previously raised. The
action also included rejections of claims 1-22 under pre-AIA 35 U.S.C. 102(b) as being

anticipated by Suman or Beckert and under pre-AIA 35 U.S.C. 103(a) as being unpatentable over

Spaur in view of other references used for the teaching of location detection. Finally the action
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concluded with the Examiner finding the PO’S remarks regarding the art being previously

considered and the claim features not being shown thereby not persuasive.

On June 16, 2016 a personal interview was held. The PTOL-404 Summary set forth:

Description of the general nature of what was agreed to if an agreement was
reached, or any other comments: Spaur and Suman references were discussed.
Examiner agreed to drop the 102 rejection based upon Beckert. Examiner
suggested that the Patent Owner provide evidence relating to the use of device
codes in vehicles at the time of the invention in relation to their inherent use in
Suman and Spaur. The scope of the claims was also discussed. Patent Owner’s
representative provided the attached agenda and various documents pertaining to
related court proceedings.

(Emphasis added.)

while the PO Summary of July 6, 2016 set forth, e.g.:

While discussing Suman et al., the Patent Owner contended that Suman et al.
failed to disclose: “said multivehicle compatible controller to be coupled to the
vehicle data bus for communication thereover with at least one vehicle

device using at least one corresponding vehicle device code from among a
plurality thereof for different vehicles”, as recited in independent Claim 1, for
example.

In reply, the Examiners cited Col. 2, lines 3-11 of Suman et al. as teaching the
“multi-vehicle compatible controller” of the claimed invention. The Patent

Owner contended that this was a mischaracterization of the teachings of Suman et
al. The Examiner’s invited the Patent Owner to submit evidence supporting this
contention.

The Patent Owner also contended that Suman et al. fails to disclose: “a
downloading interface for permitting downloading of enabling data related to the
at least one corresponding vehicle device code for use by said multi-

vehicle compatible controller”, as recited by independent Claim 1, for example.

The Examiners noted that Col. 24, lines 8-13 of the present application recite:
“[t]he enabling data may be the vehicle device code or codes, an instruction to
select a code or codes from among those already stored, or the data or sequence to
allow the controller 111 to generate the vehicle device code or codes, for
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example”. The Examiners also correctly noted that Suman et al. fails to disclose
the downloading interface for permitting downloading of vehicle device codes.
While discussing Spaur et al., the Patent Owner contended that Spaur et al. failed
to disclose: “said multivehicle compatible controller to be coupled to the vehicle
data bus for communication thereover with at least one vehicle device using at
least one corresponding vehicle device code from among a plurality thereof for
different vehicles”, as recited in independent Claim 1, for example.

In reply, the Examiners contended similarly that since Spaur et al. discusses
potential application in different vehicles, therefore Spaur et al. discloses the
multi-vehicle compatible controller of the claims. The Patent Owner

contended that this was a mischaracterization of the teachings of Spaur et al. The
Examiner’s invited the Patent Owner to submit evidence supporting this
contention. The Examiners also correctly noted that Spaur et al. fails to disclose
the downloading interface for permitting downloading of vehicle device codes.

Additionally, while discussing Spaur et al., the Patent Owner noted that Spaur et
al. discloses a vehicle position determining device. Accordingly, for purposes
of clarity, the Patent Owner agreed to also discuss the Spaur et al. patent with
regards to its failure to anticipate the claimed invention.

The Examiners determined that the rejection over Beckert et al. was withdrawn.

(Emphasis added.)

The Agenda attached to the Summary indicated that PO intended to argue that the
references or combination of references used to reject the claims did not teach the features of a

multi-vehicle compatible controller nor a downloading interface.

A response to the non-final Office Action was also filed on July 6, 2016. The response

included remarks and a Rule 132 declaration by Michael J. Suman and a Rule 132 declaration by

Joseph C. McAlexander, III.
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On December 1, 2016, a Notice of Intent to Issue Ex Parte Reexamination Certificate
(NIRC) was issued by the USPTO. The Statement of Reasons for Patentability and/or
Confirmation set forth:

The following is an examiner’s statement of reasons for patentability and/or
confirmation of the claims found patentable in this reexamination proceeding:
the Examiner agrees that the declarations by Suman and McAlexander provide
sufficient evidence that Suman and Spaur each fail to disclose the multi-vehicle
compatible controller as recited in independent claims 1,13 and 18. Claims 2-12,
14-17 and 19-22 are considered to be patentable due to their dependency on
claims 1, 13 and 18, respectively.

The Suman declaration provided:

12. ... The embodiments contemplated by me at the time of my ‘537 patent, the
disclosure in my ‘537 patent, and the related commercial developments within my
work responsibilities were not directed to a multi-vehicle compatible controller ...
as in the ‘278 patent claims. The embodiments contemplated by me at the time of
my ‘537 patent did not include multi-vehicle compatibility, and at the time I left
Johnson Controls in 2002 I had never contemplated or worked with any multi-
vehicle compatible controller as described in the ‘278 patent. I point out that at
the time of my ‘537 patent, the vehicle device codes were proprietary to different
manufacturers, and even different model lines offered by manufacturers.
Moreover, the device codes were not made freely available, and were quite
difficult to obtain.

13. ...Based upon my knowledge and experience, the reprogramming means [of
537] is not related to vehicle codes or to providing a downloading interface for
permitting downloading of enabling data related to the at least one corresponding
vehicle device code for use by the multi-vehicle compatible controller, as in the
‘278 patent claims. Instead, the reprogramming means is for

vehicle personalization and was not capable of making communications level
changes that would be necessary to provide multi-vehicle compatibility.

14. I would also like to clarify that the following passage from my ‘537 patent
does not support the contention that my patent discloses a multi-vehicle
compatible controller and downloading interface as in the ‘278 patent claims:
...(Col. 2, lines 3-10).

It was expected that the vehicles in a given fleet would be the same type vehicle
having the same device codes.

Page 1172 of 1656 OMEGA EXHIBIT 2037



Application/Control Number: 90/014,309 Page 21
Art Unit: 3992

15. ... Itis my position, based upon my knowledge and experience, that none

of the cited portions of my ‘537 patent supply these teachings relating to a wired
or wireless interface. Indeed, I was simply not working on the problem of multi-
vehicle compatibility, and there was no project to develop any software to give
the connector the functions as contended in the Official Action. Moreover, the
embodiments conceived and described in the ‘537 patent were not capable of
modifying the communications level to allow for multi-vehicle compatibility.
Along these lines, there is also no disclosure in my 537 patent of using the
telephone to provide a wireless interface as in the ‘278 patent.

The McAlexander declaration provided:

10. Thave also reviewed the Rule 132 Declaration being submitted concurrently
herewith by Michael J. Suman, the lead inventor on U.S. Patent No. 6,028,537,
i.e., another reference being cited in the Official Action. In that Declaration, Mr.
Suman confirms my understanding that at the time of the Spaur et al. patent (filed
about six months before the filing of the provisional application leading to the
Suman et al. patent), the vehicle device codes were proprietary to different
manufacturers, and even different model lines offered by manufacturers; and that
the device codes were not made freely available, and were quite difficult to
obtain.

19.  The Official Action incorporates by reference a listing of how Spaur et al.
(and Johnson et al.) relates to the claims of the ‘278 patent from Requester’s
Exhibit F. From Exhibit F, the following sections of Spaur et al. are asserted as
disclosing a multi-vehicle controller using at least one corresponding device code
from among a plurality thereof for different vehicles:

... (Col. 6, lines 31-50) .

... (Col. 10, lines 15-29).

... (Col. 10, lines 55-64. [sic]

Based upon my knowledge, experience and analysis, I do not believe that these
cited portions of Spaur et al. disclose the multi-vehicle compatible controller as in
the claims of the ‘278 patent. In addition, I also believe that, based upon

these portions of Spaur et al., or any other portions of Spaur et al., there is no
inherent teaching of the multi-vehicle compatible controller as in the ‘278 patent
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claims. In other words, it does not necessarily flow that Spaur et al. would have a
multivehicle compatible controller using the device codes as in the ‘278 patent
claims.

20. I also point out that Exhibits 14 and 15 from Requester’s technical trial expert,
Mr. Andrews, and describing the actual CellPort Labs products as disclosed in
Spaur et al., also fail to have any express or inherent teaching of the multivehicle
compatible controller as in the ‘278 patent claims....

21. The Official Action also cites to the following language from col. 4, lines 38-
45 of Spaur et al. for the alleged teaching of the downloading interface as recited
in the ‘278 patent claims. ..

Again, based upon my knowledge, experience and analysis, I do not believe that
these cited portions of Spaur et al., or any other portions of Spaur et al., disclose
(either directly or through inherency) a downloading interface for permitting
downloading of enabling data related to the at least one corresponding vehicle
device code for use by the multi-vehicle compatible controller as found in the
claims of the ‘278 patent. Spaur et al. does disclose an interface in combination
with a controller; however, Spaur et al. fails to disclose the multivehicle
compatible controller and the downloading interface as recited in the claims of the
‘278 patent. In addition, there is nothing in the description of the corresponding
CellPort Labs actual products (Exhibits 14 and 15) that discloses the multivehicle
compatible controller and the downloading interface as recited in the claims of the
‘278 patent.

‘851 Reexam:
On October 28, 2016, a second request for ex parte reexamination of claims 1-22 of U.S.

Patent No. 8,0320,278 was filed by a TPR.

See the Request at, e.g., Sections V (pages 3-7) and VI, A-D. (pages 7-25) and Exhibit C

and D, e.g., bridging pages 2-25. Such sections of the ‘851 Reexam Request set forth:

“V. CITATION OF PERTINENT AND APPLICABLE PRIOR ART BELIEVED
TO HAVE BEARING ON PATENTABILITY®
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Requester notes that these references were not previously considered during the
original prosecution of the Flick ‘278 patent, but that the Beckert ‘363 patent, the
Spaur ‘074 patent and the Suman ‘537 patent are being considered in the pending
Flick ‘587 Reexam. However, these references are being presented in a new light
in this Request. In particular, the Examiner in the Flick ‘587 Reexam had
requested “evidence relating to the use of device codes” as related to their
inherent use in the Spaur ‘074 patent and the Suman ‘537 patent. ... Accordingly,
Requester is submitting this material prior art evidence in the form of the SAE
HS- 3000 Manual published in 1994.

The SAE HS-3000 Manual is one of numerous publications published by the
Society of Automotive Engineers (“SAE”) that set forth the standards for
communicating with vehicle devices via a vehicle data bus using various device
codes, as was used in the Spaur ‘074 patent, the Suman ‘537 patent, and the
Beckert ‘363 patent in order to communicate with the vehicle devices. Requester
also notes that these communications standards have been federally mandated for
all new vehicles sold in the United States since 1996.

As detailed in the accompanying claim charts, the SAE HS-3000 Manual provides
details regarding hundreds of device codes, or “PRN”" device codes, for
communicating with vehicle devices, including standard codes and up to seven
manufacturer specified vehicle device codes. For example, SAE J2178/2, which
starts on page 211 of the SAE HS-3000 Manual, provides the “Standardized
Parameter Definitions” for standardized messages on SAL J1850 Class B
networks. SAE J2178/2 sets out respective sets of device codes for a host of
vehicle devices that may be present on a given vehicle. For example, Table 2 on
page 215, partially reproduced below, provides the address map of the SAE
standard and reserved manufacturer specific (Reserved MFG) subgroups of
messages for different classes of vehicle devices.

SAE J2178/2 provides the details of device codes for hundreds of different vehicle
devices within the address map ranges indicated in the above table. Section 4 of
SAE J2178/2 on page 213 specifies that three bits are used to define eight
different device codes for a given vehicle device including a SAE standard device
code for the specific type of vehicle device and seven manufacturer reserved
device codes for that particular vehicle device.

Furthermore, the SAE HS-3000 Manual teaches a bus discovery procedure that
can be used by systems interfacing with a vehicle bus, which involves
communicating with vehicle devices using at least one vehicle device code from
among a plurality thereof for different vehicles. In particular, the bus discovery
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procedure sends a plurality of device codes, referred to as “mode 1 PID 0
response message” in a manner appropriate for each of the SAE J1850 41.6 Kbps
PWM bus, SAE J1850 10.4 Kbps VPW, and ISO 9141-2 in order to determine a
type of bus used in a vehicle. (See SAE HS-3000 Manual section 6.5.1 on page
37).

Accordingly, the Beckert ‘363 patent, Spaur ‘074 patent, and the Suman ‘537
patent are each being presented in a new light in view of the SAE HS-3000
Manual and continue to raise substantial new questions of patentability with
respect to the Flick ‘278 patent. Requester also notes that the Chou ‘499 patent
was not previously considered in either the original prosecution of the Flick ‘278
patent or the currently pending Fick '587 Reexam and that this prior art reference
presents a substantial new question of patentability with respect to the Flick
‘278 patent.

VI. STATEMENTS POINTING OUT EACH SUBSTANTIAL NEW
QUESTION OF PATENTABI LITY

...as explained in greater detail below, A) the Beckert 363 patent; B) the Spaur
‘074 patent; C) the Suman ‘537 patent; and D) the Chou ‘499 patent either alone
or in combination with the SAE HS-3000 Manual, all of which were published
more than a year prior to the earliest priority date to which the Flick ‘278 patent is
entitled to, raise substantial new questions of patentability with respect to the
Flick ‘278 patent.

A. U.S. Patent No. 6,009,363 to Beckert (inherently disclosing the SAE HS-
3000 Manual)

... These references were not considered during the original prosecution of the
Flick ‘278 patent. However, the Beckert ‘363 patent was considered during the
Flick ‘587 Reexam, but was inexplicably withdrawn from the Flick ‘587 Reexam
with no reasons being made on the record as to why this rejection was being
withdrawn. Accordingly, Requester is again resubmitting this reference for at
least the following reasons:

1. No Reasons Provided Why Beckert ‘363 Patent Withdrawn From
Rejection in the Flick ‘587 Reexam --- Examiner Interview Summary filed 6-
21- 2016 in the Flick ‘587 Reexam

Accordingly, Requester is re-submitting the Beckert ‘363 patent, including the
SAE HS- 3000 Manual which is inherently disclosed by the OBD Il interface
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being used in the Beckert ‘363 patent (see e.g., Beckert ‘363 col. 1, lines 32 - 35
stating: “Most late model vehicles are also constructed with a diagnostic system
that analyzes performance of the vehicle’s engine, transmission and fuel system,
and other components (1996 or later for OBD II, 1993 or later for OBD I)...”....
These references provide new technological teachings that raise a

substantial new question of patentability with respect to the Flick ‘278 patent.

2. Technological Teaching: Transmitting Location Data,
Communicating Via an OBD II Vehicle Data Bus, and Downloading Means
Downloading Enabling Data

The Beckert 363 patent teaches a vehicle computer system including a wireless
communications device, a vehicle location determination device, a downloading
interface, and a controller capable of communicating with a variety of vehicle
devices via the OBD II standardized vehicle data bus mandated for inclusion in
1996 or later model vehicles. ...

The Beckert 363 patent also incorporated by reference the disclosure of U.S.
Patent 5,794,164 to Beckert et al. (the Beckert ‘164 patent) in its entirety at col. 7,
lines 44-51. The Beckert ‘164 patent provides additional detail concerning the
modules of the vehicle computer system disclosed in the Beckert ‘363 patent and
specific detail concerning the OBD interpreter and APIs that are exposed to
remote devices by the vehicle computer system, including a diagnostic API
(amongst others). The SAE standards, and in particular the SAE HS-3000
Manual, were published for the specific purpose of teaching people of ordinary
skill in the art how to communicate with vehicle devices via the OBD Il interface.
In particular, the SAE HS- 3000 Manual teaches a bus discovery procedure that
can be used by systems interfacing with a vehicle bus via an OBD II diagnostic
connector, which involves communicating with vehicle devices using at least one
vehicle device code from among a plurality thereof for different vehicles. ...

Accordingly, the Beckert ‘363 patent teaches that the modules inherently disclose
the use of the bus discovery protocols that involve sending g plurality of device
codes for different vehicles required by the SAE standards as that specify the
implementation details for the OBD 1l interface. Furthermore, it would have been
obvious to utilize the teachings described in the SAE HS-3000 Manual because
the Beckert ‘363 patent expressly directs communicating with the OBD system
built into the vehicle using the OBD interface. Thus, the Beckert ‘363 patent is
being presented in a new light in view of the SAE HS-3000 Manual that raises a
substantial new question of patentability.
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4. Substantial New Question of Patentability as to Claims 1 - 22 because the
Beckert ‘363 Patent in view of the SAE HS-3000 Manual Teaches all Claim
Elements

Each of claims 1 - 22 require a multi-vehicle compatible controller coupled to a
vehicle data bus for communication thereover with at least one vehicle device. As
shown above, and in more detail in the claim charts attached as Exhibit B, the
Beckert ‘363 patent in view of the SAE HS-3000 Manual disclose this and all
other required limitations, explicitly disclosing communicating via a “vehicle
data bus” and a “downloading interface”. Accordingly, all aspects of claims 1-22
are disclosed by the Beckert ‘363 patent and the SAE HS-3000 Manual. A
reasonable examiner would consider the teachings important in deciding whether
or not claims 1-22 of the Flick ‘278 patent are patentable. For these reasons, the
Beckert ‘363 patent, including the SAE HS-3000 Manual, raises a substantial new
question of patentability as to claims 1-22.

(Underlined italics added.)

B. U.S. Patent No. 5, 732,074 to Spaur in view of the SAE HS-3000 Manual

...Furthermore, as noted above..., the Examiner in the Flick ‘587 Reexam had
requested evidence related to the use of device codes as related to the Spaur ‘074
patent, ... Accordingly, Requester is submitting the SAE HS-3000 Manual which
provides material evidence related to the use of device codes as related to the
Spaur ‘074 patent. Accordingly, the Spaur ‘074 patent is being presented in a new
light in view of the SAE HS-3000 Manual and continues to raise a substantial new
question of patentability.

1. Technological Teaching: Obtaining and Transmitting Location Data using
a Standard Vehicle Bus and Vehicle Device Codes for Different Vehicles

The Spaur ‘074 patent teaches a controller having a wireless device, a direct
communications port, and a connection to a vehicle standardized network that can
be utilized to read data from vehicle devices and transmit that data via the
wireless device.. ..

The Spaur ‘074 patent teaches communicating with vehicle devices via a
“standardized network ... commonly used in a number of makes and models of
vehicles” (Spaur ‘074 patent, col. 10, lines 18-21). The SAE standards, and in
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particular the SAE HS-3000 Manual, were published for the specific purpose of
teaching people of ordinary skill in the art how to communicate with vehicle
devices via one of the “standardized networks” present within a vehicle.

In particular, the SAE HS-3000 manual provides details of communicating with a
plurality of vehicle devices using the SAE messaging protocols defined in SAE
J2178 (Class B Data Communication Network Messages), ....

Accordingly, it would have been obvious to utilize the teachings described in the
SAE HS-3000 Manual because the Spaur ‘074 patent expressly directs using
standards, such as the SAE standards as described by the SAE HS-3000 Manual,
for the purpose for which the standards were created. Thus, the Spaur ‘074 patent
in view of the SAE HS-3000 Manual disclose technological teachings that the
Examiner previously found to be missing from the prior art of record disclosed in
the Flick 278 patent.

3. Substantial New Question of Patentability as to Claims 1 - 22 Because
Spaur ‘074 in view of the SAE HS-3000 Manual Teaches all Claim Elements
Each of claims 1 - 22 require a multi-vehicle compatible controller coupled to a
vehicle data bus for communication thereover with at least one vehicle device. As
shown above, and in more detail in the claim charts attached as Exhibit D, the
Spaur ‘074 patent in view of the SAE HS-3000 Manual discloses this and all other
required limitations, explicitly disclosing communicating via a “vehicle data
bus”, “using at least one corresponding device code from among a plurality
thereof for different vehicles”, and “downloading interface”. In particular, the
limitation “using at least one corresponding vehicle device code from among a
plurality thereof for different vehicles” is discussed in greater detail in the SAE
HS-3000 Manual, which provides the implementation details for communicating
via the standardized vehicle network described in the Spaur ‘074 patent.

Accordingly, it would have been obvious to one skilled in the art that all aspect of
claims 1 - 22 are disclosed by the Spaur ‘074 patent in view of the SAE HS-3000
Manual. A reasonable examiner would consider the teachings important in
deciding whether or not claims 1 - 22 of the Flick ‘278 patent are patentable. For
these reasons, the Spaur ‘074 patent in view of the SAE HS-3000 Manual raises a
substantial new question of patentability as to claims 1 - 22.

(Underlined italics added.)
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C. U.S. Patent No. 6,028,537 to Suman (inherently disclosing the SAE HS-3000
Manual)

The Suman ‘537 patent issued February 22, 2000 and the SAE HS-3000 Manual
published in 1994 and therefore are prior art to the Flick ‘278 patent under 35
U.S.C. §§102(a), 102(b) and 102(e). These references were not considered during
the original prosecution of the Flick ‘278 patent, but the Suman ‘537 patent is
currently being considered in the Flick ‘587 Reexam. Furthermore, as noted
above ..., the Examiner in the Flick ‘587 Reexam had requested evidence related
to the use of device codes as related to the Suman ‘537 patent, ... Accordingly,
Requester is submitting material prior art, in particular, the SAE HS-3000 Manual
which provides material evidence related to the use of device codes as related to
the Suman ‘537 patent. Accordingly, the Suman ‘537 patent is being presented in
a new light in view of the SAE HS-3000 Manual and continues to raise a
substantial new question of patentability.

1. Technological Teaching: Obtaining and Transmitting L.ocation Data using
a Standard Vehicle Bus and Multi-Vehicle Compatibility

The Suman ‘537 patent teaches a vehicle communication and control system
including a wireless communications device, a vehicle location determination
device, and a controller capable of communicating with a variety of vehicle
devices via a standardized vehicle data bus. ...

The Suman ‘537 patent notes that the multiplexing scheme (e.g., item 744
illustrated in Fig. 44 above) is set forth in SAE standard J1850 and “is universally
used in the automotive industry.” The SAL HS-3000 Manual is a publication that
provides details regarding the SAE J1850 standard, and provides implementation
details for communicating with vehicle devices on a plurality of different makes
and models of vehicles via an SAE J1850 bus.

Accordingly, a vehicle controller (as illustrated in Fig. 44 above) implemented
according to the SAE J1850 standard would communicate with a plurality of
vehicle devices using the SAE messaging protocols defined in SAE J2178 (Class
B Data Communication Network Messages) as required by the SAE J1850
standard, which provides details of the various device codes that may be utilized
to communicate with hundreds of vehicle devices, ...
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...As noted above, vehicle data busses, such as those described by the SAE HS-
3000 Manual have been federally mandated for inclusion in all vehicles sold in
the United States since at least 1996.

Thus, the Suman ‘537 patent is being presented in a new light in view of the SAE
HS- 3000 Manual that raises a substantial new question of patentability with
respect to the Flick ‘278 patent.

3. Substantial New Question of Patentability as to Claims 1 - 22 because the
Suman ‘537 patent, including the SAE HS-3000 Manual, Teaches all Claim
Elements

Each of claims 1 - 22 require a multi-vehicle compatible controller coupled to a
vehicle data bus for communication thereover with at least one vehicle device. As
shown above, and in more detail in the claim charts attached as Exhibit D [sic],
the Suman ‘537 patent, which inherently discloses communicating with vehicle
devices in accordance with the manner disclosed in the SAE HS-3000 Manual,
discloses this and all other required limitations, explicitly disclosing
communicating via a ‘vehicle data bus’, ‘using at least one corresponding device
code from among a plurality thereof for different vehicles’, and ‘downloading
interface’. In particular, the manner in which the Suman ‘537 patent’s disclosure
requires “using at least one corresponding vehicle device code from among a
plurality thereof for different vehicles” can be appreciated by reviewing the
details of the disclosed processes as set out in the SAE HS-3000 Manual, which
provides the implementation requirements for the multiplexing communication
circuit 744 described in the Suman ‘537 patent. Accordingly, it is submitted that
all aspects of claims 1 - 22 are disclosed by the Suman ‘537 patent, which
inherently discloses use of the processes required by the standards contained in
the SAE HS-3000 Manual, in at least as complete detail as contained in the claims.
A reasonable examiner would consider the teachings important in deciding
whether or not claims 1 - 22 of the Flick ‘278 patent are patentable. For these
reasons, the Suman ‘537 patent in view of the SAE HS-3000 Manual raises a
substantial new question of patentability as to claims 1 - 22.

(Underlined italics added.)

D. U.S. Patent No. 6,330,499 to Chou et al.

The Chou ‘499 patent issued December 11, 2001 and therefore is prior art to the
Flick 278 patent under 35 U.S.C. §§ 102(a), 102(b), and 102(e). This reference
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was not considered during the prosecution of the Flick ‘278 patent or the currently
pending Flick ‘587 Reexam. This reference provides a new technological teaching
that raises a substantial new question of patentability.

1. Technological Teaching: Obtaining and Transmitting L.ocation Data using
a Standard Vehicle Bus and using model dependent codes

The Chou ‘499 patent teaches a vehicle information system including a wireless
communication device, a vehicle location determining device, and a controller
capable of communicating with a variety of vehicle devices via a standardized
vehicle data bus using a vehicle bus interface that may support different vehicle
bus standards such as CAN (Controller Area Network) and the Society of
Automotive Engineers’ SAE J1850 - Class B Data Communications Network
Interface. (Chou, col. 3, lines 33-40)....

The Chou ‘499 patent further teaches multi-vehicle compatibility, whereby a
vehicle bus adaptor (120C) “translates messages from the fault detector into the
language of the vehicle bus. The fault code specifications and protocols of the
vehicle may be Original Equipment Manufacturer (OEM) and model dependent
.... A listing of such codes may be found in the publication of the Society of
Automotive Engineers, “SAE On-Board Diagnostics for Light and Medium Duty
Vehicle Standards Manual”. (Chou, col. 4, lines 25-35, [bold original] emphasis
added).

Thus, the Chou ‘499 patent discloses technological teaching that the Examiner
previously found to be missing from the prior art of record disclosed in the Flick

‘278 patent.

3. Substantial New Question of Patentability as to Claims 1 - 22 because the
Chou ‘499 Patent Teaches all Claim Elements

Each of claims 1 - 22 require a multi-vehicle compatible controller coupled to a
vehicle data bus for communication thereover with at least one vehicle device. As
shown above, and in more detail in the claim charts attached as Exhibit E, the
Chou ‘499 patent discloses this and all other required limitations, explicitly
disclosing communicating via a “vehicle data bus”, translating “messages from
the fault detector into the language of the vehicle bus” where the fault code
specifications may be “Original Equipment Manufacturer (OEM) and model
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dependent” and a downloading interface for permitting downloading of enabling
data.

Accordingly, it is submitted that all aspect of claims 1 - 22 are disclosed by the
Chou ‘499 patent. A reasonable examiner would consider the teachings important
in deciding whether or not claims 1 - 22 of the Flick ‘278 patent are patentable.
For these reasons, the Chou '499 patent raises a substantial new question of
patentability as to claims 1 - 22.

(Underlined italics added.)

On December 15, 2015, an Order Granting the Request for ex parte reexamination was

mailed by the USPTO. The Order set forth:

Suman ‘S37:

Requester asserts Suman ‘537 alone or in combination with SAE HS-3000, raises a
substantial new question of patentability as to claims 1-22 of the ‘278 patent. See, e.g., page 7 of
the Request.

The prosecution history indicates that SAE HS-3000 was not of record during the
prosecution of any application to which the benefit of priority is claimed. Accordingly, such
references is not precluded from raising a substantial new question of patentability.

Suman *S37 however was not only cited but applied by the examiner during the
prosecution of at least ‘587 reexam.

Accordingly, at least the Suman °537 reference/evidence is “old art”. However, as set
forth supra, e.g., MPEP 2242 states:

“for example, a substantial new question of patentability may be based solely on
old art where the old art is being presented viewed in a new light, or in a different
way, as compared with its use in the earlier examination(s), in view of a material
new argument or interpretation presented in the request.”
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In this instance, Requester, see, e.g., Sections V (pages 3-7) and VI, C. (pages 18-23) of
the ‘851 Request, asserts the combination of ‘537 (previously before/considered by the Examiner
during the examination/prosecution of the ‘587 reexam) with SAE HS-3000, see supra, a
combination which was not considered during prosecution since the reference to, e.g., SAE HS-
3000 was not even cited during prosecution. Accordingly, such combination is not precluded

from raising a substantial new question of patentability.

During prosecution of the ‘272 application that led to the issuance of the ‘278 patent and
the confirmation of patentability in the 90/013,587 reexam, the independent claims were allowed

for reasons set forth by Examiner, see summary of prosecution history supra.

Therefore, Suman ‘537 (e.g. “The multiplexing scheme is set forth in SAE standard
J1850 and is universally used in the automotive industry) is being presented viewed in a new
light, or in a different way, as compared with its use in the earlier examination(s), in view of a
material new argument or interpretation presented in the request (e.g. the details/vehicle device
codes/implementations constituting the SAE standard J1850 provided in the form of SAE HS-
3000 Manual) raising a substantial new question of patentability with respect to “the multi-
vehicle compatible controller as recited in independent claims 1,13 and 18 , i.e. “said multi-
vehicle compatible controller to be coupled to the vehicle data bus for communication thereover
with at least one vehicle device using at least one corresponding vehicle device code from among

a plurality thereof for different vehicles”.
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Given the teachings of the combination of Suman ‘537 and SAE HS-3000, a reasonable
examiner would consider these teachings important in evaluating the patentability of the
independent claims of the ‘278 patent. This art was not applied/so combined during a previous
examination of US Patent No. 8,032,278, and the claims at issue are not the subject of a final
holding by a Federal Court. Accordingly, prior art patents and printed publications asserted by
the Request raise a substantial question of patentability with respect to at least one claim, e.g.

claim 1, of the ‘278 patent.

Spaur ‘074:

Requester asserts Spaur ‘074 alone or in combination with SAE HS-3000, raises a
substantial new question of patentability as to claims 1-22 of the ‘278 patent. See, e.g., page 7 of
the Request.

The prosecution history indicates that SAE HS-3000 was not of record during the
prosecution of any application to which the benefit of priority is claimed. Accordingly, such
references is not precluded from raising a substantial new question of patentability.

Spaur ‘074 however was not only cited but applied by the examiner during the
prosecution of at least ‘587 reexam.

Accordingly, at least the Spaur ‘074 reference/evidence is “old art”. However, as set
forth supra, e.g., MPEP 2242 states:

“for example, a substantial new question of patentability may be based solely on
old art where the old art is being presented viewed in a new light, or in a different
way, as compared with its use in the earlier examination(s), in view of a material
new argument or interpretation presented in the request.”

In this instance, Requester, see, e.g., Sections V (pages 3-7) and VI, B. (pages 14-18) of

the ‘851 Request, asserts the combination of ‘074 (previously before/considered by the Examiner
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during the examination/prosecution of the ‘587 reexam) with SAE HS-3000, see supra, a
combination which was not considered during prosecution since the reference to, e.g., SAE HS-
3000 was not even cited during prosecution. Accordingly, such combination is not precluded

from raising a substantial new question of patentability.

During prosecution of the ‘272 application that led to the issuance of the ‘278 patent and
the confirmation of patentability in the 90/013,587 reexam, the independent claims were allowed

for reasons set forth by Examiner, see Summary of Prosecution History supra.

Therefore, Spaur ‘074 (e.g. “The vehicle standardized network. . .includes a controller
unit. . .that provides appropriate message and data handling functions associated with sending and
receiving information including data from each of a plurality of physical vehicle devices...that
are operatively connected to a bus. .. of the vehicle standardized network...the vehicle
standardized network is an established and previously developed network that interfaces with

components in a vehicle...in order to provide desired or requested data concerning operations or

29 LC
2

status of these components”, “...this further standardized network is a network that has been
previously devised and is commonly used in a number of makes and models of vehicles”) is
being presented viewed in a new light, or in a different way, as compared with its use in the
earlier examination(s), in view of a material new argument or interpretation presented in the
request (e.g. the details/vehicle device codes/implementations constituting a previously
established and developed vehicle standardized network that provides appropriate message and

data handling functions associated with sending and receiving information including data from

each of a plurality of physical vehicle devices that are operatively connected to a bus and used in
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a number of makes and models of vehicles, e.g. the SAE standards, e.g. J1850, provided in the
form of SAE HS-3000 Manual) raising a substantial new question of patentability with respect to
“the multi-vehicle compatible controller as recited in independent claims 1,13 and 18 , i.e. “said
multi-vehicle compatible controller to be coupled to the vehicle data bus for communication
thereover with at least one vehicle device using at least one corresponding vehicle device code

from among a plurality thereof for different vehicles”.

Given the teachings of the combination of Spaur ‘074 and SAE HS-3000, a reasonable
examiner would consider these teachings important in evaluating the patentability of the
independent claims of the ‘278 patent. This art was not applied/so combined during a previous
examination of US Patent No. 8,032,278, and the claims at issue are not the subject of a final
holding by a Federal Court. Accordingly, prior art patents and printed publications asserted by
the Request raise a substantial question of patentability with respect to at least one claim, e.g.

claim 1, of the ‘278 patent.

Beckert ‘363:

Requester asserts Beckert 363 alone or in combination with SAE HS-3000, raises a
substantial new question of patentability as to claims 1-22 of the ‘278 patent. See, e.g., page 7 of
the Request.

The prosecution history indicates that SAE HS-3000 was not of record during the
prosecution of any application to which the benefit of priority is claimed. Accordingly, such
references is not precluded from raising a substantial new question of patentability.

Beckert ‘363 however was not only cited but applied by the examiner during the

prosecution of at least ‘587 reexam.
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Accordingly, at least the Beckart ‘363 reference/evidence is “old art”. However, as set
forth supra, e.g., MPEP 2242 states:

“for example, a substantial new question of patentability may be based solely on
old art where the old art is being presented viewed in a new light, or in a different
way, as compared with its use in the earlier examination(s), in view of a material
new argument or interpretation presented in the request.”

In this instance, Requester, see, e.g., Sections V (pages 3-7) and VI, A. (pages 7-14) of
the Request, asserts the combination of ‘363 (previously before/considered by the Examiner
during the examination/prosecution of the ‘587 reexam) with SAE HS-3000, see supra, a
combination which was not considered during prosecution since the reference to, e.g., SAE HS-
3000 was not even cited during prosecution. Accordingly, such combination is not precluded

from raising a substantial new question of patentability.

During prosecution of the ‘272 application that led to the issuance of the ‘278 patent and
the confirmation of patentability in the 90/013,587 reexam, the independent claims were allowed

for reasons set forth by Examiner, see Summary of Prosecution History supra. Note also the

June 2016 and July 2016 Interview Summaries with regard to ‘363 in Summary of Prosecution

History supra.

Therefore, Beckart ‘363 (e.g. “Most late model vehicles are also constructed with a
diagnostic system that analyzes performance of the vehicle’s engine, transmission and fuel
system, and other components (1996 or later for OBD II, 1993 or later for OBD I). The

diagnostic system can be coupled to an external computer to download or monitor diagnostic

2
2

information that is useful to a vehicle mechanic during servicing of the vehicle.”, “.. .the vehicle

computer system...can be used to integrate multiple vehicle-related systems onto one open
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platform hardware and software architecture. For instance, the vehicle computer system...can
serve as, a navigation system, a communications system, a security system, and a diagnostics
system. ...FIG. 2 shows the computer 22 according to one implementation of the invention.
Computer 22 has three primary modules: a faceplate module 60, a support module 62, and a
computer module 64. The computer module 64 is operatively connected to the support module
62 via a multi-bit bus 66. In FIG. 2, the support module 62 is also connected to a universal serial
bus (USB) hub 70 via a multi-bit connector 72 (e.g., 8 bits). The USB hub 70 provides
connections to many peripheral devices (e.g., 128 devices). Example peripheral devices include
the OBD (On Board Diagnostic) system 28, the security system 26, navigation system 74, a
wireless link 76 to the Internet, a CD-ROM changer 78, a TV tuner 80, and user I/O devices such
as a joystick, keyboard or a mouse 82. This USB hub could be separate as shown in FIG. 2 or it
could be integrated into one or more of the USB peripherals.”, “A more detailed explanation of
the three modules in the vehicle computer system is provided in ... U.S. Pat. No. 5,794,164 ...
incorporated herein by reference” and thereby, “The computer module 64 has a navigation
system 112 which includes both a GPS (global positioning system) receiver and a map
application, such as Automap.TM., a program produced by Microsoft Corporation. A security
system 114 is provided in the computer module 64 to manage vehicle security. The security
system 114 monitors the security sensors 26 (FIG. 1) for any potential threat of theft or
vandalism. The security system 114 is connected to actuators which lock/unlock doors and
windows, and to an alarm which can be activated upon detection of unwanted tampering. An
OBD (On Board Diagnostic) interpreter 116 is provided in the computer module to communicate
with the OBD system built into the vehicle by the manufacturer. The OBD interpreter 116

interprets the status data received and provides performance related information from the
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vehicle's OBD system to the microprocessor 100. Also, commands can be provided to the
interpreter which allows non-critical car systems to be controlled.”) is being presented viewed in
a new light, or in a different way, as compared with its use in the earlier examination(s), in view
of a material new argument or interpretation presented in the request (e.g. the details/vehicle
device codes/implementations constituting On Board Diagnostics for Light and Medium Duty
Vehicle standards , e.g. the SAE standard J1850, provided in the form of SAE HS-3000 Manual)
raising a substantial new question of patentability with respect to “the multi-vehicle compatible
controller as recited in independent claims 1,13 and 18 , i.e. “said multi-vehicle compatible
controller to be coupled to the vehicle data bus for communication thereover with at least one
vehicle device using at least one corresponding vehicle device code from among a plurality

thereof for different vehicles”.

Given the teachings of the combination of Beckart ‘363 and SAE HS-3000, a reasonable
examiner would consider these teachings important in evaluating the patentability of the
independent claims of the ‘278 patent. This art was not applied/so combined during a previous
examination of US Patent No. 8,032,278, and the claims at issue are not the subject of a final
holding by a Federal Court. Accordingly, prior art patents and printed publications asserted by
the Request raise a substantial question of patentability with respect to at least one claim, e.g.

claim 1, of the ‘278 patent.

Chou’499:
Requester asserts that Chou 499 either alone or in combination with SAE HS-3000,
raises a substantial new question of patentability as to claims 1-22 of the ‘278 patent. See, e.g.,

page 7 of the Request.
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The prosecution history indicates that SAE HS-3000 was not of record during the
prosecution of any application to which the benefit of priority is claimed. Accordingly, such
reference is not precluded from raising a substantial new question of patentability.

Chou ‘499 was not explicitly cited and discussed during the prosecution of the ‘278
patent or the ‘587 Reexam. However ‘499 was cited and discussed during the prosecution of the
‘972 application, see Summary of Prosecution History supra

Accordingly, at least the Chou ‘499 reference/evidence is “old art”. However, as set forth
supra, e.g., MPEP 2242 states:

“for example, a substantial new question of patentability may be based solely on
old art where the old art is being presented viewed in a new light, or in a different
way, as compared with its use in the earlier examination(s), in view of a material
new argument or interpretation presented in the request.”

In this instance, Requester, see, e.g., Sections V (pages 3-7) and VI, D. (pages 23-25) of
the Request, asserts ‘499 (previously before/considered by the Examiner during
examination/prosecution of the ‘972 application) alone or in combination of ‘363 with SAE HS-
3000, see supra, a combination which was not considered during prosecution since the reference
to, e.g., SAE HS-3000 was not even cited during prosecution. Accordingly, such combination is

not precluded from raising a substantial new question of patentability.

During prosecution of the ‘272 application that led to the issuance of the ‘278 patent and
the confirmation of patentability in the 90/013,587 reexam, the independent claims were allowed

for reasons set forth by Examiner, see Summary of Prosecution History supra.

Therefore, Chou ‘499 (e.g. “The processor 300 is coupled to a vehicle bus 335 through a

vehicle bus interface 330.... The vehicle bus interface may support one of vehicle bus standards
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such as CAN (Controller Area Network) and the Society of Automotive Engineers’ SAE J1850 -
Class B Data Communication Network Interface. Alternatively, the processor supports some or
all of the functions of the vehicle bus interface and connects directly to the vehicle bus 335. The
vehicle bus shown in FIG. 2 is an inherent part of all new automobiles. The dotted line is used as
an indication that the vehicle bus is built into the vehicle.” or “The vehicle bus interface 120
includes the following modules: vehicle bus adapter 120C, fault detector 120B, and diagnostic
data service 120A. The fault detector 120B polls the vehicle bus 104 through the vehicle bus
adapter 120C checking for fault codes reported by the vehicle ECUs 103. The vehicle bus
adapter 120C translates the messages received from the vehicle bus into the language of the fault
detector. It also translates messages from the fault detector into the language of the vehicle bus.
The fault code specifications and protocols of the vehicle may be Original Equipment
Manufacturer (OEM) and model dependent. The term ‘vehicle fault codes’ is meant to be
synonymous with the term ‘trouble code’ or ‘diagnostic trouble code’. A listing of such codes
may be found in the publication of the Society of Automotive Engineers, ‘SAE On-Board
Diagnostics for Light and Medium Duty Vehicles Standards Manual’. The diagnostic data
service 120A accepts request for vehicle parametric data and retrieves the data using the vehicle
bus adapter.”, “The remote service center 200 of FIG. 3 comprises a diagnostic server 201 that
has access to data related to the vehicle such as as-built, history, diagnostics, warranty, service
information and failure mode data. The diagnosis server 201 is linked to the data repository 203
via a TCP/IP link, LAN, or the like”, .. .remote health monitoring and diagnostics shares many
features with other automotive applications and services. It may be desirable to bundle the
remote health monitoring and diagnostics with other services or to extend it with related

application functions. For example, the remote diagnostics service could certainly be offered on

Page 1192 of 1656 OMEGA EXHIBIT 2037



Application/Control Number: 90/014,309 Page 41
Art Unit: 3992

top of an Emergency/Mayday service (e.g., ‘OnStar’). Other applications and services that can be
developed or bundled as extensions of the diagnostics services include: breakdown service,
network diary, vehicle user manual update, OEM Callback Services, fleet management, theft
prevention, vehicle parameter update/change, remote vehicle access, concierge services, etc.”) is
being presented viewed in a new light, or in a different way, as compared with its use in the
earlier examination(s), in view of a material new argument or interpretation presented in the
request (e.g. the details/vehicle device codes/implementations constituting On Board Diagnostics
for Light and Medium Duty Vehicle standards, e.g. the SAE standard J1850-Class B Data
Communications Network Interface beginning on page 146, provided in the form of SAE HS-
3000 Manual or being presented other than for its teachings of “...a user interface for accepting
at least one command from a user and sending at least one alert to the user (column 3, lines 5-
15)”) raising a substantial new question of patentability with respect to “the multi-vehicle
compatible controller as recited in independent claims 1,13 and 18 , i.e. “said multi-vehicle
compatible controller to be coupled to the vehicle data bus for communication thereover with

at least one vehicle device using at least one corresponding vehicle device code from among a
plurality thereof for different vehicles”.

Given the teachings of the combination of Chou ‘499 and SAE HS-3000, a reasonable
examiner would consider these teachings important in evaluating the patentability of the
independent claims of the ‘278 patent. This art was not applied/so combined during a previous
examination of US Patent No. 8,032,278, and the claims at issue are not the subject of a final
holding by a Federal Court. Accordingly, prior art patents and printed publications asserted by
the Request raise a substantial question of patentability with respect to at least one claim, e.g.

claim 1, of the ‘278 patent.
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A non-final action was mailed by the USPTO on March 29, 2017. Such action
determined the earliest effective filing date for Flick ‘278 to be July 3, 2007. The action also
determined claim interpretation of “vehicle device” as defined in 6011460 which is incorporated

by reference into Flick ‘278. The action also determined the elements “vehicle position

29 <C 2%

determining device,” “wireless communication device,” “multi-vehicle compatible controller,”
and “downloading device” invoke 112(6™ paragraph). The action also included rejection of
claims 1, 4-8, 11-12 and 18-22 under pre-AIA 35 U.S.C. 102(b) or, in the alternative under pre-
ATA 35 U.S.C. 103(a) as being obvious over Chou for describing a vehicle computer system
including a wireless communications device, a vehicle location determination device,

a downloading interface, and a controller capable of communicating with a variety of vehicle
devices. The action also included rejection of claims 9-10 and 22 under pre-AIA 35 U.S.C.
103(a) as being obvious over Cho in view of Suman for the teaching of remote vehicle control to
vehicle accessories as described by Suman. The action also included rejection of claims 2-3 and
13-16 under pre-AIA 35 U.S.C. 103(a) as being obvious over Chou in view of Spaur for the
teaching of wired signal downloading interface as described by.Spaur The action also included
rejection of claim 17 under pre-AIA 35 U.S.C. 103(a) as being obvious over Chou in view of

Suman or Spaur for the teaching of wired signal downloading interface as described by Suman or

Spaur.

On June 01, 2017 a personal interview was held. The PTOL-404 Summary set forth:

Description of the general nature of what was agreed to if an agreement was
reached, or any other comments: The items set forth in the Agenda-copy attached-
were discussed. No agreement as to the claims was reached. PO discussed the
possibility of filing expert evidence in the form of a 132 declaration.

while the PO Summary of July 6, 2016 set forth, e.g.:
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The Patent Owner discussed Chou et al. with respect to: "a downloading interface
for permitting downloading of enabling data related to the at least one
corresponding vehicle device code for use by said multi-vehicle

compatible controller”, as recited by independent Claim 1, for example.

The Patent Owner discussed Chou et al. with respect to: "said multi-vehicle
compatible controller to be coupled to the vehicle data bus for communication
thereover with at least one vehicle device using at least one corresponding
vehicle device code from among a plurality thereof for different vehicles", as
recited in independent Claim 1, for example.

The Examiners determined that the rejection over Beckert et al. was withdrawn.
(Emphasis added.)

The Agenda attached to the Summary indicated that PO intended to discuss the result of
litigation, ‘278 Patent history including recent reexam, a summary of ‘278 including discussing
claim 1 and that the Chou reference used to reject the claims did not describe the features of a

multi-vehicle compatible controller nor a downloading interface.

A response to the non-final Office Action was filed on June 12, 2017. The response
included remarks and evidence in four Exhibits from litigation in 6:13cv1950-Orl-40DAB and a

Rule 132 declaration by Joseph C. McAlexander, III dated June 12, 2017.

A final action was mailed by the USPTO on July 19, 2017 that maintained the claim

2%

interpretation 112(6™ paragraph) for elements “vehicle position determining device,” “wireless

2%

communication device,” “multi-vehicle compatible controller,” and “downloading device” and

maintained the art rejections regarding Chou and other references as applicable under 102 and

103.
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An after final response to the final Office Action was filed on September 18, 2017. The
response included remarks and evidence of secondary considerations in Exhibits 1-10 where the
evidence included from litigation in 6:13cv1950-Orl-40DAB, a Rule 132 declaration by Michael
Suman from 90/013857 dated July 5, 2016, a Rule 132 declaration by Michael Suman dated Sept
8, 2017 and a Rule 132 declaration by Joseph C. McAlexander, III from 90/013857 dated July 6,

2016.

An advisory was mailed by the USPTO on September 29, 2017. A supplemental
advisory was mailed by the USPTO on October 10, 2017 indicating evidence (Exhibits 4-9) of
secondary considerations was not entered lacking showing of good and sufficient reason why the
evidence is necessary and was not earlier presented per 37 CFR 1.116e while the evidence

(Exhibits 1-3) and remarks were considered but not determined to be persuasive.

On October 25, 2017 a personal interview was held. The PTOL-404 Summary set forth:

Description of the general nature of what was agreed to if an agreement was
reached, or any other comments: Items 11-IV of the Interview Outline, copy
attached, were discussed. With regard to Section I1l, PO indicated the intent to
file a Supplemental After FINAL amendment with showings under 37 CFR 116(b)
for previously not entered evidence. Also with regard to Section 1V, PO will
provide further elaboration if such "confirmation” is again requested in such
Supplemental. (Emphasis added.)

while the PO Summary of November 1, 2017 set forth, e.g.:

The Patent Owner discussed the attached agenda with the Examiners. In particular, the
Patent Owner discussed whether a more formal showing under 37 C.F.R. §1.116(b)
was required for prior filed evidence. The Examiner's encouraged the Patent Owner to
provide a further response. The Patent Owner also discussed interpretation of “and/or”
statements within the final Office Action. (Emphasis added.)
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A supplemental after final response to the final Office Action was filed on November 17,
2017. The response included remarks requesting reconsideration of prior arguments and
secondary consideration evidence in Exhibits 4-9 from litigation in 6:13cv1950-Orl-40DAB that

were denied entry.

An advisory was mailed by the USPTO on December 5, 2017 indicating evidence
(Exhibits 4-10) of secondary considerations was not entered due to lacking showing of good and
sufficient reason why the evidence is necessary and was not earlier presented per 37 CFR 1.116e
while the evidence (Exhibits 1-3) and remarks were considered but not determined to be

persuasive.

An Appeal Brief was filed on January 17, 2018 and a supplemental Appeal Brief was
filed on February 27, 2018 in response to a notice of non-compliance was mailed by USPTO on

January 30, 2018.

An Examiner’s Answer was mailed by the USPTO on May 14, 2018.

A corrected Reply Brief was filed on August 16, 2018.

A Decision on Appeal by the Patent Trial and Appeal Board was mailed by the USPTO

on November 13, 2018 that reversed all of the rejections based on Chou. The Decision set forth:
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We begin by construing a key disputed limitation of claim 1 which recites, in pertinent
part, a multi-vehicle compatible controller. The Specification does not define the term,
but does describe a multi-vehicle compatible controller 111 in Figure 10 that includes,
among other things, a central processing unit 126 and input/output (I/O) circuitry 127
that interfaces with a vehicle device 121 using at least one corresponding vehicle device
code from plural codes for different vehicles. 278 patent, col. 23,11. 59—67. The
corresponding vehicle code may be for reading from, or writing to, the vehicle device. Id.
col. 23, 1. 67 -col. 24, 1. 3.

In related litigation involving the 278 patent, a U.S. District Court construed the term
“multi-vehicle compatible controller” as “electronic circuitry that performs one or more
control functions, and can operate with more than one vehicle”—a construction that
neither party disputed. See Omega Patents, LLCv. CalAmp Corp., No. 6:13-cv-1950-Orl-
40DAB, (M.D. Fla. Feb. 20, 2015) (“Dist. Ct. Claim Construction Order”), at 6,24, cited
in App. Br. Rel. Proc. App. (“Item 87). Although we apply a claim construction standard
in ex parte reexamination proceedings different from that used by the court, we
nonetheless find that the court’s construction is consistent with the term’s broadest
reasonable interpretation in light of the Specification. Accord Power Integrations, Inc. v.
Lee, 797 F.3d 1318, 1326—27 (Fed. Cir. 2015) (emphasizing the Board’s obligation to
(1) evaluate a district court’s claim construction for terms at issue, and (2) determine
whether that construction is consistent with the term’s broadest reasonable
interpretation).

Claim 1 further recites that the multi-vehicle compatible controller can communicate with
at least one vehicle device using at least one corresponding vehicle device code from
among plural device codes for different vehicles. The district court construed the term
“device codes” as “signal from a vehicle device,” Dist. Ct. Claim Construction Order at
17, 25—a construction that is likewise consistent with its broadest reasonable
interpretation. Although the court did not construe the term “different vehicles,” the *278
patent in column 22, lines 3 to 7 incorporates by reference a related patent, namely U.S.
Patent No. 5,719,551 (“the ’551 patent”), which explains that “the term different vehicles
may include vehicles from different manufacturers, different models, or even

different trim levels of the same make or model.” ’551 patent, col. 6, 11. 38-42. Accord
Reply Br. 8 (acknowledging this explanation).

The term “trim level” in a vehicular context refers to a version of a vehicle model that
comes equipped with a set combination of features. See What is a Vehicle Trim Level?,
The Newswheel, http://thenewswheel.com/what-is-a-veliicle-trim-level (Oct.

27,2017) (“Newswheel”). In defining “trim level,” this article explains that although trim
packages previously were typically purely aesthetic and only added non-functional
touches like chrome accents and upholstery stitching, many automakers today include
sets of higher-technology features and/or performance upgrades in trim packages,
resulting in offering as many as 6-10 different trim levels for a given vehicle model. Id.
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Although the Examiner construes the recited term “different vehicles” to include vehicles
that are the same make and model but with different trims consistent with the 551 patent,
the Examiner nonetheless includes vehicles whose electronics are not different as
“different vehicles.” See Ans. 4.

We find this construction problematic on this record. To be sure, Newswheel indicates
that differences among trim packages were formerly purely aesthetic and non-functional,
thus suggesting that the electronics in these vehicles in these different trim packages
would be the same despite the vehicles’ aesthetic differences.

But as Appellant indicates (Reply Br. 6—9), vehicles with identical electronics would use
the same vehicle codes and, therefore, their inclusion runs counter to the functionality of
the recited multi-vehicle compatible controller that can communicate with a vehicle
device using at least one corresponding vehicle device code from among plural codes for
different vehicles. Indeed, this compatibility with different vehicles and their different
codes is a fundamental aspect of the claimed invention that solves a longstanding
problem in the art as Appellant indicates. See App. Br. 32 (noting that the lack of vehicle
code compatibility among different vehicles for vehicle tracking units is the problem
addressed by the *278 patent). To the extent that the Examiner construes the different
vehicles in claim 1 to include those with the same vehicle codes, we find such a
construction unreasonable when interpreted in light of the Specification.

In reaching this conclusion, we emphasize that the broadest reasonable interpretation in
light of the Specification is not whether the Specification precludes some broad reading
of the claim term adopted by the Examiner. See In re Smith Int’l, Inc., 871 F.3d
1375,1382—83 (Fed. Cir. 2017). Nor is the broadest reasonable interpretation simply one
that is not inconsistent with the Specification. Id. at 1383. Rather, it is an interpretation
that corresponds with what and how the inventor describes his invention in the
Specification, that is, an interpretation consistent with the Specification. Id. (citing In re
Suitco Surface, 603 F.3d 1255,1259-60 (Fed. Cir. 2010)).

Therefore, we find the Examiner’s reliance on Chou for teaching the recited multi-vehicle
compatible controller problematic on this record. In Chou, a vehicle’s ECUs 103 (which
the Examiner maps to the recited “vehicle device” (see Ans. 35)) report fault codes to
fault detector 120B via vehicle bus 140 and vehicle bus adapter 120C, the latter
translating messages received from the bus into the language of the fault detector

and vice-versa. Chou, col. 4, 11. 20-28; Fig. 3. Although these fault codes’ specifications
and protocols depend on the manufacturer and vehicle model, and the codes are listed in
an SAE publication, that does not mean that Chou’s controller is compatible with multiple
vehicles, where the controller can communicate with a vehicle device using at least one
corresponding vehicle device code from among plural codes for different vehicles

as claimed. Indeed, this very SAE publication acknowledges the lack of uniformity in
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these codes between manufacturers and, in some cases, within the same manufacturer
across different product lines. See App. Br. 26-27, 32 (quoting a passage {rom page 39 of
the SAE HS-3000 manual). Accord Declaration by Joseph C. McAlexander, Il Under 37
C.FR. § 1.132, dated June 12, 2017 (“2017 McAlexander Decl.”) Paragraph 13 (quoting
this passage). See also Rule 132 Declaration by Michael J. Suman, dated July 5, 2016
(“Item 4) (“Suman Decl.”) Paragraphs 11-12 (declaring that, at the time of his U.S.
Patent 6,028,537 whose provisional application was filed June 14,1996, vehicle device
codes were (1) proprietary to different manufacturers, (2) not made freely available, and
(3) difficult to obtain). Accord Rule 132 Declaration By Joseph C. McAlexander, 111,
dated July 6, 2016 (“Item 57) (“2016 McAlexander Decl.”) Paragraph 10 (corroborating
this testimony).

At best, Chou’s controller is compatible with one vehicle, namely the particular vehicle
whose fault codes correspond to that particular vehicle for which the controller was
designed. Accord App. Br. 32 (noting that Chou’s ECUs use their own respective trouble
codes that are different for different vehicles). Although Chou’s remote service center
can work with different vehicle device codes using a server 201 and repository 203 in
Figure 1 as Appellant acknowledges (App. Br. 37), Chou does not teach or

suggest providing such a capability in a vehicle.

Nor do we find that Chou teaches or suggests the recited downloading interface for
permitting downloading of enabling data related to the at least one corresponding vehicle
device code for use by the multi-vehicle compatible controller. In the related litigation,
the District Court did not construe the term “downloading interface,” but did construe the
term “enabling data” as data relating to the at least one corresponding vehicle device code
for use by said multi-vehicle compatible controller—a construction that matches the
terms in the claim. See Dist. Ct. Claim Construction Order at 20-23,25.

According to the Specification, enabling data may be, for example, (1) the vehicle device
code or codes; (2) an instruction to select a code or codes from among those already
stored; or (3) the data or sequence to allow the controller 111 to generate the vehicle
device code or codes. *278 patent, col. 24, 1I. 9-13. Our emphasis on the permissive and
exemplary language in this passage underscores that enabling data is not limited to these
three alternatives.

But despite this non-limiting description, what is clear from Appellant’s disclosure is that
downloading enabling data via the recited interface enables the recited controller to use a
particular vehicle device code from among plural such codes for different vehicles by
providing either (1) the code itself to the controller, or (2) data that otherwise enables the
controller to select or generate the code. See *278 patent, col. 24, 1. 5 - col. 25, 1. 28;
Figs. 10-13.
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Turning to the rejection, the Examiner refers to, among other things, Chou’s network
interface 320 and external device in Figure 2, as well as network interface 107 and cell
phone 102 in Figure 3, in connection with the recited downloading interface. See Ans. 5-
6, 35-36.

As shown in Chou’s Figures 2 and 3, Chou’s network interface 320 communicates
wirelessly with remote service center 200 whose diagnostic server 201 accesses vehicle-
related data, including diagnostics and failure mode data. See Chou, col. 3, 11. 15-32; col.
5, 11. 33-39. In one aspect, the diagnostic server sends a health report to a vehicle’s client
computer device 101, where the report is based on trouble codes reported by the client.
Chou, col. 6, 11. 1-14. If a fault or fault potential is identified, the server (1) informs the
vehicle’s client computer device via the data connection, and (2) compiles the relevant
data and creates a case for an associated call center system 202 to handle. Chou, col. 6, 11.
15-19.

Chou’s system can also provide vehicle health checkups upon driver request. See Chou,
col. 8, . 65 - col. 10, 1. 11; Fig. 5. After the driver triggers a health checkup session,
vehicle data, including trouble codes, are sent to the diagnostic server where this
information is compared with that stored in a repository, and a corresponding report is
prepared and sent back to the vehicle for display. Chou, col. 9, 11. 1-59; Fig. 5.

Although this functionality facilitates downloading vehicle-related data and is, therefore,
a “downloading interface” at least in that sense, it nevertheless does not permit
downloading the particular enabling data recited in the claim. As noted previously, this
enabling data enables the recited controller to use a particular vehicle device code from
among plural such codes for different vehicles by providing either (1) the code itself to
the controller, or (2) data that otherwise enables the controller to select or generate the
code. See "278 patent, col. 24, 1. 5 - col. 25, 1. 28; Figs. 10-13. To the extent that the
Examiner finds that the data contained in the report sent from Chou’s diagnostic server to
the vehicle somehow contains this particular enabling data, there is no evidence on this
record to substantiate such a finding.

Therefore, we agree with Appellant that Chou does not teach or suggest the recited multi-
vehicle compatible controller and downloading interface. Although this deficiency is
dispositive regarding our reversing the Examiner’s obviousness rejection, we add that
Appellant’s evidence of secondary considerations of non-obviousness, including
licensing, commercial success, copying by others, customer need, and the limited

value for accused products without the invention (App. Br. 38—54; Reply Br. 11; 2017
Me Alexander Decl. 119), only further weighs in favor of Appellant.

Therefore, we are persuaded that the Examiner erred in rejecting (1) independent claim 1;
(2) independent claim 18 which recites commensurate limitations; and (3) dependent
claims 4-8, 11, 12, and 19-21 for similar reasons. Because this issue is dispositive
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2019.

regarding our reversing the Examiner’s obviousness rejection of these claims, we need
not address Appellants’ other associated arguments including whether Chou teaches away
from the claimed invention. See App. Br. 35-38.

Although Appellant’s arguments regarding (1) the submitted evidence of secondary
considerations of non-obviousness (App. Br. 38-54; Reply Br. 11), and (2) Chou teaching
away from the claimed invention (App. Br. 35-38) are irrelevant to the Examiner’s
anticipation rejection over Chou (Ans. 30-42), we nonetheless find that Chou does not
necessarily disclose the recited multi-vehicle compatible controller and downloading
interface expressly or inherently for the reasons previously discussed.

Therefore, we are persuaded that the Examiner erred in rejecting (1) independent claim 1;
(2) independent claim 18 which recites commensurate limitations; and (3) dependent
claims 4-8, 11, 12, and 19-21 for similar reasons.

Because the Examiner has not shown that the additional cited prior art cures Chou’s
above-noted deficiencies, we will not sustain the obviousness rejections of claims 2, 3,9,
10,13-17, and 22 (Ans. 42—50) for similar reasons.

The Examiner’s decision to reject claims 1-22 is reversed.

A Notice of Intent to Issue Reexam Certificate was mailed by USPTO on January 30,

End of discussion of prosecution history of ‘278 Patent.

Instant ‘309 Request for Reexam:

The instant ‘309 Request, hereafter also referred to as the ‘309 Request, was filed on May

24,2019 by the same TPR which filed the ‘851 reexam and ‘587 reexam.
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The SNQ Requirement

A printed publication raises a SNQ where there is a substantial likelihood that a
reasonable examiner would consider the printed publication important in deciding whether or not
the claim is patentable, unless the same SNQ has already been decided as to the claim in a final
holding of invalidity by the Federal court system or by the Office in a previous examination.

MPEP § 2242.

It is not sufficient that a request for reexamination merely proposes one or more
rejections of a patent claim or claims as a basis for reexamination. It must first be demonstrated
that a patent or printed publication that is relied upon in a proposed rejection presents a new,
non-cumulative technological teaching that was not previously considered and discussed on the
record during the prosecution of the application that resulted in the patent for which
reexamination is requested, and during the prosecution of any other prior proceeding involving

the patent for which reexamination is requested. MPEP § 2216.

The substantial new question of patentability may be based on art previously considered
by the Office if the reference is presented in a new light or a different way that escaped review

during earlier examination. MPEP § 2216.

SNOP/Reference Analysis

Attention is directed to MPEP 2216, i.e.:

Under 35 U.S.C. 304, the Office must determine whether “a substantial new
question of patentability” affecting any claim of the patent has been raised.

37 CFR 1.510(b)(1) requires that a request for ex parte reexamination include “a
statement pointing out each substantial new question of patentability based on
prior patents and printed publications.” If such a new question is found, an order
for ex parte reexamination of the patent is issued. It is therefore important that
the request clearly set forth in detail what the requester considers the
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“substantial new question of patentability” to be in view of prior patents and
printed publications. The request must point out how any questions of
patentability raised are substantially different from those raised in the
previous examination of the patent before the Office.

It is not sufficient that a request for reexamination merely proposes one or more
rejections of a patent claim or claims as a basis for reexamination. It must first be
demonstrated that a patent or printed publication that is relied upon in a proposed
rejection presents a new, non-cumulative technological teaching that was not
previously considered and discussed on the record during the prosecution of
the application that resulted in the patent for which reexamination is requested,
and during the prosecution of any other prior proceeding involving the
patent for which reexamination is requested. Sce also MPEP § 2242,

The legal standard for ordering ex parte reexamination, as set forth in 35
U.S.C.303(a), requires a substantial new question of patentability. The substantial
new question of patentability may be based on art previously considered by the
Office if the reference is presented in a new light or a different way that
escaped review during earlier examination.

After the enactment of the Patent and Trademark Office Authorization Act of
2002 (“the 2002 Act”), a substantial new question of patentability can be raised
by patents and printed publications “previously cited by or to the Office or
considered by the Office” (“old art”). The 2002 Act did not negate the statutory
requirement for a substantial new question of patentability that requires raising
new questions about pre-existing technology. In the implementation of the 2002
Act, MPEP § 2242, subsection II.A. was revised. The revision permits raising a
substantial new question of patentability based solely on old art, but only if the
old art is “presented/viewed in a new light, or in a different way, as compared
with its use in the earlier concluded examination(s), in view of a material new
argument or interpretation presented in the request.” Thus, a request may
properly raise a substantial new question of patentability by raising a material new

analysis of previously considered reference(s) under the rationales authorized by
KSR.

Questions relating to grounds of rejection other than those based on prior art
patents or printed publications should not be included in the request and will
not be considered by the examiner if included. Examples of such questions that

will not be considered are public use, on sale, and conduct by parties.
(Emphasis added.)

Attention is also invited to MPEP 2242, 1., i.e.:
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The presence or absence of “a substantial new question of patentability”
determines whether or not reexamination is ordered. The meaning and scope of
the term “a substantial new question of patentability” is not defined in the statute
and must be developed to some extent on a case-by-case basis, using the case law
to provide guidance as will be discussed in this section.

If the prior art patents and printed publications raise a substantial question of
patentability of at least one claim of the patent, then a substantial new question of
patentability is present, unless the same question of patentability has already
been decided by (A) a final holding of invalidity, after all appeals, or (B) by the
Office in a previous examination or pending reexamination of the patent. A
“previous examination” of the patent is: (A) the original examination of the
application which matured into the patent; (B) the examination

of the patent in a reissue application that has resulted in a reissue of the patent; or
(C) the examination of the patent in an earlier pending or concluded
reexamination. .. ..

A prior art patent or printed publication raises a substantial question of
patentability where there is a substantial likelihood that a reasonable examiner
would consider the prior art patent or printed publication important in deciding
whether or not the claim is patentable. If the prior art patents and/or publications
would be considered important, then the examiner should find “a substantial new
question of patentability” unless the same question of patentability has already
been decided as to the claim in a final holding of invalidity by the Federal court
system or by the Office in a previous examination. For example, the same
question of patentability may have already been decided by the Office where the
examiner finds the additional (newly provided) prior art patents or printed
publications are merely cumulative to similar prior art already fully considered
by the Office in a previous examination of the claim.

For “a substantial new question of patentability” to be present, it is only necessary
that: (A) the prior art patents and/or printed publications raise a substantial
question of patentability regarding at least one claim, i.e., the teaching of the
(prior art) patents and printed publications is such that a reasonable examiner
would consider the teaching to be important in deciding whether or not the claim
is patentable; and (B) the same question of patentability as to the claim has not
been decided by the Office in a previous examination or pending reexamination of
the patent or in a final holding of invalidity by the Federal Courts in a decision on
the merits involving the claim. It is not necessary that a “prima facie” case of
unpatentability exist as to the claim in order for “a substantial new question of
patentability” to be present as to the claim.. ..

(Emphasis added.)

Attention is also invited to 2258.01:
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...For purposes of reexamination, a cumulative reference that is repetitive is one
that substantially reiterates verbatim the teachings of a reference that was either

previously relied upon or discussed in a prior Office proceeding even though the
title or the citation of the reference may be different. ...

Finally, see also MPEP 2247.

SNQPs Raised in this ‘309 Request
Requester asserts that the cited references raise SNQPs in the following manner:

Issue 1 Cell Port Labs in view of Spelt, Jones and the SAE HS-3000 Manuals is
asserted as raising SNQ regarding claims 1-22.

Issue 2 Jones alone or in view of SAE HS-3000 Manuals is asserted as raising
SNQ regarding claims 1-22.

Claim Limitations Important to Patentability
In view of the prosecution history discussed above including the recent PTAB Decision
Appeal No. 2018-008119, the following limitations (emphasis added) from representative claim

1 are deemed important to patentability:

Claim 1. A multi-vehicle compatible tracking unit for a vehicle comprising a vehicle data
bus extending throughout the vehicle, the multi-vehicle compatible tracking unit
comprising:

a vehicle position determining device;
a wireless communications device;

a multi-vehicle compatible controller for cooperating with said vehicle position
determining device and said wireless communications device to send vehicle position
information; said multi-vehicle compatible controller to be coupled to the vehicle data
bus for communication thereover with at least one vehicle device using at least one
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corresponding vehicle device code from among a plurality thereof for different vehicles;
and

a downloading interface for permitting downloading of enabling data related to the at
least one corresponding vehicle device code for use by said multi-vehicle compatible
controller.

Issue 1: Proposed SNQP Based on Cell Port Labs

It is first noted that the Cell Port Labs Press Release is determined to be a printed
publication. Further, it is agreed that the combination of Cell Port Labs Press Release in view of
Spelt, Jones and the SAE HS-3000 Manuals raises a SNQ of patentability as to at least claim 1 of
the Flick ‘278 patent. For purposes of SNQP analysis herein, lacking evidence to the contrary,
the Cell Port Labs Press Release, Spelt, and Jones references are interpreted as describing the
same communication apparatus using CP2100 capability based on similar publication dates and

that each of these references appear to describe same system CP2100 by same company.

As prosecution history of ‘278 patent shows “a multi-vehicle compatible controller
coupled to the vehicle data bus for communication thereover with at least one vehicle device
using at least one corresponding vehicle device code from among a plurality thereof for different

vehicles” is a technological feature important to patentability of at least claim 1 in ‘278 patent.

As prosecution history of ‘278 patent also shows “a downloading interface for
permitting downloading of enabling data related to the at least one corresponding vehicle device
code for use by said multi-vehicle compatible controller” is a technological feature important to

patentability of the claims in ‘278 patent.
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Requester asserts the Cell Port Labs Press Release in view of Spelt, Jones and SAE HS-
3000 Manuals, raises a substantial new question of patentability as to claims 1-22 of the ‘278

patent. See, e.g., 12-13 of the Request.

The prosecution history indicates that the SAE HS-3000 Manuals was first considered in
relation to the ‘278 Patent during the ‘851 reexam; while, the Cell Port Labs Press Release, Spelt
and Jones were not of record during the prosecution of any application to which the benefit of
priority is claimed as well as were not of record during the ‘587 reexamination and ‘851
reexamination. Accordingly, such references is not precluded from raising a substantial new

question of patentability.

SAE HS-3000 Manuals however were not only cited but applied by the examiner during
the prosecution of at least ‘851 reexam.

Accordingly, at least the SAE HS-3000 Manuals reference/evidence is “old art”.
However, as set forth supra, e.g., MPEP 2242 states:

“for example, a substantial new question of patentability may be based solely on

old art where the old art is being presented viewed in a new light, or in a different

way, as compared with its use in the earlier examination(s), in view of a material

new argument or interpretation presented in the request.”

In this instance, Requester, see, e.g., Sections V (pages 10-12), VI, A. (pages 12-21) and
VI, B. (pages 21-29) of the Request, asserts the combination of Cell Port Labs Press Release,
Spelt, Jones and the SAE HS-3000 Manuals (previously before/considered by the Examiner

during the examination/prosecution of the ‘851 reexam), see supra, a combination which was not

considered during prosecution since the references to, e.g., Cell Port Labs Press Release, Spelt,
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Jones were not even cited during prosecution. Accordingly, such combination is not precluded

from raising a substantial new question of patentability.

During prosecution of the ‘272 application that led to the issuance of the ‘278 patent and
the confirmation of patentability in the 90/013,587 reexam and the confirmation of patentability
in the 90/013,851 reexam, the independent claims were allowed for reasons set forth by

Examiner, see Summary of Prosecution History supra.

See the Request at, e.g., Sections V (pages 10-12), VI, A. (pages 12-21), Exhibit D, e.g.,

bridging pages 5-8. Such sections of the instant Request set forth:

“V. CITATION OF PERTINENT AND APPLICABLE PRIOR ART BELIEVED
TO HAVE BEARING ON PATENTABILITY®

Requester submits that the references listed in the table above raise substantial new
questions of patentability of the claims of the Flick ‘278 patent. In particular, the Cell
Port Press Release (including its inherent disclosure of Spelt) and Jones, which are prior
art patents or publications that have not previously been considered in evaluating the
validity of the claims of the Flick ‘278 patent, disclose each and every limitation of the
independent claims of the Flick ‘278 patent.

The 1994 SAE FIS-3000 Manual and the 1997 SAE FIS-3000 Manual were considered
during the ‘278 Second Reexam. Aside from these, none of the other references listed in
the table above were considered during either the ‘278 File History, the ‘278 First
Reexam, or the ‘278 Second Reexam.

With respect to previously-considered prior art references, MPEP § 2258.01 states: “If
the rejection to be made by the examiner will be based on a combination of ‘old art’ and
art newly cited during the reexamination proceeding, the rejection is proper, and should
be made. See In re Hiniker, 150 F.3d at 1367, 47 USPQ2d at 1527. (Court held the
reexamination proceeding was supported by a substantial new question of patentability
where the rejection before the court was based on a combination of art that had been
before the examiner during the original prosecution, and art newly cited during the
reexamination proceeding.).” Accordingly, the 1994 and 1997 SAE HS-3000 Manuals,
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when viewed with the Cell Port Labs Press Release, Spelt, and the Jones references, are
presented in a new light and raise a substantial new question of patentability.

In view of the above, Requester submits that the prior art references submitted herein
present substantial new questions as to the patentability of the Flick ‘278 patent.

VI. STATEMENTS POINTING OUT EACH SUBSTANTIAL NEW
QUESTION OF PATENTABI LITY

As explained in greater detail below, the references listed in the table above,
either alone or in combination, raise substantial new questions of patentability not
previously considered or addressed in the prior examination of the Flick ‘278
patent. More specifically, the Cell Port Labs Press Release (including the
inherent disclosure of Spelt) and Jones individually anticipate at least the
independent claims of the Flick ‘278 patent. Thus, the Cell Port Labs Press
Release, Spelt, and Jones in combination with the other references listed in the
table above, raise substantial new questions of patentability not previously
considered or addressed in the prior examination of the Flick ‘278 patent.

A. The Cell Port Labs Press Release, Spelt, Jones, and the SAE HS-3000
Manuals

The Cell Port Labs Press Release was published on July 26, 1999. Spelt was
published in 1998 by Spelt et al. The SAE HS-3000 Manuals (with 1994 and 1997
publication dates) set forth various standards, each under a particular SAE
heading number, related to vehicle control systems that communicate with vehicle
devices on a vehicle bus to obtain diagnostic information. Therefore, the Cell Port
Labs Press Release, Spelt, and the SAE HS-3000 Manuals are prior art to the
Flick *278 patent under pre-AIA 35 U.S.C. § 102(a) and (b). U.S. Patent No.
6,430,164 to Jones et al. was filed November 1, 1999, and issued August 6, 2002,
and therefore Jones is prior art to the Flick ‘278 patent under pre-AIA 35 U.S.C. §
102(a), (b), and/or (e).

The Cell Port Labs, Spelt, and Jones references were not considered during the
prosecution of the Flick 278 patent or the now-concluded *278 First and Second
Reexams. The SAE HS-3000 Manuals were considered during the ‘278 Second
Reexam, but are now being presented in a new light in view of the Cell Port Labs
Press Release, Spelt, and Jones. These references provide a new technological
teaching that raises a substantial new question of patentability.
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1. Technological Teaching: A Mobile Network Server that Supports “Plug-
and-Play” Multi-Vehicle Compatibility for Different Vehicles with
a Downloading Interface and GPS

Cell Port Labs, Inc. (hereinafter, “Cell Port Labs”) developed the CP2100 which
was “a mobile network server designed to enable bi-directional data
communications and network management functions within vehicles and provide
real-time, wireless connectivity between vehicles and remote applications.”
CellPort Delivers Wireless, Vehicle-Based Applications Platform; Announces
CP2100 Mobile Network Server, PRNEWSWIRE, July 26, 1999 (hereinafter,
“Cell Port Labs Press Release™). ...

... the CP2100 interfaces to vehicle data buses (vehicle networks) such as the
CAN and J1850. Furthermore, the Cell Port Labs Press Release discloses that
“CellPort offers the first commercial product designed specifically to manage

the growing list of in-vehicle networks, including IDB, CAN, USB and more.”
Cell Port Labs Press Release. The Cell Port Labs Press Release also discloses that
the “CP2100 supports a variety of emerging vehicle bus interfaces, including
IDB, J1708, J1850, CAN and ODBN”. Cell Port Labs Press Release.

Additionally, the Cell Port Labs Press Release notes that Cell Port Labs was a
participant in the IDB Demonstration Program, whereby it “provided connectivity
to the Internet for many IDB-based vehicle systems on three IDB demonstration
vehicles.” Cell Port Labs Press Release. As discussed below, the IDB
demonstration involved demonstrating the capability of the CP2100 utilizing the
bus discovery protocols contained within the SAE standards disclosed in the

1994 and 1997 SAE HS-3000 Manuals to provide “plug-and-play” connectivity
with a Chrysler Concorde LXi, a Cadillac SLS, and a Ford Lincoln Continental
via the OBD-II connector contained within each of the vehicles. See Spelt, p. 122-
2.

The publication titled “A Demonstration Project for the ITS Data Bus Prototype”
published in 1998 by Spelt et al. provides details regarding the IDB
Demonstration Program noted in the Cell Port Labs Press Release. Philip F. Spelt
& Allan M. Kirson, A Demonstration Project for the ITS DATA Bus Prototype,
DIGITAL AVIONICS SYSTEMS CONFERENCE, 1998. PROCEEDINGS.,
17™ DASC. Oct. 31-Nov. 7, 1998, Print ISBN: 0-7803-5086-3

(hereinafter, “Spelt”).

Spelt discloses that Cell Port Labs, Inc. was a company participant in the IDB
Demo98 project. Spelt, p. 122-3, Table 1. Furthermore, Spelt discloses that the
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goal of the Demo98 project was “to demonstrate several of the functional
requirements and capabilities of the IDB. These include ‘hot plug-and-play of
devices, interoperability of a device in different vehicles, and the information-
sharing capacity of devices connected to the IDB.” Spelt, p. 122-1 (emphasis
added). As discussed above, other “[c]Jompanies participating in Demo98 include
the United States ‘Big Three’ automobile manufacturers: Chrysler (Concorde
LXi), General Motors (Cadillac SLS), and Ford (Lincoln Continental).” Spelt, p.
122-2.

Additionally, Spelt elaborates on one of the important objectives of the Demo98
project: “The Plug-and-Play Scenario is the most fundamental and general of the
four scenarios developed for Demo98. It is intended to demonstrate the IDB
characteristics of ‘hot plug-and-play’ and the as can reasonably be shown with the
devices provided by the participants. Thus, as the title implies, the hot plug-and-
play capabilities of the IDB protocol are shown by inserting and removing devices
while the IDB is alive and functioning. This demonstrates the inherent
reconfigurability designed into the IDB protocol, by showing that current devices,
which may have depended on another no longer available device, will still
function on the IDB.” Spelt, p. 122-2.

The “SAE On-Board Diagnostics for Light and Medium Duty Vehicles Standards
Manual” (with 1994 and 1997 publication dates; hereinafter, “1994 SAE HS-3000
Manual” and “1997 SAE HS-3000 Manual”) provides the implementation details
and recommended practices of the J1708, J1850 and OBD-II Scan Tool bus
interfaces. In particular, the SAE HS-3000 Manual discloses that a device code on
the vehicle data bus can be an SAE standard and/or one of seven manufacturer
specific version of the device code. See e.g., 1994 SAE HS-3000 Manual, p. 213,
Section 4 of SAE J2178/2. Furthermore, the 1994 and 1997 SAE HS-3000
Manuals disclose a bus discovery process involving reading different versions of
a mode 1 PID 0 device code from the data communications bus and determining a
match between a read device code and a plurality of stored device codes. See e.g.,
1994 SAE HS-3000 Manual, p. 37, section 6.5.2 INITIALIZATION DETAILS of
SAE J1978. It is the implementation of this standard that enables the CP2100 to
have the “hot plug-and-play” capabilities demonstrated in the SAE IDB Demo98
Demonstration Program in which the ability of the CP2100 to perform bus
discovery to connect and communicate with a Chrysler Concorde LXi, a Cadillac
SLS, and a Ford Lincoln Continental via the OBD-II connector of each vehicle
was demonstrated....

The Cell Port Labs Press Release also discloses that the CP2100 is a multi-vehicle
compatible controller cooperating with a wireless communications device by
disclosing that the CP2100 includes “protocol conversion for a variety of vehicle
buses and devices, wireless gateway communications independent of wireless
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links, and embedded application router management capabilities.” Cell Port Labs
Press Release. The Cell Port Labs Press Release discloses that the CP2100 allows
vehicle manufacturers and other entities to “connect a wide range of vehicles to
their networks, including Extranets, Intranets, and Internet sites.” Cell Port Labs
Press Release. Moreover, the CP2100 overcomes a major obstacle - “that of
integrating various data management functions within the vehicle and linking
them with a centralized application via wireless communication networks.” Cell
Port Labs Press Release. The Cell Port Labs Press Release states that the CP2100
“provide[s] real-time, wireless connectivity between vehicles and remote
applications” and that the CP2100’s “[w]ireless airlink capabilities

include cellular, spread spectrum radio, satellite and private radio.” Id.

The Cell Port Labs Press Release further discloses a vehicle position determining
device, stating that “[d]ata from the host can be sent to the vehicle to
communicate with the operator, provide GPS information, run diagnostic
routines, reconfigure data collection routines, download code and run executable
software.” Cell Port Labs Press Release (emphasis added).

The Cell Port Labs Press Release also discloses a downloading interface for
downloading enabling data related to the corresponding vehicle device code by
disclosing that “[d]ata from the host can be sent to the vehicle to communicate
with the operator, provide GPS information, run diagnostic routines,
reconfigure data collection routines, download code and run executable
software.” Cell Port Labs Press Release (emphasis added). This ability

to download code and run executable software allows the CP2100 to
communicate with multiple types of vehicles. Furthermore, in “run[ning]
diagnostic routines” and “reconfiguring] data collection routines,” the CP2100
necessarily must perform the bus discovery protocol (see, €.g., 1994 SAE HS-
3000 Manual, page 37, section 6.5.2 INITIALIZATION DETAILS of SAE
J1978) involving inspecting vehicle device codes to identify the particular type of
vehicle and vehicle bus protocols that it utilizes. Once the bus discovery protocol
is performed, the CP2100 identifies the type of vehicle to the remote host. The
remote host then provides enabling data to configure the CP2100 to use
appropriate device codes to run diagnostic routines and perform data collection
routines for that specific type of vehicle.

Jones discloses the downloading interface for permitting downloading of enabling
data related to the vehicle device code by disclosing that “the portal apparatus
facilitates downloading of software configurations and updates to each
communications apparatus in the vehicles of the particular fleet, as well as
facilitating the obtaining of vehicle operational data and other information
including diagnostic data and status information including fault-related
data.” Jones, 4:1-6 (emphasis added). In other words, Jones discloses enabling
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data and directing which vehicle device codes to use to obtain vehicle operational
data, diagnostics data, status and fault related data for a particular type of vehicle.
For example, Figure 2 of Jones shows the configuration packet 300 containing an
OBD-II field which requires a number of fields “to identify the particular
subsystem from which [vehicle operational] data is being requested” from OBD-
IT subsystem 32, where said fields are configured in configuration packet 300
according to the particular vehicle device codes that are used for that particular
vehicle. Jones, 15:32-37.

Jones also discloses that the downloading of updates includes enabling data with
respect to specific vehicle devices to enable “plug and play” without any
requirement to modify the vehicle device for communication with the CP2100
(i.e. the CP2100 achieves its “plug and play” capability by downloading the
device codes and protocols necessary to communicate with the device). For
example, Jones discloses that “[b]ased on the foregoing summary, a number

of salient aspects of the present invention are readily identified. Transfers of
information including data relative to different devices, buses and/or
networks are substantially seamlessly achieved. Such transfers can be
accomplished among these different subsystems without requiring that they be
modified, thereby achieving a “plug and play” result. The disparate subsystems
include protocol dependent components as well as close-ended devices at which
data flow originates or is terminated, such as a GPS.” Jones, 4:7-15 (emphasis
added).

Jones also discloses, generally, a detailed process for maintenance and/or
configuration updates for the plurality of vehicle device codes, whereby
reconfiguring or updating software on the communications apparatuses 22 is
“preferably sent as a single file from the portal apparatus 310 to one or more
selected communications apparatuses 22 through the wireless network

314.” Jones, 20:37-39; see also generally, 19:60-21:46. Once these vehicle device
codes are received, “the configuration manager 180 is responsible for extracting
changes from the configuration in the file and applying them to the
communications apparatus 22 in a shadow or mirror form.” /d. at 20:54-58.

3. Substantial New Question of Patentability as to Claims 1 through 22

Each of claims 1 through 22 require at least: a vehicle data bus, a vehicle position
determining device, a wireless communications device, a multi-vehicle
compatible controller, and a downloading interface for permitting downloading of
enabling data. As shown above, the Cell Port Labs Press Release in combination
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with Spelt, Jones, and the SAE HS-3000 Manuals disclose these limitations, and
more detail is shown in the claim chart attached as Exhibit D.

Accordingly, it is submitted that:

» All aspects of claims 1, 13, and 18 are disclosed by the Cell Port Labs
Press Release in view of Spelt and the SAE HS-3000 Manuals.

» All aspects of claims 1-22 are disclosed by the Cell Port Labs Press Release
in view of Spelt, Jones, and the SAE HS-3000 Manuals.

As shown above, a reasonable examiner would consider the teachings of the Cell
Port Labs Press Release, Spelt, the SAE HS-3000 Manuals, and Jones important
in deciding whether or not claims 1 through 22 of the Flick ‘278 patent are
patentable. For these reasons, the Cell Port Labs Press Release (with the inherent
disclosure of Spelt) in combination with the SAE HS-3000 Manuals raise a
substantial new question of patentability with respect to the claims of the Flick
‘278 patent. Additionally, the Cell Port Labs Press Release (with the inherent
disclosure of Spelt) in combination with Jones and the SAE HS-3000 Manuals
raise a substantial new question of patentability with respect to the claims of the
Flick ‘278 patent.

Therefore, for example, the facts regarding Cell Port Labs Press Release (e.g., “in the

vehicle, the CP2100 provides network controller and server capabilities based on an integrated

2

Power PC 823 embedded computing system”, ... tracking and monitoring of fleet vehicles,. ..

2
2

and in-vehicle information/entertainments systems”, “the CP2100, a mobile network server
designed to enable bi-directional data communications and network management functions
within vehicles and provide real-time, wireless connectivity between vehicles and remote
applications... the CP2100 will enable users to extend corporate enterprise management systems
to vehicles and mobile computing devices”, “CellPort offers the first commercial product
designed specifically to manage the growing list of in-vehicle networks, including IDB, CAN,

USB and more”, “The CP2100 supports a variety of emerging vehicles bus interfaces, including

IDB, J1708, CAN and ODBII” , “The CP2100 is also a universal gateway for real-time wireless
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data communication, extending the Internet Protocol (IP) over wireless networks to the vehicle”,
“CellPort’s new product enables the various data networks and electronic devices within a
vehicle to function as a node on the Internet”, “As a participant in the IDB Demonstration
Program ... CellPort provided connectivity to the Internet for many IDB-based vehicle systems
on three IDB demonstration vehicles”, “Wireless connectivity and protocol conversion are key
ingredients for the successful implementation of advanced Telematics systems and the
development of Internet-based systems within the vehicle... Cellport’s technology proved
invaluable in linking the wide range of IDB-based systems and applications in our three
demonstration vehicles to fixed networks via wireless links”, “The technical features of the
CP2100 include protocol conversion for a variety of vehicle buses and devices, wireless gateway
communications independent of wireless links, and embedded application router management
capabilities”, “The CP2100 architecture allows vehicle networks and RF links to be separated by
a controller/gateway, providing a software application layer between the airlink and the
vehicle... Data from the host can be sent to the vehicle to communicate with the operator,
provide GPS information, run diagnostic routines, reconfigure data collection routines, download
code and run executable software®) in combination with Spelt (e.g. “Cell Port Labs, Inc. was a
company participant in the IDB Demo98 project”, “the goal of the Demo98 is to demonstrate
several of the functional requirements and capabilities of the IDB. These include ‘hot plug-and-
play of devices, interoperability of a device in different vehicles, and the information-sharing
capacity of devices connected to the IDB”, “[c]ompanies participating in Demo98 include the
United States ‘Big Three’ automobile manufacturers: Chrysler (Concorde LXi), General Motors
(Cadillac SLS), and Ford (Lincoln Continental”, “The Plug-and-Play Scenario is the most

fundamental and general of the four scenarios developed for Demo98. It is intended to
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demonstrate the IDB characteristics of ‘hot plug-and-play’ and the as can reasonably be shown
with the devices provided by the participants. Thus, as the title implies, the hot plug-and-play
capabilities of the IDB protocol are shown by inserting and removing devices while the IDB is
alive and functioning. This demonstrates the inherent reconfigurability designed into the IDB
protocol, by showing that current devices, which may have depended on another no longer
available device, will still function on the IDB”), Jones (e.g. “the portal apparatus facilitates
downloading of software configurations and updates to each communications apparatus in the
vehicles of the particular fleet, as well as facilitating the obtaining of vehicle operational data and
other information including diagnostic data and status information including fault-related data”,
“Transfers of information including data relative to different devices, buses and/or networks are
substantially seamlessly achieved. Such transfers can be accomplished among these different
subsystems without requiring that they be modified, thereby achieving a “plug and play” result.
The disparate subsystems include protocol dependent components as well as close-ended
devices at which data flow originates or is terminated, such as a GPS”, “A communications
apparatus for enabling communications among networks, buses, devices and other subsystems
having different communication requirements is provided. The communications apparatus offers
an open architecture for interoperability among diverse subsystems. The communications
apparatus is particularly applicable in a vehicle... a portal apparatus located remote from the
vehicle facilitates communications with the communications apparatus, particularly where the
vehicle is part of a vehicle fleet. The communications apparatus includes a common module that
has at least one protocol by which disparate subsystems can communicate with each other. One
or more managers can be defined as being part of the common module. The disparate subsystem

managers provide the necessary interfacing to enable the disparate subsystems to communicate
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between and among each other using the common module. Each such manager has dedicated
functionalities to facilitate communications. Managers associated with the common module may
include managers for use in configuration and diagnostic tasks, encryption/decryption,
compression/de-compression, controlling data flow, security regulation, and selecting an
acceptable link for outside communications”, “An example of such a close-ended device might
be a global positioning system (GPS) that is useful in providing vehicle location information or a
hardware device, such as a vehicle sensor from which data can be obtained for a particular
vehicle component to which the sensor is operably connected”, “In addition to the GPS, disparate
subsystems may include an Internet protocol (IP) stack comprised of a number of network layers
that are commonly involved in transfers using the Internet, a controller area network (CAN)
found in at least some vehicles and which includes a bus along which a number of vehicle
elements, communicate for supplying information concerning such elements. The disparate
subsystems can also include an intelligent transportation system data bus (IDB) and/or an
onboard diagnostics (OBD) that are involved with monitoring and providing information related
to vehicle components”, “Other disparate subsystems may include ... a standard serial bus, a
universal serial bus (USB), a user datagram packet/Internet protocol stack and a cellphone, as
well as one or more other customer proprietary devices”, “In conjunction with enabling
communications between and among the disparate subsystems, as well as communications
outside the vehicle, the communications apparatus includes a common module and a number of
disparate subsystem managers. The common module is defined as being comprised of a number
of common module managers, which may include one or more of the following:... a
configuration manager for use in downloading applications, configuring routing tables,

reviewing error logs and other assigned tasks; a diagnostics manager for collecting and relaying
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diagnostic data;... as well as user-defined services, that can process, filter or otherwise act on

2
2

available data”, “... data gathering and other communications are facilitated involving a fleet of
vehicles, with each having an embedded communications apparatus. ... a portal apparatus acts as
a communications link between vehicle fleets and the fleet managing subsystem. The portal
apparatus facilitates downloading of software configurations and updates to each
communications apparatus in the vehicles of the particular fleet, as well as facilitating the
obtaining of vehicle operational data and other information including diagnostic data and status

information including fault-related data”, “common module 90 also includes a processing

subsystem... Power PC”) and SAE HS-3000 Manuals (e.g. “provides the implementation details

and recommended practices of the J1708, J1850 and OBD-II Scan Tool bus interfaces. In
particular, the SAE HS-3000 Manual discloses that a device code on the vehicle data bus can be
an SAE standard and/or one of seven manufacturer specific version of the device code”,
“disclose a bus discovery process involving reading different versions of a mode 1 PID O device
code from the data communications bus and determining a match between a read device code
and a plurality of stored device codes”) raises a substantial new question of patentability with
respect to the “multi-vehicle compatible controller” or “downloading interface” as recited in
independent claim 1, i.e., “multi-vehicle compatible controller to be coupled to the vehicle
data bus for communication thereover with at least one vehicle device using at least one
corresponding vehicle device code from among a plurality thereof for different vehicles” and “a
downloading interface for permitting downloading of enabling data related to the at least one
corresponding vehicle device code for use by said multi-vehicle compatible controller”. In
addition, the SAE HS-3000 Manuals as combined with Cell Port Labs Press Release, Spelt and

Jones is being presented or viewed in a new light, or in a different way, as compared with its use
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in the ‘851 reexamination, in view of material new argument or interpretation presented in the
Request herein. Recall, Cell Port Labs Press Release, Spelt, Jones were not cited or applied in
original examination of ‘272 application, ‘587 reexamination and ‘851 reexamination. Further,
the combination of Cell Port Labs Press Release, Spelt, Jones with the SAE HS-3000 Manuals as
presented in the Request herein is being presented or viewed in a new light, or in a different way,
i.e., presents a new, non-curnulative technological teaching, as compared with its use in the ‘851
reexamination, in view of material new argument or interpretation presented in the Request

herein.

Given the teachings of the combination of Cell Port Labs Press Release, Spelt, Jones and
SAE HS-3000, a reasonable examiner would consider these teachings important in evaluating the
patentability of the independent claims of the ‘278 patent. This art was not applied/so combined
during a previous examination of US Patent No. 8,032,278, and the claims at issue are not the
subject of a final holding by a Federal Court. Accordingly, these prior art patents and printed
publications asserted in the Request raise a substantial question of patentability with respect to at

least one claim, e.g. claim 1, of the ‘278 patent.

Issue 2: Proposed SNQP Based on Jones

It is agreed that the combination of Jones and the SAE HS-3000 Manuals raises a SNQ of

patentability as to at least claim 1 of the Flick ‘278 patent.

As noted above, the prosecution history of ‘278 patent shows “a multi-vehicle

compatible controller coupled to the vehicle data bus for communication thereover with at least
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one vehicle device using at least one corresponding vehicle device code from among a plurality
thereof for different vehicles” is a technological feature important to patentability of at least

claim 1 in ‘278 patent.

Also, as noted above, the prosecution history of ‘278 patent also shows “a downloading
interface for permitting downloading of enabling data related to the at least one corresponding
vehicle device code for use by said multi-vehicle compatible controller” is a technological

feature important to patentability of the claims in ‘278 patent.

Requester asserts Jones in combination with the SAE HS-3000 Manuals raises a
substantial new question of patentability as to claim 1-22 of the ‘278 patent. See, e.g., 12-13 of

the Request.

See Discussion in Issue 1 herein above regarding SAE HS-3000 Manuals being “old” art.

See the Request at, e.g., Sections V (pages 10-12), VI, B. (pages 21-29), Exhibit E, e.g.,

bridging pages 3-6. Such sections of the instant Request set forth:

“V. CITATION OF PERTINENT AND APPLICABLE PRIOR ART BELIEVED
TO HAVE BEARING ON PATENTABILITY®

Requester submits that the references listed in the table above raise substantial new
questions of patentability of the claims of the Flick ‘278 patent. In particular, the Cell
Port Press Release (including its inherent disclosure of Spelt) and Jones, which are prior
art patents or publications that have not previously been considered in evaluating the
validity of the claims of the Flick ‘278 patent, disclose each and every limitation of the
independent claims of the Flick ‘278 patent.

The 1994 SAE FIS-3000 Manual and the 1997 SAE FIS-3000 Manual were considered
during the ‘278 Second Reexam. Aside from these, none of the other references listed in
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the table above were considered during either the ‘278 File History, the ‘278 First
Reexam, or the ‘278 Second Reexam.

With respect to previously-considered prior art references, MPEP § 2258.01 states: “If
the rejection to be made by the examiner will be based on a combination of ‘old art’ and
art newly cited during the reexamination proceeding, the rejection is proper, and should
be made. See In re Hiniker, 150 F.3d at 1367, 47 USPQ2d at 1527. (Court held the
reexamination proceeding was supported by a substantial new question of patentability
where the rejection before the court was based on a combination of art that had been
before the examiner during the original prosecution, and art newly cited during the
reexamination proceeding.).” Accordingly, the 1994 and 1997 SAE HS-3000 Manuals,
when viewed with the Cell Port Labs Press Release, Spelt, and the Jones references, are
presented in a new light and raise a substantial new question of patentability.

In view of the above, Requester submits that the prior art references submitted herein
present substantial new questions as to the patentability of the Flick ‘278 patent.

VI. STATEMENTS POINTING OUT EACH SUBSTANTIAL NEW
QUESTION OF PATENTABI LITY

As explained in greater detail below, the references listed in the table above,
either alone or in combination, raise substantial new questions of patentability not
previously considered or addressed in the prior examination of the Flick ‘278
patent. More specifically, the Cell Port Labs Press Release (including the
inherent disclosure of Spelt) and Jones individually anticipate at least the
independent claims of the Flick ‘278 patent. Thus, the Cell Port Labs Press
Release, Spelt, and Jones in combination with the other references listed in the
table above, raise substantial new questions of patentability not previously
considered or addressed in the prior examination of the Flick ‘278 patent.

B. U.S. Patent No. 6,430,164 to Jones, in view of the SAE HS-3000
Manuals

U.S. Patent No. 6,430,164 to Jones et al. was filed November 1, 1999, and issued
August 6, 2002, and therefore Jones is prior art to the Flick ‘278 patent under pre-
ATA 35 U.S.C. § 102(a), (b), and/or (e). This reference was not considered during
the prosecution of the Flick ‘278 patent or the ‘278 First and Second Reexams.
This reference provides a new technological teaching that raises a substantial new
question of patentability.
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1. Technological Teaching: A Communication Apparatus with “Plug-and-
Play” Multi-Vehicle Compatibility Embedded in Different Vehicles with a
Downloading Interface and GPS

Jones was filed by inventors Marc Jones, Charles Spaur, Michael Tibbets, and
Patrick Kennedy on November 1, 1999, and then assigned to Cell Port Labs on
October 26, 1999 (recorded on Nov. 1, 1999, Reel No. 010357, Frame 0498).
Jones was issued from a patent application based upon the CP2100 and which was
assigned to Cellport Systems, Inc. of Boulder, Colorado (i.e., Cell Port Labs, the
company disclosed in the Cell Port Labs Press Release).

Jones teaches a vehicle tracking system for a vehicle comprising a vehicle data bus (e.g.,
IDB 28, OBD-II 32, CAN 36, and Standard Serial Bus 44) extending throughout the
vehicle. Jones also teaches at least one vehicle device (e.g., Nodes 80b-80h).

Jones discloses a communication apparatus “contained within a vehicle having a number
of disparate subsystems. The disparate subsystems include protocol based units and
close-ended devices.” Jones, 1:57-59. Jones further discloses that “[a]n example of such a
close-ended device might be a global position system (GPS) that is useful in providing
vehicle location information or a hardware device, such as a vehicle sensor from which
data can be obtained for a particular vehicle component to which the sensor is operably
connected[.]” Jones, 1-6; see also Fig. 1, elements 26 and 112.

Jones discloses a wireless communications device by disclosing a cellphone 64 and
wireless network 314. Jones, Fig. 1; see also 5:52-53. Jones further discloses that

“[t]he cellphone 64 is a useful communications tool in sending/receiving analog voice or
digital data.” Jones, 5:52-53.

Jones issued from a patent application based upon the CP2100 and which was assigned to
Cellport Systems, Inc. of Boulder, Colorado (i.e., Cell Port Labs). Jones discloses a Cell
Port Labs CP2100 Mobile Network Server (hereinafter, “CP2100”) as an exemplary
communication apparatus 22a-22n embedded in different vehicles. Jones, Fig. 3,19:7-15.
The CP2100 is multivehicle compatible and includes a controller that cooperates with the
transmitter and receiver of the CP2100. See e.g., Fig. 1, the CP2100 multi-vehicle
compatible controller compatible with e.g., IDB 28, OBD-II 32, CAN 36, Standard Serial
Bus 44. Jones, Fig. 1.

Jones also discloses that “[t]he system includes a plurality of disparate subsystems 20 and
a communications apparatus 22. The disparate subsystems 20 in a vehicle can include
one or more of the following components: Internet protocol (IP) stacks 24; a global
positioning system (GPS) 26; an intelligent transportation system data bus (IDB) 28;
an onboard diagnostics (OBD-II) 32; a controller area network (CAN) 36; a
universal serial bus (USB) 40; a standard serial bus 44; an analog/digital converter
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(ADC) 48; browser technology 52; voice recognition (VR) technology 56; text-to-speech
(TTS) technology 60; a cellphone 64; user datagram packets/Internet protocol
stack(s) (UDP/IP), one or more custom or proprietary units or components, as well as
any other presently or later devised subsystem that may be useful in a vehicle or another
environment in which the system is operating.” Jones, 4:55-67 (emphasis added).

Jones discloses the CP2100 supports a variety of different vehicle busses, including IDB,
OBD-II and CAN. See e.g., Jones, 4:57-63 (“The disparate subsystems 20 in a vehicle
can include one or more of the following components: Internet protocol (IP) stacks 24; a
global positioning system (GPS) 26; an intelligent transportation system data bus (IDB)
28; an onboard diagnostics (OBD-II) 32; a controller area network (CAN) 36.”).

Jones discloses a configuration packet 300 which requests OBD-II data from vehicle
devices. See Jones, Fig. 2.

Jones discloses that the configuration packet 300 must specify “a destination, services
that might be invoked, and data or other information being requested.” Jones, 14:67-15:1.
In other words, the process described in Figure 2 of Jones implicitly discloses that the
multi-vehicle compatible controller must implement the SAE bus discovery process
described in SAE J1978. Once the bus discovery protocol is performed, the CP2100
identifies the type of vehicle to the remote host, thereby determining which vehicle codes
to use from the plurality of stored vehicle codes. The remote host then provides enabling
data to configure the CP2100 to use appropriate device codes to run diagnostic routines
and perform data collection routines for that specific type of vehicle.

The “SAE On-Board Diagnostics for Light and Medium Duty Vehicles Standards
Manual” with multiple publication dates including 1994 and 1997 (hereinafter the “1994
SAE HS-3000 Manual” and the “1997 SAE HS-3000 Manual”), provides the
implementation details and recommended practices of the J1708, J1850 and OBDII bus
interfaces.

In particular, the SAE HS-3000 Manual discloses that a device code on the vehicle data
bus can be an SAE standard and/or one of seven manufacturer specific version of the
device code. See e.g., 1994 SAE HS-3000 Manual, p. 213, Section 4 of SAE J2178/2.
Furthermore, the 1994 and 1997 SAE HS-3000 Manuals disclose a bus discovery process
involving reading different versions of a mode 1 PID 0 device code from the data
communications bus and determining a match between a read device code and a stored
device code. See e.g., 1994 SAE HS-3000 Manual, p. 37, section 6.5.2
INITTALIZATION DETAILS of SAE J1978. It is the implementation of this standard
that enables the CP2100 to have the “hot plug-and-play” capabilities demonstrated in the
SAE IDB Demo98 Demonstration Program in which the ability of the CP2100 to perform
bus discovery to connect and communicate with a Chrysler Concorde LXi, a Cadillac
SLS, and a Ford Lincoln Continental via the OBD-II connector of each vehicle was
demonstrated.
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Jones discloses a downloading interface for permitting downloading of enabling data
related to the at least one corresponding vehicle device code by disclosing that “the
portal apparatus facilitates downloading of software configurations and updates to

each communications apparatus in the vehicles of the particular fleet, as well as
facilitating the obtaining of vehicle operational data and other information
including diagnostic data and status information including fault-related data.”
Jones, 4:1-6 (emphasis added). In other words, Jones discloses enabling data and
directing which vehicle device codes to use to obtain vehicle operational data, diagnostics
data, status and fault related data for a particular type of vehicle. For example, Figure 2 of
Jones shows the configuration packet 300 containing an OBD-II field which requires a
number of fields “to identify the particular subsystem from which [vehicle operational]
data is being requested” from OBD-II subsystem 32, where said fields are configured in
configuration packet 300 according to the particular vehicle device codes that are used
for that particular vehicle. Jones, 15:32-37.

Jones also discloses that the downloading of updates includes enabling data with respect
to specific vehicle devices to enable “plug and play” without any requirement to modify
the vehicle device for communication with the CP2100 (i.e. the CP2100 achieves its
“plug and play” capability by downloading the device codes and protocols necessary to
communicate with the device). For example, Jones discloses that “[b]ased on the
foregoing summary, a number of salient aspects of the present invention are readily
identified. Transfers of information including data relative to different devices, buses
and/or networks are substantially seamlessly achieved. Such transfers can be
accomplished among these different subsystems without requiring that they be modified,
thereby achieving a “plug and play” result. The disparate subsystems include protocol
dependent components as well as close-ended devices at which data flow originates or is
terminated, such as a GPS.” Jones, 4:7-15 (emphasis added).

Jones also discloses, generally, a detailed process for maintenance and/or configuration
updates for the plurality of vehicle device codes, whereby reconfiguring or updating
software on the communications apparatuses 22 is “preferably sent as a single file from
the portal apparatus 310 to one or more selected communications apparatuses 22 through
the wireless network 314.” Jones, 20:37-39; see also generally, 19:60-21:46. Once these
vehicle device codes are received, “the configuration manager 180 is responsible for
extracting changes from the configuration in the file and applying them to the
communications apparatus 22 in a shadow or mirror form.” Id. at 20:54-58.

3. Substantial New Question of Patentability as to Claims 1 through 22

Each of claims 1 through 22 require at least: a vehicle data bus, a vehicle position
determining device, a wireless communications device, a multi-vehicle compatible
controller, and a downloading interface for permitting downloading of enabling data. As
shown above, Jones in combination with the inherent disclosure of the SAE FIS-3000
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Manuals disclose these limitations, and more detail is shown in the claim chart attached
as Exhibit E.

Accordingly, it is submitted that all aspects of claims 1-22 are disclosed by Jones in view
of the inherent disclosure of the SAE FIS-3000 Manuals.

As shown above, a reasonable examiner would consider the teachings of Jones and the

SAE FIS-3000 Manuals important in deciding whether or not claims 1 through 22 of the

Flick ‘278 patent are patentable. For these reasons, Jones in combination with the

inherent disclosures of the SAE HS-3000 Manuals submitted in this Request raise a

substantial new question of patentability with respect to the claims of the Flick ‘278

patent.

Therefore, for example, the facts regarding Jones (e.g. “the portal apparatus facilitates
downloading of software configurations and updates to each communications apparatus in the
vehicles of the particular fleet, as well as facilitating the obtaining of vehicle operational data and
other information including diagnostic data and status information including fault-related data”,
“Transfers of information including data relative to different devices, buses and/or networks are
substantially seamlessly achieved. Such transfers can be accomplished among these different
subsystems without requiring that they be modified, thereby achieving a “plug and play” result.
The disparate subsystems include protocol dependent components as well as close-ended
devices at which data flow originates or is terminated, such as a GPS”, “A communications
apparatus for enabling communications among networks, buses, devices and other subsystems
having different communication requirements is provided. The communications apparatus offers
an open architecture for interoperability among diverse subsystems. The communications
apparatus is particularly applicable in a vehicle. a portal apparatus located remote from the
vehicle facilitates communications with the communications apparatus, particularly where the
vehicle is part of a vehicle fleet. The communications apparatus includes a common module that

has at least one protocol by which disparate subsystems can communicate with each other. One

or more managers can be defined as being part of the common module. The disparate subsystem
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managers provide the necessary interfacing to enable the disparate subsystems to communicate
between and among each other using the common module. Each such manager has dedicated
functionalities to facilitate communications. Managers associated with the common module may
include managers for use in configuration and diagnostic tasks, encryption/decryption,
compression/de-compression, controlling data flow, security regulation, and selecting an
acceptable link for outside communications”, “An example of such a close-ended device might
be a global positioning system (GPS) that is useful in providing vehicle location information or a
hardware device, such as a vehicle sensor from which data can be obtained for a particular
vehicle component to which the sensor is operably connected”, “In addition to the GPS, disparate
subsystems may include an Internet protocol (IP) stack comprised of a number of network layers
that are commonly involved in transfers using the Internet, a controller area network (CAN)
found in at least some vehicles and which includes a bus along which a number of vehicle
elements, communicate for supplying information concerning such elements. The disparate
subsystems can also include an intelligent transportation system data bus (IDB) and/or an
onboard diagnostics (OBD) that are involved with monitoring and providing information related
to vehicle components”, “Other disparate subsystems may include ... a standard serial bus, a
universal serial bus (USB), a user datagram packet/Internet protocol stack and a cellphone, as
well as one or more other customer proprietary devices”, “In conjunction with enabling
communications between and among the disparate subsystems, as well as communications
outside the vehicle, the communications apparatus includes a common module and a number of
disparate subsystem managers. The common module is defined as being comprised of a number
of common module managers, which may include one or more of the following:... a

configuration manager for use in downloading applications, configuring routing tables,
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reviewing error logs and other assigned tasks; a diagnostics manager for collecting and relaying
diagnostic data;... as well as user-defined services, that can process, filter or otherwise act on
available data”, “... data gathering and other communications are facilitated involving a fleet of
vehicles, with each having an embedded communications apparatus. ... a portal apparatus acts as
a communications link between vehicle fleets and the fleet managing subsystem. The portal
apparatus facilitates downloading of software configurations and updates to each
communications apparatus in the vehicles of the particular fleet, as well as facilitating the
obtaining of vehicle operational data and other information including diagnostic data and status
information including fault-related data”) and SAE HS-3000 Manuals (e.g. “provides the
implementation details and recommended practices of the J1708, J1850 and OBD-II Scan Tool
bus interfaces. In particular, the SAE HS-3000 Manual discloses that a device code on the
vehicle data bus can be an SAE standard and/or one of seven manufacturer specific version of
the device code”, “disclose a bus discovery process involving reading different versions of a
mode 1 PID 0 device code from the data communications bus and determining a match between
a read device code and a plurality of stored device codes™) raises a substantial new question of
patentability with respect to the “multi-vehicle compatible controller” or “downloading
interface” as recited in independent claim 1, i.e., “multi-vehicle compatible controller to be
coupled to the vehicle data bus for communication thereover with at least one vehicle device
using at least one corresponding vehicle device code from among a plurality thereof for different
vehicles” and “a downloading interface for permitting downloading of enabling data related to
the at least one corresponding vehicle device code for use by said multi-vehicle compatible
controller”. In addition, the SAE HS-3000 Manuals as combined with Jones is being presented

or viewed in a new light, or in a different way, as compared with its use in the ‘851
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reexamination, in view of material new argument or interpretation presented in the Request
herein. Recall, Jones was not cited or applied in original examination of ‘272 application, ‘587
reexamination and ‘851 reexaminaiton. Further, the combination of Jones with the SAE HS-
3000 Manuals as presented in the Request herein is being presented or viewed in a new light, or
in a different way, i.e., presents a new, non-cumulative technological teaching, as compared with
its use in the ‘851 reexamination, in view of material new argument or interpretation presented in

the Request herein.

Given the teachings of the combination of Jones and SAE HS-3000, a reasonable
examiner would consider these teachings important in evaluating the patentability of the
independent claims of the ‘278 patent. This art was not applied/so combined during a previous
examination of US Patent No. 8,032,278, and the claims at issue are not the subject of a final
holding by a Federal Court. Accordingly, these prior art patents and printed publications
asserted in the Request raise a substantial question of patentability with respect to at least one

claim, e.g. claim 1, of the ‘278 patent.

Conclusion

Accordingly, as the findings above show that a substantial new question of patentability

is present, reexamination is granted, see MPEP 2242. Claims 1-22 will be reexamined.

Correspondence

All correspondence relating to this ex parte reexamination proceeding should be directed:
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By Mail to: Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Registered users of EFS-Web rnay alternatlvely subrnlt such correspondence via the
electronic filing system EFS-Web, at {s.uspio. govietile/my portal/efs-registered. EFS-
Web offers the benefit of quick submlssmn to the partlcular area of the Office that needs to act
on the correspondence. Also, EFS-Web submissions are "soft scanned" (i.e., electronically
uploaded) directly into the official file for the reexamination proceeding, which offers parties the
opportunity to review the content of their submissions after the "soft scanning" process is
complete.

Any inquiry concerning this communication should be directed to the Central
Reexamination Unit at telephone number 571-272-7705.

Other useful telephone numbers:

Reexamination Practice (571) 272-7703

Reexamination Facsimile Transmission No. (571) 273-9900

/MARK SAGER/
Patent Reexamination Specialist, CRU
Art Unit 3992

Conferees:  /WHC/
Patent Reexamination Specialist

AU 3992

/ALEXANDER J KOSOWSKY/
Supervisory Patent Examiner, Art Unit 3992
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In accordance with 37 C.F.R. § 1.510(b)(5), on May 24, 2019.
Respectfully Submitted,

By /David J. Bailey/

David J. Bailey
Registration No. 59,632
David.Bailey@kppb.com

KPPB LLP

2190 S. Towne Centre Place, Suite 300
Anaheim CA 92806

(949) 852-0000

(949) 852-0004 (fax)
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}
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)
Control No. 90/014,122 ) Attorney Docket No.:
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} Examiner: R. DESAI
Filing Date: 4/19/2018 )
)}  Art Unit: 3982
For: MULTI-VEHICLE COMPATIBLE )
CONTROIL. SYSTEM GENERATING)
COMMAND SIGNALS ON A DATA)
BUS AND ASSOCIATED )
METHODS )

PATENT OWNER’S APPEAL BRIEF

EFILE
Commissioner for Patents

Dear Commissioner:
Submitted herewith is Patent Owner’s Appeal Brief. If

any fee is required, authorization is given to charge Deposit

Account No. (01~0484.
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{1) Real Party In Interest

The real party in interest is OMEGA PATENTS, L.L.C.,
assignee of the present application as recorded at reel 013138,

frame (0919.

(2) Related Appeals, Interferences, And Trials

At present there are no related interferences. There
are two related appeals, one pending. There is one related

litigation still ongoing.

I. Related Appeals

A. First Related Appeal {(Second Reexamination Of U.S. Patent No.
8,032,278)

In a related ex parte Reexamination Serial No.
90/013,851, the Patent Trial and Appeal Board (PTAB} issued a
favorable Decision in the second reexamination of related U.S.
Patent No. 8,032,278. This second ex parte Reexamination of the
‘278 patent concluded with & Reexamination Certificate confirming
the patentability of all claims dated February 6, 2019.

The recent PTAB Decision on Appeal in the second
reexamination of the ‘278 patent, reversing the Examiner’s
decision to reject the claims of the ‘278 patent, is relevant to
the present second reexamination of the ‘876 patent. The ‘876
patent is directed to “generating at least one set of command

signals on the data communications bus for the at least one
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vehicle device, the at least cne set of command signals
comprising at least one working command signal and at least one
non-working command signal for a given vehicle to thereby provide
command compatibility with a plurality of different vehicles”,
and the ‘278 patent is directed to “using at least corresponding
vehicle device code from among a plurality thereof for different
vehicles”. Both the ‘278 patent claims and the present ‘876
patent claims recite “a multi-vehicle compatible controller”.

The difference is that the ‘278 patent claims recite a
downloading interface to provide the multi-~vehicle compatibility,
whereas the ‘876 patent claims recite generating at least one
working command signal and at least one non-working command
signal to provide multi-vehicle compatibility.

The Examiner’s obvicusness rejection in the ‘278 patent
- properly reversed by the PTAR - was based upon an incorrect
interpretation of “multi-vehicle compatible controller” and based
upon the legally improper hindsight combination of Chou et al.
and the SAE HS-3000 Manual. Both of these issues are relevant in
this second reexamination of the ‘876 patent.

Further, the PTAB found that the corresponding
McAlexander Declaration submitted in the ‘278 reexamination as it
related to the correct interpretation of Chou et al. was in
accord with the PTAB’s interpretation. Mr. McAlexander provided
a corresponding declaration in the present reexamination. (See

Appendix Exhibit 1). Moreover, the PTAB noted that the evidence
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of secondary considerations of non-obviocusness in the McAlexander

Declaration further weighed in favor of the Patent Cwner.

B. Second Related Appeal (Second Reexamination Of U.S. Patent No.
6,756, 885)

In a related ex parte Reexamination Serial No.
90/014,038 (U.S. Patent No. 6,756,885), the Notice of Appeal was
filed on March 8, 2019. The ‘885 patent is similar to the ‘876
patent, both being directed to a control system for a vehicle and
including a transmitter, a recelver, and a multi-vehicle
compatibie controller.

The ‘885 patent is a continuation-in-part of U.S.
Patent No. 6,275,147, which, in turn, is a continuation of U.S.
Patent No. 6,011,460, which is a continuation-in-part of U.5.
Patent No. 5,719,551. The present ‘876 patent enjoys a same
priority chain through the ‘147, ‘460, and ‘551 patents.

The claims of the ‘885 patent include storing a set of
device codes for a given vehicle device for a plurality of
different vehicles, for reading a device code from the data
communications bus, and for determining a match between a read
device code and the stored device codes to thereby provide
compatibility with a plurality of different vehicles.
Differently, the claims of the ‘876 patent include generating at
least one set of command signals on the data communications bus

for the at least one vehicle device, the at least one set of
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command signals comprising at least one working command signal
and at least one non-working command signal for a given wvehicle
to thereby provide command compatibility with a plurality of
different vehicles.

in the related appeal, the ‘885 patent is subject to
grounds of rejection similar to those included in the present

appeal of the ‘876 patent.

IT. Related Trials

A. First Trial

Personnel of the Requester, i.e. CalAmp Corporation,
(hereafter “Regquester”}, began patent licensing discussions with
Mr. Flick, President of the Patent Owner, in approximately 2005.
Meetings were held in 2009 and a patent license was offered, and
rejected, resulting in a lawsuit filed December 14, 2009. This
suit did not involve the ‘876 patent under reexaminaticn, and was
resolved on June 9, 2010.

Further licensing discussions with Requester failed and
another lawsuit was filed against Requester on December 20, 2013.
(6:13-cv-01950~PGB-DCI, in the Middle District of Fiorida
(Orlando)). This case involved the present ‘876 patent.

On February 24, 2016, the related seven-day jury trial
involving the ‘876 patent was concluded with a Jury Verdict (See
Jury Verdict, Appendix Exhibit 2), where the Requester was found

to infringe all of the asserted claims in all of asserted
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patents, and, in particular, the asserted Claims 1, 3-5, 12, 14,
16 of the '876 patent. In the finding that the ‘876¢ patent was
not invalid, the Jury found secondary factors indicating non-
obviousness of the ‘876 patent.

The Court of Appeals for the Federal Circuit rendered a
decisiecn on April 8, 2019. In the decision, the Federal Circuit
held: “[wle affirm the jury’s verdict that the asserted patent
claims were not invalid, except for original claims 1 and 10 of
the ‘727 patent, which were abandoned during the ex parte
reexamination.” (Page 26). Requester has filed a petition for
rehearing at the Federal Circuit challenging the Court’s ruling
that Reguester failled to satisfy the requirements of Federal Rule

of Civil Procedure 46.

B. Second Trial

In the second trial, the Patent Owner filed a new
patent infringement lawsuit on July 21, 2017 against Enfora, Inc.
in the Northern District of Georgia, Atlanta Division (Case 1:17-
cv~02769-TWT). This lawsuit included the ‘876 patent. The
parties have reached a settlement and license agreement to

resolve the litigation.

{3} Related Reexaminations

This is the list of the other reexaminations and

reiated statuses:
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U.S5. Patent No. 6,346,876 (expired August 22, 2016)
Reexamination 90/013,659 resulting in Reexaminatiaon

Certificate September 1, 2017.

U.S. Patent No. 7,671,727 (unexpired)
Reexamination 90/013,832 resulting in Reexamination

Certificate August 1, 2017.

U.5. Patent No. 7,671,727 (unexpired)
Reexamination 90/014,121 resulting in Reexamination

Ordered May 16, 2018.

U.S. Patent No. 8,032,278 {(unexpired)
Reexamination 90/013,587 resulting in Reexamination

Certificate December 28, 2016.

U.S. Patent No. 8,032,278 {(unexpired)

Reexamination 90/013,851 resulting in Reexamination
Certificate February 6, 2019.

U.S. Patent Nc. 6,756,885 (expired August 22, 2016)

Reexamination 90/013,741 resulting in Reexamination

Certificate August 1, 2017.
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U.S. Patent No. 6,756,885 (expired August 22, 2016)
Reexamination 90/014,038 resulting in Reexamination

Ordered December 27, 2017 (pending related appeal) .

{4} Summary Of The Claimed Subject Matter

Independent Claim i1 is directed to a control system for
a vehicle comprising a data communications bus 30 and at least
one vehicle device 44a-44c connected to the data communications
bus. The control system comprises a transmitter 34 and a
receiver 32 for receiving signals from the transmitter, and a
multi-vehicle compatible controller 25 at the vehicle and
cooperating with the transmitter and receiver. The multi-vehicle
compatible controller generates at least one set of command
signals on the data communications bus for the at least one
vehicle device. The at least one set of command signals
comprises at least one working command signal and at least one
non-working command signal for a given vehicle to thereby provide
command compatibility with a plurality of different vehicles.
(Figures 2-3, & 7, reproduced below; Page 14, Col. 8, line 1
through Page 15, Col. 10, line 64).

Independent Claim 18 is directed to an adaptor 70 for
adapting a contrcl system for a vehicle to be compatible with a
plurality of different vehicles. Each vehicle comprises a data
communications bus 30 and at least one vehicle device 44a-44c

cennected thereto. The control system comprises a transmitter 34
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and a receiver 32 for receiving signals from the remote
transmitter, and a controller 73, 75, 77 cooperating with the
transmitter and receiver. The adaptor comprises a housing 71,
and a multi-vehicle compatible adaptor circuit 36 mounted in the
housing for generating at least one set of command signals on the
data communications bus responsive to the controller. The at
least one set of command signals comprises at least one working
cemmand signal and at least one non-working command signal for a
given vehicle to thereby provide command compatibility with a
plurality of different wvehicles. (Figures 2-3, & 7, reprcduced
below; Page 14, Col. 8, line 1 through Page 15, Col. 10, line
64} .

Dependent Claim 29 is directed to a control methed for
a vehicle comprising a data communications bus 30 and at least
one vehicle device 44a-44c connected to the data communications
bus. The method comprises generating at least one set of command
signals on the data communications bus for the at least one
vehicle device. The at least one set of command signals
comprises at least cone werking command signal and at least one
non~working command signal for a given vehicle to thereby provide
command compatibility with a plurality of different wvehicles.
The method comprises recelving a signal from a transmitter 34,
and the generating of the at least one set of command signals is
responsive to receiving the signal from the transmitter.

(Figures 2-3, & 7, reproduced beiow; Page 14, Col. 8, line 1
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through Page 15, Col. 10, line 64).

Independent Claim 42 is directed to a method for
adapting a control system for a vehicle to be compatible with
plurality of different vehicles. Each vehicle comprises a data
communications bus 30 and at least one vehicle device 44a~44c
connected to the data communications bus. The control systiem
comprises a transmitter 34 and a receiver 32 for receiving
signals from the transmitter, and a controller 73, 75, 77
cooperating with the transmitter and receiver. The method
comprises moniltoring an output of the controllier, and generating
at least one set of command signals on the data communications
bus responsive to the output of the controller. The at least one
set of command signals comprises at least one working command
signal and at least one non-working command signal for a given
vehicle to thereby provide command compatibility with a plurality
of different vehicles. (Figures 2-3, & 7, reproduced below; Page

14, Ccl. 8, line 1 through Page 15, Col. 10, line 64).
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Figure 2 of the ‘B76 Patent
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Figure 7 of the ‘876 Patent

{5) Argument

I. Introductiocn
A. This Appeal Is Closely Related To Pending Appeal For Ex Parte

Reexamination Serial No. 90/014,038

In the related ex parte Reexamination Serial No.
90/014,038, U.3. Patent No. 6,756,885 is subject to similar

rejections. The ‘885 patent is similar to the present ‘876
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patent, both being directed to a control system for a vehicle and
inciuding a transmitter, a receiver, and a multi-vehicie
compatible contrecller.

The claims of the ‘885 patent include storing a set of
device codes for a given vehicle device for a plurality of
different vehicles, for reading a device code from the data
communications bus, and for determining a match between a read
device code and the stored device codes to thereby provide
compatibility with a plurality of different vehicles.
Differently, the presently appealed claims of the ‘876 patent
include generating at least one set of command signals on the
data communications bus for the at least one vehicle device, the
at least one set of command signals comprising at least one
working command signal and at least one ncn-working command
signal for a given vehicle to thereby provide command
compatibility with a plurality of different vehicles.

In the related appeal, the ‘885 patent is subject to
near identical grounds of rejection when compared to the present
appeal of the ‘876 patent. In particular, the first rejection in
the ‘885 patent appeal applies Cell Port Labs Press Release in
view of the Auteo Electronics Publication, Spelt, and the 1994 and
1997 SAE HS-3000 Manuals. In the present appeal of the ‘876
patent, the rejection applies the Cell Port Labs Press Release in
view of Spelt, and the 1984 and 1997 SAE HS-3000 Manuals. The

other two grounds of rejection apply identical prior art
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references. In other words, the present appeal merely excludes
the Auto Electronics Publication, which is currently relied upon
in the related ‘885 patent appeal only for disclosing a
photograph of a Cell Port device.

B. The Present Rejections Are Rehashes Of 0l1d Prior Art

As will be described in greater detail below, the
Patent Owner respectfully submits that the Examiner erred in the
rejections under $103 using the Cell Port Labs/Chou et al. prior
art references. The Patent Owner submits that the priocr art
combinations used in the current rejections, including the Cell
Port Labs prior art, are a rehash of a formula-based combination
of prior art already overcome in the CalBAmp litigation, and the
first reexamination of the ‘876 patent. The repeatedly failed

prior art formula is:

SAE Scan

Tool bus Claimed
Cell Port Labs  + , = .
discovery Invention
reference
features

This formula has been tried repeatedly by the Requester in the
past, and failed every time. For the convenience of the PTAB,
the Patent Owner has prepared a concise listing of the prior

repeated Cell Port Labs attacks on the ‘876 patent and the
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related and alsc appesaled ‘885 patent.

Attacked Prior Art Forum Result
Patent Combination
‘885 Patent | ‘479 Braitberg + | Related Jury Verdict
SAE J1978 Litigation and Federal

Circuit Opinion

Confirming Not-

Invalid
‘876 Patent | Y479 Braitberg + | Related Jury Verdict
SAE J1978 Litigation and Federal

Circuit Opinion

Confirming Not-

Invalid

‘885 Patent ! Braitherg (WO First Reexam Reexamination
94/24775) + 1994 Certificate
SAE HS5-3000 Issued
Manual

‘876 Patent { Braitbherg (WO First Reexam Reexamination
94/24775) + 1994 Certificate
SAE HS5-3000 Issued
Manual

‘876 Patent | Spaur ‘074 + SAE | First Reexam Reexamination
J1978/1979 Certificate
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Issued

‘870 Patent | Spaur ‘074 + SAE | First Reexam Reexamination
J1978, SAE Certificate
J1979, SAE Issued
J185C, SAE
J2178/1 and SAE
J2178/2

‘876 Patent | Spaur ‘074 + SAE | First Reexam Reexamination
J1978, SAE Certificate
J1979, and SAE Issued
J2201

*876 Patent | Spaur ‘074 + First Reexam Reexamination
SAE J1978, SAE Certificate
J1979, SAR Issued
J2201, SAE J1850
and SAE J2178

*885 Patent | Cell Port Press Present Reexam No Rejection
Release + Issued
Nathanson, Cell
Port Labs,
Spelt, &
Nathanson

Instead of realizing the proper validity of the now

expired ‘876 patent, or any of the other related patents, the
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Requester simply cites another Cell Port Labs reference and
combines it with the same selected portions of the SAE HS5-3000
Manual. In essence, the Requester (a publicly traded company
with a current market cap of about $400 milliion) has concluded
that each request for ex parte reexamination has a non-zero
chance of invalidating the patents of the Patent Owner;
therefore, repeated similar requests will eventually be
successful given encugh attempts. In addition, repeated
reexamination filings diminish any other licensing efforts by the
Patent Owner.

The propriety of this combination has been reviewed
multiple times in multiple legal settings, and the result has
always been the same: the combination is improper and based upon

impermissible hindsight.

I1I. The Double Patenting Rejections Over The Flick ‘147 Patent

Should Be Reversed

The Examiner rejected remaining Claims 1, 3-8, 13-16,
29-31, 42, and 44-49 over wvarious claims in the Flick ‘147 patent
in combination with the 1994/1997 SAE HS-3000 Manual (s} .

As an initial matter, the Patent Owner notes that
Claims 12, 27, 28, 33-41 and 51 are canceled. Pending Claims 2,
9-11, 17-26, 32, 43 and 50 are not subject to a double patenting
rejection. The Patent Owner points out that both the present

‘876 patent and the cited ‘147 patent were commonly owned and are
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now expired. Both patents were also terminally disclaimed with

respect to other patents of the Patent Owner.

The Examiner provided con pages 79-80 of the final

Cffice Action the following helpful comments:

{i]ln this case, as outlined in the previous office
action, the HS-3000 Manual describes use and
implementation of the bus interfaces described in
the ‘147 patent (for example). A skilled artisan
at the time of the invention would be capable of
combining the teachings of the ‘147 patent which
references the bus interfaces of the HS-3000 Manual
and the results would have been predictable.
(Examiner’s Answer, Appendix Exhibit 8, Emphasis
added) .

The Patent Owner directs the PTAR’s attention to

the PTAB Decision of the related ‘278 patent reexamination.

In particular, the rejections of the multi-vehicle compatible

controller claims of the ‘278 patent over Chou et al. and the

teachings of the SAE HS-3000 Manual were overturned by the

PTAR.

As noted in the Examiner’s Answer:

Examiner respectfully disagrees with Appellant. As
best understood, Appellant asserts/concludes [)
that Chou fails to disclose the recited controller
because there is a lack of vehicle code
compatibility among vehicles of different
manufacturers and in some cases, even betwesn
different “products” of the same manufacturer which
lack was discussed by SAE 3000 and the problem
addressed by the ‘278 patent.

(Examiner’s Answer, Appendix Exhibit 8, Page 4).

The Examiner’s rejections were reversed by the PTAR

based upon the Patent Owner’s arguments and the PTAB’s analysis.
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Moreover, the PTAB also ncted that although the deficiencies of
the prior art were dispositive, “we add that Appellant’s evidence
of secondary considerations of non-obviousness, including
licensing, commercial success, copying by others, customer need,
and the limited value for accused products without the invention
[1] only further weighs in favor of Appellant.” (Decision on
Appeal, Appendix Exhibit 6, page 14). Accordingly, the Patent
Owner respectfully submits that this Decision by the PTAB in the
related appeal, further supports that the double patenting
rejections are improper and should be withdrawn.

The Patent Owner notes that the Flick ‘147 patent was
cited by Examiners Daniel Wu and Toan Pham in the original
prosecution of the ‘876 patent, and no double patenting rejection
was raised. In addition, no double patenting rejection was
raised with respect to the Flick ‘147 patent in the first
reexamination of the ‘876 patent. Appendix Exhibit 3 is the
Notice of Allowance and the 892 form citing the ‘147 patent from
the original prosecution of the ‘876 patent. This is further
evidence that the double patenting rejections based upon the
Flick ‘147 patent and the SAE HS~3000 manual are improper and
should be withdrawn.

The Patent Owner also submits that the double patenting
rejections based upon the Flick ‘147 patent are improper and
should be withdrawn for the following additional reasons.

The Examiner rejected Claims 1 and 3-4 on the ground of
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non-statutory double patenting in view of Claim 1 of the ‘147
patent in combination with the 1994 and 1997 SAE HS-3000 Manuals.
The Examiner on page 4 of the final Cffice Action contended that
“[i]t would have been obvious to include working and non-working
command signals to determine which set of signals to use for a
specific vehicle within the ‘147 patent because these types of
signals were specified in the standard for implementing the bus
discovery techniques described in the 1994 and 1997 SAE HS-3000
Manuals.” The combination was asserted by the Examiner to have
been motivated “because the Manual describes the use cof bus
interfaces described in the ‘147 patent and the results would
have been predictable.” (Id.}.

All of the claims of the ‘147 patent are directed to a
“vehicle security system” or a related “method for controlling a
vehicle security function”. The SAE HS-3000 Manuals are directed
to hard-wired Scan Tools, not vehicle security systems. The
Patent Owner submits that the Examiner’s obviousness contention
is based on impermissible hindsight reconstruction, just like the
failed combinations of prior art in the related CallAmp litigaticn
and in the first reexamination of the ‘876 patent.

For example, in the related CallAmp litigation, CalAmp
unsuccessfully argued the propriety of the selective combination
of Braitberg et al. (U.S. Patent No. 5,479,479; Cell Port Labs)
and the Scan Tool bus discovery description in the SAR J19738
Recommended Practice from the SAE HS-3000 Manual.
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In the first reexamination of the ‘876 patent, the
Examiner rejected the claims in view of Spaur et al. (U.S. Patent
No. 5,732,074; Cell Port Labs) and the SAE Scan Tool bus
discovery description. Also, in the first reexamination of the
‘876 patent, the Examiner rejected the claims over the
combination of Braitberg et al. (WO 94/24775, eguivalent to the
‘479 Braitberg et al. patent; Cell Port Labs) and the SAE Scan
Tool bus discovery description. These rejections were overcome
in the Response dated November 18, 2016 in the first
resxamination because the rejections were based upon
impermissibie hindsight reconstruction. Accordingly, the Patent
Owner submits that the prior related determinations of the Patent
Office are evidence that there is no proper metivation in the
prior art to combine the claims of the Flick ‘147 patent with the
Scan Tool teachings of the SAE Manuals, and the double patenting
rejections should be withdrawn.

Claims 3 and 4 of the ‘876 patent were rejected based
on the Examiner’s contention on page 4 of the final Office Action
that “it would have been obviocus to send request messages ‘in any
order’ and generate command signals representing digitally coded
information as suggested by the 19%4 SAE HW-3000 Manual.” For
the reasons provided above, the Patent Owner submits that there
is no proper motivation in the prior art to combine Claim 1 of
the Flick ‘147 patent with the Scan Tool teachings of the SAE

Manual.
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Claim 5 was rejected for double patenting in view of
Claim 8 of the ‘147 patent. Again, for the reasons provided
above, the Patent Owner submits that there is no proper
motivation in the prior art to combine Claim 8 of the Flick ‘147
patent with the Scan Tool teachings of the SAE Manual.

Claim 6 was rejected for double patenting over Claim 19
of the ‘147 patent in combination with the 1994 SAE Manual.
Again, the Patent Owner submits that there is no proper
motivation in the prior art to combine Claim 19 of the Flick ‘147
patent with the Scan Tool teachings of the SAE Manual.

Claim 7 was rejected for double patenting in view of
Claim 5 of the ‘147 patent in combination with the 1994 SAE
Manual. The Patent Owner submits that there is no proper
motivation in the pricr art to combine Claim 5 of the Flick ‘147
patent with the Scan Tool teachings of the SAE Manual.

Claim 8 was rejected for double patenting in view of
Claim 3 of the ‘147 patent in combination with the 1994 SAE
Manual. The Patent Owner submits, for the reasons provided
above, that there is no proper motivation in the prior art to
combine Claim 3 of the Flick ‘147 patent with the Scan Tool
teachings of the SAE Manual.

Claims 13-16, and 29-31 were rejected for double
patenting in view of Claims 6/7 of the ‘147 patent. The Patent
Owner submits, for the reasons provided above, that there is no

proper motivation in the prior art to combine Claims 6/7 of the
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Flick ‘147 patent with the Scan Tocl teachings of the SAE Manual.

Claims 42 and 44-45 were rejected for double patenting
in view of Claims 1, 6 and 7 of the ‘147 patent in combination
with the 1994 and 1997 SAE Manuals. Again, for the reasons
provided above, the Patent Owner submits that there is no proper
motivation in the prior art to combine Claims 1, 6 and 7 of the
Flick Y147 patent with the Scan Tocl teachings of the SAE Manual.

Claim 46 was rejected for double patenting in view cof
Claim 8 of the ‘147 patent. The Patent Owner submits that there
is no proper motivation in the prior art to combine Claim 8 of
the Flick ‘147 patent with the Scan Toocl teachings cf the SAE
Manual.

Claim 47 was rejected for double patenting in view of
Claim 19% of the ‘147 patent in combination with the 19%4 SAE
Manual. The Patent Owner submits that there 1s no proper
motivation in the prior art to combine Claim 19 of the Flick ‘147
patent with the Scan Tool teachings of the SAE Manual.

Claim 48 was rejected for double patenting in view of
Claim 5 of the '147 patent in compination with the 1994 SAE
Manual. Again, the Patent Owner submits that there is no proper
motivation in the prior art to combine Claim 5 of the Flick ‘147
patent with the Scan Tool teachings of the SAE Manual.

Claim 49 was rejected for double patenting in view of
Claim 3 of the ‘147 patent in combination with the 1994 SAE

Manual. The Patent Owner submits that there is no proper
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motivation in the priocr art to combine Claim 3 of the Flick ‘147
patent with the Scan Tocl teachings of the SAE Manual.

Additionally, in the first Advisory Action, the
Examiner contended that:

the [SAE} HS-3000 Manual describes use and
implementation of the bus interfaces described
in the ‘147 patent (for example). A skilled
artisan at the time of the invention would be
capable of combining the teachings of the ‘147
patent which references the bus interfaces of
the HS-3000 Manual and the results would have
been predictabkle. (Advisory Action, 1-29-19,
Page 4}.

In the final Office Action, the Examiner also contended
that: “[i]t would have been obvious to a skilled artisan at the
time of the invention to combine the teachings of the ‘147 patent
with the teachings of the 1994 SAE HS-3000 Manual because the SAE
HS-3000 Manual describes the use and implementation of the bus
interfaces.” (Page 17).

The Patent Owner submits that the Examiner has not
provided a legally sufficient rationale to combine the Patent
Owner’s prior ‘147 patent with the SAE HS-3000 Manual. In
particular, the Examiner contended the skilled person would
combine the vehicle security system of the Flick ‘147 patent,
which already includes a security system controller and
assoclated interface for interfacing to the data communications
bus, with a specific bus discovery teaching from the “SAE

Recommended Practice defin[ing] the requirements of OBD II Scan
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Tools, i.e., test eguipment that will interface with vehicle
modules in support of the OBDII diagnostic requirements.” (SAE
J1978 of 19%4 SAE HS~3000, Page 34).

The Patent Owner submits that the proposed combination
is exactly the type of hindsight reconstruction preohibited in an
obviousness determination. Indeed, this impermissible hindsight
reconstruction was recognized numerous times by USPTO personnel
in the related reexaminations, and also by the court in the
related litigation.

In essence, the Examiner contended that since the Flick
‘147 patent mentions SAE Documents J2058 and Ji850, the
combination of the Flick ‘147 patent and the SAE J1978
Recommended Practice is possible and therefore obvious. As the
Examiner is aware, the 1994 SAE HS-3000 Manual, for example, is a
compendium of 13 different technical documents. Below is a table
of contents to give a perspective on the volume of material, and
the different range of subject matter, included within the

Manual.
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SAE HS-3000 Manual (1994)

Although the SAE J1850 document is included in the 1994
SAE HS-3000 Manual, the SAE J1850 document describes a data
communications network interface, and not recommendations for a

diagnostic hand tool of the SAE Ji978 Recommended Practice. And,
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the Examiner is proposing that the skilled person would take the
Flick ‘147 patent, which mentions the SAE J1850 document, and
then somehow leap to another document for “SAE Recommended
Practice defin[ing! the requirements of OBD II Scan Tools, i.e.,
test equipment that will interface with vehicle modules in
support of the OBDII diagnostic requirements.” (SARE Ji978 of
1994 SAE HS-3000, Page 34).

The Patent Owner submits that such a medification is
simply not supported by the proffered rationale to combine, and

requests that the double patenting rejection be withdrawn.

III. The §103 Rejections Over The Cell Port Labs CP2100 Documents

And SAE Manuals Should Be Reversed

The Examiner reijected independent Claims 1, 18 and 42
as being unpatentable over the combination of the Cell Port Labs
Press Relsase (Cell Port Labs), Spelt, and the 1894 SAE HS-3000

Manual. Claim 22 has been similarly rejected.

A. The Cell Port Labs Documents And The SAE HS-3000 Manual Are

Not Properly Combinable

The Examiner provided the following helpful comments on
page 80 of the final Office Action:

[s]lpecifically, with respect to PO’'s argument that
CPL does not disclose the mulitivehicle compatible
controller, Examiner notes the rejections are
previously outlined addresses [sic] each of the
recited limitations. The broad assertion that
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everything of claim 1 is merely mentioned as a
“future capability” is not sufficient to determine
which limitations are being challenged. Examiner
provided detailed rejections and is unsure what
features the PO purports are not taught.
Clarification is requested.

The Patent Owner respectfully clarifies that the Cell
Port Labs prior art does not disclose the claimed multi-vehicle
compatible controlier that generates at least one set of command
signals on the data communications bus for the at least one
vehicle device, and with the at least one set of command signals
comprising at least one working command signal and at least one
non-working command signal for a given vehicle to thereby provide
command compatibility with a plurality of different vehicles,

The Patent Owner alsc respectfully clarifies that there
is no proper motivation in the prior art teo selectively combine
the Cell Port Labs prior art with the SAE HS-3000 Manual Scan
Tocl bus discovery features.

Further, the Patent Owner submits that the evidence of
sacondary considerations properly establish that the combination
of the Cell Port Labs pricr art with the SAE HS~3000 Manual Scan
Tool bus discovery features is improperly motivated by hindsight.

The Patent Owner respectfully notes that & Cell Port
Labs CPZ2100 device from the relevant time frame, if a working
model ever existed, is not 1in evidence. Morecver, such a device,
even 1if it existed, 1s not a patent or printed publication as

required for an ex parte reexamination. To the extent that the
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Examiner is contending that activities at the ITS Data Bus {IDB)
Demonstration Program described in Spelt are prior art, these
activities are also not a patent or printed publication.

Cell Port Labs is a press release that includes a
“CP2100 Technical Description” replete with promises of future
capabilities without any detail on how such future capabilities
would be structurally provided. For example, the Cell Port Labs
Press Release provides:

[tlhe CP2100 integrates several technical
capabilities, identified by Cell Pcrt through
customer feedback and market research, reguired
to turn vehicles into nodes on networks via
wireless communications. The technical features
of the CP2100 include protocol conversion foxr a
variety of vehicle buses and devices, wireless
gateway communications independent of wireless
links, and embedded application router
management capabilities. (Emphasis added).

This allows telemetry, data collection, two-way
communication, as well as a command and control
interface to be created independent of the
wireless data link. Application software can
be developed to poll, filter, collect, process
and store data collected from the vehicle
network. (Emphasis added}.

The CP2100 supports a variety of emerging
vehicle bus interfaces, including IDB, J17G8,
J1850, CAN and OBDII. Wireless airlink
capabilities include cellular, spread spectrum
radio, satellite and private radio.

{(Emphasis added).
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The Patent Owner submits that Cell Port Labs discloses
wished-for features, but fails to disclose the multi-vehicle
compatible controller of the claimed invention. More
particularly, Cell Port Labs fails to disclose the multi-vehicle
compatible controller for generating at least one set of command
signals on the data communications bus for the at least one
vehicle device, the at least one set of command signals
comprising at least one working command signal and at least one
non-working command signal for a given vehicle to thereby provide
command compatibility with a plurality of different vehicles, as
recited in independent Claim 1, for example.

Spelt is another printed publication regarding the
CP2100 that reveals the limited development of the CP2100. For
example, the three vehicles disclosed in Spelt all included an
IDB connected to the vehicle multiplex bus through a gateway. In
addition, Spelt discloses:

[1In addition, only device messages specific to
Demo98 are implemented by the participating
companies, rather than those which would serve the
full range of services a device manufacturer would
wish to provide in a fully-developed commercial
product.,

(Page I22-2: Emphasis added}.

Spelt fails tec supply any of the noted deficiencies of
Cell Port Labs. Spelt fails to disclose the multi-vehicle
compatible controller for generating at least one set of command

signals con the data communications bus for the at least one
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vehicle device, the at least one set of command signals
comprising at least one working command signal and at least one
non-working command signal for a given vehicle to thereby provide
command compatibility with a plurality of different vehicles, as
recited by independent Claim 1, for example.

Turning now to the final Office Action on pages 13-20,
the Examiner contended that:

[i]t would have been obvious to a skilled artisan
at the time of the invention that Cell Port Lab’s
participation in the IDB demonstration of its
CP2100 utilized bus discovery protocols contained
with the SAE standards to provide the plug-and-
play connectivity with the Chrysler (Concorde
L¥i), General Motors {(Cadillac SLS), and Ford
{(Lincoln Continental) via the 0BD-11 connecter
contained in each vehicle as disclosed by Spelt.
See 122-2. Both Cell Port Labs and Spelt disclose
Cell Port Labs as a participant in the IDB
Demcnstration Program, thus a skilled artisan
would recognize the plug-and-play abilities of
CP2100 as those disclosed by Spelt’s description
of the IDB demonstration.

Again, the Patent Owner submits that activities at the
IDB demonstration are not prior art in this reexamination.
Nevertheless, the Examiner misreads Spelt, as Spelt discloses a
dual data bus architecture - the existing vehicle bus, and the

SAE ITS Data Bus (iDB) - as shown in Figure 1 reproduced below.
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Figure 1 of Spelt
It is the IDB that provides the hot plug-and-play

capability among devices connected to the IDB. The vehicle data

bus remains proprietary to the auto company. Spelt describes the

gateway as follows:

{tlhe IDB is independent of all autc systems,
with two exceptions: DC power, and the ability
to exchange limited types and amounts of data
with the vehicle through the gateway. The
gateway, under control of the auto company, acts
as a “firewall”, allowing only authorized message
traffic to pass between the auto’s multiplex bus
and the IDB devices. The “firewall” has
significant safety benefits, as it prevents ITS
devices {(both OEM and aftermarket) from
interfering with basic functions of the wvehicle.
(I22-1: Emphasis added).

There is no requirement that bus discovery for Scan
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Tools from an SAE recommended practice would be included in a
combination of Cell Port Labs and Spelt. The Examiner provides,
on page 20 of the final Office Action, that:

Cell Port Labs discloses the CP2100 supports
a variety of different vehicle buses
“including IDB, J1708, J1850, CAN, OBDII”.
Thus, Cell Port Labs discloses implementation
of the standards described in the 1994 SAE
HS-3000 Manual which provides the
implementation details of the J1708, J18:0,
and 0BD~-11 scan tool bus interfaces supported
by CP2100.

The Patent Owner points out that what the Examiner calls
“standards” are merely “recommended practices”.

Moreover, the Patent Owner respectfully notes that
there are no details of the specific structure cor operation for
the CP2100. Instead, the Cell Port Labs Press Release — typical
of a marketing press release ~ provides only a high-level, lofty
description of its participation: “CellPort provided connectivity
to the Internet for many IDB-based vehicle systems on three IDB
demonstration vehicles.” (Cell Port Labs Press Release). The
pertinent language relating to a vehicle data bus is the
following:

[t1he CP 2100 supports & variety of emerging
vehicle bus interfaces, including IDB J1708, J1850,
CAN and OBDIT. {Id.: Emphasis added).

It is unclear what “supports” specifically means in a

marketing press release. More troubkling, what does it
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specifically mean to support “emerging bus interfaces”?
Certainly, such undefined support must be directed to future
capabilities, since the bus interfaces themselves are emerging.
And, there are no details as to how such emerging vehicle bus
interfaces are being supported. Would supporting an emerging
vehicle bus interface suggest to one skilled in the art the need
to include specific Scan Tool bus discovery features in the
CP2100? The Patent Cwner respectfully submits that the answer is
no. Instead, the only motivation for such a modification of Cell
Port Labs and Spelt comes impermissibly from hindsight
reconstruction.

The Examiner looks to the 1994 SAE HS-3000 Manual for
the teaching of a bus discovery process, to be used by a Scan
Tool, temporarily hard-wire connected, for vehicle diagnostics,
to supply the noted deficiencies of the Cell Port Labs and Spelt.

More particularly, the Examiner looked to the bus discovery for

Scan Tools described in SAE J1978 (within the SAE HS~3000

Manual). This is the same argument advanced by Requester in the

related CaiAmp litigation and in the first reexamination of the

‘876 patent, and overcome in the first CallAmp litigation and the
first reexamination of the ‘876 patent.

The Examiner has recycled the same failed argument
advanced by Requester in the CalAmp litigation, and in the first
reexamination of the ‘876 patent. The Patent Owner highlights
that this PTAB panel now enjoys the benefit of the ‘278 patent
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PTAB Decision regarding the propriety of modifying a generic
vehicle tracking device with features relating to Scan Tool bus
discovery from the SAE HS~-3000 Manual. The PTAB has considered
this issue and determined such a combination to be improper in
the appeal of the second reexamination of the ‘278 patent.

Beginning at page 21 of the final Office Action the
Examiner contended that:

[i]1t would have been obvious to a skilled artisan
at the time of the inventicn to combine the
teachings of Cell Port Labs/Spelt with the
teachings of the 1994 SAE HS5-3000 Manual because
the SAE HS-3000 Manual describes the use and
implementation of the J1708, J1850, and OBD-11
scan tool bus interfaces utilized in the CP2100
{disclosed by Cell Port Labs) for enabling “hot
plug-and-play” capabilities and the ability to
perform bus discovery to connect and communicate
with a Chrysler Concorde LXi, a Cadillac SLS, and
a Ford Lincoln Continental wvia the O0BD-II
connector of each vehicle as demonstrated in the
IDB Demo98 Demcnstration Program.

{Emphasis added).

The Patent Owner respectfully submits that Cell Port
Labs, and particularly Spelt, discloses that the hot plug-and-
play is in the SAE ITS data bus of the prototype project dual
data bus architecture, as shown in Figure 1 of Spelt. Spelt
teaches that the gateway connecting to the vehicle data bus
functions as a “firewall” to “prevent ITS device {(both OEM and
aftermarket) from interfering with basic functions of the

vehicle.” (122-1). 1In other words, Cell Port Labs and Spelt
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teach away from a selective combinaticn with the recommended Scan
Tool functioning provided in the SAE HS5-3000 Manual.

The Patent Owner also respectfully notes that Cell Port
L.abs and Spelt describe wished-for features, and notf the features
of the claimed invention. The capability to function with a
J1850 bus via the OBDII connector, for example, does not require
modification based upon the SAE teachings for Scan Tool bus
discovery techniques. It only reguires some sort of physical and
electrical connection.

Appendix Exhibit 4 is the Court’s Final Order in the
related CalAmp litigation. The Court determined that the claims
asserted by the Patent Owner {including those in the '876 patent)

were not invalid. The Court considered the invalidity arguments

presented by Requester’s technical trial expert, Mr. Andrews,
with respect to the determination of the reasonableness of
Requester’s invalidity defenses. The Court provided the
following with respect to the combination of Braitbherg 479
patent (ancther Cell Port Labs reference) with the SAE J1978
Recommended Practice (included in the SAE HS-3000 Manual):

Callmp’s expert, Mr. Andrews, combined certain
prior art, such as the Braitberg ‘497 patent [sic]
{] with the Society of Automotive Engineers
{“"SAE"”) standard Ji978, to predict the Omega ‘876
patent. [} Mr. Andrews testified that “one of
ordinary skill in the art [would] look to J1978 to
determine how to connect the bus.” [] However, Mr.
Andrews, despite numerous questions posed on
cross—examination, failed to articulate the motive
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for one of ordinary skill in the art to combine
these references.'® The best Mr. Andrews could do
in suggesting a motive to combine J1978 with
Braitberg is that scan tools were being used at
the relevant time; hence, one would know to
combine SAE J1978 with Braitberg to make a device
multi-vehicle compatible.?% Mr. Andrews applied
the Braitberg reference to the ‘876 and ‘885
patents [} and he applied J1978 to all four
patents~in-suit. {] Mr. Andrews failed to provide
more than a conciusory opinion that cone of
ordinary skill in the art at the relevant time
would have known to look te SAE J1978 in
combination with the varicus prior art references.
(Final Order, Appendix Exhibit 4, pages, 17-18:
Emphasis added).

As noted in footnote 20 of the Court’s order on pg. 17,

“Interestingly, Mr. Chen testified he was unware [sic] of J1978."

Mr. Chen is the Senior Director of Business Development for the

Reguester. If Mr. Chen, given his high-level of education,
background and experience - all beyond one of ordinary skill in
the art - was unaware of the SAE 1978 Scan Tool bus discovery
features, how, Jjust how, could one of ordinary skill in the art
be expected to know of such Scan Tool bus discovery features and
be able to make such a selective modification of the Cell Port
Labs prior art based upon the Scan Tool bus discovery features?
Mr. Chen was also well aware of Cell Port Labs.

Mr. Chen admitted to having conducted extensive studies
of the prior art, and is an inventor of U.S. Published

Application 2012/0158211 {(now U.S. Patent Nos. 8,812,173 and
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9,171,460), which copied heavily from cne of the Patent Owner’s
previous patents in the area of vehicle data bus technology (U.S.
Patent No. 6,924,750). Mr. Chen is a Berkeley graduate and was
tasked with develecping and bringing the infringing products of
Requester, CalAmp, to market.

In the Jury’s finding that the ‘876 patent was not
invalid, the Jury found secondary facteors indicating non-
obviousness of the ‘876 patent. The Jury indicated that the
accused products covered by the ‘876 patent were commercially
successful due to the merits of the claimed invention. The Jury
also found that competitors copied the claimed invention of the
‘876 patent. Furthermore, the Jury indicated that competitors
accepted licenses under the ‘876 patent because of the merits of
the claimed invention.

As noted by the Federal Circuit in Mintz v. Dietz, 679
F.3d 1372 (Fed. Cir. 2012), the following helpful guidance is
provided with respect to the objective criteria of secondary
considerations:

[tlhese objective criteria thus help turn back
the clock and place the claims in the context
that led to their invention. Technical advance,
like much of human endeavor, often occurs
through incremental steps toward greater goals.
These marginal advances in retrospect may seem
deceptively simple, particularly when retracing
the path already blazed by the inventor. For
these reasons, this court requires consideration
of these ocbjective indicia because they “provide
obijective evidence of how the patented device is
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viewed in the marketplace, by those directly
interested in the product.”
(Id. at 1378: Emphasis added).

Mintz further provides:

[iindeed, where the invention is less
technologically complex, the need for Graham
findings can be important to ward against
falling intc the forbidden use of hindsight.
Simply because the technology can be easily
understood does not mean that it will satisfy
the legal standard of obviousness. In fact,
objective consideration of simple technology is
often the most difficult because, once the
problem and solution appear together in the
patent disclosure, the advance seems gself-
evident. JInstead, the proper analysis requires
a form of amnesia that “forgets” the invention
and analvyzes the prior art and understanding of
the problem at the date of invention.

(Id. at 1379: Emphasis added).

The Patent Owner provides details regarding secondary
considerations below. These secondary considerations provide
further support for the patentability of the claims.

In addition, the Patent Owner brings to the PTAB’s
attention that similar evidence of secondary considerations was
noted by the PTAB as supporting the favorable Decision for the

appeal in the ‘278 reexamination.
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B. The Cell Port Press Release Does Not Discleose A Multi-Vehicle

Compatible Controller

In the first Advisory Action, the Examiner helpfully
clarified the contended characterization of the Cell Port Labs
reference as follows:

Cell Port Labs discloses said multi-vehicle
compatible controller generating at least one
set of command signals on the data
communications bus for the at least one
vehicle device, the at least one set of
commang signals comprising at least one
working command signal and at least one non-
working command signal for a given vehicle to
thereby provide command compatibllity with a
plurality of different vehicles. Cell Port
Labs discloses the CP2100C supports a variety
of different wvehicle buses “including IDB,
J1708, J185%0, CAN, OBDII”. Thus, Cell Port
Labs discloses implementation of the
standards described in the 1994 SAE HS-3000
Manual which provides the implementation
details of the J1708, J1850, and 0BD-11 Scan
Tool bus interfaces supperted by CPZ2100.
(Advisory Action, 1-29-19, Pages 4-5:
Emphasis added).

The Patent Owner respectfully submits that this is a
mischaracterization of the Cell Port Labs Press Release. The
Cell Port Labs Press Release recites: “[t]lhe CP2100 supports a
variety of emerging vehicle bus interfaces, including IDB, J1708,

J1850, CAN, and OBDII”; “[clurrently, Cell Port is working with

several partners to integrate the CP2100 into practical
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solutions”; and [alpplication software can be developed to poll,

fiiter, collect, process and store data collected from the
vehicular network”. {(Emphasis added) .

In other words, the Cell Port Press Release is
providing a list of the potential, future capabilities of the
CP2100. ©One of ordinary skill in the art would have the
understanding that the use of the term “supports” in the context
of the teachings cof the Cell Port Labs Press Release would equate
to possible future software development and testing.

The Examiner alsec helpfully nocted that:

page 37, secticn 6.5.2 “Initialization
Details” describes sending working and non-
working request messages until a response
message is received when it discloses
“generating at least one set of command
signals on the data communications bus for
the at least cne vehicle device”. These
request messages are sent for each of the SAE
J1850 41.¢6 kbps PWM bus, the SAE J1850 10.4
Kbps VPW bus, and the IS0 %141-2 bus, which
are used for different vehicles. SAE J1978
states “while there are three types of
communication interfaces that could be used
to access the OBD II functions in a given
vehicle (i.e., SAE J1850 41.6 Kbps PWM, SAE
J1850 10.4 Kbps VPW and IS0 9141-2), only one
is allowed to be used in any one vehicle to
access all supported ORD II functions” []

It would have been obvicus to a skilled
artisan at the time of the invention to
combine the teachings of Cell Port Labs/Spelt
with the teachings of the 1994 SAE HS-3000
Manual because the SAE H35-3000
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Manual describes the use and implementation
of the J1708, J1850, and CBD-II Scan Tocl bus
interfaces utilized in the CP2100 ({(disclosed
by Cell Port Labs) for enabling “hot plug-
and-play” capabilities and the ability to
perform bus discovery to connect and
communicate with a Chrysler Concorde LXi, a
Cadillac 8SLS, and a Ford Lincoln Continental
via the OBD-II1 connector cof each vehicle as
demonstrated in the IDB Demo98 Demonstration
Program.

(Advisory Action, 1-29-19, Page 5: Emphasis
added) .

The Patent Owner notes that the SAE HS-3000 manual does
not include the SAE J1708 document. Moreover, the Examiner has
proposed that since the Cell Port Labs Press Release mentions the
SAE J1850 technical document and Spelt describes a demonstration
with “‘hot plug-and-play’ of devices”, (Page I22-1), the skilled
person would know to go to the SAE HS-3000 manual with its
thirteen technical documents (inciluding the SAE J1850). But
rather than seeking the SAE J1850 document noted as an “emerging
vehicle bus interface[]”, the Examiner is proposing the skilled
person will divert and go to the diagnostic hand tocl Recommended
Practice (SAE J1978), and seize the bus discovery feature for a
hard-wired scan tool and use it to supply the “‘hot plug-and-
play’ of devices”, (Page I[22-1}, of Spelt.

The Patent Owner notes that the Recommended Practice

SAE J1978 is not menticned in either the Cell Port Press Release

nor in Spelt. Moreover, the Patent QOwner points out that the
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only mentions of Cell Port Labs in the 1998 reference to Spelt is
found in “Table 1. IDB Devices” reproduced below, and a brief
description that communications to the vehicle is provided via a
cell phone and the generic “web server” in a stranded motorist

scenario.

Company Device
Shell Gil Compuny RFID ug
Motorola, Inc. GI'S, AMPS phone.
LRPEE
AMP, Inc. Wiring and connegiorns
Mulea, Inc, Conttectors
Cellport Labs, Inc. Web server, WAW
gateway
SanpOn Diagnostics OB data
Kenwood U changer
Audiovox Becurity systerm
Safcty Waming Fodin, | Safety waraing system
Strategis Consulting HP Palmtan, WAY
player, software
Qak Ridge Nat'l Lab System integration,
conformity test, oie,

Table 1: IDB Devices of Spelt
The Patent Owner respectfully submits that Spelt adds
nothing to the deficiencies of the Cell Port Labs Press Release,
and, instead Spelt provides strong evidence against the proposed
combination with the hard-wired scan tool bus discovery features
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disclosed among the compendium of documents in the HS-3000
Manual. Indeed, since Spelt teaches a “firewall” OEM gateway
between the vehicle bus and the IDB {(see Figure 1 reproduced
below) and the Cell Porit device connected to the IDB, one of
skill in the art would not lock to the SAE HS-300C manuals to add
a hard-wired scan tool bus discovery feature to the Cell Port

device when the Cell Port device is purposefully isolated from

the vehicle data bus by the “firewall” OEM gateway. 2Alsc, the

“‘*hot plug-and-play’ of devices’”, {(Page I122-~1), of Spelt are
coupled to a single type of data bus, i.e. the IDB, so each
individual device (e.g. the Cell Port contributiocn) would not

need to be compatible with different “existing wvehicle busles]”.
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Annotated Figure 1 of Spelt

The Patent Owner submits that one of skill in the art
would recognize that the bus discovery features from the SAE
J1978 document are not menticned, not needed, and taught away
from, in the IDB demonstratiocon project described in Spelit.

Indicative of the knowledge and ability of one of
ordinary skill in the art, and as noted in footnote 20 of the
Court’s order on pg. 17, “Interestingly, Mr. Chen testified he
was unware [sic] of J1978.7 Mr. Chen is the Senior Director of
Business Development for the Requester, Caldmp, and was tasked
with developing and bringing CalAmp’s infringing products to
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market. If Mr. Chen, given his high-level of education,
background and experience - all beyond one of ordinary skill in
the art - was aware of Cell Port, yet unaware of the SAE 1978
scan tool bus discovery features, how could one of ordinary skill
in the art be expected to make such a selective modification of

the Cell Port Labs prior art?

C. The Cell Port Labs Press Release Includes Mere Puffery

In the first Adviscory Action, the Examiner contended
that: “{tlhe broad assertion that everything of claim 1 is merely
mentioned as a ‘future capability’ is not sufficient to determine
which limitatlons are being challenged. Examiner provided
detailed rejections in prior office actions and above with
respect to the recited limitations.” (Advisory Action, 1-29-19,
Page 5}. The Patent Owner submits that the recitations in Claim
1 that are of interest are: a multi-vehicle compatible controller
at the vehicle and cooperating with said transmitter and
recelver, sald multi-vehicle compatible controller generating at
least cne set of command signals on the data communications bus
fcr the at least one vehicle device, the at least one set of
command signals comprising at least one working command signal
and at least one non-working command signal for a given vehicle
to thereby provide command compatibility with a plurality of
different wvehicles.

The Patent Owner respectfully asserts that the press
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release by its very nature is mere advertising and sales puffery.
Nevertheless, the Patent Owner notes the following examples of
asplrational and futuristic statements within the cited Cell Port

Labs Press Release as follows:

“[w]lith the emergence of wireless data”;

“[clurrently, Cell Port is working with several

partners Lo integrate the CP2100 into practical

solutions”;

“lalpplication software can be developed to poll,

filter, collect, process and store data collected from

the vehicular network”; and

“[tihe CPZ2100 supports a variety of emerging vehicle

bus interfaces”.

The Patent Owner submits that the skilled person would
recognize the Cell Port Labs Press Release as providing an early
marketing announcement document for a new product, the CpP2100.
Moreover, the skilled person would recognize the year 1999
statements of “Cell Port is working [] to integrate the CP2100
into practical sclutions” and “software can be developed” to

relate to potential, broad, and futuristic features as they
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relate to the multi-vehicle compatiblie coniroller recitations

noted above.

D. The Examiner’s Rationale To Combine The Cell Port Labs Press

Release With A Selected Portion Of An SAE Recommended Practice

For A Hard-Wired Scan Tool From A Compendium Of Different

Recommended Practices Is Improper

In the first Advisory Action, the Examiner contended

that:

both the CPL reference and the Spelt reference
state that Cell Port Lab’s CP2100 participated
in the IDB demonstration and the CP2100
utilized the bus discovery protocols contained
within the SAE standards wot [sic] provide the
plug-and-play connectivity with the Chrysler,
GM, and Ford via the ODB-11 connector
contained in each vehicle as disclosed by
Spelt. See I1I22-2, Both CPL and Spelt
explicitly state that CPL was a participant in
the IDB Demonstration pregram. Thus, the plug-
and-play capabilities of CP2100 are as
disclosed by Spelt’s description of the IDB
demonstration.

(Advisory Action, 1-29-19, Page 5: Emphasis
added) .

The Patent Owner submits that the above highlighted
portions of the Examiner’s comments are mischaracterizations of
the prior art. Nowhere in any of these references is it
suggested, let alone disclosed, that the plug-and-play feature

mentioned in Spelt is the result of the CP2100. On the c¢ontrary,
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Cell Port Labs is merely described as having provided a: “Web
server, WAW gateway”. (Page I122-3}.

In the first Advisory Action, in reply to the Fatent
Owner’s argument of the demonstration comprising a single bus
with a firewall OEM gateway, the Examiner stated: “Spelt says the
IDB is independent of all auto systems. The IDB messages are

general IDB messages. While the system allows for some messages

tc be specific, this is not a requirement.” (Advisory Action, 1-
29-19, Page 6). The Patent Owner again directs the PTAB to this
language in Spelt: “[t]lhe gateway, under control of the auto

company, acts as a ‘firewall’, allowing only authorized message
traffic to pass between the auto’s multiplex bus and the IDB
devices.” (Page I22-1).

In the first Adviscry Action, in reply to the Patent
Owner’s argument of the demonstration comprising a single bus
with a firewall OEM gateway, the Examiner stated:

both the CPL reference and the Spelt
reference state that Cell Port Lak’s CP2100
participated in the IDB demonstration and the
CP21Q0 utilized the bus discovery protocols
contained within the SAE standards that
provide the plug-and-play connectivity with
the Chrysler, GM, and Ford wia the ODB-11
connector contained in each vehicle as
disclosed by Spelt. See I22-2. Beth CPL and
Spelt explicitly state that CPL was a
participant in the IDB Demconstration program.
Thus, the plug-and-play capabilities of
CP2L00 are as disclosed by Spelt’s
description of the IDB demonstration.
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Accordingly, the Office is not convinced that

there is not motivation tec combine these

references.

{Advisory Action, 1-29-19, Page 6: Emphasis

added) .

Again, the Patent Owner respectfully submits that the
above highlighted portions of the Examiner’s comments are a
mischaracterization of the prior art. Nowhere in any of these
references 1is it suggested, let alone disclosed, that the plug-
and-play feature mentioned in Spelt is the result of the CP2100.

Again, as noted above, the 1994 SAE HS-3000 Manual, for
example, is a compendium of thirteen different SAE documents.
Here is table of contents to give a perspective on the volume of

material and the different range of subject matter included

within the manual.
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TABLE OF CONTENTS
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2, SAE On-Board Diagnostics and Multiptex Technical Reports
2.1 Diagnastics Committee Documents

SAE J1930 JUNS3] - Electrical/Elecironic Systems Diagnostic Terms, Definitions,

Abbreviations, and ACTONYINS. .. asees 3
SAE J1962 JUNS4 - Diagnostic CONNBOLON .. ermasmisssansreessra s rsnnen 19
SAE J1978 JUNGS - OBD H Scan Tool .ttt sssceeecren st 33
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SAE J2012 MARS2 - Diagnostic Trouble Code Definflions ... 76
SAE J2186 SEPS - E/E Data Link Security... cervrisrensrsstesrasnaseressansrensenses B Y
SAE J2180 JUNS3 - Enhanced E/E Dsagrmtuc T est Modes ........................................... 83
SAE J2201 JUNS3 - Universal Interface for OBD 1 8can ... 100
SAE J2208 JUN94 - Expanded Diagnostic Protocol for OBD i Scan Tools .. 118

2.2 Multiplex Committee Documents

SAE J1850 MAY84 - Class B Dala Communications Network Interface....ccven 149
SAE J2178/1 JUNS2 - Class B Data Communicalion Network Messages: Detailed
Header Formats and Physical Address Assignmeants .............. 200
SAE J2178/2 JUNSS - Class B Data Communication Network Messages: Part 2.
Data Parameter Definttions ..o 211
SAE J2178/3 SEP93 - Class B Data Communication Network Messages: Part 3:
Frame 1Ds for Single Byte Forms of Headers ... 232
3. Bibliography of Related SAE Techhical Papers .......cccmviiinicninnnnan 249

SAE HS-3000 Manual (1994)

The 1999 Cell Port Press Release recites: “[tlhe CP2100
supports a variety of emerging wvehicle bus interfaces, including
Ipg, J1708, J1850, CAN, and OBDII.” (Emphasis added). The 1994
SAE HS-3000 Manual, for example, includes the document describing
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the “SAE Jig850 MAY94 - Class B Data Communications Network
interface”.

Further, the Examiner is proposing that the skilled
person would take the Cell Port Labs Press Release, which
mentions the J1850 data bus recommended practice document, and
then somehow hopscoitch to ancother document for the “SAE
Recommended Practice defin[ing] the reguirements of OBD II Scan
Tools, i.e., test equipment that will interface with wvehicle
modules in support of the OBDIT diagnostic requirements.” (SAE
J1978 of 1994 SAE HS-3000, Page 34).

The Patent Owner submits that the proposed rationale is
insufficient to sustain a proper conclusion of obviousness.
Indeed, for arguendc, if one were to take the Cell Port Labs
Press Release at face value (i.e. it supports the OBDII
interface), that means it can hypothetically plug into the OBDII
port and perhaps communicate in a rather limited fashion. The
Patent Owner submits that such motivation, even if somehow
proper, would still not combine the specific optional bus
discovery features of the SAE J1978 Recommended Practice with the
aspirational feature set listed in the Cell Port Press Release to
produce the claimed invention.

The Patent Owner points out that the only mentions of
Cell Port Labs in the 1998 reference to Spelt is found in “Table

1. IDB Devices” reproduced beleow, and a brief description that
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communications to the vehicle is provided via a cell phone and

the “web server” in a stranded motorist scenarioc.

Table 1. IDB Devices

Company Device
Shel Oil Company RFD wag
Motorola, Inc. GPS, AMPS phone,
pager
AMP, Inc. Wiring and cornecions
Muolex, Inc. Connectors
Celiport Labs, Inc, Web server, WAW
gateway
SanpOn Diagnostics OBD2 datu
Kenwood Ci changer
Audiovox Security sysierm
Safety Warning Fndin, Safety warning system
Strategis Consulting HP Palimtap, WAV
plaver, software
Oszk Ridge Nat'l Lab System integration,
sonformity test, ote.

Table 1: IDB Devices of Spelt
The Patent Owner respectfully submits that Spelt adds
nothing to the deficiencies of the Cell Port Labs Press Release.

indeed, since Spelit teaches a “firewall” OEM gateway between the
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vehicle bus and the IDB (See Figure 1, reproduced herein)}, and
the Cell Port device connected to the IDRB, one of skill in the
art would not look to the SAE HS-3000 manuals to add a hard-wired
scan tool bus discovery feature to the Cell Port device when the

Cell Port device is purposefully isolated from the vehicle data

bus by the “firewall” OEM gateway.

1. Licensing

The ‘876 patent, Claim 1, for example, includes the
recitation of “a multi-vehicle compatibkle controller at the
vehicle and cooperating with said transmitter and receiver, said
multi-vehicle compatible controller generating at least one set
of command signals on the data communications bus for the at
least one vehicle device, the at least one set of command signals
comprising at least cone working command signal and at least one
non-working command signal for a given vehicle to thereby provide
command compatibility with a plurality of different vehicles.”
This multi-vehicle compatibility provided by sending working and
non-working command signals is one of the key technologies of the
Patent Owner’s licenses.

The Examiner’s contention on page 74 of the final
Office Action that the Patent Owner must present data comparing
the claimed invention with those of the closest prior art is
misplaced as the cited 1972 CCPA case, In re Lindner, is directed

to a chemical invention with claims directed to a specific ratio
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of FENAC:diphenyl ether. In re Lindner, 59 C.C.P.A. 920, 923,
457 F.24 506 (C.C.P.A. 1972). The Examiner’s other cited CCPA
cases are similarly directed to chemical compositions, and are
not germane to the present facts.

This multi-vehicle compatibility is the nexus between
the claimed invention and the licenses. This is spelled out in
the McAlexander Declaration (Appendix Exhibit 1}, for example, at
subsection d. on page 10. A contention that the Jury Verdict
form (Appendix Exhibit 2}, although containing a factual
determination of nexus, contains no specifics on nexus is
arguably true. A Jury Verdict form would be unlikely to have any
such specifics. That is where the below listing of the licenses
and the evidence provided by the McAlexander Declaration, who was
a key witness at the trial resulting in the Jury’s Findings,
establishes the required nexus.

The Patent Owner points to the following excerpt from
the Jury Verdict form from the related litigation establishing

the merits of the claimed invention and the licenses:

5. Which of the following factors that tend to indicate nonobviousness, if any, has
been established by the evidence with respect to the claimed invention (write the

word “yes" in the blank below to any question that you answer "yes" to):

¥E§ Did others accept licenses under patents because of the merits of
the claimed invention?

Portion of Jury Verdict (Appendix Exhibit 2)
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In cther words, after observing all of the testimony of
the witnesses, reviewing the exhibits presented during trial, and
applying the Court’s Jury Instructions, the Jury determined that
the licenses were based on the merits of the claimed invention,
including the ‘876 patent.

The Patent Owner currently has 8 licenses that
specifically include the ‘876 patent. The following is a list of
the licensees, inciuding the 8 licenses for the ‘876 patent, from
the Expert Report of Christian Tregillis, April 15, 2015, with

portions redacted for confidentiality.
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Raoryalty
Agreement Effective
Licensge Date Date Type of License Patents Invalved
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s License Agresnvest RGN B N
Asele EIETl L S Vv T foreign patent
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Sieeliromes. g
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Teshnologies and 1 17282004 1222004
Daz Zwerm, 25

suppier

MNon-sxoiusivg
Nop-transfarable

Includes the 'B73,

BED. and 378 Pams

Fsismant agresment
and license for ftunz
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amulatar palents anly

Settiemant Agreement

Astrofiay ing Cae-ls TUANI004 aed Limied Patent
Licerse
Fatent Liganse
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11402007 VATEEDGT
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Solutions, e, 1G0T TLEDOT
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As noted in Mr. McAlexander’s Declaration, subsection
c. pages 9-10, the Patent Owner has received in excess of $50
million in licensing revenue, much of it from the ‘876 patent and
the other asserted patents in the related litigation.

Mr. McAlexander also notes that the ‘876 patent is one
of three patents asserted in the related litigation providing
features for multi-vehicle compatibility; and, multi-vehicle
compatibility is impeortant for the overall licensing program of
the Patent Owner.

Mr. McAlexander cites to Reguester’s own employeses’
trial testimony for the propositions that the multi-vehicle
compatibility provides for simplified installation and avoids the
need to have multiple SKUs (stock keeping units). Further
details regarding the “customer need” and “limited value” without
the multi-vehicle compatibility are provided below.
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2. Commercial Success

The Examiner contended in the final Office Action that
the required nexus was not shown between the claimed invention
and commercial success. (Final Office action, pages 75-76}).
More particularly, the Examiner contends that the McAlexander
Declaration “does not establish a nexus between the claimed
invention and the commercial success because there is no evidence
that the product or process which has been sold corresponds to
the claimed invention, or that whatever commercial success may
have occurred is attributable to the produce or process defined
by the claims.” (Id. at Page 76).

The McAlexander Declaration establishes that sales of
CalAmp products are based upon the multi-vehicle compatibility.
The Jury also determined that the commercial success was due to
the merits of the claimed invention, and not advertising,
promotion, etc. The Patent Owner respectfully submits that the
specifics provided by the Court and the McAlexander Declaration,
in combination with the factual findings of the Jury, establish
the required nexus between the claimed invention and commercial
success.

The Patent Owner respectfully points to the following
excerpt from the Jury Verdict form from the related litigation
that provides evidence of commercial success due to the merits of

the claimed invention {i.e. nexus):
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5. Which of the following factors that tend to indicate nonobviousness, if any, has
been established by the evidence with respect to the claimed invention (write the

word “yes” in the blank below to any question that you answer "yes" to):

;Ez Were accused products covered by the claim commercially
successful due to the merits of the claimed invention rather than due
to advertising, promotion, salesmanship, or features of the product
other than those found in the claim?

Portion of Jury Verdict (Appendix Exhibit 2)

This is the pertinent portion of the Jury Verdict form:
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LMU-3000 LMU-3030 LMU-3050 VPOD VPOD2

& Yes &Yes M Yes &Yes @ Yes
Claim 1

0 No —@‘Nvgr O No 0 No 0 No

& Yes - e Yes @ 'Yes &Yes &VYes
Claim 3

0O No & No Q No O No O No

& Yes M 'Yes @ Yes & Yes &Yes
Claim 4 .

Q No Q No 0 No  No G No

BVYes &VYes &Yes & Yes M Yes
Claim b

0 No J No J No 0 No { No

o Yes Yes & Yes @VYes @ Yes
Claim 12

8 No {J No O No Q3 No Q No

8 Yes & Yes & Yes &Yes & Yes
Claim 14

J No O No { No O No O No

& Yes Yes &Yes M Yes @VYes
Claim 18

QO No & No 0 No & No 3 No

Portion of Jury Verdict (Appendix Exhibit 2)

As noted in Mr. McAlexander’s Declaration, CalBmp had

sold over 466,000 units of the accused products, at the time of
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trial, earning over $4.1 million in gross profits {(citing to the
Tregillis financial expert report). '

My, McAlexander also notes that the ‘876 patent is one
of three patents asserted in the related litigation providing
features for multi-vehicle compatibility; and, multi-vehicle
compatibility is important for the overall licensing program of
the Patent Owner. Mr. McAlexander cites to Requester’s own
employees’ trial testimony for the propositions that the multi-
vehicle compatibility provides for simplified installation and
avoids the need to have multiple stock keeping units (SKUs).

Mr. McAlexander also notes that the ‘876 patent is one
of three patents asserted in the related litigation providing
features for multi-vehicle compatibility; and, multi-vehicle
compatibility is important for the overall licensing program of
the Patent Owner. Mr. McAlexander cites to Requester’s own
employees’ trial testimony for the propositions that the multi-
vehicle compatibility provides for simplified installation and

avolds the need tc have multiple skus (stock keeping units).

3. Copying By Others

The Examiner again expressed concern that the Patent
Owner has not provided evidence sufficient to show “that any
alleged copying is identical and or that the other manufacturer
had not expended great effort to develcop its own solution.” (Id.

at 78).
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The Patent Owner submits that nothing should be more
persuasive on this point than the Jury’s determination of copying
and infringement, and the Court’s finding of willful
infringement. Once again, the Patent Owner points to the
following excerpt from the Jury Verdict form from the related

litigation that establishes copying:

5. Which of the following factors that tend to indicate nonobviousness, if any, has
been established by the evidence with respect to the claimed invention (write the

word “yes" in the blank below to any question that you answer "yes" to):

¥g§ Did others copy the claimed invention?

Portion of Jury Verdict (Appendix Exhibit 2)

As noted in Mr. McAlexander’s Declaration, others in
the industry, namely Directed Electronics, Inc., have previously
been found guilty of willfully infringing Patent Owner’s patents,
including the ‘885 patent.

4. Customer Need

The Patent Owner submits that possible existence of

three demonstration vehicles, rather than establishing

"satisfaction by ancther”, establishes failure by others.

Moreover, CallAmp was aware of Cell Port Labs before it began its
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infringing activities. However, not before copying from the ‘876
patent, was CalAmp able to make a successful product. CalAmp’s
own engineers noted the need for multi-vehicle compatibility
despite knowledge cof Cell Port Labs. In other words, Cell Port
Labs and Spelt are evidence of the failure of others.

The Patent Owner draws the PTAB’s attention first to
the Court determination in the related litigation. 1In its Final
Crder, the Court provides:

friather than take a license, and choosing not
to design around Omega’s patents, CallAmp
elected o sell infringing products and
continues to do sc to this day. CalAmp’s
motivation to engage in this behavior is
obviocus: their customers wanted this
technology and CalAmp wanted to provide it.
(Final Order, Appendix Exhibit 4, page 19:
Emphasis added.)

The McAlexander Declaration provides that the multi-
vehicle accused products in the CalAmp litigation were developed
because of “customer need” for a simple installation that did not

require splicing of wires. Mr. McAlexander’s position is

supported by the following testimony of Mr. Stephen Hall (CalAmp

director of system engineering and technology) and Mr. Peter

Hergesheimer (CalAmp senior director of software and architecture

in the MRM group)}, both Caldmp employees, as follows:

Testimony of Stephen Hall
Q. 'Can ycu introeduce yourself for the record
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A.- -Yes. My name is Stephen Hall.- - The correct
spelling is S-t-e-p-h-e-n.

Q.- -All right, sir. - And by whom are you employed?

A.- -IT'm an employee of CalAmp Corporation.
Q.+ Do you have a title at CalAmp?
A.- My official title is director of system

engineering and technology.

Q. ‘What does it mean to be the director of system
engineering and technoclogy at CalAmp?

A.- My role is to look at the needs of cur customer
and market and to match them up with various technologies
that are going on in the industry component level and
otherwise toc make sure that we have an appropriate solution.

(Stephen Hall deposition, 6:8-22).

Q.+ -All right, sir.: I'm going to hand you what was
previocusly marked as Exhibit 1 to the deposition of Mr.

Hergesheimer. + Can you tell me what Exhibit 1 is?

A.+ ‘I'm looking at a CalAmp datasheet for the LMU-3000
product.
Q. -‘And were you involved in the development of
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the LMU-3000?

A, I was.

Q.+ ‘And what was your role in developing the LMU-30007

A.+ My role on the 3000 was at the CRS level. T
provided the requirements document for that. The various
blocks within it were predefined by our existing
partnerships, and so I didn’t do a lot of component
selection type of work, so it was really limited just to the

CRS document.

Q.- -‘Was there a particular market need that you

identified leading up tc the creation of the CRS for the

LMU~30007
A.- The 3000 was driven by a general market need that
we heard from a number of customers.- - The primary interest

was coming from a need for a simple installation type of

solution and the cpportunity to enhance the capability of

the product that we cculd offer with certain data items

coming off of the vehicle bus. (Stephen Hall deposition,
6:8-22; and 40:20-41:12: Emphasis added).

Testimony of Pefer Hergesheimer
Q. 'You have been designated as a representative

on whether CalAmp has willfully or deliberately

infringed in this case. - Beyond knowing about the
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devices and how they operate, do you know anvthing
about CalAmp’s assertions that its actions are not
willful or deliberate?

A, T would say from my experience in the

development of these devices that there’s no willful

infringement.
0.+ -And -- and what’s that based on?
A. - 'That’s based on knowing where the -- the

technology that we use came from and the fact that
these were sales-—driven requests and somebody had a

problem to solve and we went about solving the problem.

¢. -What do you mean sales-driven reqguest?

A, -Well, typically our =-- typically we have a
customer that says hey, I would like to do this
particular -- have a product that has this feature and

so CalAmp goes about designing that product.

Q. 50 the LMU3000 development was the result of
- or was -- was undertaken because customers expressed
a demand tco CalAmp for these products?

A.- ‘T —— I believe that’s the case. I can’t say
specifically for these, but that’s in general how our

product development works. (Peter Hergesheimer
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deposition, 40:6 - 41:3).

5. Limited Value

The Patent Owner refers the Examiner to the
McAlexander Declaration and the testimony of CalAmp’s own
employee (i.e. the senior director of software and
architecture in the MRM group). The PTAB’s attention is
directed to the section above regarding Commercial Success.

CalAmp’'s own employvee, Peter Hergesheimer, testified as

follows:

Testimony of Peter Hergesheimer

Q.- -Can you state your name for the record.

A, ‘'Peter Hergesheimer.

Q. -All right.- Sir, and by whom are you employed?
‘CalAmp.

. -Okay.:' And what's your position at CalAmp?

A.- -I'm the senior director of software and

architecture in the MRM group. {Peter Hergesheimer

deposition, 6:2-8).

Q. ‘Do you know whether the LMU3000 would have any
value if it didn’t work on multiple vehicles?

A, ‘It would have a limited wvalue.
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Q. You would need separate skus for each vehicle;
right?
A. - 'That would be one way of solving that problem.
Q.- 'Is there any other way?
A. - -Different skus could be different software got

lcaded onto the same sku.

Q.- -Okay.: So you can -- whether you have a different
sku or not, you would need to -- if --— if the LMU3000 was
vehicle specific, it would need software for each vehicle in
which it was -- separate software for each vehicle in which
it was designed to work?

A. - ‘Each vehicle type I would guess, ves.

Q. 'And that would be a more expensive exercise, I
would think, from CalAmp’s perspective?
AL Yes.

Q. 'And less desirable than the -- than the option you
have now where the LMU is able to service multiple vehicles?
A.- *Yes, even though it is still pretty painful.

{(Peter Hergesheimer deposition, 46:25 - 47:19: Emphasis
added) .
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Accordingly, the Patent Owner asserts that the accused
products as covered by the ‘876 patent would have “limited value”
if it were not for multi-vehicle compatibility of the claimed
invention.

The Patent Owner submitis that There is no proper
motivation to selectively combine bifs and pieces of the Cell
Port Labs and Spelt documents with bits and pieces of the SAE HS3-
3000 Manual. Accordingly Claims 1, 18, 29 and 42 are patentable
over the combination of the Cell Port Labs and Spelt documents
and the SAE HS-3000 Manual. In view of the patentabkility of
these claims, the Patent Owner submits that their dependent
claims, which recite yet further distinguishing features, are

also patentable and require no further discussion herein.

6. There Is Nexus Between The Evidence QOf Secondary

Considerations Of Non-Cbvicusness And The Claimed Invention

a. There Is Ample Evidence 0f Nexus

The Examiner concluded there was no nexus between the
evidence and the claimed invention, notwithstanding the Jjury
verdict and the district’s courts conclusions in the related
litigation, the Rule 132 Declaration of record in the present
reexamination, and of course, the comments of the PTAR in the
Decision of the related reexamination of the ‘278 patent.

While discussing nexus, the Federal Circuit has stated
that: “[t]o be afforded substantial weight, the objective indicia
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of non-obvicusness must be tied to the novel elements ¢f the
claim at issue. Objective indicia ‘need only be reasonably
commensurate with the scope of the claims.’” Citing See, e.g., In
re Kao, 639 ¥.3d 1057, 1068 (Fed. Cir. 2011); and Rambus Inc. v.
Rea, 731 F.3d 1248, 1257 (Fed. Cir. 2013).

Regarding the Patent Owner’s evidence of licensing, in
the final Office Action, the Examiner dismissed the evidence

because:

Examiner dees not find that mere statements
of nexus and commercial success are
sufficient. For example, licensing programs
can succeed for many reasons unrelated to the
unocbviousness [sic] of the product such as
advertising. There {sic] mere statement that
there were licenses is not sufficient to
establish commercial success due to non-
obviousness.

(Final Office Action, Pages 77-78: Emphasis
added) .

The Patent Owner submits that the Examiner is failing
to give proper weight to the evidence of secondary
considerations. Indeed, the litany of evidence of secondary
considerations inciudes:

the specific findings in the jury verdict in the
related litigation,

the district court’s factual findings in the
related litigaticn,

the Rule 132 Declaration of record in the
present reexamination,
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the legal conciusions of the PTAB in the
Decisicen of the related reexamination of the
‘278 patent, and

the admissions against interest of the
Requester’s empleoyees.

The Patent Owner submits that the Examiner is
improperly disregarding the Patent Owner’s evidence. Much of the
same evidence was of record in the related ‘278 Patent’s
Reexamination (See Decision on Appeal, Appendix Exhibit 6, page

14: “we add that Appellant’s evidence of secondary considerations

of non-obvicusness, including licensing, commercial success,

copying by others, customer need, and the limited value for

accused preoducts without the invention (App. Br. 38-54; Reply Br.

11; 2017 McAlexander Decl. Y19), only further weighs in favor of

Appellant”: Emphasis added) .

b. The Case Law Cited To Disregard Secondary Considerations Is

Not Applicable To The Present Application

In the Final Office Action, the Examiner contended:
“Appellants have not presented any data comparing PO's multi-
vehicle compatible controller with those to the closest prior art
See alsc In re Lindner, 457 ¥,2d 506, 508, 173 USPO 356, 358
(CCPA 1972); Ex parte Gecrge, 21 USPQ2d 1058 (Bd. Pat. App. &
Inter. 1991).7” (Final Office Action, pages 74-75). The Patent
Owner submits that the cited decision in Ex parte George turned

on data comparing two crystal polymers, and the In re Lindner
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turned on testing data for varying chemical compositions for
dispersants. Quite plainly, the type of data being demanded by
the Examiner would not exist in the present technology field.
Nevertheless, the premise common to these decisions is
that the evidence of secondary considerations was not
commensurate with the claimed invention. As noted herein, there
is ample evidence tying the claims of the ‘876 patent to the
evidence of the secondary considerations. {See, e.g., the Jury
Verdict, the Final Order, the Final Judgment, and the Decision on
Appeal from the related ‘278 patent, Appendix Exhibits 2, 4-6).
In the Final Office Action, the Examiner contended:

[aln affidavit or declaration under 37 C.F.R.
1.132 must compare the claimed subiject matter
with the closest prior art to be effective to
rebut a prima facie case of obviousness. In
re Burckel, 592 F.2d 1175, 201 USPQ 67 (CCPA
1979). “A comparison or the claimed invention
with the disclosure of each cited reference
to determine the number of claim limitations
in common with each reference, bearing in
mind the relative importance of particular
limitations, will usually yield the closest
single pricr art reference.” In re Merchant,
575 F.2d 865, 868, 197 UspQ 785, 787 (CCPA
1978} .

Again, the Examiner is relying on case law on disparate
technology. The In re Burckel relates to phenolic/polyamide
blends, and In re Merchant relates to “dry process for the

removal of hydrogen fluoride (HF) contaminant from gaseous
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hydrogen chloride (HCLl).” (In re Merchant at 866). Indeed, when
the entire context of the guote copied by the Examiner from In re
Merchant 1s review, the inappliicablility becomes evident, stating:

[g)liven the enormous variety of technologiles
and claimed subject matter, no all-
encompassing principle or test can be
delineated for determining the closest prior
art. However, an almost self-evident
guideline would appear effective in most
cases. A comparison of the claimed invention
with the disclosure of each cited reference
to determine the number of claim limitations
in common with each reference, bearing in
mind the relative importance of particular
limitations, will usually vield the closest
single prior art reference. (ITn re Merchant
at 868 citing In re Kronig, 539 F.2d4d 1300,
190 USPQ 425 (CCPA 1976)).

In the Final Cffice Action, the Examiner noted:

{aln affidavit or declaration attributing
commercial success to a product or process
“constructed according to the disclosure and
claims of [the] patent application” or other
equivalent language does not establish a
nexus between the claimed invention and the
commercial success because there is no
evidence that the product or process which
has been sold corresponds to the claimed
invention or that whatever commercial success
may have occurred is attributable to the
product or process defined by the claims.
{Final Office Action, page 76 citing Ex.
parte Standish, 10 USPQZ2d 1454, 1458 (Bd. Pat
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App, & Inter. 1988) (Emphasis in original
removed: Emphasis added)
Again, the Patent Owner notes there is ample evidence

tying the commercially successful products to the claimed
invention in the ‘876 patent.

In the Final Office Action, the Examiner noted:
“applicant must show that the claimed features were responsible
for the commercial success of an article if the evidence of
noncbviousness is to be accorded substantial weight.” (Final
Office Action at 76 citing In re Huang, 100 F.3d 135, 140, (Fed.
Cir. 1986)). ©Not to “beat the proverbial dead horse”, as noted
herein, the claimed multi-vehicle compatibility is responsible
for the consumer success, In fact, the Requester’s own employees
have admitted the fact during the related litigation by admitting
the multi-vehicle compatibility was due to customer need, and
that the products scld had limited value without the multi-
vehicle compatibility.

Because of the cited case law does not fit the fact
pattern at hand in the subject appeal, the Patent Owner submits
it is improper for the Examiner to rely upon it to disregard the

evidence of secondary considerations of non-ocbviousness.

IV. The §103 Rejections Over Jones Et Al. (Cell Port Labs

Patent)} And The SAE Manuals Should Be Reversed

The Examiner rejected independent Claims 1, 18 and 42
as being unpatentable over the combination of another Cell Port
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Labs reference, this time the Jones et al. patent, and the 1994
SAE HS-3000 Manual disclosing a recommended practice for handheld
Scan Tools. Claim 29 has been similarly rejected.

The Patent Owner respectfully submits that this
rejection is virtually identical to the rejection above with
respect to the Cell Port Labs, Spelt and the same subpart of the
same SAE HS-3000 Manual. For the same reasons provided above,
the Patent Owner also submits that these rejections are improper
as based upon impermissible hindsight, and the claims are
patentable over this combination of references.

The Examiner states on page 83 of the final Cffice
Action that:

it would have been obvious to a skilled artisan at
the time of the invention to compine Jcnes and the
SAE HS-3000 Manual because the SAE Manual describes
the standards from the ODB and provides the details
and recommended practices of the OBDII bus
interfaces utilized in the CP2100 disclosed by
Jones for enabling “hot plug-and-play” capabilities
in which data can be achieved [sic] with a vehicle
without requiring modification for the CPZ100 and
the results would have been predictable.

The Patent Owner respectfully submits that the CP2100
would indeed “require modification” - medification tc somehow
include the Scan Tool bus discovery teachings of the SAE HS-3000
Manual. The Patent Owner also submits that any motivation to
make such a hypothetical modificaticon could not properly come
from the recitaticn of the phrase “hot plug~and-play”, as that

relates to the SAE ITS Data Bus (IDB) described with respect to a
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demonstration proiject.
Jones et al. discloses a communication system 300
comprising a management portal apparatus 310, and a plurality of

communications devices 22a~22n embedded within different vehicles

within a fleet. (See Figure 3, reproduced below).
300
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Figure 3 of Jones

In Figure 3, each of the communications devices is
marked CP2100. The Patent Owner contends that Jones et al.
suffers the same deficiencies as the Cell Port Labs and Spelt
references. In other words, Jones et al. discloses a vehicle

device with wished-for, future, potential features and functions.
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Indeed, some of the same futuristic language from the Cell Port
Labs and Spelt documents is also found in Jones et al.
Jones et al. discloses:

[t]he communications apparatus 22 allows direct
connection to vehicular signals such as by way of
the CAN, RS232 and Ethernet. Application software
can be developed to poll, filter, ccllect, process
and store data collected from the vehicular
network. The communications apparatus 22 can
issue commands to such bus interfaces for
interrogation and control of peripheral bus-
connected devices, such as the GPS or an engine
control module. Almost any local bus can be
accommodated using suitable hardware and software.
Proprietary bus or data-gateway interfaces can be
developed for special applications.

{Col. 18, lines 32-4Z2: Emphasis added).

The Patent Owner submits that Jones et al. includes
separate modules for each different standard, and recites “[iln
the illustrated embodiment, there are disparate subsystem
managers 110~154 in direct ccommunication with disparate
subsystems 24-68, respectively.” (Col. 6, lines 25-28). Jones
et al. further discloses that:

{flor each disparate subsystem 20, the
management functions can include: initiating
and responding to messages relative to other
disparate subsystem managers 100 for the
purpose of providing desired communications
including those invoelving the transfer of
data or other information between or among
them; and creating connections or links
between other disparate Subsystem managers 20
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that result in a communications path using a
selected common communications protocol
associated with the commen module. (Col. 6,
lines 37~46).

The Examiner contended that since Jones et al.
discloses an onboard diagnostics (OBD II) vehicle subsystem
(reference number 32 FIG. 1), it is properly combinable with the
SAE recommended practices for handheld Scan Tools to produce the
claimed invention. More particularly, the Examiner contended

that:

{i]lt would have been obvious to a skilled artisan
at the time of the invention to combine the
teachings of Jones with the teachings of the 1994
SAE HS-3000 Manual because the SAE HS-3000C Manual
describes the standards for the OBD and provides
details and reccmmended practices of the OBDII bus
interfaces utilized in the CP2100 for enabling
“hot plug-and-play” capabilities in which data can
be achieved with a vehicle without reguiring
modification to the CP2100 and the results would
have been predictable,

(Page 43: Emphasis added),

In other words, the Examiner contended that the
combination of the Cell Port Labs CP2100 of Jones et al. with the
hardwire-connected Scan Tool recommendation of the SAE Manual is
proper “for enabling ‘hot plug-and-play’ capabilities” without
requiring modification of the CP2100. (Id.). The Patent Owner
respectfully disagrees. Jones et al. simply discloses that the

CP2100 includes an OBD II manager 118 coupled to the OBD II
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subsystem of the vehicle. In other words, Jones et al. discloses
different modules for different vehicle bus interfaces.
Jones et al. discloses that the CP2100 “provides a

framework to simplify development by providing a common

interface to a variety of protocols and interfaces. A plug-
and~play building block approach to systems development

allows developers to qguickly bring products to market using

the communications apparatus 22 in addition to reducing
their overall development cost.” (Col. 17, lines 54-63:
Emphasis added)}.

Jones et al. also provides that: “{alpplication

software can be developed to poll, filter, collect, process

and store data collected from the vehicular network. []
Almost any local bus can be accommodated using suitable

hardware and software. Proprietary bus or data-gateway

interfaces can be developed for special applications.”

(Col. 18, lines 34-42: Emphasis added).

Jones et al. discloses wished for functions that
can be developed sometime in the future ~ using suitable
hardware and scoftware and proprietary interfaces that can be
developed. The SAE Manual discloses a recommended practice
for a handheld Scan Tool to be temporarily hardwire-
connected to a vehicle for diagnostic purpcses.

Accordingly, the Patent Owner submits that one of

ordinary skill in the art would not look to make the
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modification of Jones et al. with the SAE Scan Tool bus
discovery teachings. Indeed, the secondary considerations
described extensively above apply equally here with respect
to the asserted combination of the Cell Port Labs patent
(Jones et al.) in combination with the SAE Manual.

As noted above, the Court considered the invalidity
arguments presented by Requester’s technical trial expert, Mr.
Andrews, with respect to the determination of the reasonableness
of Requester’s invalidity defenses. The Court provided the
following with respect to the combination of Braitberg ‘479
patent ({Cell Port Labs patent) with the SAE J1978 Recommended
Practice:

CalAmp’s expert, Mr. Andrews, combined certain
prior art, such as the Braitberg ‘497 patent [sic]
[] with the Society of Automotive Engineers
("SAE"”) standard J1978, to predict the Omega ‘876

patent. [] Mr. Andrews testified that “one of
ordinary skill in the art [would] look to J1978 to
determine how toc connect the bus.” [] However, Mr.

Andrews, despite numerous questions posed on
cross—examination, falled to articulate the motive
for one of ordinary skill in the art to combine
these references.!'? The best Mr. Andrews could do
in suggesting a motive to combine J1978 with
Braitberg is that scan tocls were being used at
the relevant time; hence, one would know to
combine SAE J1978 with Braitberg to make a device
multi-vehicle compatible.?® Mr. Andrews applied
the Braitberg reference to the ‘876 and ‘885
patents [] and he applied J1978 to all four
patents-in-suit. [] Mr. Andrews failed to provide
more than a conclusocory opinion that one of
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ordinary skill in the art at the relevant time
would have known to look to SAE J1978 in
combinaticon with the various prior art references.
(Final Order pages, 17-18: Emphasis added).

As noted in footnote 20 of the Court’s order on pg. 17,

“Interestingly, Mr. Chen testified he was unware [sic] of J1978."

Mr. Chen is the Senior Director of Business Development for the

Reguester. If Mr. Chen, given his high-level of education,
background and experience -- all beyond one of ordinary skill in
the art -- was unaware of the SAE J1878 Scan Tool bus discovery
features, how, Jjust how, could one of ordinary skill in the art
be expected to know of such Scan Tool bus discovery features and
be able to make such a selective modification of Jones et al.
based upon the Scan Tool bus discovery features? Mr. Chen was
also well aware of Cell Peort Labs. Mr. Chen is a Berkeley
graduate and was tasked with developing and bringing the
infringing preducts of Requester, CalAmp, to market.

The Patent Owner submits that there is no proper
motivation to selectively combine bits and pieces of the Jones et
al. patent with bits and pieces of the SAE HS-3000 Manual.
Accordingly, Claims 1, 18, 29 and 42 are patentable over Jones et
al. and the SAE HS-3000 Manual. In view of the patentability of
these claims, the Patent Owner submits that their dependent
claims, which recite yet further distinguishing features, are

also patentable and require no further discussion herein.

Page 92 of 130

Page 1324 of 1656 OMEGA EXHIBIT 2037



In re Patent of
Kenneth E. FLICK
Reexamination Control No. 90/014,122
Filed: 4/19/2018
/

V. The $i03 Rejections Over Chou Et Al. And SAE Manuals Should Be

Reversed

A. The Cheu Et Al. Reference And The SAE Manuals Are Not Properly

Combinable

The Examiner rejected Claims 1, 18, 29 and 42 over the
combination of Chou et al. and the 1994 SAE HS-3000 Manual. Chou
et al. is not a long and complicated reference despite having
eight inventors, it includes five drawing figures =~ three of
which are essentially the same - and about eight columns of
description. The Chou et al. in-vehicle components are similar
to the Cell Port Labs references discussed above.

Indeed, as a prior art reference cited in the
prosecution history of the ‘727 patent found infringed in the
related CalAmp litigation, Chou et al. was known by Requester
since at least the beginning of the lawsuit in December of 2013.
Having been known and given little value by all concerned in the
related litigation and the prior Patent Office proceedings, now,
in a second reexamination from the same Requester, the well-known
Chou et al. reference has been given life.

Unfortunately for the Requester, but fortunately for
the Examiner, the Chou et al. reference has properiy had the life
taken out of it by the PTAB in the favorable appeal Decision of
the related ‘278 patent second reexamination. For the Examiner’s
convenience, Claim 1 of the ‘278 patent and Claim 1 of the

present reexaminatiocn are set forth in side-by-side relation.
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Claim 1 of the ‘278 Patent Claim 1 of the ‘876 Patent

A multi~vehicle compatible
tracking unit for a vehicle comprising
a vehicle data bus extending throughout
the vehicle, the multi-vehicle
compatible tracking unit comprising:

a vehicle position determining
device;

a wireless communications device;

a multi-vehicle compatible
controller for cooperating with said
vehicle position determining device and
said wireless communications device to
send vehicle position information;

said multi-vehicle compatible
controller to be coupled to the vehicle
data bus for communication thereover
with at least one vehicle device using
at least one corresponding vehicle
device code from among a plurality
thereof for different wvehicles; and

a downloading interface for
permitting downloading of enabling data
related to the at least ocne
corresponding vehicle device code for
use by said multi-vehicle compatible
controller,

B control system for a wvehicle
comprising a data communications bus
and at least one vehicle device
connected to the data communications
bus, the contrcl system comprising:

a transmitter and a receiver for
receiving signals from said
transmitter; and

a multi-vehicle compatible
controller at the vehicle and
cooperating with sald transmitter and
said receiver,

said multi-vehicle compatible
controller generating at least one set
of command signals on the data
communications bus for the at least one
vehicle device,

the at least one set of command
signals comprising at least one working
command signal and at least one non-
working command signal for a given
vehicle to thereby provide command
compatibility with a plurality of
different vehicles,

As in the present reexamination,

the Examiner in the

second ‘278 patent reexamination adopted the erroneous position

that the claims were cbvious over the same Chou et al.

in combination with the SAE HS-3000 Manuals.

reexamination appeal,

the Examiner contended that:

reference
V278
“[t]lhe wvehicle

In the

bus interface may suppcert one of vehicle bus standards such as

CAN {(Controller Area Network)

and the Society cof Autcmotive
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Engineers’ SAE J1850- Class B Data Communication Network
Interface.” (Examiner’s Answer, Appendix Exhibit 8, Page 31,
citing Chou et al.). The SAE document compendium, SAE HS-3000
includes the SAE Ji850 reference. The Examiner also contended:
“[t]lhe fault code specifications and protocols of the vehicle may
pe Original Equipment Manufacturer (OCEM) and model dependent.
The term ‘vehicle fault codes’ is meant to be synonymous with the
term ‘trouble code’ or ‘diagnostic trouble code’. A listing of
such codes may be found in the publication of the Society of
Automotive Engineers, ‘SAE On-Board Diagnostics for Light and
Medium Duty Vehicles Standards Manual’”. {Id. at 35 citing Chou
et al.)

While rejecting the Examiner’s arguments, the PTAB went
on to state:

“l[allthough these fault codes’ specifications and
protocels depend on the manufacturer and vehicle
model, and the codes are listed in an SAE
publication, that does not mean that Chou’s
controller is compatible with multiple vehicles,
where the controller can communicate with a vehicle
device using at least one corresponding vehicle
device code from among plural codes for different
vehicles as claimed. Indeed, this very SAE
publication acknowledges the lack of uniformity in
these codes between manufacturers and, in sone
cases, within the same manufacturer across different
product lines.”

{Decision on Appeal, Appendix Exhibit 6, Pages 9-
10) .
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In the ‘278 reexamination appeal, the Examiner
similarly contended that: “Chou either implicitly discloses or
obviously suggests a ‘multi-vehicle compatible controller’”.
(Examiner’s Answer, Appendix Exhibit 8, Page 35). Also, the
Examiner contended that the: “the claim language does not regquire
specifics (e.g. on-board structure with the ability to work with
different vehicles having different codes, i.e. simultaneous
storage data/codes of vehicles from different manufacturers
and/or different models and use of such codes) as asserted, as
best understood.” (Id. at 7). In other words, the Examiner
contended that the claim did not require components in the
vehicle and that remote service center cf Chou et al. could
provide these features.

In rejecting this Examiner argument, the PTAB stated:
“we find the Examiner’s reliance on Chou for teaching the recited
multi-vehicle compatible controller problematic on this record.”
(Decision on Appeal, Appendix Exhibit 6, Page 10). The PTAB also
noted:

[alt best, Chou’s controller is compatible
with one wvehicle, namely the particular
vehicle whose fault codes correspond to that
particular vehicle for which the controller
was designed. Accord App. Br. 32 (noting that
Chou’s ECU s use their own respective trouble
codes that are different for different
vehicles) . Although Chou’s remote service
center can work with different vehicle device
codes using a server 201 and repository 203
in Figure 1 as Appellant acknowledges (App.
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Br. 37), Chou does not teach or suggest
providing such a capability in a vehicle.
(Id. at 11~12: Emphasis added).

Of record in the ‘278 reexaminaticn was much of the
same evidence of secondary considerations of non-obviousness of
record in the present reexamination, including licensing,
commercial success, copying by others, customer need, and the
limited value for accused producis without the invention.
Indeed, this same evidence was found persuasive in the trial
court for both the ‘278 and ‘876 patents. Both the ‘278 patent
and the ‘876 patent are directed to providing multi-vehicle
compatibility.

Among the arguments put forth by the Examiner at the
PTAB was: “to be of probative value, evidence of secondary
considerations must be related to the claimed invention, i.e. a
nexus between the invention as claimed and evidence of the
secondary consideration.” (Examiner’s Answer, Appendix Exhibit
8, Page 8). While rejecting the Examiner’s arquments, the PTAB
went on to state: “we add that Appellant's evidence of secondary
considerations of non-obvicusness, including licensing,
commercial success, copying by others, customer need, and the
limited value for accused products without the invention, only
further weighs in favor of Appellant.” (Decision on Appeal,
Appendix Exhibit 6, Page 14).

Figure 1 from Chou et al. is reproduced below for
convenience.
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Figure 1 of Chou et al.

The Chou et al. system includes a ~~*i~'~ 10 having an
in-vehicle computing system 100, and a clien. cuwpucer device 101
to enable vehicle health checkup and remote diagnostics. A
communication link 150 is for communicating vehicle information
{e.g., vehicle identification number, (VIN), diagnostic data, and
the like). The vehicle location is established, for example, by
a device 317 {e.g., antenna or the like) for receiving
positioning information. A remote service center 200 is alsoc
provided having a diagnostic server 201, a help desk 202 and a
data repository 203. The help desk 202 schedules services,

orders parts, and dispatches assistance through the roadside
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assistance unit 175.

The Examiner contended on page 54 of the final Office
Action that “the protoccls described in Chou including the SAE
J1978 protecel involve sending working and non-working command
signals.” The Patent Owner submits that that SAE J1978 bus
discovery is not disclosed in Chou et al. Instead, Chou et al.
discloses that its vehicle bus interface “may support one of
vehicle bus standards such as CAN (Controller Area Network) and
the Society of Automotive Engineers’ SAE Ji850 - Class B Data
Communication Network Interface.” (Col. 3, lines 328-41). Chou
et al. also discloses that fault codes may be 0EM codes, and a
“listing of such codes may be found in the publication cf the
Society of Automotive Engineers, ‘SAE On-Board Diagnostics for
Light and Medium Duty Vehicles Standards Manual’.” (Col. 4,
lines 33-36).

The Examiner further explained onr page 56 of the final
Office Action that the asserted rationale for the combination of
Chou et al. and the SAE Manual is as follows:

[11t would have been obvious to a skilled
artisan at the time of the invention to combine
the teachings ¢f Chou with the teachings of the
1994 SAE H5-3000 Manual because Chou references
this manual in column 4, lines 20-38 as
describing the command signals and protocols
needed to transmit the command signals including
the bus discovery protocol described in this
manual.

The Patent Owner submits that the mention of the SAE
Page %9 of 130
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Manual as done in Chou et al. would not provide proper motivation
to one skilled in the art. Indeed, the ncted description at col.
4, lines 20-38 is directed to the fault code specifications and
protocols, which Chou et al. specifically states “may be Original
Equipment Manufacturer (OEM) and model dependent.” (Col. 4,
lines 28-30).

The referenced SAE On-Board Diagnostics for Light and
Medium Duiy Vehicles Standards Manual, i.e. the SAE HS-3000,

W

provides that: [clurrently there is no uniformity in these

numeric Diagnostic Trouble Codes {(DIC) between manufacturers, and

in some cases, even within the same manufacturer across different

product lines.” (SAE HS-3000, 1994, page 76: Emphasis added).

Indeed, the lack of vehicle code compatibility among
different vehicles for vehicle tracking units is the problem
addressed by the claimed invention of the ‘876 patent. The
inventor, Mr. Flick, recognized that having many different model
vehicle tracking units for many different vehicles with different
codes presented significant inventory control and product
development challenges, particularly in the aftermarket vehicle
tracking unit area.

The Patent Owner submits that the teachings of Chou et
al. include that the in-vehicle computer system (the left hand
side of Figure 5) simply interfaces to the varicus specific ECUs
on the bus. Further, Chou et al. teaches that the diagnostic

server of the remote service center (on the right hand side of
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Figure 5) provides the ability to read data from the data bus or
write date to the data bus, even though different manufacturers
and different models use different codes for their ECUs. 1In
other words, Chou et al. teaches away from the claimed multi-
vehicle controller.

For example, Chou et al. provides that:

[tlhe remote service center 200 of FIG. 3
comprises a diagnostic server 201 that has access
to data related to the vehicle such as as-built,
history, diagnostics, warranty, service
information and failure mode data. The diagnosis
server 201 is linked to the data repository

203 via a TCP/IP link, LAN, or the like.

(Col. 5, lines 34-39: Emphasis added).

And Chou et al. alsc provides:

[w]lithin the diagnostic server 201 at the service
center 200 is a diagnosis engine 201A. The main
function of the diagnosis engine 201A is to
provide a health checkup or a diagnosis using the
data obtained from the vehicle, the vehicle’s past
history, and the diagnostics information about the
particular model of the vehicle.

(Col. 5, line 53-58: Emphasis added).

In operation, “itihe diagnosis engine 201A first
determines if a fault or a potential of a fault is present by
checking 1f any trouble code is reported by the client, and

checking a predetermined list of vehicle attribute values against

their normal operating characteristics.” (Col. 5, lines 61-64:

Emphasis added) .
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During the diagnosis session, “the diagnostic client
421 passes the fault codes, vehicle identification and other
relevant information to the [diagnostic] server 2017. {Col. 8,
lines 19-21). The fault detector and diagnostic client are both
at the vehicle, and, the diagnostic server is at the remote
gservice center. The diagnostic server can alsc request data from
the diagnostic client at the vehicle.

The vehicle driver may also initiate a vehicle health
checkup. Chou et al. further describes this health checkup as
follows:

[t1hen, vehicle information, estimated to be on
the order of 1 kilobyte in size, inciuding, for
example, vehicle identification number (VIN), any
trouble codes, and/or a snapshot of the vehicle
data, are retrieved by the vehicle client 101
through the vehicle bus interface 120. The vehicle
client 101 combines vehicle ID information with
the information from the wvehicle bus

interface 120 and sends the data to the Diagnostic
Server 201 over a data link. The data link is kept
open. The diagnostics server 201 retrieves vehicle
information from the data repository 203 and
compares the data from the vehicle with the
repository data. Then, the diagnostic server 201
prepares a repcort listing any cut-of-range
parameters and actions required (e.g., “coclant
level is low”).

(Col. 9, lines 3-16: Emphasis added).

The Patent Owner submits that Chou et al. teaches that
the ability to work with different vehicle device codes is

provided at the remote service center using the diagnostic server
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201 in combination with the data repository 203 (Figure 1} also
at the remote service center -~ and not at the vehicle. Chou et
al. provides no disclosure, express or inherént, and no reason,
for this capability to be provided at the in-vehicle system.

Thus, Chou et al. teaches away from the claimed
invention that includes: a multi-vehicle compatible controller
generating at least one set of command signals on the data
communications bus for the at least one vehicle device, the at
least one set of command signals comprising at least one working
command signal and at least one non-working command signal for a
given vehicle toe thereby provide command compatibility with a
plurality of different wvehicle.

The Examiner also ccontended on page 56 of the final
Office Action that Chou et al. states “the vehicle bus interface
can be implemented using a scan tool manufactured by Vetronix and
Digitech who were the leading manufacturers of the 0BD II scan
tools that implemented the SAE standard described in the manual.”
The Patent Owner contends that Chou et al. simply discloses that
“the vehicle bus interface may run on a hardware component
separate from that of the client computer device 101, such as
those manufactured by Vetronix Inc. or DigiTech Inc.” (Col. 4,
lines 9-12). There is no mention that these were leading
manufactures of the OBD II Scan Tools, and no mention that a Scan
Tool mentioned by either company is used in Chou et al.

Moreover, Chou et al. fails to disclose that a hardware component
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from either manufacturer would include the bus discovery option
from the SAE reccocmmended practice.

The Examiner further contended on page 56 of the final
Cffice Action that ™a skiiled artisan would have been capable of
combining Chou and the SAE HS-3000 Manual because it describes
the command signals and protocols needed to transmit the command
signals and bus discovery protocol in Chou and the results would
have been predictable. See column 4, lines 20-38 of Chou.” The
Patent Owner respectfully points out that the capability of
combining two references is not an appropriate basis for an
obviocusness rejection.

Moreover, the Patent Owner submits that the proposed
combination of Chou et ai. and the selected portion of the SAE
Manual is based upon impermissible hindsight reconstruction. The
secondary considerations described extensively above with respect
to the Cell Port Labs documents plus the SAE Manual apply equally
here with respect to the Chou et al. patent and the SAE Manual.
The PTAB also favorably considered similar evidence of secondary
considerations in the appeal of the related ‘278 patent second ex
parte reexamination.

Accordingly, Claims 1, 18, 29 and 42 are patentable.

In view of the patentability of these claims, Pateni Owner
submits that their dependent claims, which recite yet further
distinguishing features, are also patentable and require no

further discussion herein.
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B. The SAE HS-3000 Manual Was Central To The Reversed Rejections

In The ‘278 Appeal

In the first Advisory Action, the Examiner noted that:

the evidence [Related ‘278 Appeal Documents]
is not specifically directed to the merits
and claim rejections presented in this case.
The evidence is drawn to a different
proceeding on a different related patent with
different cliaims and rejections.

{Adviscry Action, 1~29-19, Page 4).

The Patent Owner resgpectfully submits that the
Examiner’s assertions are incorrect. In particular, the SAE HS~
3000 Manual is discussed within Chou et al., (See Col. 4, lines
33-38), which recites: “[a] listing of such codes may be found in
the publication of the Society of Automotive Engineers, ‘SAE On-—
Board Piagnostics for Light and Medium Duty Vehicles Standards
Manual’ .” Moreover, in formulating the overturned obviousness
rejections in the related ‘278 patent reexamination, the Examiner
in the ‘278 reexaminaticn incorporated portions of the same SAE
Manuals in the rejections.

Indeed, while concluding the ‘278 patent reexamination
claims were non-obvious over Chou et al. and the 3AE HS-3000
Manuals, the PTAB noted in their Decision on Appeal: “this very
SAE publication [SAE HS-3000, see footnote 3] acknowledges the
lack of uniformity in these codes between manufacturers and, in
some cases, within the same manufacturer across different product
lines. See App. Br. 26-27, 32 {(quoting a passage from page 39 of
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the SAE H3-3000 manual).” (Decision on Appeal, Appendix Exhibit
6, Page 11).

In other words, the Patent Owner submits that the very
same Chou et al. reference and the very same SAE HS5-3000 manual
as used in the present reexamination, were central fto the
erronecus rejections properly reversed in the related ‘278 patent
reexaminaticn Decision on Appeal.

The Patent Owner also points out, with respect to
whether Chou et al. discloses a multi-vehicle compatible
controller, the PTAB expressly determined that it does not, using
the language as follows:

At best, Chou’s controller is compatible with
one vehicle, namely the particular vehicle
whose fault codes correspond to that particular
vehicle for which the controller was designed.
Accerd App. Br. 32 {(noting that Choufs ECU s
use their own respective trouble codes that are
different for different vehicles}). Although
Chou’s remote service center can work with
different vehicle device codes using a server
201 and repository 203 in Figure 1 as Appellant
acknowledges (App. Br. 37}, Chou deces not teach
or suggest providing such a capability in a
vehicle. (Id. at 11-12: Emphasis added).

In the second Advisory Action, the Examiner contended
that : “[i]t is noted that while PTABR’s decision in the 278
patent addresses Chou under a 102 reiection and a single
reference 103 rejecticn, the current reexamination rejects claims
under a different combinaticn and rationale.” (Advisory Action,
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3-29-19, Page 4). The Patent Owner respectfully notes that
although that is technically true, this statement misstates the
actual rejection of record in the related ‘278 appeal, which
certainly involved the sane SAE HS-3000 Manual. Indeed, the SAE
HS-3000 Manual was important enough to be called out by name in

the Decisicon on Appeal.
The Examiner alsco contended that:

[the] Examiner finds that a full read of the
SAE Manual as referenced in the current
reexamination and used in a 103 rejection in
combination of Chou was not considered by
PTAB. Particularly, Examiner finds that the
combination of Chou and SAE

Manual when read as a whole presents a
different set of facts. Notably, the
specifications between the ‘278 and the ‘876
are different as are the teachings when
considered in combination with the entire SAR
manual and not just a page of it. (Id.:
Emphasis added).

The Patent Owner notes again that the 1994 SAE HS-~3000
Manual includes 13 different technical documents, which all need
to be combined with Chou et al. in an attempt to provide the
claimed invention. The Patent Owner submits that the Examiner
must provide rationale to combine the SAE J1978 bus discovery
Recommended Practice into Chou et al. To this point, the
Examiner has effectively taken the stance that Chou et al.
mentions the 1994 SAE HS-3000 Manual, therefore, it is obvious to
combine any teaching from the 13 different technical documents
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therein intc Chou et al. The Patent Owner submits that the
Examiner is improperly combining the prior art in similarly
exrroneous fashion to the Requester in the related litigation, and
the related ex parte reexaminations.

Morecover, the Examiner also contended that: “[tihe

protocols used in Chou including the SAE J1978 protocol involve

sending working and non-working command signals (page 37, section
6.5.2).” {Id.: Emphasis added). Once again, it appears that the
Exanminer is either contending that the mere mention of the 19%4
SAE HS-3000 Manual equates to obviously suggesting any feature
contained within the compendium. The Examiner also notes:

“Examiner notes Chou is presented as a 103 rejection in view of

the complete HS 3000 Manual and not just an extracted portion.”

{Id. at 5: Emphasis added).
The Patent Owner submits that the proposed combination
of the entire SAE HS5-3000 Manual with Chou et al. is improper and

not supported by rationale to combine.

C. The Examiner Has Mischaracterized Chou et al. In Conflict With

The PTAB
In the first Adviscry Action, the Examiner contended

that: “Examiner disagrees that Chou does not teach a multi-

vehicle compatible controller at the computer. The mere use of

other network components as part of the control system does not

disqualify Chou’s teachings of a ‘multi-vehicle controller’ at
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the vehicle.” (Advisory Action, 1-29-19, Page 7: Emphasis
added) .

The Patent Owner notes that the PTAB determined the
opposite with respect to Chou’s controller. 1In particular, the
PTAB provided:

“"[tlherefore, we find the Examiner’s reliance on
Chou for teaching the recited multi-vehicle
compatible controller problematic on this
record... does not mean that Chou’s controller
is compatible with multiple vehicles, where the
controlier can communicate with a vehicle device
using at least one corresponding vehicle device
code from among plural codes for different

vehicles as claimed.” (Decision on Appeal,
Appendix Exhibit 6, pages 10-11: Emphasis
added} .

The Patent Owner respectfully submits that the same
arguments are equally applicable to the rejections under Jones et
al. plus the SAE HS-3000 Manual, and Chou et al. plus the SAE HS-
3000 Manual. The further arguments on pages 17-72 of the Patent
Owner’s response of January 16, 2019 are incorporated by
raference.

Accordingly, Claims 1, 18, 29, and 42 are patentable.
In view of the patentability of these claims, Patent Owner
submits that their dependent claims, which recite yet further
distinguishing features, are also patentable and require no

further discussicn herein.
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VI. The Reexamination Was Improperly Granted

The Patent Owner respectfully submits that the present
Requester’s repeated request for ex parte reexamination should
have been rejected as being wasteful of USPTC resources and being
fundamentally unfair to the Patent Owner.

In the past, the USPTO has exercised discretion to deny
third party requests for ex parte Reexamination. (See In re
Portola Packaging Inc., 110 F.3d 786, 791 {(Fed. Cir. 1997)
superseded by 35 U.S5.C. §303(a) (“a rejection made during
reexamination does not raise a substantial new guestion of
patentability if it is supported only by prior art previocusly
considered by the PTO in relaticon to the same or broader
claims.”)). In the legislative history of this statutory
amendment te 35 U.5.C. §303(a), it was noted that the USPTO would
stand as the gatekeeper for the ex parte reexamination procedure
to prevent unfair harassment of the Patent Owner. The
legislative history states:

ftlhe bill preserves the necessary safeguard
in the Patent Act against harassment of
patentees with the safety-valve c¢f a
“substantial new guestion of patentability”
standard, not merely “any sort of question.”
The agency has discretion in this
determination to permit reexamination, but it
is not absolute.

However, this bill is not a license o abuse
patentees and waste the life of a patent.
(107 H. Rpt. 120: Emphasis added).
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Notwithstanding this legislative adjustment from
Congress, this discretionary denial of serial post grant review
requests has evolved in the relatively new Inter Partes Review
(IPR), provided by the Leahy-Smith America Invents Act (AIA). In
a recent line of decisions, the PTAB has delineated a rule
governing follow-on requests for IPRs. (See Nvidia Corp. v.
Samsung Electronics. Co., 2016 Pat. App. Filings LEXIS 3606; and
General Plastic Indust. Co. v. Canon Kabushiki Kaisha, IPR2(016-
01357-61 (PTAB); and see also Valve Corp. v. Elec. Scripting
Prods., Inc., IPR2019-00062, -00063, -00084 (PTAB Apr. 2, 2019);
and NHEK Spring Co., Ltd. v. Intri-Plex Techs., Inc., Case
IPR2018-00752, 11 (PTAB Sept. 12, 2018) (“the Petition simply
repackages and restyles arguments made by the Examiner and
overcome by [Patent Owner] during prosecution of the application
that led to the grant of the ‘841 patent and that are being
simultaneously asserted by Petitioner in the District Court
case.”)).

In Nvidia, the PTAB provided a list of factors to
consider when exercising the statutory discretion to order the
IPR. The list of factors included:

(1) the finite resocurces of the Board;

(2) the requirement under 35 U.S5.C.

$316(a) (11) to issue a final determinatiocon

not later than 1 year after the date on which
the Director notices institution of review;
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(3) whether the same petiticoner already
previously filed a petiticn directed to the
same claims of the same patent:

(4) whether at the time of filing of the
first petiticn the petitioner knew of the
prior art asserted in the second petition or
should have known about it;

(%) whether at the time of f£iling of the
second petition the petitiocner already
received patent owner’s preliminary response
to the first petition or received the Board’'s
decision on whether to institute review in
the first petition;

{6} the length of time that elapsed between
the time petitioner learned of the prior art
asserted in the second petition and filing of
the second petition; and

{7} whether petitioner provides adeguate
explanation for the time elapsed between the
filings of muitiple petitions directed to the
same claims of the same patent.

(Id. at 8-9).

The PTAB remarked about the: “potential inequity based

on a petitioner’s filing of serial attacks against the same

claims of the same patent, while having the opportunity to adjust

litigation positions along the way based on either patent owner’s
contentions responding to prior challenges or the Board’s
decision on prior challenges, is real and cannot be ignored.”

(Id. at 10: emphasis added)}. The PTAB stated that repeated
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requests for IPR would not be barred under a bright line rule,
but each request would need to be reviewed under a case-by-case
basis. {(Id.}.

In General Plastics, the PTAB again applied the Nvidia
factors in denying follow-on regquests for IPR. In making their
determinaticn, the PTAB noted that the petitioner had modified
their requests based upon the Patent Owner'’s response in the
first request for IPR and the PTAB’s own comments. The PTAB went
on to state: “[tlhe filing of sequential attacks against the same
claims, with the opportunity to morph positions along the way,
imposes inequities on [Patent Cwner].” (Slip. Op at 11).

In the current appeal, the present reexamination
resulted from a request filed as a follow-on regquest to a first
reexamination, then concluded, that resulted in a Reexamination
Certificate. The present reexamination request was filed only
after reviewing the Patent Owner’s response in the first
reexamination. Indeed, the present reexamination request was
essentially an end-around third party reply to the Patent Owner’s
responses in the first reexamination and other related
reexaminations.

To this end, the present reexamination request included
section titied: “PROCEEDINGS IN FIRST REEXAMINATION OF FLICK ‘876
PATENT WITH CONTROL NO. 90/013,659” and “Misleading Declaration
Evidence Submitted by Patent Owner in the Reexamination of the

Flick ‘278 Patent as Related to Chou et al. Publication”. (Pages
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43-48 of the Recguest). The present reexamination reguest
challenged the proper decision to drop rejections in the first
reexamination. (See Page 1 of the Request (“Requester also notes
that prior art submitted herewith regarding Cell Port Labs
seriously calls into question the factual accuracy of certain
Rule 132 Declarations submitted by the Patent Owner in the ‘8756
First Ex Parte Reexamination and relied upon by the Office in
withdrawing prior art rejections.”)).

The Patent Owner submits that the Requester’s efforts
are an limproper and roundabout attempt to fashion the present ex
parte reexamination into an IPR. The Patent Owner notes that the
IFR option was available to the Reguester, but the Requester
rather chose to move forward with litigation in the Federal Court
system, which ultimately resulted in a total rejection of the
Requester’s invalidity arguments and a finding of willful
infringement. Nevertheless, not apt to be without options, the
Requester filed the first request for ex parte reexamination just
prior to the original scheduled start of trial.

The Patent COwner notes that the present reexamination
resulted from a request that was largely duplicative of the
failed first reexamination. In particular, the SAE Manuals and
Nathanson prior art references, each used to argue substantial
new gquestions of patentability in the present reexamination’s
request, were all applied in rejections in the first

reexamination.
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, Moreover, the new prior art reference, Chou et al., was
known to the Reguester long before the filing of the follow-on
present reexamination reguest. The Patent Owner notes that Chou
et al. was considered in the original prosecution of the related

‘727 patent. Yet further, the Chou et al. prior art reference

was mentioned 2 times in the appendix of the Requester’s own

litigation expert (a document dated April 15, 201%, a full 4

months before the filing of the first request for reexamination) .

Hence, the Patent Owner notes that the Requester not only should
have known about the Chou et al. prior art reference at the time
of filing of request for the first reexamination, but actually
did know about the Chou et al. prior art reference at the time of
the filing of the request for the first reexamination, but did
not include the Chou et al. reference in view of the deficiencies
as noted herein.

Indeed, the Reguester accused the Patent Owner of
failing to disclese the Chou et al. reference toc the USPTO while
having seemingly disregarded the same reference in their first ex
parte reexamination request of the ‘876 patent. (See Request,
page 1, “Furthermore, Patent Owner was aware of prior art
describing the IBM system during the pendency of the '876 First
Ex Parte Reexamination and failed to submit it despite its clear
materiality.”).

The Patent Owner submits that such sequential/serial

requests for ex parte reexamination, which spend hundreds of
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pages arguing that the pricr Examiner’s panel in the first
reexamination was wrong, are a waste of USPTC resources. The
proper venue for such USPTO based litigation is the IPR, but the
Requester strategilcally skipped that option, choosing rather to
drag the Patent Owner through costly Federal Court litigation.

The Patent Owner submits that the Reguester 1is abusing
USPTO procedures in a fashion that is fundamentally unfair to the
Patent Owner. Indeed, it is not only in this present
reexamination where the Requester has centinued to file
sequential/serial regquests after failing to invalidate the patent
at trial, and after a first reexamination try.

For U.S5. Patent No. 6,756,885, the first reexamination
resulted in a Reexamination Certificate issued August 1, 2017. A
couple of months later, the Requester filed yet another follow-on
request for reexamination for U.S. Patent No. 6,756,885
(Reexamination 90/014,038 - filed October 26, 2017).

For U.S. Patent No. 8,032,278, the first reexamination
resulted in a Reexamination Certificate issued December 28, 2016.
Not even waiting on the conclusion of the first reexamination,
the Requester filed yet another follow-on regquest for
reexamination for U.S. Patent No. 8,032,278 ({(Reexamination
90/013,851 - filed October 28, 2016).

For U.S. Patent No. 7,671,727, the first reexamination
resulted in a Reexamination Certificate issued August 1, 2017.

Several months later, the Requester filed yet another follow-on
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request for reexamination for U.S. Patent Ne. 7,671,727
(Reexamination 90/014,121 - filed April 1C¢, 2018). Quite
succinctly, the Requester has laid bare a strategy to serially
attack the Patent Owner via the ex parte reexamination process.
Although the decision te order an ex parte
reexamination is not expressly appealable, (see 35 U.S5.C. §306),
the Patent Owner contends that the PTAB should adopt an Nvidia
style standard for reviewing serial requests for ex parte
reexaminations. The Patent Owner notes that many of the same
ineguities from Nvidia are in play in the present reexamination.
In particular, the present reexamination represents a waste of
USPTO, Federal Court, and PTAB resources, and utilizes prior art
references the Requester had knowledge of at time of the filing
of the first request for reexamination. The Requester utilized
the Patent Owner’s response in the first reexamination te fashion
a pseudo inter partes response in an end-around on the limits of
post grant review procedures. Because of these inegquities, the
Patent Owner respectfully submits that the PTAB should apply an
Nvidia standard to this particular ex parte reexamination and

reverse the current rejection.
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CONCLUSIONS

In view of the foregoing arguments, it is submitted
that all of the claims are patentable over the prior art.
Accordingly, the PTAB is respectfully requested to reverse the

earlier unfavorable decision by the Examiner.

Respectiully submitted,

/ JACK GEORGE ABID /

JACK GEORGE ABID
Reg. No. 58,237
Allen, Dyer, Doppelt,
& Gilchrist, P.A.
255 5. Orange Avenue, Suite 1401
Post Office Box 3791
Orlando, Florida 32802
Telephone: 407/841-2330
Fax: 407/841-2343
Attorney for Patent Owner
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APPENDIX A - CLATMS ON APPEAL

1. A control system for a vehicle comprising a data
communications bus and at least one vehicle device connected fo
the data communications bus, the contrel system comprising:

a transmitter and a receiver for receiving signals from
said transmitter; and

a multi-vehicle compatible controller at the vehicle
and cooperating with said transmitter and receiver, said multi-
vehicle compatible controller generating at least one set of
command signals on the data communications bus for the at ieast
one vehicle device, the at least one set of command signals
comprising at least one working command signal and at least one
non-working command signal for a glven vehicle to thereby provide

command compatibility with a plurality of different vehicles.

2. A control system according to claim 1 wherein the
at least one vehicle device comprises a plurality of wvehicle
devices; and wherein said multi-vehicle compatible controller
generates a respective set of command signals for each wvehicle

device of the plurality thereof.

3. A contrel system according to claim 1 wherein said
multi-vehicle compatible controller generates command signals

sequentially.
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4, A control system according to claim 1 wherein said
multi-vehicle compatible controller generates command signals

each representing digitally coded information.

5. A control system according to claim 1 wherein said
multi-vehicle compatible controller comprises a memory for

storing data relating to the at least one set of command signals.

6. A control system according to claim 1 wherein the
at least one vehicle device comprises an alarm indicating device;
and wherein the at least one set of command signals is for

operating the alarm indicating device.

7. A control system according to claim 1 wherein the
at least one vehicle device comprises at least one vehicle door
lock actuvator; and wherein the at least one set of command

signals 1s for operating the at least cne dcoor lock actuator.

8. A control system according to claim 1 where the at
least one vehicle device comprises at least one device relating
to starting a vehicle engine; and wherein the at least one set of
command signals is for operating the at least one vehicle device

relating to starting the vehicle engine.
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9. A control system according to claim 1 wherein said
multi~vehicle compatible contreller generates each command signal

of the at least one set of command signals a plurality of times.

10. A control system according to claim 1 wherein said
multi-vehicle compatible controller comprises:

a controller for generating at least one controller
signal; and

a multi-vehicle compatible adaptor connected to said
controller for generating the at least one set of command signals
on the data communications bus responsive to the at least one

controller signal.

11. 2 controcl system according to claim 10 wherein
said controller further comprises a first housing; and said

multi-vehicle adaptor comprises a second housing.

13. A control system according to claim 1 wherein said
transmitter comprises a remote handheld transmitter to be carried
by a user when away from the vehicle; and wherein said receiver

is at the vehicle.

14, A control system according to claim 1 wherein said
transmitter comprises at least a central station transmitter; and

wherein said receiver 1s at the vehicle.
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15, A contrel sysiem according to claim 1 wherein said
receliver comprises a remcte recelver to be carried by a user when
away from the wvehicle; and wherein said transmitter is at the

vehicle.

16. A control system according to claim 1 wherein said
receiver comprises at least a central station transmitter; and

wherein sald transmitter 1s at the vehicle.

17. A control system according to claim 1 wherein said
transmitter comprises a transponder transmitter to be carried by

a user; and wherein said recelver 1s at the wvehicle.

18. An adaptor for adapting a control system for a
vehicle to be compatible with a plurality of different vehicles,
each vehicle comprising a data communications bus and at least
one vehicle device ceonnected thereto, the control system
comprising a transmitter and a receiver for receiving signals
from the remote transmitter, and a controller cooperating with
the transmitier and receiver, the adaptor comprising:

a housing; and

a multi~vehicle compatible adaptor circuit mounted in
saild housing for generating at least one set of command signals

on the data communications bus responsive to the controller, the
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at least one set of command signals comprising at least one
working command signal and at least one non-working command
signal for a given vehicle to thereby provide command

compatibility with a plurality of different vehicles.

19. An adaptor according to claim 18 wherein the at
least one vehicle device comprises a plurality ¢f vehicle
devices; and wherein said multi-vehicle compatible adaptor
circult generates a respective set of command signals for each

vehicle device of the plurality thereof.

20. An adaptor according to claim 18 wherein said
multi-vehicle compatible adaptor circuit generates command

signals sequentially.

21. An adaptor according to claim 18 wherein said
multi-vehicle compatible adaptor circuit generates command

signals each representing digitally coded information.

22. An adaptor according to claim 18 wherein said
multi-vehicle compatible adaptor circuit comprises a memory for

storing data relating to the at least one set of command signals.

23. An adaptor according to claim 18 wherein the at

least one vehicle device comprises an alarm indicating device;
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and wherein the at least one set of command signals is for

operating the alarm indicating device.

24. An adaptor according to claim 18 wherein the at
least one vehlcle device comprises at least one vehicle door lock
actuator; and wherein the at least one set of command signals is

for operating the at least one deocor lock actuator.

25. An adaptor according to claim 18 where the at
least one vehicle device comprises at least one device relating
to starting a vehicle engine; and wherein the at least one set of
command signals 1s for operating the at least one vehicle device

relating to starting the vehicle engine.

26. An adaptor according to claim 18 wherein said
multi-vehicle compatible adaptor circuit generates sach command
signal of the at least one set of command signals a plurality of

times.
29. A method according to claim 28 further comprising
receiving a signal from a transmitter, and wherein generating the

at least one set of command signals is responsive to receiving

the signal from the transmitter.
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306. A method according to claim 29 wherein the
transmitter comprises a handheld remote ifransmitter to be carried

by a user when away from the vehicle.

31. A method according to claim 29 wherein the

transmitter comprises at least a central station transmitter.

32. A method acceording to claim 29 wherein the
transmitter comprises a handheld transponder to be carried by a

user when away from the wvehicle.

4Z2. A method for adapting a control system for a
vehicle to be compatible with plurality of different vehicles,
each vehicle comprising a data communications bus and at least
one vehicle device connected to the data communications bus, the
control system comprising a transmitter and a receiver for
receiving signals from the transmitter, and a controller
cooperating with the transmitter and recelver, the method
comprising:

monitoring an output of the controller; and

generating at least one set of command signals on the
data communications bus responsive to the output of the
controller, the at least one set of command signals comprising at
least one working command signal and at least one non-working

command signal for a given wehicle to thereby provide command
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compatibility with a plurality of different vehicles.

43, A method according to clalim 42 wherein the at
least one vehicle device comprises a plurality of vehicie
devices; and further comprising generating a respective set of

command signals for each vehicle device of the plurality thereof.

44. A method according to claim 42 wherein the command

signals are generated sequentially.

45. A method according to claim 42 wherein the command

signals each represent digitally coded information.

46. A method according te claim 42 further comprising
storing in a memory data relating to the at least cne set of

command signals.
47. A method according to c¢laim 42 wherein the at
least one vehicle device comprises an alarm indicating device;

and wherein the at least one set of command signals is for

operating the alarm indicating device.

48. A method according to claim 42 wherein the at

least one vehicle device comprises at least one vehicle docr lock
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actuator; and wherein the at least one set of command signals is

for operating the at least one dooxr lock actuator.

49. A method according to claim 42 where the at least
one vehicle device comprises at least one device relating to
starting a vehicle engine; and wherein the at least one set of
command signals is for operating the at least one vehicle device

relating to starting the vehicle engine.

50. A method according to claim 42 wherein each
command signal of the at least one set of command signals is

generated a plurality of times.
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APPENDIX B - EVIDENCE APPENDIX

In accordance with MPEP $1205.02

While it is no longer a reguirement to include an
evidence appendix, the Office strongly encourages and appreciates
receiving copies of the evidence relied upon (e.g., copies of
declarations and affidavits, evidence of secondary
censiderations, etc.). This ensures that the Board is
considering the proper evidence and avoids any confusion as to
the particular evidence referenced in the appeal brief. In the
alternative, the Board recommends that appellants clearly
identify in the appeal brief the evidence relied upcn using a
clear description of the evidence along with the date of entry of

such evidence into the Image File Wrapper.

Page 129 of 130

Page 1361 of 1656 OMEGA EXHIBIT 2037



In re Patent of

Kenneth E. FLICK

Reexamination Control No. 90/014,122
Filed: 4/19/2018

/

COURTESY COPIES OF PREVIOUSLY-ADMITTED DECLARATIONS AND EXHIBITS

1.

10.

Declaration by Joseph C. McAlexander, III {(admitted
with response filed October 15, 2018)

Jury Verdict Judgment from related litigation with
Requester (admitted with respcnse filed October 15, 2018)

Notice of Allowance and 892 form citing the ‘147 patent
from the original prosecution of the ‘876 patent {(admitted
with response filed October 15, 2018)

Final Order from related litigation with Requester
{admitted with response filed October 15, 2018)

Final Judgment from related litigation with Requester
{admitted with response filed October 15, 2018)

Decision on Appeal from related Appeal {(admitted via
response filed January 16, 2019 and Advisory Action mailed
March 29, 2019)

Corrected Reply Brief from related Appeal (admitted via
response filed January 16, 2019 and Advisory Action mailed
March 29, 2019)

Examiner’s Answex from related Appeal (admitted via
response filed January 16, 2019 and Advisory Action mailed
March 29, 2019)

Appeal Brief from related Appeal without attached
exhibits (admitted via response filed January 16, 2019 and
Advisory Action mailed March 29, 2019)

U.S5. Patent No. 8,032,278 to Flick, subject to related
appeal (admitted via response filed January 16, 2019 and
Advisory Action mailed March 23, 2019)

Page 130 of 130

Page 1362 of 1656 OMEGA EXHIBIT 2037



Electronic Acknowledgement Receipt

EFS ID: 36023270

Application Number: 90014122

International Application Number:

Confirmation Number: 5791

Multi-Vehicle Compatible Control System Generating Command Signals on a

Title of Invention: Data Bus and Associated Methods

First Named Inventor/Applicant Name: 6346876
Customer Number: 27975
Filer: Jack G. Abid/Sheryl Scheibe
Filer Authorized By: Jack G. Abid
Attorney Docket Number: C13-04173.RE2
Receipt Date: 15-MAY-2019
Filing Date: 19-APR-2018
Time Stamp: 16:01:30
Application Type: Reexam (Patent Owner)

Payment information:

Submitted with Payment no
File Listing:
Document Document Description File Name File Size( B){tes)/ Multl- 'Pages
Number Message Digest | Part/.zip| (ifappl.)
11644601
1 ss016635grex2brief.pdf yes 381
fd99bbcad67423a7f11b80acc510229fd6c8|
abOe

Page 1363 of 1656 OMEGA EXHIBIT 2037




Multipart Description/PDF files in .zip description

Document Description Start End
Affidavit/Dec/Exhibit after Notice of Appeal 352 381
Affidavit/Dec/Exhibit after Notice of Appeal 280 351
Affidavit/Dec/Exhibit after Notice of Appeal 227 279
Affidavit/Dec/Exhibit after Notice of Appeal 213 226
Affidavit/Dec/Exhibit after Notice of Appeal 195 212
Affidavit/Dec/Exhibit after Notice of Appeal 191 194
Affidavit/Dec/Exhibit after Notice of Appeal 167 190
Affidavit/Dec/Exhibit after Notice of Appeal 160 166
Affidavit/Dec/Exhibit after Notice of Appeal 149 159
Affidavit/Dec/Exhibit after Notice of Appeal 131 148

Appeal Brief Filed 1 130

Warnings:

The page size in the PDF is too large. The pages should be 8.5 x 11 or A4. If this PDF is submitted, the pages will be resized upon entry into the

Image File Wrapper and may affect subsequent processing

Information:

Total Files Size (in bytes):

11644601

Page 1364 of 1656

OMEGA EXHIBIT 2037




This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

Page 1365 of 1656 OMEGA EXHIBIT 2037




EXHIBIT 10

Page 1366 of 1656 OMEGA EXHIBIT 2037



A R

a2 United States Patent (10) Patent No.: US 8,032,278 B2
Flick 45) Date of Patent: Oct. 4, 2011
(54) VEHICLE TRACKING UNIT WITH {58) Field of Classification Search .................... TO1/36,

DOWNLOADABLE CODES AND
ASSOCIATEPD METHODS

Kenneth E. Flick, Douglasville, GA
(Us}y

{73) Assignee: Omega Patents, L.L.C., Douglasville,
GA (US)

(75} Inventor:

(*) MNotice:  Subject to any disclaimer, the term of this
patent is extended or adjusted under 35

U S.C. 154(b) by 840 days.

(21)  Appl. No.: 11/773,272

(22) Filed: Juk 3, 2007
(635) Prior Publication Dats
US 2007/0279283 Al Dec. 6, 2007

Related U.S, Application Data

(63} Continvation-in-part of application No, 11/076,259,
filed on Mar. 9,2005, now Pat. No. 7,720,597, which is
a continuation of application No. 10/383,496, filed on
Mar. 7, 2003, now Pat. No. 7,149,623, which is a
continvation of application No. 09/859,972, filed on
May 17, 2001, now Pat. No. 6,606,561,

(60) Provisional application No. 60/264,811, filed on Jan.
29, 2001, provisional application No. 60/258,005,
filed on Dec. 22, 2000, provisional application No.
60/251,552, filed on Dec. 6, 2000, provisional
application No. 60/252,125, filed on Nov. 20, 2000,
provisional application Ne. 60/236,890, filed on Sep.
29, 2000, provisional application No. 60/246,463,
filed on Nov. 7, 2000, provisional application No.
60/222,777, filed on Aug. 3, 2000, provisional
application No. 60/205,178, filed on May 17, 2000.

(51} Int.CL
GOIC 21/00 (2006.01)

(52) US.Cl ... T01/36; 701/33; 382/104; 382/988;

455/575.9

701/207-209; 340/500, 506, 515, 531, 533-534
See application file for complete search history.

{56) References Clted

U.S. PATENT DOCUMENTS
5,223,844 A /1993 Manselletal. ...
(Continued)

e 3421357

FOREIGN PATENT DOCUMENTS
DE 19607017 Al * 8/1997
(Continued)

OTHER PUBLICATIONS

intelligent Object-Tracking using Sensor Networks; Sridhar, P;
Madni, A.M.; Jamshidi, M.; Sensors Applications Symposium, 2007,
SAS '07. IEEE; Feb. 6.8, 2007 pp. 1.5; Digital Object Identifier
10.1109/SAS.2007 374384 %

{Continued)

Primary Examiner — Cuong H Nguyen
(74) Attorney, Agemt, or Firm — Allen, Dyer, Doppelt,
Milbrath & Gilchrist, PA.

(57 ABSTRACT

A multi-vehicle compatible fracking unit is for a vehicle
including a vehicle data bus extending throughout the vehicle.
The vehicle tracking unit may include a vehicle position
determining device, a wireless communications device, anda
multi-vehicle compatible controller for cooperating with the
vehicle position determining device and the wireless commu-
nications device to send vehicle position information. The
multi-vehicle compatible controller may be coupled to the
vehicle data bus for communication thereover with at least
one vehicle device using at feast one corresponding vehicle
device code from among a plurality thereof for different
vehicles. A downloading interfazce may be included for per-
mitting downlocading of enabling data related to the at least
ong corresponding vehicle device code for use by the multi-
vehicle compatible controller.

22 Claims, 13 Drawing Sheets

Page 1367 of 1656

OMEGA EXHIBIT 2037



US 8,032,278 B2
Page 2

5,515,043
5,635,693
5,634,688
5,719,551
5,940,007
6,011,460
6,253,064
6,651,755
6,628,233
6,657,587
6,756,885
6,859,831
6,888,495
7,015,830
7,685,775
7,149,623
7,196,621
7,305,293
7,308,341
7,343,244
7,366,892
7,502,687
7,526,367
1,725,253
7,734,382
7,873,593
2002/6152053
2002/0188702
2004/0066330
2004/0073440
200670173601
2006:0137026
2008/0051957
2008/0221752
2009/0240397
2010/0010706
2010/0222963
2011/0029196

U.S. PATENT DOCUMENTS

*  6/1997 Bensonectal. .
8/1997 Flick etal. .
2/1998 Flick .ocvniens

*  8/1999 Brinkmeyer et al
112000 Flick ...

Bi*  6/2001 Monroc ...

Bi* 8/2003 Coifleeetal. .

B2* 9/2003 Knockeart et al.

Ri* 2/2003 Mohan ......

Bi 6/2004 Flick ......

Bl* /2005 Gelvinetal.

B2* 5/2005 Flick ...

B2* 3/2006 Flick ......

H2* 82006 Shortetal. .

B2* 1272006 Flick ...

B2* 3/2007 Kochis

B2* 122007 Flick ...

B2* 12/2007 Schofield et al.

B2* 372008 Flick .ooeenees

Bz* 4/2008 Spauretal

B2*  3/2009 Flick e

B2* 4/2009 Schofield et al.

B2* 5/2010 Foxlin ...

B2* 6/2010 Schofieldetal. .

B2* 1/201f Schofield etal. .

Al* 10/2062 Royetal ...

AL* 1272002 Shortetal. ...

Ab*  4/2004 XKnockeast ef a.

At*  4/2004 Garbersetal ...

Ab*  8/2006 Bassicrcetal

Al* 82006 Kochis ...

Al*  2/2008 Breedetal

Al* 9/2008 Jageretal ..

Al*® 92009 Schofieldetal. .

Al*  F2010 Gormley .-

Al* 92010 Schofield etal

L

AL* 22001 FSCOt eomrrromrmmions

Page 1368 of 1656

/1996 Berard etal. ...........

FOREIGN PATENT DOCUMENTS
DE 19607087 C2 * 6/2000
EP 725377 A2 % B/1996
Jp 3019952 B2 * 6/2003
™ 275683 A ¢ 571996
OTHER PUBLICATIONS

Energy cfficient slecp scheduling based on moving directions in
target tracking sensor network; Bo Jiang; Kai Han; Ravindran, B,
Hyecnjoong Cho; Paraliel and Distributed Processing, 2008, IPDPS
2008, IEEE International Symposium on; Apr. 14-18, 2008 pp. 1-10;
Digital Object Identifier 10.1109/[PDPS.2008.4536330.*

A seif-organizing hybrid sensor system with distributed data fusion
for intruder tracking and surveillance; Palaniappan, R.; Clarke, T;
Wahid, P.; Behdad, N.; Kincaid, P.; Antennas and Propagation Soci-
ety International Symposium, 2008. AP-S 2008, IEEE; Jul. 5-11,
2008 pp. 1 -4; Digital Object Identifier 10.1109/APS.2008.4619564 *
SVATS: A Sensor-Network-Based Vehicle Anti-Theft System; Hui
Song; Sencun Zhu; Guohong Cao; INFOCOM 2008. The 27th Con-
ference on Computer Communications, IEEE; Apr. 13418, 2008 pp.
2128-2136; Digital QObject Identifier (0. 1{0%/INFOCOM.2008.
279.*

Omega Research and Development, Inc., “GPS 2000”, distributed at
Consumer Electronics Show in Las Vegas, NV, Jan. 2001, pp. 1-4.%
Security Challenges of Location-Aware Mobile Business; Taily, E1;
Stegemann, D.; Lucks, S.; Mobile Commerce and Services, 2003.
WMCS 05, The Second 1EEE International Workshop on; Jul. 19,
2005 pp. 84-95; Digital Object Identifier 10.1109/WMCS.2005.23.%
Motion tracking; no silver bullet, but a respectable arsenal; Welch,
G.; Foxlin, E.,; Computer Graphics and Applications, IEEE vol. 22,
Issue G, Nov.-Dec. 2002 pp. 24-38; Digital Object Identifier 10.1109/
MCG.2002.1046626.*

{.ocalization of ahead vehicles with on-board stereo cameras; Zanin,
M.: Image Analysis and Processing, 2007. ICIAP 2007, 14th Inter-
national Conference on; Sep. 10-14, 2007 pp. 111-116; Digital
Obiject Identifier 10.1109/ICIAP.2007 4362766.*

* cited by examiner

OMEGA EXHIBIT 2037



US 8,032,278 B2

Sheet 1 of 13

Oct. 4, 2011

U.S. Patent

\_ LSS
te

1

NOLLVLS
INTSOLINOW

cm\b

1

I DI
N mmr [ %
D amss _. |
M TDIHIA !
M i "
" oNovEL M
M ma | S
“ IDIHIA m
e e e a
..... 1t

OMEGA EXHIBIT 2037

Page 1369 of 1656



U.S. Patent Oct. 4, 2011 Sheet 2 of 13 US 8,032,278 B2

SAT Tl 0
e
' [ 40 VEHICLE TRACKING Y Q / i
: UNIT POSITION !
% CONTROLLER . o
Y o & |7
s o |
I ™ 1
A MEMORY ) | DRVICE(S. 44 |
) (ELL CONTROL |
V[ TEST ; CHANNEL) !
LT ou — 55 ;
| L/ w L | wmaw | F
| 507 "1 BATIERY ;
| ] m()éﬁ/gﬂ[m REGISTRATION | 36
S]] ooy REMINDER N
! COMPATIBLE] INDICATOR ) .
: - (AUDIBLE/VISUAL) - RN
: [ 27
e 17 | [ Tewmon viicE |8 7
| Dook SWITCH BATTERY VEHICE |
| ACTUATOR 7 | ! CONTROLLER | |
) reMotE | 657 [ STARTER ALARM IND. —— |
| 62 START INTERRUPT {SIREN/HORN) 98 !
N R 1<} O R BVIE J e ]
647 0
63
FI6.2

Page 1370 of 1656 OMEGA EXHIBIT 2037



U.S. Patent

3

35

Page 1371 of 1656

-

Oct. 4, 2011 Sheet 3 of 13 US 8,032,278 B2
2
I _a
MONITORING
STATION
w3
INTERFACE
] 3
INTERNET
INTERFACE
AT
r/

OMEGA EXHIBIT 2037



U.S. Patent Oct. 4, 2011 Sheet 4 0of 13 US 8,032,278 B2

Cow ) 9

ALERT
IJAH ON?

f
GPS 100% Aawfl

N

LOGGING LOCATIO

DEACTIVATE
SLEEP MOBE

GPS 10% ACTIVE

COMPARING TO LAS

LOGGED LOCATION
BEFORE ARMED

YES

3
TRANSMIT ALERT “A”
TURN ON FLAG "A”
]
START -
COMMAND 8
Y

RECORD THIS
Fi6. 4 08D

i

Page 1372 of 1656 OMEGA EXHIBIT 2037



U.S. Pate

nt

Oct. 4, 2011

Sheet S of 13

START

| '

US 8,032,278 B2

NO

FLAG ‘B’
ACTIVATED?
YES

DEACEI}"BAEE FLAG

FINISH

G

&

NG

NO

ALERT “B”
ON?

YES

SLEEP MODE
ACTIVATED

GPS-2000
ARMED?

g

RAY WIR
POLARITY (HANGE}

¢

YES

ACTIVATEDL -~V

=
! op

VEs |

-®

Page 1373 of 1

656

2SEC TIMERYE _—Eps.2000™~_VES
37 EYPIRED mz
v ggum £l
o NO_— MAIN > YES 19 IR “B"100 YES
OWER <412 “B" ACTIVATED? ACTVATE FLAG
G o[ —
ACTIVATE ALERT ADB 1710 SETTIMER
uA» CGUMR ”B” Y
: 3100
‘ !
ATIVATEFLAG TGl SET COURTRR
; TIMER 3" 87100
ACTIVATE FLAG {
o TRAIHIT ALERT
RECORD THIS
RECORD THIS
EVENT FVENT
¢ ] ¥
FiG. 5A

OMEGA EXHIBIT 2037




U.S. Patent Oct. 4, 2011 Sheet 6 of 13 US 8,032,278 B2

32\ o

1 SEC, TIMER
“BB" EXPIRED?

¥ES
ADD 170 RESET COUNTER
COUNTER “8” 8" 102
83
PRE-ACTIVATE
| SEC. TIMER “BB"

'

VOLTAGE SENSIN
IRIGGER2

1

(  FINISH )

FIG. 5B

TURN OFF 25
SEC. TIMER

[

( FNISH )

40 SEC. TIMER
EXPIRED?
YES
2 SEC. TIMER™Y
EXPIRED?
NO

Page 1374 of 1656 OMEGA EXHIBIT 2037



U.S. Patent Oct. 4,2011 Sheet 7 of 13 US 8,032,278 B2

4
( START ) / 8

1
NO /  ALERT
“C"ON?

B
1
o/ ToNITION
oN?
YES
¥
6\ N0
SIGNAL? )
VES
675 SPEED \ O
> (" ~
Vs
ACTIVATE TIMER "¢\ NO
TIMER “C" > 30SEC? )
- ES
L
1
RECORD SEND EMAIL (IF aen \ YES
SPEED PROGRAMMED) IMER ¢
INCLUDING TOP '
SPEED, TOTAL OF )
, L
N0/ EiFRE ) VS DIRECTION
SPLED? -
STOPTIMER °C”
AND SET TIMER
Zay

[

(s ) FIG. 6

Page 1375 of 1656 OMEGA EXHIBIT 2037



U.S. Patent Oct. 4, 2011 Sheet 8 of 13 US 8,032,278 B2

85
(s ) /

i B
N0/ ALERT
" ON? —
YES TURN FLAG
"D OFF
Yes,/ ALERT BY-
PASS ACTIVATED?
o SETTIMER
| ”Dﬂzﬂ
N0/ IGNITION
oN?
VES
SET COUNTER
N0/ SYSTEN 0" =4
DISARMED?
VES
[
TSEC
N/ TiikeR
ACTIVATED?
SEC. TTMER o/ s :
EXIRED? T
YES FLAG #DH
‘ COUNTER \ NO {
N0 /-GRAY WIRE s 57 SETTIMER
DET.POLARITY T =g
CHANGE? _
YES ’ ‘
FAG“D’ \ MO SET COUNTER
COUNTER *D” YES !
RECORD THIS
EVENT
Fi6.7 | S

Page 1376 of 1656 OMEGA EXHIBIT 2037



U.S. Patent

Oct. 4, 2011

Sheet 9 of 13

US 8,032,278 B2

( SwRT )/86

NO/ AL
upw

N
@@NO

]
ERT >
ON?

{3

NO

Page 1377 of 1656

FINISH

YES FLAG “E \VES
NO/ FLAG " ACTIVATED
ACTIVATED?
NO
V&S
NO (d
i) e 0
YES START 10 MIN
1 ney )
s TIMER "€ \ N0 TIMER "F
EXPIRED?
| V&
TURN OFF et
FMG ”2”
[
ACTIVATE ALERT SET TIMER
WARNING “E" g g
i i
RECORD THIS TURM FLAG
EVENT "E" OFF
| I |

FiG.8

OMEGA EXHIBIT 2037




U.S. Patent Oct. 4, 2011 Sheet 10 of 13 US 8,032,278 B2

(k) /97

1

IGNITION \YES

T
NO
3
COUNTER '\ NO
HFJIES? f_
YES
TONIN
{ TiIMER NO
ATED?/
YES
‘ ACTIVATE 10
10MIN. \ jo MIN. TIMER
{ mm )—1
EXPIRED?
YES _
i ACTIVATE ONE
TINER ¥ PIEZO BEEP
; 1 .
RESET COUNTER 1
i TIMERF”
F=g oy \o
TVATE
VES | |
‘ N0/ TIMER “F" ACIVATE
= { EXPIRED? TIMER “F
| Y :
N0/ COUNTER
Y = 3
YES
ADD 170 ACTIVATE
COUNTER “F" ALERT "
o 1
FG. 9

Page 1378 of 1656 OMEGA EXHIBIT 2037



U.S. Patent Oct. 4, 2011 Sheet 11 of 13 US 8,032,278 B2

HO\\ 1?2\

\
TN —fme 1
.| (ONTROLLER DETERA
1
195 WIRELESS
]| MeMoRY = ~§%r;§rggmmnen\
126~ } ~L 113
S (U
. i
K ~__ «——— DOWNLOABING T
~— INPUT/OUTPUT INTRFACE | o
() [: - ’\
123 I 116
\ yd d T“ REMOTE RECEIVER |
- : |
=l

17 |
VEHICLE DATA BUS
r\zz SHURTY RTE K15
Bit) O RO SR | 12

Fig. 10

Page 1379 of 1656 OMEGA EXHIBIT 2037



U.S. Patent Oct. 4, 2011 Sheet 12 of 13 US 8,032,278 B2

/ns
eI
Y DownLosDING
116~ | DOWNLOADING INTERFACE P
\| (WIRELESS) T
DOWNLOADED INTERFACE] | WIRELESS
(ODES AND/OR ~ | RECFIVER
PROGRAMMING aafmmv R
132 FiG. 11
WIRELESS I
oy COMMUNICATION {
"\_| DOWNLOADING HTERFAC DEVICE
(WIRELESS) J’
DOWNLOADED DOWNLOADING
CODES AND/OR = INTEREACE DEVICE
PROGRAMMING \
SE kns'
fIG. 12
8" T DOWNIOADING INTERFACE
DOWNLOADED (WIRED)
INTERFACEL I
(ODES AND/OR ~ CIRCUITRY - DOWKLOADING
PROGRAMMING } 1 HHenc
1 N )
! 32”j ] 33(! ] ] Sn
FiG. 13

Page 1380 of 1656 OMEGA EXHIBIT 2037



U.S. Patent Oct. 4, 2011

Sheet 13 of 13 US 8,032,278 B2

148 148’

150 START /

Q START 10

151 INSTALL THE MULTI-VEHICLE
S COMPATIBLE TRACKING UNTT

ESTABLISH A CONNECTION BETWEEN 1 coy
THE MULTI-VEHICLE COMPATIBLE f

TRACKING UNIT AND THE

DOWNLOADING DEVICE

ESTABLISH A CONNECTION BETWEEN

152~_| THE MULTL.VEHICLE COMPATIBLE
TRACKING UNIT AND THE

DOWNLOADING DEVICE

M
153
| DOWNLOAD ENABLING DATA

y

1 | TERMINATE CONNECTION

Y

15— |  TESTOPERATION

158 r
STOP

FIG. 14

Page 1381 of 1656

/1 53
DOWNLOAD ENABLING DATA

TERMINATE CONNECTION |

I

INSTALL THE MULTI-VEHICLE | 131"
C(OMPATIBLE TRACKING UNIT

TEST OPERATION  [~—__ 155

STOP 5

AG. 15

OMEGA EXHIBIT 2037



US 8,032,278 B2

1
VEHICLE TRACKING UNIT WITH
POWNLOADABLE CODES AND
ASSOCIATED METHODS

RELATED APPLICATIONS

‘The present application is a continvation-in-part of U.5.
patent applicarion Ser. No. 11/076,259 filed Mar. 9, 2005 now
1.8, Pat. No. 7,720,597, which is a continvation of U.8.
patent application Ser. No. 10/383,496 filed Mar. 7, 2003 now
U.S. Pat. No. 7,149,623, which is a continuation of U.S.
patent application Ser. No. 09/859,972 filed on May 17, 2001
now 11.S. Pat. No. 6,606,561 which, in tvrn, was based upon
provisional patent application Ser. Nos. 60/264,811 filed on
Jan. 29, 2001, 60/258,005, filed Dec. 22, 2000; 60/251,552,
fied Dec. 6, 2000; 60/252,125, filed Nov. 20, 2000, 60/236,
890, filed Sep. 29, 2000; 60/246,463, filed Nov. 7, 2000;
60/222,777, filed Aug. 3, 2000; and 60/203,178, filed May 17,
2000, the entire contents of cach of which are incorporated
herein by reference.

FIELD OF THE INVENTION

The present invention relates to the field of vehicle devices,
and, more particularly, to a tracking system for vehicles, and
related methods.

BACKGROUND OF THE INVENTION

Motorvehicles, such as passenger cars, trucks, busses, fleet

vehicles, ete. are widely used and knowing the Jocations of
such vehicles is often desired. For example, should a vehicle
be stolen, it would be beneficial to know the vehicle’s location
so that authorities could be prompily and accurately directed
1o retrieve the vehicle. Indeed, the tracking system could plot
the getaway path of the thief.

For a company with hired drivers, it may be desirable to
know the driver’s whereabouts during the course of the day.
Similarly, a rental car agency or other fleet operator, for
example, may wish to know the whereabouts of its fleet of
vehicles.

It may also be desirable to track the location of a vehicle as
it is used throughout the course of a normal day. For parents
of younger or older drivers, for example, knowledge of the
vehicle’s location may provide some assurance that the driver
is at designated locations and following & prescribed route.

A pumber of patents disclose various systems and
approaches to tracking vehicles. For example, U.S. Pat. No.
5,223,844 discloses a tracking system including a control
center and a mobile unit installed in the vehicle. The mobile
it may send security warnings to the command center via a
wireless transceiver, Position information for the vehicle is
determined using a GPS receiver at the vehicle.

1.S. Pat. No. 5,515,043 discloses a similar system which
may send one or more preprogrammed telephone messages to
a user when away from the vehicle. The user may remotely
access location information or cause certain commands to be
cartied out by entering a personal identification nmmber

PIN).
( The widespread availability and use of the Internet has
prompted a number of vehicle tracking systems to also make
use of the Internet. For example, TelEvoke, Inc. proposed
such a system in combination with Clifford Electronics. The
system was to provide notification, contrel and tracking ser-
vices via the telephone or the Internet. Users could be notified
via phone, e-mail, or pagerofevents suchasacar alarm being
triggered. Users could control the vehicle remote devices via
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phone, web, or PDA such as unlocking car doors. Addition-
ally, users could track TelEvoke-enabled vehicles on the
Internet or via the telephone. An Internet map could be
viewed by the user showing the actual and prior vehicle
Iocations. TelEvoke offered its services via a centralized fully
automated Network Operations Center. To reduce the com-
munications costs, it was proposed to use the control channel
of the cellular telephone network.

There are, of course, 2 number of vehicles which come
from the manufacturer with some form of security system
already installed. In addition, a number of vehicles are also
equipped with aftermarket security systems. Many conven-
tional vehicle tmcking units may not be readily installed in
vehicles, particularly those vehicles already including a
vehicle security system. In addition, complexity of installa-
tion may significantly increase the system costs.

A number of patents disclose various security and control
systems that address data bus interoperability. For example,
U.S. Pat. No. 5,719,551, assigned to Omega Patents, LLC, the
assignee of the present invention, discloses a vehicle security
system for a vehicle inciuding a data bus connecting a plural-
ity of vehicle devices. A signal enabling circuit enables the
alarm controller to operate using a set of desired signals
selected [rom 2 plurality of possible sets for different
vehicles. U.S. Pat. No. 6,011,460, assigned to Omega Patents,
LLE, discloses a similar systemn where the set of desired
signals from the plurality of different sets of signals for dif-
ferent vehicles is obtained, such as by connection and cotm-
mupication with a downloading device. Additionally, U.8.
Pat, No. 6,756,885, also assigned to Omega Patents, LLC,
discloses a multi-vehicle control system whereby a multi-
vehicle compatible controlier stores a set of device codes for
a given vehicle device for a plurality of different vehicles.
Device codes are read from the data communications bus, and
a match between a read device code and the stored device
codes is determined to provide compatibility with different
vehicles.

Unfortunately, such advanced techniques for dealing with
multiple device codes for a vehicle having a data communi-
cations bus have not yet been developed for vehicle tracking
units.

SUMMARY OF THE INVENTION

In view of the foregoing background, it is therefore an
object of the present invention to provide a multi-vehicle
compatible tracking unit which may be wsed to control oper-
able vehicle devices, andfor read information therefrom via
the vehicle data communications bus and related methods.

This and other objects, features, and advantages in accor-
dance with the present invention are provided by a multi-
vehicle compatible tracking unit for a vehicle comprising a
vehicle data bus extending throughout the vehicle. The multi-
vehicle compatible tracking unit may include a vehicke posi-
tion determining device, a wireless communications device,
and a multi-vehicle compaiible controller for cooperating
with the vehicle position determining device and the wireless
communications device to send vehicle position information.
The mulii-vehicle compatible controller may be coupled to
the vehicle data bus for communication thereover with at least
one vehicle device. The at least one vehicle device may use at
least one corresponding vehicle device code from among a
plurality thereof for different vehicles. The tracking unit may
also include a downloading interface for permitting down-
londing of enabling data refated to the at least one correspond-
ing vehicle device code for use by the multi-vehicle compat-
jble controller, Accordingly, the multi-vehicle compatible
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tracking unit may be used to contral operable vehicle devices,
and/or read information therefrom via the vehicle data com-
munications bus.

The downloading interface may comprise either a wired or
wireless signal downloading interface. The wired signal
downloading interface may comprise a connector for tempo-
rary conticction 1o a downloading device, for example. The
wireless signal downloading interface may include a wirefess
receiver for temporary connection to a downloading device.
The wireless signal downloading interface may also be in the
form of a connection to the wireless communications device
used for sending position information. The downloading
interface may also be for permitting downloading of at least
one programming instruction for the multi-vehicle compat-
ible controller, in some embodiments.

The corresponding at least one vehicle code may be for
reading from the at least one vehicle device, and/or for writing
1o the at least one vehicle device. Further, the multi-vehicle
compatible tracking unit may comprise a remote transmitter.
At least one vehicle remote control function responsive 1o the
remote transmitter may be performed by the multi-vehicle
compatible controiler. For example, the at least one vehicle
remote control function may irclude at least one of a vehicle
security function, a remote keyless entry function, and a
remote engine starting function. Also, the wireless position
determining device may comprise a Global Positioning Sys-
tem (GPB) receiver. A tracking unit may also include a com-
mon housing for its various components.

A method aspect is for using a multi-vehicle compatible 3

tracking unit for a vehicle comprising a vehicle data bus
extending throughout the vehicle. The multi-vehicle compat-
ible tracking unit may include a vehicle position determining
device, a wireless communications device, and a multi-ve-
hicle compatible controller for cooperating with the vehicle
position determining device and the wireless communica-
tions device o send vehicle position information. The multi-
vehicle compatible controller may be coupled to the vehicle
data bus for connection thereover with at least one vehicle
device using a1 least one corresponding vehicle device code
from among a plurality of thereof for different vehicles. The
method may inchide downloading the enabling data related to
at least one corresponding vehicle device code for use by the
multi-vehicle compatible controller via a downloading inter-
face.

BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 is a simplified block diagram of a vehicle tracking
system in accordance with the present invention.

FIG. 2 is a more detailed block diagram of the vehicle
tracking unit as shown in FIG. 1.

FIG. 3 is a mote detailed block diagram of the monitoring
station as shown in FIG. 1.

FIG. 4 is a flowchart for operation of the vehicle tracking
system as shown in FIG. 1 illustrating a vehicle stolen alert.

FHGS. 8A-5C are a flowchart for operation of the vehicle
tracking system as shown in FIG. 1 iHlustrating a vehicle
alarm sounding alert.

FIG. 6 i5 a flowchart for operation of the vehicle tracking
systern as shown in FIG. 1 illustrating a vehicle speeding
alert,

FI1G. 7 is a flowchart for operation of the vehicle tracking
system as shown in FIG. 1 illustrating an unauthorized irans-
mitter learned alert.

FIG. 8 is a flowchart for operation of the vehicle tracking
system as shown in FIG. 1 iflustrating a low battery alert.
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FIG. 9 is a flowchart for operation of the vehicle tracking
system as shown in FIG. 1 illustrating a GPS or ecellular unit
failure alert. .

FIG. 10 is a simplified block diagram of a multi-vehicle
compatible tracking unit in accordance with the invention.

FIG. 11 is a more detailed block diagram ofan embodiment
of the downloading interface as shown in FIG. 10.

FIG. 12 is a more defailed block diagram of another
embodiment of a downloading interface as shown in FIG. 10.

FIG. 13 is a more detailed block diagram of yet another
embodiment of the downloading interface as shown in FIG.
10.

FIG. 14 is a flowchart showing a method in accordance
with the invention.

FIG. 15 is a flowchart showing another embodiment of a
method in accordance with the invention.

DETAILED DESCRIPTION OF THE PREFERRED
EMBODIMENTS

The present invention will now be described more fully
hereinafier with reference to the accompanying deawings in
which preferred embodiments of the invention are shown.
This invention may, however, be embodied in many different
forms and should not be construed as limited to the illustrated
embodiments set forth herein. Rather, these embodiments are
provided so that this disclosure will be thorough and com-
plete, and will fully convey the scope of the invention to those
skilled in the art. Like numbers refer to like elements through-
out, and prime notation and multiple prime potation are used
to indicate similar elements in alternate embodiments.

Referring to FIGS. -3, the vehicle tracking system 20 in
accordance with the invention is now initially described. The
vehicle system 20 1llustratively includes a vehicle tracking
unit 25 to be mounted in the vehicie 21 and a monitoring
station 30 which is remote from the vehicle and which is
typically in a fixed location. In the illustrated embodiment,
the vehicle tracking unit 25 interfaces with various vehicle
devices, suchas may include security sensors, door locks, elc.
as wili be appreciated by those skilled in the art.

The vehicle tracking unit 25 is also illustratively connected
to a separate vehicle security system 27 as may already be
installed in the vehicle 21, from the factory or installed as an
aftermarket product, Those of skill in the art will appreciate
that in some embodiments of the vehicle tracking system 20
a separate vehicle security system 27 may not be needed,
and/or various features thereof can be readily incorporated in
the vehicle tracking unit 25.

The monitoring station 30 may typically service a aumber
of subscribers 31, As shown perhaps best in FIG. 3, the
monitoring station 30 may include a user interface, such as
the schematically illustrated telephone network interface 33
and the intemet interface 34 which are schematically coupled
1o a telephone 35, and a computer 36, respectively. Of course
in other embodiments, other interfaces may be used and only
one of the illustrated interfaces may be needed. Those of skill
in the art will also recognize that messages may be sentto a
subscriber or user via preprogrammed voice messages, e-mail
messages, facsimile messages, pager alerts, ete. In addition
commands or instructions from the subscriber can also be
input to the monitoring station 30 via the telephone network
interface 33 andfor the internet interface 34, from the sub-
scribers telephone 35 or computer 36,

The monitoring station 30 is illustratively connected to a
cellular telephone tower 32 which, in turn, may communicate
with the vehicle tracking unit 25 in some emhodiments. Of
course, in other embodiments other communications
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approaches are also contemplated, such as, for example,
including satellite communications.

'The monitoring station 30 may typically include the nec-
essary modems, and other communications electronics, and
compulers for its functions which are described in greater
detail below. The configuration of such components and their
details will be readily apparent to those skilled in the art.
Accordingly, no further discussion of these details is needed.

Referring now more specifically to FIG. 2, additional
details of the vehicle tracking unit 25 and devices at the
vehicle are now further described. The vehicle tracking unit
25 iltustratively includes a controller 40, a vehicle position
determining device 42, and a wireless communications
device 44 connected together. The vehicle position determin-
ing device 42 may be provided by a GPS receiver, for
example. The GPS receiver typically operates by receiving
multiple signals from spaced apart satellites 38 as will be
appreciated by those skilled in the art.

In other embodiments, the vehicle position determining
device 42 may be provided based upon communications with
the cellular telephone network, or based upon other satellite
transmissions, for example. As a particular example, time of
arrival techniques are available based upon multiple reception
paths to determine position via the celhular telephone network
as will be appreciated by those skilled in the art. The vehicie
position determining device 42 also illustratively includes an
indicator 43 associated therewith, such as for indicating an
operating mode, or proper operation of the device as will be
addressed in greater detail below.

The wireless communications device 44 may be provided
by a cellular telephone transceiver configured to operateon a
control channel of the cellular network. Such a contrel chan-
nel may provide nearly universal coverage for the tracking
system 20 as will be appreciated by those skilled in the art. In
addition, the control channel may offer relatively inexpensive
communications between the monitoring station 30 and the
vehicle tracking unit 25 as will be appreciated by those skilled
in the art. The wireless communications device 44 also illus-
tratively includes an optional status indicator 45 with a simi-
lar function as the indicator 43 for the vehicle position deter-
mining device.

The wireless communications device 44 in other embodi-
rments, may transmit in the voiceband of the cellular network.
Alternately, the wircless communications device may com-
municate over other networks, such as over satellite, or via
wireless internet services, as will be appreciated by those
skilled in the art,

The controller 40 illustratively includes a central process-
ing unit (CPU) $0 or other logic circuitry which is connected
to a clock signal generator 51 and a memory 52. In other
embodiments, the memory 52 may be an embedded memory
in the CPU 56. The controller 40 also includes schematically
iHustrated input/oulput circuiiry 53 o interface with various
vehicle devices. In particular the input/output circuitry 53
may provide dual polarity compatibility for one or more
imputs or outputs as will be described in greater detail below.
One or more of the terminals of the input/output circuitry 53
may also provide both input and output fenctions as will also
be described in greater detail below. This may significantly
simplify and aceelerate installation of the vehicle tracking
unit 25 in the vehicle 21.

Also illustratively shown as part of the vehicle tracking unit
25 are a back-up battery 54, and switch 55 connected thereto
for selectively powering certain of the components based
upon the controller 40. Of course, the vehicle 21 also includes
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an electrical system inclading the vehicle battery 61. Power-
ing of the vehicletracking unit 25 is described in greater detail
below.

The vehicle 21 also includes a number of other components
that may relate o vehicle tracking, security, and/or conve-
nience features provided by the vehicle tracking system 28.
For example, the vehicle 21 may include one or more door
Jjock actuators 62, an opiional remote starting device 63, 2
starter interrupt device 66 and an alarm indicator 67. For
example, the alarm indicator may be provided by a vehicle
horn or vehicle siren, and/or flashing of the lights.

The optional separate security system 27 illustratively
includes a vehicle security controller 28 and a receiver 29
connecied thereto. As is conventional, the vehicle security
system 27 may be switched between armed and disarmed
modes, for example, by one or more uniquely coded remote
transmitters 60. The vehicle security controller 28 may also
be capable of learning 2 new uniquely coded remote trans-
mitter 60 as will be appreciated by those skilled in the art. The
vehicle security controller 28 also illustratively is connected
to the starter interrupt device 66 and the alarm indicator 67.

For ease of explanation, a number of the features of the
vehicle tracking system 20 are now described. The vehicle
tracking system 20 includes a number of features that may
simplify installation and maintenance. Forexample, as shown
in FIG. 2, the vehicle tracking unit 25 may have a test switch
71 connected to the controller 40.

In normal operation, the controller 40 may be called upon
to operate at least one vehicledevice. Of course, the controfler
40 also cooperates with the wireless communications device
44 and the vehicle position determining device 42 to deter-
mine and send vehicle position information to the monitoring
station 30. Moreover, the controller 40 may be switchable to
a test mode for test operation of the at Jeast one vehicle device
responsive to activation of the test switch 71.

In some embodiments, the at least one vehicle device may
be a plurality of vehicle devices that are tested by operation in
scquence. For example, the at least one vehicle device may
comprise at least one door lock actuator 62. The at least one
vehicle device may also comprise the starter interrupt device
66, or the engine remote starter 63 if remote starting is an
implemented feature. The at least one vehicle device whichis
tested, may also be the alarm indicator 67. Accordingly, an
installer, for example, can quickly check that the tracking unit
has been properly instatled,

To further provide for ready determination of proper opera-
tion of the vehicle tracking unit 28, one or both of the position
determining and wireless communications devices 42, 44
may include associated indicators 43, 45 as mentioned briefly
above, and which provide an indication relating to proper
operation. Bach indicator 43, 45 may indicate a mode of
operation of the device, its proper operation, or a partial or
complete failure of the device,

Another aspect of the invention is that the controller 40
may provide a selectable polarity for the at least one vehicie
device based upon sensing thereof. Accordingly, a predeter-
mined activation of the test switch 71 may cause the controller
40 to sense and select the proper polarty. Pressing the test
switch 71 for a predetermined time or in a predetermined
paitern may sense and sef the polarity.

Arnother feature of the vehicle tracking unit 25 and vehicle
tracking system 20 relates to conservation of the pumber of
codes or messages that need to be sent to the vehicle tracking
umit. In particular, the controller 40 may have a plurality of
different controler states and respond differently to a same
message from the monitoring station 30 at different times
depending upon the controller state at a given time. Accord-
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ingly, a number of codes or messages used by the system can
be conserved. Various messages are described in greater
detail below.

A controller state may change based upon several different
occwrences orevents. For example the controller may change
states in response to a change in at least one vehicle device, or
based upon & message received by the wireless communica-
tions device 44 from the monitoring station 30, and/or based
upon elapsed lime. The controller states, for example, may
include an alert sent state based upor an alert message being
sent from the wireless communications device 44, Thereafier,
receipt of a predetermined message by the wireless commu-
nications device 44 when the controler 40 is in the alert sent
state may confirm receipt of the alert message by the moni-
toring station.

Receipt of the predetermined message by the wireless
communications device 44 when the controller 40 is in
another state different than the alert sent state may thus cause
a different response by the controtler. The alert sent state may
comprise at least one of a vehicle stolen alert sent state, a
vehicle alarm sounding alert sent state, a vehicle speeding
alert sent state, an unauthorized remote transmitter alert sent
siate, a low vehicle battery alert sent state, and a device
malfunction alert sent state. The various alert messages and
confinnation thereof are described in greater detail below,

The code or message conservation aspects of the vehicle
tracking system 20 also permit sending a sequenceofcodes or
messages within a predetermined time to also cause a differ-
ent response at the vehicle tracking unit 25. In other words,
the plurality of controlter states may comprise 2 received first
message state based upon a first message being received by
the wireless communications device 44 from the monitoring
station 30, Receipt of a second message by the wireless com-
munications device 44 when the cootrofler 40 is in the
received first message state, such as within a predetermined
time window, for example, may thus cause a different
response by the controfler than does receipt of the second
message when the controller is in another state than the
received first message state.

The plurality of controller states may comprise a vehicle
finder state sounding an audible signal via the alamm indicator
67 at the vehicle 21. In this state the controfler 40 would
bypass sending a vehicle alarm sounding alert to the moni-
toring station 34.

Another aspect of the vebicle tracking system 20 is the
provision of certain power conservation and management
techniques, such as to permit extended perfods where the
vehicle 21 is rot in operation. During such extended periods,
the vehicle battery 61 provides power to the vehicle tracking
unit 25 as well as other vebicle devices. Accordingly, the
voltage of the vehicle battery 61 drops over tite. The vehicle
tracking unit 25 may providea significant drain on the vehicle
battery 61 because of the power consumed by the wireless
communications device 44 during transmission as will be
appreciated by those skilled in the art.

The vehicle position determining device 42, the wireless
communications device 44 and the controller 40 may be
considered as defining a power load of the vehicle tracking
unit 25, The controller 40 may operate the schematically
iHlustrated power switch 55 to isolate the back-up battery 54
from the power load as a voltage of the vehicle battery 61
drops until reaching a threshold. After or below the threshold
the controller 40 may cause the back-up battery 54 to selec-
tively power only a first portion of the power load while a
second portion of the power foad remains powered by the
vehicle battery.
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For example, the wireless communications device 44 may
have a higher operating voltage than the vehicle position
determining device 42. The first portion of the power laad that
is selectively powered despite the low vehicle battery voltage
may thus be the wireless communications device 44. In par-
ticular, the wireless communications device 44 may be pow-
ered for transmission. Accordingly, the back-up battery 54
can be saved for limited communication using the higher
voltage wireless communications device 44. This provides
useful features even after an extended period during which
the vehicle 21 is left unattended and the vehicle battery 61
gradually discharges.

To further conserve power, the controlier 46 may reduce
operation of the power load as vehicle battery voltage falls.
Conversely, the controller 40 may restore operation of the
power Joad based upon the voltage of the vehicle battery 61
rising again, such as upon being recharged.

Also relating to power consumption, the controller 46 fur-
ther causes transmission of a low vehicle battery voltage slert
1o the monitoring station 30 based upon the voltage of the
vehicle battery 61 falling below the threshold. The user or
subscriber may cause the monitoring station 30 to issue a
remote start command. The controlier 40 may then generate a
remote start owtput o the remote start device 63 to thereby
start the engine and recharge the vehicle battery.

Another feature of the vehicle tracking system 20 is that the
vehicle tracking unit 25 may be readily installed and con-
nected 1o a vehicle 21, such as in (he illustrated embodiment
where the vehicle includes a starter interrupt device 66 and a
separate vehicle security controller 28. More particularly, the
controller 48 may switch between an armed mode and a
disarmed mode based upon operation of the engine starter
interrupt device 66. The controller 40 when in the armed
mode may cooperate with the wireless comumupications
device 44 to send an alert message ta the monitoring station
30 and including vehicle position information, for example,
based upon the vehicle position determining device 42. The
controller 40 is also for sclectively operating the engine
starter interrupt device 66 10 provide additional security fea-
tures.

In one advantageous embodiment, the controller 40 pref-
erably comprises a combination input and output terminal for
connection to the engine starter interrupt device. This termi-
nal is at the input/output circuitry 53 and is schematically
ilustrated by reference numeral 72. The controller 46 may
switch fo the amned mode when in the disarmed mode and
based upon the engine starter interrupt device 66 heing oper-
ated to disable engine starting. Conversely, the controller 40
may switch to the disarmed mode based upon the engine
starter interrupt device 66 being operated to enable engine
starting. In other words, the vehicle fracking unit 25 can
piggyback its arming and disarming off the existing vehicle
security system 27, for example.

The controller 40 may also selectively operate the engine
starter interrupt device 66 based upon a cormmand message
from the monitoring station 30. The controller 40 may selec-
tively operate the engine starter interrupt device 66 based
upon a command message from the monitoring station 30.
Alternately, or in addition thereto, the controller 40 may
selectively operate the epgine starter interrupt device 66
based upon the ignition switch 65.

The foHowing descriptive portions relate to various user or
subscriber notifications and features provided by the vehicle
tracking systern 20. Of course, the controlier 40 preferably
caoperates with the wireless communications device 44 to
send an alert message, The monitoring station 30 may com-
prise a user interface, such as one or both of the telephone
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network or internet interfaces 33, 34, respectively (FIG. 3),
for generating a sequence of alert message notifications based
upon receiving the alert message sent from the vehicle track-
ing unit 25. More particularly, the monitoring station inter-
face permits canceling any remaining alert message notifica-
tion based upon a cancellation command respanse from a user
or subscriber having already received the alert message noti-
fication. The user may send the cancellation response via the
telephone 35 or computer 36 (FIG. 3), for example. Thus, if
the user may be reached at different telephone numbers or
different users are desirably notified of the alert, this aspect of
the vehicle tracking system 20 can make the notifications
efficiently and without making unnecessary notifications.

The vehicle tracking system 20 may provide any of a num-
ber of very nsefutl alerts, as discussed herein. For example, the
alert message sent from the vehicle tracking unit may com-
prise at least one of a vehicle stolen alert message, and a
vehicle alarm sounding alert message. The alert message may
be one of a vehicle speeding alert message, and a vehicle
acceleration alert message. In addition, the alert message may
comprise an unsuthorized remote transmitter alert message.
Also, the alert message may be at least one of a low vehicle
battery alert message, and a device malfunction alert mes-
sage.

The speeding alert may be based upon exceeding a speed
threshold for greater than a certain time, which may be vser
selectable. The acceleration alert may also be useful as suchis
also indicative of aggressive driving along with the speeding
alert. The unauthorized remote transmitter alert increases
overall security since a user will be notified ifa would-be thief
leamns an unauthorized transmitter to operate the controller.
These alerts are described in greater detail below.

‘The vehicle tracking system 20 may be implemented as a
service to a subscriber. In other words, the subscriber pays a
monthly fee for the service. Accordingly, it may be important
to encourage a user to register. Similar subscriber or registra-
tions systems in the past have suffered revenue losses since
some users would wail to activate the system until the vehicle
was stolen. In other words, the user would only subscribe or
register and pay a single month’s fee.

1n sccordance with this aspect of the vehicle tracking sys-
tern 20 prompt user registration is encovraged. In particular,
the vehicle tracking unit 25 may include the user registration
reminder indicator 56 and the controfler 40 may be switch-
able from an unregistered mode to a registered mode. In the
registered mode, the controller 40 may cooperate with the
wireless communications device 44 and the vehicle position
determining device 42 to determine and send vehicle position
information to the monitoting station 30, In the unregistered
mode, the controller 40 may activate the user registration
reminder indicator 56 to encourage registration by the user.

The controller 40 may be switchable to the registered mode
based upon an activation message from the monitoring station
30. For example, when the registration payment has been
received, the monitoring stafion can send cne or more mes-
sages to the vehicle racking unit 25 to stop activation of the
registration reminder indicator 56. The indicator 56 may be
audible, visual or both. For example, the registration
reminder indicator 56 could be a beeping sound generated by
a small piezoelectric transducer every ten minutes or so when
the iggrition 65 is on.

In other words, the user registration reminder indicator 56
may provide a minor but irritating annoyance to the user to
encourage registration. Upon successfully registering, the
annoyance is abated. Accordingly, a relatively straightfor-
ward approach is provided to encourage user registration.
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Along these lines, the controller 40 when in the unregis-
tered mode may have reduced features compared to the reg-
istered mode. For example, the controller 40 when in the
unregistered mode may be resiricted or limited in sending
messages with the wireless communications device 44.
Accordingly, usage of the wireless communications network
may be reduced. Transmissions from the vehicle tracking unit
25 may also be beneficially suppressed during original instal-
lation, for example.

Returning again to features of the vehicle tracking unit 25
which facilitate installation, the controller 40 may send an
alarm indication alert responsive to a continuous activation of
the alarm indicator 67 for greater than a predetermined time.
Alternately, or in addition thereto, the contraller 40 may send
an alarm indication alert responsive to a repetitive pattern of
alarm indicator 67 activations. In other words, the controller
may be configured to distinguish between normal operation
of a vehicle hom by the driver, and activation of the hom by
the security system 27. As mentioned above, the controtler 48
may also monitor signals of at least one of a first and second
polarity. The controller 40 thus advantageously piggybacks
off the alarm indication penerated by the vehicle security
systemt 27 to determine and send a vehicle alarm sounding
alert to the monitoring station 30.

In one variation, the consroller 40 may monitor signals
delivered directly to the vehicle alarm indicator by the vehicle
securily controlier 28. In another variation, the controller 4¢
meonitors signals of voltage dips of the vehicle battery 61.
Circuitry is conventionally and readily available for both such
functions, as wilt be readily appreciated by those skilled in the
art.

The controller 40 may also include a dual polarity compat-
ible cutput in the input/output circuitry 53 for a vehicle
device, such as the vehicle alarm indicator 67. The controller
40 may further monitor signals relating to activation of the
vehicle alarm indicator 67 and send an alarm indication alert
with position information from the vehicle position determin-
ing device and using the wireless communication device,

Tor the dual polarity output compatibility, the controller 40
may generate a first polarity output pulse followed by a sec-
ond polarity output pulse. The controller 40 may also gener-
ate a repeating pattern of a first polarity output pulse followed
by a second polarity output pulse on the dual polarity com-
patible output. In yet other embodiments, the controller 40
may sense an actual polarity of the device and thereafter use
the actual polarity for the dual polarity compatible output.

Where the vehicle device is a vehicle hom, the controller
40 may typically be configured to generate a negative polarity
output on the dual polarity compatible output. Conversely,
wherein the vehicle device is a vehicle alarm indicator siren,
the controller 40 may be configured to generate a positive
polarity output on the dual polarity compatible cutput.

Another aspect of the vehicle tracking system 20 relates to
conserving memory space and/or reducing transmission time
over the communications network. In accordance with this
advantageous feature, the controller 40 may determine the
vehicle position information including a vehicle location and
an associated stationary period for each ocenrrence of the
vehicle remaining stationary for greater than a predetermined
peried. In one embodiment, the controller 40 may cooperate
with the wircless transmission device 44 to send the vehicle
position information to the monitoring station based upon
each occurrence of the vehicle remaining stationary for
greater than the predetermined period. In this embodiment,
the monitoring station 38 may associate a time with each
oceurrence of the vehicle remaining stationary for greater
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than the predetermined period. In other words, the monitoring

station 30 may time stamp the received information.

In another embodiment, the controller 40 cooperates with
the wireless transmission device 44 to send the vehicle posi-
tion information to the monitoring station 30 for a plurality of
occurrences of the vehicle remaining stationary for greater
than the predetermined period. In this embodiment, the con-
troller 40 may associate a time with each occurrence of the
vehicle remaining stationary for greater than the predeter-
mined period. In other words, the controller time stamps the
position and stationary period information.

As an example, the predetermined time which determines
whether the vehicle 21 is stationary apd the position should be
determined, may be less than about three minutes. This time
may filter out vehicle stops in normal traflic, but which will
keep track of stops where the driver likely leaves the vehicle
21. Accordingly, only the important information necessary to
track the vehicle need be stored and/or transmitted thereby
reducing the system costs, If the vehicle 21 is stationary
overnight, for example, unnecessary position information
need not be determined, stored, and/or transmiited to the
monitoring station 30.

The centroller 46 may comprise the memory 52 for sioring
the vehicle position information therein. In one configuration,
the controller 48 downloads the vehicle position information
from the memory 52 to the monitoring station 30 based upon
a predetermined schedule. In another configuration, the con-
trofler 40 downloads the vehicle position information from
the memory 52 to the monitoring station 30 based upon a
predetermined event. In yet another configuration, the con-
troller 40 downloads the vehicle position information from
the memory 52 to the monitoring station 30 based upon a
predetermined percentage of memory usage.

Having pow described certain general features and advan-
tages of the vehicle tracking system 20, this description now
trns to additional specific details which are provided as
examples. In particular, vehicle tracking sysiem 20 prelerably
implements one or more of the following features:

a. Detects the vehicle being stolen and transmits a signal to
the monitoring station to contact up to 3 people, for
example, predetermined by the user, of theft of the
vehicle and then starts tracking the vehicle. The contact
may be by one or more of the following: an e-mail
message, a pager alert, a cellular telephone call, or other
telephone call,

Detects an optional vehicle security or alarm system

activation and transmits a signal to the monitoring sta-

tion to contact up to 3 predetermined people to inform
them the vehicle’s alarm is being activated.

c. Detects an optional vehicle alarm system’s remote
PANIC activation and transmits a signal to the monitor-
ing station to comtact up to 3 predetermined people to
inform them of the vehicle's PANIC being activated.

d. Detects a vehicle being programmed to operate from an
unauthorized remote transmitter, key transponder, other
transponder, or other device that has a unique coding,
and the vehicle unit transmits a signal to the monitoring
station to contact up to 3 predetermined people to inform
them of this occurrence. The system can also make svail-
able information relating to a number of such coded
devices, or a change therein, or when a change occurred,
A message can be sent to the user or the infonmation can
be available to the user on the wehsite. The vehicle
would be equipped with a security systern as disclosed in
U.S. Pat. No. 5,654,688, for example, which determines

Page 1387 of 1656

5

20

25

30

35

45

3%

60

12

an unauthorized transmitter and provides an alert fea-
ture. This patent is incorporated herein in its entirety by
reference.

e. Detects the vehicle traveling over a predetermined speed,
such as for a predetermined time, and transmits a signal
to the monitoring station to send a message, such as an
e-mail informing the user (and/or others) of this occur-
rence. Of course, the message could also be sent viaa
telephone call or page, should additional urgency be
required. The vehicle’s predetermined maximum speed
limit and duration thereof can be selected by the user,

f. Detects a low battery voltage such as for a predetermined
time and transmits a signal to the monitoring station to
coatact up to 3 predetermined people to inform them of
vehicle’s low battery voltage, This is especially advan-
tageous during winter so that the vehicle could be
started, for example, to prevent a problem before it hap-
pens. The time setting is preferably selectable by the
user.

g. Detects the vehicle not moving for a predetermined time
and transmits a signal to the monitoring station to send,
for example, a nightly e-mail informing the user of all
the vehicle’s focation and stationary time occurrences,
The stationary time length is also selectable. This may
be advantageous to encourage patrolling personnel not
to remain for a long time in a same location,

h. The vehicle unit preferably includes a back-up battery
system making it more reliable,

The vehicle unit may be relatively inexpensive. In addition,
the monitoring fee that includes sending up to 60 e-mails and
making up to 6 phone calls per month, may also be relatively
low, The relatively low monitoring fee is based, at least in
part, on the current relatively low rates charged for use of the
control channel of the cellular telephone network. It is also
noted that access to the control channel provides caverage for
almost the entire U.S., for example.

The vser or subscriber also preferably has access to an
Internet site that will display a map and silently contact the
vehicle to acquire ifs current location, speed, direction of
travel, and previous maltiple locations with speeds, for
example, the user’s personal identification number (PIN) can
be quickly activated by a telephone call. No additional instal-
lation may be required.

Certain annual pre-pay package arrangements may be
available. For example, up to 10 access entries per month can
be provided on a low monthly bifling. Up to 30 access entries
could be provided also for a relatively low monthly fee.

The present invention provides a number of other signifi-
cant advantages including optional access from any phore or
from any computer to access the monitoring station internet
site. The user may control various vehicle functions remotely
via the telephone or the internet site. The ouly charge may be
for additional equipment and installation,

Additional features can also be included with the system
and subscribed to by the user in accordance with the inven-
tion. For example, these include Hijack, Car Finding, Unlock
Doors and Unauthorized Transmitter Alert Features. The
equipment and installation is refatively inexpensive. For the
hijack feature: from any phone or computer, the user may
activate vehicle starter interrupt and sound the horn untif the
vehicle is retrieved (Command 4).

For the Car Finding feature: from any phone or compuiter,
the user may activate the vehicle’s horn, or siren and sound
same for 30 seconds. This allows the user to find his vehicle in
a crowded parking lot {Command 5).

For the Lock/Unlock vehicle doors feature; from any
phone or computer a predetermined command (Command 7)
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activates unlocking of vehicle doors to retrieve keys, for
example, that may have been accidentally locked inside the
vehicle. Of course, the system can also be used to lock vehicle
doors if this was forgotten (Coramand 6). The unauthorized
transmitter alert feature is similarly selected as described
above.

In addition, a remote vehicle start feature may also be
provided, such as to start the vehicle’s engine to heat or cool
the vehicle prior (o entry. The equipment and instailation for
remote starting may be relatively low. Some further details of
a specific embodiment of the vehicle tracking unit 25 are
provided below as relating to use of red and green LED
indicators as may be coupled to the controtler 40 and operated
thereby. Also various represcntative wires, designated by
color, are provided as an example embodiment.

The red LED verifies the GPS receiving signal. With a
yellow wire having positive 12 volts, the red LED blinking
indicates searching GPS location, constant indicates found
location, and off indicates no GPS signal found. With the
yellow wire not having positive 12 volts, if the red LED is off,
the LED is not functioning.

The green LED verifies receiving the cell tower sipnal.
With the yellow wire having positive 12 volts, blinking indi-
cates the cell control channel signal is detected, constant
indicates sending a micro burst signal (LED stays on 5 sec-
onds after each transmission), and off indicates no cell tower
signal received. With the yellow wire not having positive 12
volts, off indicates the green LED is not functioning.

An example of representative DIP switch feature selection
is as follows. A first switch may be used for adding the orange
wire for controlling arm/disarming of the system. When on,
the orange wire controls arm/disarm as follows: to arm, the
orange wire is grounded and the yellow wire does nothave 12
volts positive. To disarm, the orange wire is not grounded.
When the first switch is off, then only the yellow wire controls
arm/disarm as follows: to arm, the yellow wire is without 12
volts positive, and 30 seconds after continued arm mode then
the orange wire activales a constant 500 ma grounded cutput
to operate an external starter interrupt relay until the systesm is
disarmed. To disarm, the yellow wire is connected to 12 voits
positive.

A main 5-pin plug may be provided on the vehicle unit and
connected as follows:

a. The Red Wire is connected to the 12 vde power. An alert
warning, “E” is given if the system is armed and the
battery voltage becomes lower than 11 valis for Jonger
than £# minutes. This alert feature “E" will not operate
again until the voltage is above 12 volts to re-set this
feature.

b. The black wire is connected to ground.

¢. The yellow wire is connected to the ignition 12 volts so
that if the key is on, 12 volts is supplied thereto and if the
key is off, the yellow wire is connected to ground. Fur-
ther: if the system is in an armned mode and the Lat/Long
changes, then Alert “A” is given. If the system is dis-
armed and within 2.5 seconds after the yellow wire
receives 12 volts and the gray wire detects 3 or more
positive pulses the system activates Alert "D, If the first
DIP switch is in the off position then: if 12 volts is on
yellow wire, the system js disarmed and the orange wire
discontinues from the 500 me ground, and if the yellow
wire sees ground or neutral, then the system is armed and
30 seconds after the continued arm mode the orange
wire activates 2 constant 500 ma grounded output to
operate an external starter interrupt relay until the sys-
tem is disarmed.
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d. The gray wire is for input and output, and can be con-
nected to an alarm siren or homn positive terminal. In
addition:

i. With the system armed and if the gray wire detects +12

v pulsing onfoff or on constant for more than 10
seconds from an alarm siren or horn honking activa-
tion, then alert warning “T™" alarm activation is given.
ti. With system disarmed and if the gray wire detects +12
v pulsing or/ofl or on constan! for more than 10
seconds from an alarm siren or hern honking activa-
tion, then alert warning “C” panic activation is given.
iii. With system disarmed and if the Gray wire detects 3
or more 12 volt pasitive pulses within 2.5 seconds of
yeHow wire receiving +12 v and the gray wire by-pass
not being activated, then alert warning “[>” is given.

iv. The gray wire bypass operates as follows:

1. After alert warning “B” bypass all future alert “B”
signals until system is disarmed.

2. After alert warning “C” bypass all future alert “C”
signals until system is armed.

3. After alert warning “D” bypass all futare alert “D”
signals until no 12 volt pulses are detected on the
gray wire within 3 seconds of the yellow wire hav-
ing 12 volts.

. With the system: armed or disarmed. The Output:
Internal +12 v, } amp transistor with pulses 1 second
onand 1 seconds off to aclivate siren or honk car horn
or flashing light relay.

1. Non-stop activation from {Command “47)

2. 30-second activation from (Command “5°7)

vi. Tum off the zbove alert “A” from {Command *1").

1. The orange wire is for the starter imterrupt and army/

disarm system, and operates as follows:
i. i first DIP switch is in the:

1. On position and: the orange wire has 12 volts or
peutral, the system switches to the disarmed mode;
the oramge wire is grounded, then the system is
switched to the armed mode; and the starter inter-
rupt cutput will not automatically operate. It can
only be activated from “Command 4”

2. Off position and the orange wire does not effect the
arming or disarming of the system; 30 seconds afier
system arms the orange wire will automatically
activate constant 500 ma ground until the system is
disarmed. And from “command #4”, Connect 1o
Starter interrupt relay output.

ii. Command 4 activates Orange wire to have 500 ma.
negative until Command 1 is received.

iit. After alert warning “B” is activated the first time it is
thereafier bypassed while the orange wire remains
grounded. Alert warning “B” is re-sel (o operate again

3 seconds afier orange wire becomes ungrounded,

The vehicle unit may alse inciude a Door Lock Plug con-
figured as follows, for example. A green wire provides a 230
ma, negative 1 second pulse for Lock Doors. (Command6™).
A red wire provides a constant 12 v output from the red power
wire. A blue wire provides a 250 ma., negative 1 second pulse
for Unlock Doors {Command “7"). A pink wire provides a
250 ma., negative 1 second pulse for remote Car Starter
(Comrnand 2"}

An installation test button may also be provided to work as
follows. Pressing the button activates the orange wire for
10-seconds (starter interrupt), with these circuits in sequence.
First, it activates the gray wire for 1-second ({siren/horn).
After the first stops, it activates the green wire for 1 second to
Iock the doors. After the second stops, it activates the blue
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wire for 1 second to unlock the doors. After the third stops, it
activates the pink wire for 1 second to activate an optional
item,

Representative wamning alerts are as follows:

a. Alert Waming “A” {FIG. 4): Automatic activation of
“Command 8" and the vehicle unit contacts monitoring
station to instantly call 3 phone numbers with the mes-
sage “Your vehicle is stolen please confirm then call 911
to advise police of website and your pin # so police can
locate the vehicle™. This is detected with the system
armed and the GPS indicating movement. Bypasses afl
firture alert waming “A" signals until the system is re-
armed.

b. Alert Warning “B” (FIGS. 5A-8C): the vehicle unit con-
tacts the monitoring station to instantly call 3 phone
numbers with the following message “Vehicle alarm
activated please confirm™, This is with the system armed
and detecting gray wire having 12 volts pulsing or on
constant for longer than 10-seconds. After alert waming
“B™ is activated the first time, it is thereafter bypassed
while the orange wire remains grounded. Alert warning
“B' is re-set to operate again 3 seconds after orange wire
becomes ungrounded.

¢. Alert Warning “C” (F1G. 6): the vehicle unit contacts the
moritoring station to instantly send e-mail message
‘“vehicle was traveling faster than your preset amount of
“HHP and time limit of “/H seconds. Indicates the
vehicle speed and location that the speeding started and
how long speeding acerued” (Detected from GPS). This
aspect is further understood with reference to the
enclosed flowchart 84 of FIG. 6.

d. Alert Waming “T0"" (FIG. 7): the vehicle unit contacts the
monitoring station to instantly call 3 phone numbers
with the message “Unauthorized remote transmitter was
just programmed to operate your vehicle.” This is with
the system disarmed and the Gray wire detecting three or
more 12 volt pulses within 2.5 seconds of the yellow
wire having seen 12 volts positive, All future alerts “D”
are bypassed until no 12 volt pulses are detected on the
gray wire within 3 seconds of the yellow wire seeing 12
volts. This aspect is further understood with reference to
the enclosed flowchart 85 of FIG. 7.

e. Alert Warning “E” (FIG. 8): the vehicle unit contacts the
monitoring station to instantly call 3 phone numbers
with the message “Vehicle has low batiery voltage and
system has changed to low voltage mode™. This is with
the system armed and detecting the red wire with lower
than 11 volts for ## minutes. All future alerts “E” are
bypassed until, first, more than 13.5 volts are detected on
the red wire and, second, after the yellow wire stops
having positive voltage the red wire then must detect
more than 12 volts,

The following are representative commands for use in the

systen:

Command 1: Reset all circuits and system remains asleep
until the ignition key is turned on. Resets the triggered mode
and uait is asleep to prevent power drain on vehicle battery.

Command 2: (Accessory activation) monitoring station
Command to the system to activate Pink wire to pulse 250 ma
negative for 1 second.

Command 3: (Vehicle Location) website to indicate
present location and past events in memoary.

Command 4: (Hijack or Stolen) monitoring station Com-
mand to vehicle system to activate:

iv. Gray wire to pulse I sec on/1 sec off with 1 amp positive

output and which continees until receive command # 1.
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v. Orange wire to have 500 ma ground and which continues
until receive command # 1.

Command 5: (Car Find) monitoring station Command o
system activating Gray wire for 30 seconds pulsing 1 sec on/1
sec off with | amp positive outpat.

Command 6: (L.ock Doors) monitoring station Command
to system activating Green wire to pulse 1 second with 250ma
negative,

Command 7: (Unlock Doors) monitoring station Com-
mand to system to activate Blue wire to pulse ! second with
250 ma nepative.

Command 8: (Start Constant Vehicle Tracking) sends pre-
vious 2 events in memory and then every 120 seconds get
update of location information sent to the Web site.

The system is also operable in a battery saver mode which
aperales as follows:

i. With the ignition key off, if the battery voltage drops
below 11.53 volts for more than 5 seconds, the GPS
verification wakes up to look:

ii. Once instantly.

iii, Once in 1 hour if at the same location.

iv. Onee in 6 hours if at the same location.

v. Onee in 12 hours if at the same Iocation.

vi. Once every 24 hours if at the same location.

vii. Activate alert “E” when the battery saver mode is
activated, and bypass sending all future Alert “E” until
the battery voltage goes above 13 volts for 10 minutes o
resei this feature.

Another aspect of the invention relates to awtomatic vehicle
alert e-mails sent containing some or all of the previous
system events. This sending can be triggered as follows:

a. At a user selected predetermined time ## (01-24) of each

day, or

b. Ata predetermined memory fill level, such as full or near
full.

In addition, each system event may contain one or more of

the following:

a, Vehicle Location

b. Vehicle total time at location

c. Time of day

d. Mph traveling

e. Total time traveling above MPH

f. Direction traveling,

g Delia

h. Special Alert messages, if any, including:

i. GPS signal not received for longer than 5 minutes.

ii} Traveling above ###MPH for ## minutes.

iii} Vehicle is stolen.

iv) Alarm activated.

v) Unauthorized retnote transmitter alert,

vi} Battery saver mode activated

vii} Command 1: Reset all circuits and system remains
asleep until the ignition key is furned on.

viii) Command 2: (Accessory activation)

ix) Command 3: (Vehicle Location was retrieved)

x} Command 4: (Hijack or Stolen mode activated)

xi) Command 5: (Car Find mode activated)

xii) Command 6: (Locked Doors)

xiii) Command 7: (Unlocked Doors)

%iv) Command 8: (Started 2-second incremental Vehicle
Tracking)

Another feature of the invention relates to the selectable
threshold conditions causing an event to be recorded into the
memory of the vehicle unit. For example, this may include:
while the yellow wire has 12 volis, record events every “77”
default 15 minutes time if the GPS location has changed, If
the GPS location is the same then only update stationary total
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time. Ifthe GPS antenna is not receiving any signal then enter
last known GPS location and with an indication that this was
the last known GPS location before the GPS signal stopped,
how long no GPS signal was received, and the GPS location
in the on-hold file, when the vehicle is traveling above ###
MPH for #f-minutes,

‘The monitaring station may also provide a number of auto-
mated phone calls as described above. These may include:

The user's vehicle has issued a stolen alert:

If vehicle is stolen, after receiving the phone message the
user then calls 911 to advise police of the theft, and gives
the police the website address and an identification nbm-
ber, such as the user’s PIN, fo allow the police to locate
where your vehicie has been, where it is now and keep
tracking it until the police can retrieve the vehicle.

H this is a false alert due to vehicle being towed away for
service, for example, then the user may press “1” to put the
vehicle in an off mode. Once the ignition key is tumed on
again the system will reset back to its normal operation mode.

The user’s vehicle has issued an alarm activated for more
than 10 seconds alert. The system will not respond to this alert
again until ignition key is tumed eon again to reset this feature.

The vehicle battery voltage is low or has been discon-
nected. The tracking system is in low voltage mode. The
system will not respond 1o this alert again until the battery
voltage goes above 13 volts for 10 minutes to reset this fea-
ture.

The backup battery may be sized according to the GPS
receiver and processing power draw. In addition, the baltery
may also be sized based upon estimated micro burst transmit-
ting power draw. Such transmissions are typically at about 3
watts power to the antenna.

The system according to the invention including the
vehicle unit and monitoring station provides a number of
significant advantages and features. For example, the police
may be directly contacted by the user when the vehicle is
stolen. The user receives the telephone message from the
monitoring station, and this is done without requiring the
intervention of a manual security monitoring operator, such
as an ADT operator, for example. In addition, once in the
stolen mode, the vehicle unit will periodically continue to
send out its location, so that the police may track the vehicle
via the WEB, for example. This location sending feature may
begin immediately, that is, without requiring the user to con-
tact the vehicle to begin tracking. Having the vehicle contact-
ing the monitoring station is considerably less expensive than
other schemes where the vehicle is periodically polled via the
cellular network, for example.

The system may also be interfaced to a breath alcohol
sensor at the vehicle, for example, and this information
recorded in memory. The information could be passed along
to the monitoring station, which, in turn, could send out a
notification message (e-mail or telephone) that the vehicle is
being operated by a driver who may be impaired by alcohol.
The vehicle’s Jocation could then be tracked 1o permit the
police to detain the driver.

Another aspect of the unit is that it may be sble to recognize
the desirability to bypass certain security breach triggers or
other events. For example, a car finding feature can be pro-
vided that will allow the user to sound the horn or siren when
near the vehicle to help locate the vehicle, as in a crowded
parking area. Without the bypass feature, the unit could rec-
ognize the hom or siten as a security breach and trapsmit such
information to the monitoring center. In accordance with this
aspect of the invention, the unit would recognize the car
finding featare was activated and thereby bypass sending a
security breach transmission, for example. Again, false
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alarms and unneeded usage and expense of the communica-
tions infrastructure would be avoided.

Yet another aspect of the invention relates to thwarting a
would-be thief who attempts to disable the alarm by cutting
the battery cable or power supplied to the system. The unit
preferably includes a back-up battery. More particulatly,
upon being in an armed mode and sensing a breach of secu-
rity, such as the hood opening, for example, the unit will send
out a signal indicating the alarm or security breach and while
the alarm is indicated, if the battery is disconnected then the
unit will send out a message indicating the vehicle is stolen,
and also providing the vehicle’s cument position. Accord-
ingly, the would-be thief is not able to defeat the security
system by quickly disrupting power to the unit dusing an
alarm indication or security breach. Also, (o prevent addi-
tional alerts, this message is prevented from being transmitted
again until the user returns to the vehicle to disarm the sysiem
and/or turn on the ignition so that the vnit sees a voltage above
13 volts, indicating the vehicle has started using the owner’s
ignition key. This aspect is further understood with reference
to the enclosed flowchart 80 (F1G. 4).

Stil} another aspect of the invention relates to how the wnit
can discriminate between ordinary usage or honking of the
horn as compared to a security system triggered alarm. Most
vehicle security systems will provide o patiern of hom sound-
inps as an alarm indication, and this can be determined and
used to reduce false alarm transmissions from the unit. For
example, the unit can look at the number of leading and
trailing edges of the power pulse used to sound the hom. A
single pressing of the horn switeh by the user will cause two
edges within a predetermined time, such as about 10 10 12
seconds. Accordingly, the unit can be configured to not send
a security breach transmission to the control center based
upon detecting two transitions. Since a number of vehicle
security systems may have a continuous sounding of the horm
within the predetermined time, the unit can send the trans-
mission upon detecting only a single transition.

A mumber of other vehicle security systems provide a series
of pulses or horn soundings within the predelermined time.
Accordingly, the unit may also be configured to send a secu-
rity breach transmission upon detecting greater than a prede-
termined number of trapsitions, such as greater than nine, for
example. This number is also typically higher than a user
would generate honking the horn several times within the
predetermined time. In other terms, the number of transitions
of the horn pulses can be counted, and if equal to one, or
greater than nine, for example, the transmission is triggered,
and otherwise the sounding of the horn is ignored. Also, to
prevent additional alerts, this message is prevenied from
being transmitted again until the user returns to the vehicle fo
disarm the system and/or turn on the ignition so that the unit
sees a voltage above 13 volts, indicating the vehicle has
started using the owner’s ignition key. This aspect is further
understood with reference to the enclosed flowcharts 81-83
(FIGS. 5A-5C).

Yet another feature of the invention rejates to a low vehicle
battery alert. For example, the unit may monitor the battery
voltage aver a predetermined Hime such as ten minutes. The
ten minute window prevents false tripping, for example, when
the voltage dips during engine cranking. In particular, the
voltage can be sensed and it can be determined whether it is
greater than zero (e.g. greater than six volts) and less than 2
high value {e.g. eleven or twelve volis), and, if so, a low
battery voltage transmission can be communicated to the
monitoring station, and ultimately to the vehicle user when
away from the vehicle, Hf the vehicle is being serviced and the
battery is disconnected, this will cause the battery voltage to
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be equal to zero. Then, the low battery voltage transmission
will not be commumnicated to the monitoring station. Also, to
prevent additional alerts, this message is prevented from
being transmitted again until the user returns to the vehicle to
disarm the system and/or tum on the ignition so that the unit
sees a voltage above 13 volts, indicating the vehicle has
started using the awner’s igoition key. Again, false trigger-
ings are reduced. This aspect is further understood with ref-
erence to the enclosed llowchart 86 (FIG. 8).

Yet another advantageous feature of some embodiments of
the invention relates to the ability to conserve electrical
power. More particularly, when the vehicle is stopped and in
the armed mode, the GPS receiver may be periodically oper-
ated to determine the vehicle position. If the vehicle position
changes, this is indicative that the vehicle is being moved or
stolen. For example, the GPS receiver may be operated to
generate new vehicle position information every 29 seconds.
These relatively quick sticcessive position determinations or
readings are generally termed hot start. These are relatively
less complicated than a cold start position determination
which takes longer, since the cold start position determination
requires greater time fo acquire and receive data from mul-
tiple satellites, as will be appreciated by those skilled in the
an.

Unfortunately, this relatively high repeated usage of the
GPS receiver may cause unnecessary battery drain, especially
when the vehicle is left armed and upatiended by the user for
an extended period. Accordingly, the power conserving fea-
ture of the invention permits the GPS receiver to be turned off
when the vehicle is in the armed mode, and the GPS receiver
is turned on only when needed. Forexample, a vehicle sensor,
such as a shock sensor, motion sensor, ignition sensor, door
sensor, or other sensor, or combinations thereof could be used
to start the GPS receiver. This sensor could also be used to
trigger an alarm if desired; however it need not be so used in
all embodiments. The GPS receiver, once tumned on, could
operate in the normal periodic fashion as described above, or
for a fixed period of time. The GPS receiver could also be
tarned off again after some predetermined time if no firther
sensor signal is received, or if the position fails to change on
subsequent position readings or determinations.

Yer another feature relates to permitting more colorful
audible alert messages to be generated for the user. The user
can, in some embodiments, access an internet site to type or
enter the text for a message to be sent, such as to alert the user
that his vehicle is being stolen. The audible message then
comnunicated by a telephone call to the user is generated by
a speech message synthesizer based upon the entered text, In
accordance with this aspect of the invention, the user could
type in phonetically spelled words or phrases, such as to
create more colorful messages including slang terms, various
accents, and/or to mimic various dialects, for example. The
speech synthesizer would then generate the desired message
customized for the user. OF course, the system could also
permit the user to test or preview the pronunciation generated
by the speech message synthesizer based on the entered text
message prior to its adoption.

Another aspect relates to requesting GPS position infor-
mation from a vehicle. If 2 command is sent downstream to
the vehicle requesting that GPS information in turn be sent
upstream from the vehicle, and the GPS information is not
received within 2 predetermined time, such as about four
minutes, then another command may be sent to the vehicle
requesting the GPS information. This may keep repeating
unti] GPS information is received, for a predetermined num-
ber of tries, or uati} a user instructs stopping of the requests.
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This helps to ensure and confirm the activation and reception
of GPB tracking coordinates from the vehicle.

Yet another aspect relates to reducing a frequency with
whick GPS information is sent from the vehicle. More par-
ticularly, the unit may be configured to activate GPS infor-
mation transmission upstream every 2 minutes. To reduce
system usage expense and power consumption at the vehicle,
this rate of transmission of GPS information could be pro-
gressively decreased over lime. For example, in one embodi-
ment, upon activation the GPS location signals could be sent
every 2 minutes during the first hour, then once an hour forthe
next 23 hours, after which only one signal would be sent per
day.

Turning now to the flowchart 87 of FIG. 9, still another
aspect relates 1o warning the user of an inoperable or mal-
funictioning GPS or cellular telephone section. More particu-
larly, if the GPS or celtular telephone antenna wire is cut or
the mounting position of either is changed causing the
antenna to stop receiving the signal the user would not ordi-
narily know of this problem guickly. In accordance with one
embodiment, if the ignition is tumed on a predetermined
number of times, such as about three, and each time ignition
turns on if no GPS or no cell signal is received for a minimnm
time, such as about 15 to 30 minutes or longer, an audible
warning beeper may be activated in the vehicle. This beeper
may be sounded once every 15-minutes. At anytime if the
GPS or cell signal is received properly then the system re-sets
automatically stopping the beeper sound.

As an example, if the ignition key is furned on and no GPS
or no Cell signal is being received for 15-mimutes, and the
vehicle ignition stays on for 45-minutes and there is stil no
GPS or no cell signal, the unit counts one. Theresfter, if the
ignition key is turned on and no GPS orno cell signal is being
received for 1 53-minutes, and the vehicle ignition stays on for
60-minutes and there is still no GPS orno cell signal, a second
count is determined. Thereafler, if the ignition is turned on
and no GPS or no cell signal is received for 10-minutes, and
the vehicle ignition stays on for only 0-minutes and there is
stilf no GPS or no cell signal, no count is determined. There-
after, if the ignition is turned on and no GPS or no cell signal
is being received for 15-minutes, a third count is determined
and the beeper is activated as described above. This beeping
may continue every 15-minutes while the vehicle ignition
stays on as long as the vehicle ignition stays on for 16-minutes
and still no GPS or no Cell signal is being received, If there-
after, the ignition is turned on and no GPS or ro cel signal is
being received, the beeper beeps once and again beeps once
every 15-minutes while vehicle ignition stays on. If in
10-minutes both GPS or cell signal is being received, the
beeper system is tumed off and the waming count is reset.

By way of example, if the ignition key is furmed on and no
GPS or no cell signal is being received for only S, 10 or 12
minutes (with the threshold set at 15 minutes), then no count
is determined.

In certain circumstances, the GPS signal may fail, but the
cell signal may still be working. Accordingly, it may he desir-
able 1o send an indication of the failure of the GPS signal to
the central monitoring station to thereby alert the user as
described above. If the cell signal also failed, or if the cell
signal failed by itseff, in other embodiments a separate paging
device would transmit the failure or loss of the celf signal
information to the central monitoring station, to thereby alert
the user.

Yet another feature is directed to efficient use of a relatively
small number of codes available to communicate with the
tracking unit from the cellular network and central station.

OMEGA EXHIBIT 2037



US 8,032,278 B2

21

More particularly, a typical arrangement may provide eight
basic codes and two Awildcard@ codes. The two wildcard
codes are reserved for future or other uses. A particular track-
ing device will respond directly to any of the eight basic
codes. For example, the doors could be Jocked or unlocked, a
present location downloaded from the vehicle, etc.

In accordance with this feature, the tracking device may
respond differently to the same code or command depending
upon the state or condition of the tracking device. For
example, if an alarm is triggered at the vehicle, it may be
desired that the tracking device continue to send the alarm
signal until confirmation is received that the central monitor-
ing station has received the alarm signal. This confirmation
can be sent using the same code as may provide another
function if the device were not indicating an alarm. Any of a
nurther of such tracking device conditions may trigger a
different message to be interpreted from ihe received code.
For example, if any of the above Alerts A-E were triggered,
the receipt of a predetermined code, suchas code eight, would
confirm receipt of the alert by the central station, and this
receipt of code eight would not cause the other responsc (ro
alarm triggered) in the tracking device. Of course this concept
can be extended to other features as will be appreciated by
those skilled in the art.

In accordance with another feature, the rate of sending the
location or position data (or change in position data) from the
vehicle may be varied lo reduce system usage and thereby
reduce expenses. More particularly, in one embodiment, the
rate of sending may be based upon how long the vehicle has
remained stationary. This time period may be selected by the
user. For example, the selected time may be inthe mnge of 15
minutes to six hours. Ifthe vehicle has been stationary for the
selected time period, then the rate of transmission may be
reduced. This reduces or eliminates the need to send home
position data and send all the over 15-minute stops made that
day. Otherwise, that is when the vehicle is moving, the device
may send data at a faster rate. Of course, a system user would
not likely be interested in guick updates, especially where the
position information is not changing. Conversely, if the
vehicle s being moved, it may be desirable to receive more
frequent position updates.

Another variation of this transmission rate conservation
feature bases the rate of transmission on the vehicle position.
For example, a reduced rate of transmission may be selected
if the vehicle is in a predetermined area where the user has a
lesser interest in quickly updated position information. The
user may also have a reduced interest in an area that can be
defined outside of a predetermined distance from a reference
point,

Yet another variation of the vehicle position transmission
rate conservation feature is based upon the vehicle’s speed,
such as the vehicle’s average or maximum speed, for
example. Accordingly, if the vehicle is traveling abave a
preset speed, the rate of transmission may be increased.

In accordance with another aspect of the invention, the
tracking device may send the alert indication a predetermined
number of times without receiving an acknowledgment as
described above, and then wait unti] the vehicle position has
changed before trying again or the cell re-registers or its R3S
(received signal strength) changes, Thus, power is conserved.
When the vehicle has moved to a new position, any obstruc-
tions may no longer be present thereby increasing the likeli-
hood of a successful communication, In addition, the change
in position may be determined when the vehicle is seased to
be moving about a predetermined relatively small speed, such
as greater than 1 mph, for example.
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In all of the embodiments and variations described herein,
the tracking device may communicate with one or more other
vehicle devices via a vehicle data communications bus. Fur-
ther aspects of interfacing with a vehicle data communica-
tions bus are described in 1.8, Pat. Nos. 5,719,551 and 6,011,
460 assigned to the assignee of the present invention, the
entire contents of which are incorporated herein by reference.

Yei another aspect relates to efficient use of available codes
on the cellilar telephone control channel. In one particular
example, ten codes may be available to be transmitted from
the monitoring station to the vehicle trackers. The first eight
or nine codes are command codes that will cause a specific
action by the tracking device at the vehicle, The other one or
two codes may be wildeard codes as mentioned above, that
may set 4 stand-by mode for ane or a group of vehicles, for
example.

It may be desirable to provide more than eight commands
at the vehicle responsive to the corresponding eight available
codes. For example, it may be desirable to set a feature on or
off, or 1o set a different feature setting or threshold. In accor-
dance with this aspect of the invention, the commands at the
tracker arc determined based upon a series of different com-
mand codes being recejved within a predetermined time win-
dow.

For example, the monttoring station may send code 9 that
switches the tracker in the car into a stand-by mode for a
predetermined time and which causes the tracker to respond
with an upstream confirmation code 7 or 9 indicating receiv-
ing code 9. During the predetermined time of the stand-by
mode another code follows that causes a system program-
mable feature or setting to change. Note that the second code
would otherwise cause a different function at the vehicle.
Note that system might operate a function 9 if another code
1-9 is aot received in the predetermined time. The following
listis exemplary for features resulting from second codes 1-9:

Code 1-—Tracker will tum off feature of upsiream code
caused by vehicle alert being detected.

Code 2—Tracker will turn on feature of upstream code
caused by vehicle alert being detected.

Code 3—Tracker deactivates cell receiver from operating
due to a non-paying customer for monitoring service. That
phone number can then be allocated to another customer.

Code 4—Turn on audic buzzer feature that will sound once
each 10 minutes. The monitoring station need only send the
comgmand to activate the feature, as the tracker will time the
period and drive the buzzer thercafter. The monitoring station
wiil normally not need to send this command because the
tracker will be configured out of the hox with this feature
activated to sound the buzzer every 10 minutes unti] the next
command is received.

Code 5—Tum off the audio buzzer. This is to be sent by the
monitoring station after a user has successfully activated his
account.

Code 6—Turn on the 80 mph speed limit reporting. This
will normatly not be sent as this featore will be the default
setting of the tracker.

Code 7——a Tumn off the 80 mph speed limit reporting.

Code 8—Increase speed limit 5 mph and increase the time
5 minutes.

Code 9—Decrease speed limit 5 mph and decrease the time
5 minutes, and wait 5 minutes if another code number fol-
lows. It could operate this way to allow another set of codes to
change more features.

In this example, in response to the tracker receiving the
system code 1-9, the tracker sends an upstream code 7 1o
acknowledge receipt of the system code 1-9. Upon receipt of
code 9 the tracker wails up to 5 minutes to determine if
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another system code is received. If no code is received, then
the tracker performs the code 9 operation. Of course, in other
embodiments other features or settings can be selected. In
general, it may be preferred that the first code sent in a series
of two codes, for example, be a code that causes only a minor
function to be performed at the vehicle. This is so because if
the second code is sent from the monitofing station, but not
received at the tracker, only a minor function is performed.
For example, the first code may switch between armed and
disarmed modes. This is in contrast to using a remote engine
starting code or engine shutdown code as the first code. The
vehicle may be moving or positioned in a marginal reception
area, and the second command may not be received by the
tracker within the predetermined time window. As wilt be
appreciated by those skilled in the art, this concept of multiple
digit codes, can be extended beyond two digits to three or
more,

To further conserve cellular transmissions and as described
ahove, the tracker may be set to record a position based upon
a determined event. Only this recorded position information
may be downloaded either by user request or at set times. Itis
desired that such events be relatively few, but that the infor-
mation still be helpful to the user,

For example, an eveat for recording of position may be
determined based upon the vehicle being stopped for greater
than a first time and less than a second time. For example, the
first time may be 15 minutes and the second time may be 6
hours. Determination of the vehicle being stopped can be
made based upon one or both of the GPS position or the
vehicle ignition being turned off. The second time prevents
the recording of position information when the vehicle is
stopped at the owner's home during the evening, for example.
Accordingly, the important information of the vehicle stops
being made is recorded and made available to the user, while
systen: communications resources are conserved,

In another example, if the mode is selecied to send the
vehicle’s location every 10 min and the vehicle is in the same
location for greater than a sef time, then no more vehicle
locations are sent until the vehicle location has changed to
start the every 10 min reporting again.

Now referring to FIGS, 10 and 11, in yet another emnbodi-
ment the potential difficulties of interfacing to a vehicle data
bus and devices connected thereto are further discussed. The
multi-vehicle compatible tracking unit 110 is for 2 vehicle
comprising a vehicle data bus 122 extending throughout the
vehicle. The multi-vehicle compatible tracking unit 110
includes a vehicle position determining device 112, a wireless
communications device 113, and a multi-vehicle compatible
controlier 111 for cooperating with the vehicle position deter-
mining device and the wireless conununications device to
send vehicle position information. The vehicle position deter-
mining device 112 may be provided by a GPS receiver, for
example, or any of the other such devices described in detail
above.

The wireless communications device 133 may be provided
by a cellular telephone transceiver configured 10 operateon a
control channel of the celiular network, or any of the other
such devices described in detail above.

The multi-vehicle compatible controller 111 is coupled to
the vehicle data bus 122 for communication thereover witha
vehicle device 121. The controller 111 illustratively includes
a central processing unit (CPU) 126 or other logic circuitry
which is connected to a clock signal generator 124, a memory
125, and input/output circuitry 127 1o interface with the
vehicle device 121 using at least one corresponding vehicle
device code from among a plurality thereof for different
vehicles. The corresponding vehicle code may be for reading
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from the vehicle device 121. Similarly, the corresponding
vehicle code may be additionally or alternatively for writing
to the vehicle device 121.

The multi-vehicle compatible tracking unit 119 also ilius-
tratively inclndes a downloading interface 116 for permitting
downloading of enabling data related to the at least ope cor-
responding vehicle device code for use by the multi-vehicle
compatible controlfer 111, The enabling data may be the
vehicle device code or codes, an instruction to select 2 code or
codes from among those already stored, or the data or
sequence to allow the controller 111 to generate the vehicle
device code or codes, for example.

In the embodiment as shown in FIG. 11, the downloading
interface 116 is a category of wireless signal downloading
interfaces that llustratively include a wireless receiver 114,
such as for temporary connection to the downleading device
115. The wireless downloading interface 116 may communi-
cate with the downloading device 115 via any one or more of
a number of wireless technologies, such as ceilular, sateilite,
IR, Bluetooth or WiFi technologies for example, as will also
be appreciated by those skilled in the art. Interface circuitry
132 is included in the wireless signal downloading interface
116 for controlling commusnication with the downloading
device 115. The interface circuitry 132 may be logic circuitry
or other control circuitry along with switching components.

In other embodiments, for example as shown in FIG. 12,
the wireless downloading interface 116 does not include the
wireless receiver 114, as a temporary wireless communica-
tion link is instead provided by sharing the wireless commau-
nications device 113 that sends position data as described
above.

The downloading interface may also be in the form of a
wired signal downloading interface 116" as shown in F1G. 13,
The wired signal downloading interface 116" comprises a
connector 133a for temporary connection to 2 downloading
device 115" with a mating connector 1335, Interface circuitry
132" is provided for controfling communication with the
downloading device 115", The wired downloading interface
116" may connect directly to a downloading device 115",
such as a laptop computer, via R$232/429 protocol, USB,
FireWire, TCP/IP (Internet), or any other wired protocol as
will be appreciated by those skilled in the art. The connector
1334 of the wired downloading interface 116" may altema-
tively be in the form of a socket to accept a memory card or
other data storage medivm capable of transferring date. The
downloading interfaces 116, 116' and 116", may also advan-
tageously be for permitting downloading of programming
instructions for the multi-vehicle compatible controlfer 111,
to allow remote programming, for example, as will also be
appreciated by those skilled in the art.,

Referring again briefly to FIG. 10, the multi-vehicle com-
patible tracking unit 110 fiwther comprises a remote trans-
mitter 117, such as typically in the form of a small handheld
device to be camried by a user when away from the vehicle.
The multi-vehicle compatible controller 111 also performs at
least one vehicle remote control function responsive to the
remote transmitter 117. The remote transmitter 117 ilustra-
tively communicates with the remote receiver 118, which is
coupled to the multi-vehicle compatible controfler 111, The
vehicle remote control functions may include a vehicle secu-
rity finction, a remote keyless entry function, and a remote
engine starting function, for example, implemented via the
data bus 122 using one or more vehicle devices 121. Such a
vehicle device 121 may also include another vehicle control-
ler, as well as a sensor, or actuator as will be appreciated by
those skilled in the art.
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The multi-vehicle compatible tracking unit 110 illustra-
tively includes a common housing 123 for its various com-
ponents. In other embodiments, more than one housing may
be used for the various components.

Referring additionally to FIGS, 14 and 15, several methods
for using a multi-vehicle compatible tracking unit 110 for a
vehicle comprising a vehicle data bus 122 extending through-
out the vehicle are described with reference to the respective
fowchans 148, 148'. Beginning at Block 150, the multi-
vehicle compatible tracking unit 110 is installed in vehicle
{Block 151}, At Block 152 a connection is then established
between the multi-vehicte compatible tracking unit 110 and a
downloading device 115 using a downloading interface 116.
Enabling data related to at least one corresponding vehicle
device code for use by the mnlti-vehicle compatible control-
ler 111 is downloaded via a downloading interface 116
(Block 153). Once the enabling data is downloaded, the con-
nection between the multi-vehicle tracking unit 110 and the
downloading, device 115 is terminated at Block 154. Of
course the multi-vehicle compatible tracking unit 110 may be
optionally programmed via the downloading interface while
the connection is established. The operation of the tracking
it may be tested at Block 155 before stopping at Block 156.
With particular reference to the flowchart 148' of FIG. 15, the
multi-vehicle compatible tracking unit 110 may be connected
to the downloading device 115 (Block 152", etc., before
installation in the vehicle (Block 151" and testing (Block
1587,

Other features relating to vehicle control systems are dis-
closed in copending patent applications entitled VEHICLE
TRACKER INCLUDING STATIONARY TIME DETER-
MINATION AND ASSOCIATED METHODS, Ser. No.
09/859,727 filed May 17, 2001, now U8, Pat. No. 6,512,465,
VEHRICLE TRACKER CONSERVING CODES AND
RELATED METHQDS, Ser. No. 09/859,673 filed May 17,
2001, now U.S. Pat. No. 6,522,267, VEBICLE TRACKER
WITH POWER SAVING FEATURES AND RELAIED
METHODS, Ser. No. 09/859,728 filed May 17, 2001, now
U.8. Pat. No. 6,512,466; VEHICLE TRACKER COOPER-
ATING WITH A STARTER INTERRUPT AND RELATED
METHODS, Ser. No. 09/859,973 filed May 17, 2001;
VEHICLE TRACKER WITH USER NOTIFICATIONS
AND ASSOCIATED METHODS, Ser. No. 09/859,733 filed
May 17, 2001, now U.8. Pat. No. 6,509,868; VEHICLE
TRACKER WITH USER REGISTRATION REMINDER
ANDRELATED METHODS, Ser. No. 09/859,971 filed May
17, 2001, now U.8. Pat. No. 6,507,786; VEHICLE
TRACKER INCLUDING INPUT/QUTPUT FEATURES
AND RELATEDMETHODS, Ser. No. 09/859,972 filed May
17, 2001, now U.S. Pat. No. 6,606,561; and VEHICLE
TRACKER WITH TEST FEATURES AND RELATED
METHODS, Ser. No, 09/859,729 filed May 17, 2001, now
1.8, Pat. No. 6,809,659, the entire disclosures of which are
incorporated herein by reference.

Many medifications and other embodiments of the imven-
tion will come to the mind of one skilled in the art having the
benefit of the teachings presented in the foregoing descrip-
tions and the associated drawings. Accordingly, it is under-
stood that the invention is not to be limited to the embodi-
ments disclosed, and that other modifications and
embodiments are intended to be included within the spirit and
scope of the appended claims.

That which is claimed is:

1. A multi-vehicle compatible tracking unit for a vehicle
comprising a vehicle data bus extending throughout the
vehicle, the multi-vehicle compatible tracking unit compris-

ing:
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a vehicle position determining device;

a wireless communications device;

a mulii-vehicle compatible controller for cooperating with
said vehicle position determining device and said wire-
less communications device to send vehicle position
information;

said multi-vehicle compatible controler to be coupled to
the vehicle data bus for communication thereover with at
least one vehicle device using at least one corresponding
vehicle device code from among a pharality thereof for
different vehicles, and

a downloading interface for permitting downloading of
enabling data related to the at Jeast one corresponding
vehicle device code for use by said multi-vehicle com-
patible controller.

2. The multi-vehicle compatible tracking unit according to
claim 1 wherein said downloading interface comprises a
wired signal downloading interface.

3. The multi-vehicle compatible tracking unit according to
claim 2 wherein said wired signal downloading interface
comprises a connector for temporary connection to a down-
loading device.

4. The multi-vehicle compatible tracking unit according to
claim 1 wherein said downloading interface comprises a
wireless signal downloading interface.

5. The multi-vehicle compatible tracking vnit according to
chaim 4 wherein said wireless signal downloading interface
comprises a wireless receiver for lemporary connection o a
downloading device.

6. The multi-vehicle compatible tracking unit according to
claim 1 wherein the corresponding at least one vehicle code is
for reading from the at least one vehicle device.

7. The multi-vehicle compatible tracking unit according to
claim 1 wherein the corresponding at least one vehicle code is
for writing to the at least one vehicle device.

8. The multi-vehicle compatible tracking unit according to
¢laim 1 wherein said downloading interface is also for per-
mitting downloading of at least onc programming instruction
for said multi-vehicle compatible controller.

9, The mulii-vehicle compatible tracking unit according to
claim 1 further comprising a remote transmitter; and wherein
said multi-vehicle compatible controller also performs at
least one vehicle remote contro! function responsive to said
remote transmitter,

10. The multi-vehicle compatible tracking unit according
1o claim 9 wherein the at least one vehicle remote control
finction comprises at least one of a vehicle security function,
a remote keyless entry function, and a remote engine starting
function.

11, The multi-vehicle compatible tracking unit according
1o claim 1 wherein said wireless position determining device
comprises a Global Positioning System (GPS) receiver.

12. The multi-vehicle compatible tracking unit according
to claim 1 further comprising a housing containing said
vehicle position delermining device, said wireless communi-
cations device, said multi-vehicle compatible controller, and
said downloading interface.

13. A multi-vehicle compatible tracking unit for a vehicle
comprising & vehicle data bus extending throughout the
vehicle, the multi-vehicle compatible vehicle tracking unit
comprising:

a vehicle position determining device;

a wireless communications device;

a multi-vehicle compatible controller for cooperating with
said vehicle position determining device and said wire-
less communications device to send vehicle position
information;
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said multi-vehicle compatible controfler to be coupled to
the vehicle data bus for communication thereover with at
least one vehicle device using at least one corresponding
vehicle device code from among a plurality thereof for
different vehicles; and

a downloading interface for permitting downleading of

enabling data related to the at least one comresponding
vehicle device code for use by said multi-vehicle com-
patible controller;

said downloading interface comprising a connector for

temporary cornection to a downloading device.

14. The multi-vehicle compatible tracking unit according
to claim 13 wherein the corresponding at least one vehicle
code is for reading from the at least one vehicle device.

15. The multi-vehicle compatible tracking unit according
to claim 13 wherein the corresponding at least one vehicle
code is for writing to the at least one vehicle device,

16. The multi-vehicle compatible tracking enit according
to claim 13 wherein said downloading interface is also for
permitting downloading of at least one programming instruc-
tion for said mukti-vehicle compatible controller.

17. The mulii-vehicle compatible tracking unit according
to claim 13 further comprising a remote transmitter; and
wherein said multi-vehicle compatible controller also per-
forms at least one vehicle remote contro} function responsive
to said remote transmitter.

18. A multi-vehicle compatible tracking unit for a vehicle
comprising a vehicle data bus extending throughout the
vehicle, the multi-vehicle compatible vehicle tracking unit
comprising:

a vehicle position determining device;

a wireless communications device;
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a multi-vehicle compatible controller for cooperating with
said vehicle position determining device and said wire
fess communications device to send vehicle position
information; :

said multi-vehicle compatible controller to be coupled to
the vehicle data bus for communication thereover withat
least one vehicle device using at least one corresponding
vehicle device code from among a plurality thereof for
different vehicles; and

a downloading interface for permitting downloading of
enabling data related to the at least one corresponding
vehicle device code for use by said multi-vehicle com-
patible controiler;

said downloading interface comprising a wireless receiver
for temporary connection to a downloading device.

19. The multi-vehicle compatible tracking unit according
to claim 18 wherein the corresponding at feast one vehicle
code is for reading from the at least one vehicle device.

20. The multi-vehicle compatible tracking unit according
fo claim 18 wherein the corresponding at least one vehicle
code is for writing to the at least one vehicle device.

21. The mulii-vehicle compatible tracking unit according
to claim 18 wherein said downloading interface is also for
permitting downloading of at least one programuming instruc-
tion for said multi-vehicle compatible controller.

2. The multi-vehicle compatible tracking unit according
to claim 18 further comprising a remote transmitter; and
wherein said mulli-vehicle compatible controller also per-
forms at least ene vehicle remote control function responsive
to said remote transmitier.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICK
BEFORE THE PATENT TRIAL AND APPEAL BOARD

In re Patent of KENNETH E. FLICK

Request for Reexamination of
U.S. PATENT NO. 8,032,278

Attorney Docket No.:
C13~03895(58106CIP1_REX2)

Control No. 90/013,851

Examiner: K. REICEBLE
Filing Date: OCTOBER 28, 2016
Art Unit: 3862
For: VEHICLE TRACKING UNIT WITH
DOWNLOADARLE CODES AND

)
)
)
)
)
}
}
Confirmation No. 8717 }
}
)
}
}
)
ASSOCIATED METHODS )

)

PATENT OWHNER'S SUPPLEMENTAL APFEAL BRIEF

EFILED
Commissiconer for Patents

Dear Commissioner:

Submitted herewith is Patent Owner’s Supplemental
Appeal Brief. If any fee is required, authorization is given to
charge Deposit Account No. 0i-0484,

Patent Owner’s Supplemental BAppeal Brief is in
furtherance to the Appeal Brief filed January 17, 2018 (first
Appeal Brief), and in response to the Notification of Non-
Compliant Appeal Brief mailed January 30, 2018 (Notice). The
Notice indicated that the first Appeal Brief included a defective
Evidence Appendix, contending that the Declaration of Michael
Suman mentioned at pages 15-16 was not admitted.

As an initial point, the Patent Owner notes that the

Evidence Appendix of the first Appeal Brief includes only
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