IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of:
KENNETH E. FLICK

Request for Reexamination of
8,032,278
Control No. 90/014,675 Attorney Docket No.:
(58106CIP1 REXS5)
Confirmation No. 7247
Examiner: L. WASSUM
Filing Date: 2/16/2021
Art Unit: 3992
For: VEHICLE TRACKING UNIT WITH
DOWNLOADABLE CODES AND
ASSOCIATED METHODS
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DECLARATION BY JOSEPH C. McALEXANDER, III
UNDER 37 C.F.R. §1.132

I, the undersigned, hereby declare that:

I. Background
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I have relied upon

training,

and experience in the relevant art.

Z T am the Founder and President of MoAlewand
Sound, Inc & g ing company,. Lcormerly the IP

of undesrwater wirelegs

s [ B - . PN - - ST ey -
dive computers, Technologlies, Ing., a

systems and integrated clircoult testing and reliability

certification company, and a design and product manager at Texas
Instrunanis. I have 4% yeavs of experisnce in microcircult and
senlconductor technoiogiles, ncluding: device design,
fabrication, assembly, testing, and mark@ting; control ay
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and guality, reliabilit
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3. I am & technical expevi in the sublject matie

areas relavant to this ex psrte rvesxaminatio

and testing of circuits and systems ralatsd
communication protocols a
and transfer, usger inte

i

-

to ntral systens
nd operation,

signal processing, applications and operabting systems, and
elaectronic device hardwarse and filrmware dasign and control.
I represented Toyoto as its 30{b} {8}
echnical expert focused on vehicle alarm systems.
& I amn a Registered Professional Engineer {(#7%4%4)

in the State of Texas and hold a Bache

I l @ oA 1_ Norih

from

ctri

Carolis

inesring

an inventor ©

£ ami
Gl

o) ey - N
ard & A X

21 patents (2 U.5. and & EP)
for vehicle air bag sensor do)

£ Y - b d -y ~ . .

(2 U.8. and 1 EP} arve directed to

tracking, such as is usad to track vehicles.

o I have besen an witnasg

consultant for the past 22 vyears in IF mabte
product /process analyvais and investigation.
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Cuwnexr; v. Calamp Jorp.

*Caldmp litigation®) .

patant was asgerted

3 P - . - . s
_Ll'l‘vr_),.;li_i, and to e in

&. 1 have

the 273

raiections based upon

II. The 278 Patent

District of Filovida

partic

that Calimp

determined by the

4
| Ny
rafvainad oY

nsultation in the prese
arly with respesct

Lowrey =t al. and

{First Juy

E"’

reaxamination of
irassing

Lightsner

and Current

concluded in the

the 278

02 not

\v

&

Lo

Office Action

along with ite file his

&l

\
il

tri

}.}

Batent Cwner during the

also reviewaed the relat

10, T have
Junmas 21, 2021 for the

In that Qffice Action,

1 expsart, Mr., Andre

=d the Court’

a8 part of my

litigation tria

raviewsd the currsernd
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Claims 3, 4-11 and 18-22 were reijected over Lowrey et al. in

view

-
St

Jox at

2}

divected o a unit for a
vehicle comprising a vehicle datas bus extending throughout the
vehicle. The multi-vehicle compatible tracking unit comprises a
vehicle peosition determining de , @ wireless communications
device, and a multi-vehicle controllisy fox
cooperating with the vehicle p and the
isse communicaticons devics
The multi-vehicle mpatbible controlisy is to be
vehicle data bus for communication thereover with

vehicle device using at least one corrvesponding
vehicle device code from among a srant for different
vehicles. Phe multil-vehilcle compatible tracking unit comprises
a downloading interface for permitting downloading of enabling
data related to the at least one corvrvesponding vehicle device
code for use by the comnpatible controller.
Independent Claim 13 {(patentabillity already confirmed) recites
that the downloading inter connector fox
temporary connection to & Independent Claim
18 recites that the downlic includes a wirveless

raceiver f[or Temporary

ITIT.

downloading device.

The Prior Art Analvsis

12 I understand that Lowrey et al. discloses an
internet-based vehicle-diagnostic system with a2 wirsless
appliance in =2lectvical contact with an in-vehicle computer that
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" " - §u -y e - STy O P R e T o
can repori position a GPS device. The wireless
appliance operates based

the in-~vehicls computsy.

host computey system Lo

i3, I understand that Lightener et al. disclosss a
wireless diagnestic system in communication with a plurality of
vehiicles., The wireless diagnostio systewm also comprises a host

and data collectors

..... feo N RS

)

computer syatem,

The data collector gueries data from

fuel-Systen Status, engine temperabture, Spead and odomebte!

anti-lock fuel

information. . . ” {Ccl.

2 of ordinary gkiil in

<

4. It is my copinion that on

!
7

the

e T e P S - T T T
that Lowyey e al. faillg Lo disclose the

mulid controller and downloading interface of

the olaimed vehicle tracking unit, as

21e

15, It is wmy copinion that

the recognize that Lowrsy et
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£
code freom among a plurality theveof foxr different wvehicleg”, as

recited in independent Claim 1, for example.

16. It is my opinicon that one of ord

the art would recognirze that Lowrev et al. discloses

and uplead new schema.

18. It is my opinion that one of ordinary skill in
the art would recognize that Lowrey et al. fails to disclose the
multi-vehicle compatible controller to be coupled to the vehicle
data bus for communication thereover with at least one vehicle
device using at least one corresponding vehicle device code from
among a plurality thereof for different vehicles since it

requires outside configuration to work with a vehicle.

- T 3 AT 3 3 ¢ s Y ~NF ey g e 3 5
19, It is my copinion that one of crdimary skill in
Y b
the art would rescognize that Lowrvey et al. falls to disclose the

“downloading interface for pernitting downloading of snabling

data related to the at least one corvesponding vehicle device
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code for use by said multi-vehicle compatidble controller,” as

20.

the art would enabling data may

comprise the vehicle device cods or codss, an instruction to

select a code ov codes from among theose alresady

- ~ . - S . - N e T ¢ e
data or sa2quence to allow the coatroller to

Zzi. It die my opinion that one of crdinary sk
the art would recognize that Lowrey et al. falls to disclose the
claimed enabling data. Rather, the schewma of Lowrey et al.

Rl

the bounds of this

fails to

22. It ie my opinion that Lightener et al. fails to

make up for the deficiencies of Lowrey et al.

IV, Evidence of Sescondary Considerations

23, I gubmit that the person of ovdinary skill in the

art would not find 1t obviocus to selectively modlfy Lowrey et

2l. Instead, it is my opinion that such a selective
modification or combination would only be motivated by improper

hindsight reconstruction -~ here about twenty vears of hindsight.

24, I submit that merits of

aexteand

-vehicle compati
above.,  Accordingly. there exists evidence of sacondary

conglderaticons of non-obvicusnegs dncluding:
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dea that

a. The First Jury Verdi

5

accepted licensas undexr the patents “becauss of the

mavits of the claimed invention.”

L., I also understand that

~

has received in excegs of

70 million in licensing revenus, much of it from the

‘278 patent and the other asssrted patents in the

CaliAmp litigatd

The Seceond Jury Verdict adds

ancther $4.5M to this amouni.

% - By g e e min - T i T, o e Ne g e g
Ticensing program of the Pabent Ouwner.

d. The First Jury Verdich, page 9, includes the Jury’'s
determination that ths accused products ware
“commercially successful due to the merits of the

claimed invention rather than due to advertising,

promoti y, or features of the product

otfthery than thoss found in the claim.” and

determined that the asserted claims of the ‘278 patent

ware infringed by the accus
{Bxhibits 2-3, First Jury Verdich, Pagss 5-6, Second

Jury Verdict, Pages 4-5).

2, Callmp’e enplovees testified in the related litigation

that the multi-vehicle compatibility provides fox

wed for separated stock kesping units
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deposition, 40:2% - 41:2; and Hergegheimer deposition,

units of

5}

g. The Filrst Jury Verdict, on page ¢, includes a finding

o

that others copied the

. The Court determined that “Callmp

mega’ s patents since ab least 20
3 o e T T SN 4 23 e ] e £ P
a Llicensge, and choosing not to design around Owmsga’s

patents, Callmp elected to sell infringing products
and conbinues Lo do so te this day. CalAmp’'s

notivation To in this behaviory 13 chvious:

their customers wanted this technology, and Calliwmp

to provide it.” {(Exhibkit ¢, Final Ovder, pg.

1. The Accused Products in the Callmp litigation were

bhecause of “oustomer nesad.

40:20-41:1%; Hergssheimer deposition,

3. ate] LAmp Products would have

waie DoT

47318200,
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knowl

punishabl
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£

o

ara of my own knowledgs

emaente made on information

ge that wiliful f£alss

"—:'L LA

25. I hereby declars

thege made with the

£

ments and the like so made ars

tat

]
0]

e by fine or impriscmment, or botih, under Secticn 1001

[
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ug
]
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rh
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H
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1% of the United Stateg Code, and the

statenants may Jeopardize the validity of the application

any patant issused therseon.

W/W August 21, 2021

Joseph C. McAlexander, Date
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