UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TESLA, INC.,
Petitioner

V.

AUTONOMOUS DEVICES, LLC,
Patent Owner

Case: IPR2023-01173
U.S. Patent No. 11,055,583

PATENT OWNER’S PRELIMINARY SUR-REPLY



TABLE OF CONTENTS

L. INTRODUCTION ..ottt e
II.  THE FINTIV FACTORS FAVOR DENIAL OF INSTITUTION...................



TABLE OF AUTHORITIES

Page(s)

CASES
Samsung Elecs. v. Ancora Tech.,

IPR2020-01184, Paper 11 (PTAB Jan. 5, 2021) .ccccoviiiiniiiiieeiieeieeeeeeeeee, 2
Snap, Inc. v. SRK Technology LLC,

[PR2020-00820, Paper 15 (PTAB Oct. 21, 2020) ...cccceerriiiiiienieeeiieeiieeseeeeee. 2
Sotera Wireless, Inc. v. Masimo Corp.,

[PR2020-01019, Paper 12 (PTAB Dec. 1, 2020) ....ccooueiriiiiiiieniieeiieeiieeeeeeen 2
STATUTES
35 ULSiCl § 3T4() weeeieieeiie ettt ettt ettt et e 1

1



Exhibit List

Exhibit Description
2001 Biography of Blair M. Jacobs (previously submitted)
2002 Declaration of Blair M. Jacobs (previously submitted)
2003 Supplemental Declaration of Blair M. Jacobs (previously
submitted)
2004 District Court Docket (previously submitted)
2005 District Court Scheduling Order (previously submitted)
2006 District Court Invalidity Contentions (previously submitted)

111




IPR2023-01173
U.S. Patent No. 11,055,583

I. INTRODUCTION

As authorized by the Board via order on November 21, 2023, Autonomous
Devices, LLC (“Patent Owner” or “PO”) submits this Preliminary Sur-Reply
responding to Petitioner’s Reply to Patent Owner’s Preliminary Response
(Petitioner’s Reply is Paper No. 19, and PO’s Preliminary Response (“POPR”) is
Paper No. 11). This Preliminary Sur-Reply is timely filed pursuant to the Board’s
November 21, 2023 order (Paper No. 18), as it is filed by December 1, 2023. The
Board should exercise its discretion to deny institution under 35 U.S.C. § 314(a), as
five of the six Fintiv factors favor discretionary denial.

II. THE FINTIV FACTORS FAVOR DENIAL OF INSTITUTION

Petitioner is wrong that “the Fintiv factors weigh strongly against
discretionary denial.” Reply, 1. The first Fintiv factor favors denial because there is
no stay in the district court proceeding and there is a low likelihood of a stay given
the advanced stage of the underlying litigation. Petitioner’s citation to Sand
Revolution II is inapposite (Reply, 1), as the Board in that case lacked specific
evidence regarding the likelihood of a stay. The advanced stage of the litigation here
provides evidence that a stay is unlikely.

The third Fintiv factor also weighs in favor of denial because the parties and
the district court have expended significant time and resources on the litigation.

Petitioner does not dispute this fact but cites an inapplicable district court decision
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denying a stay where deposition discovery had not even started. Reply, 2. By mid-
January 2024 (the institution decision deadline), the parties will have begun
deposition discovery, document and other discovery will be in advanced stages, and
both parties will have expended even more resources on discovery. And Petitioner
has not filed an IPR on every patent involved in the district court litigation.

Regarding the fourth Fintiv factor, Petitioner’s recent stipulation in its Reply
(Reply, 3) confirms that Petitioner recognized the need for some type of stipulation,
but provided a weak stipulation under Sand Revolution that falls short of a Sotera
stipulation. See Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at
18-19 (PTAB Dec. 1, 2020). As a result, Fintiv factor four favors denial. See
Samsung Elecs. v. Ancora Tech., IPR2020-01184, Paper 11 at 21-22 (PTAB Jan. 5,
2021).

Petitioner does not dispute that factor five favors denial, and factor six also
favors denial because, as discussed above and in the POPR, Petitioner’s invalidity
arguments are weak. And although factor two may not favor denial, no factor is
dispositive, see Snap, Inc. v. SRK Technology LLC, IPR2020-00820, Paper 15 at 19
(PTAB Oct. 21, 2020), and five of six factors favor denial, so the Board should deny

institution.
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