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L. Introduction

Patent Owner RJ Technology LLC (“RJ”) respectfully requests Director
review of the Board’s January 17, 2025 Final Written Decision. Paper 39.
Specifically, RJ requests Director review to expunge the second through fourth
sentences of footnote 15 of the Final Written Decision. As the fifth sentence of
footnote 15 acknowledges, SAS Inst. Inc. v. lancu, 584 U.S. 357, 367 (2018) limits
the scope of inter partes review only to grounds challenged in the Petition. The
Petition did not challenge claims 1 and 5 based on the combination of Abe and
Guyomard. The Board therefore had no authority to make the findings regarding
the obviousness of claims 1 and 5 in view of Abe and Guyomard that it did in the
second through fourth sentences of footnote 15. Accordingly, these sentences must
be expunged.
II. The Board’s Determinations and Conclusions in the Second Through

Fourth Sentences of Footnote 15 Exceeded Its Authority and Must be
Expunged

The Final Written Decision may only address grounds actually raised by the
Petition. SAS Inst. Inc. v. lancu, 584 U.S. 357, 367 (2018) (“the petitioner’s
contentions, not the Director’s discretion, define the scope of the litigation all the
way from institution through to conclusion™); In re Magnum Oil Tools Int’l, Ltd.,

829 F.3d 1364, 1381 (Fed. Cir. 2016) (“the Board must base its decision on

arguments that were advanced by a party, and to which the opposing party was
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given a chance to respond”). If the Petition did not assert a ground, then the Board
has no authority to address that ground in the Final Written Decision. Sirona
Dental Sys. GmbH v. Institut Straumann AG, 892 F.3d 1349, 1356 (Fed. Cir. 2018)
(stating Board is not permitted "to deviate from the grounds in the petition.”); In re
IPR Licensing, Inc., 942 F.3d 1363, 1369 (Fed. Cir. 2019) (holding that the Board
1s not permitted to cite “evidence relating solely to grounds on which it never
instituted™).

Here, Petitioners never challenged claims 1 and 5 on a ground of
obviousness in view of the combination of Abe and Guyomard. FWD, 36, fn.15.
(“Petitioner did not rely on Guyomard in its obviousness ground based on Abe.”).
Therefore, the Board has no authority to make fact findings or conclusions
regarding the patentability of claims 1 and 5 in view of Abe and Guyomard. The
Board should not have suggested that the “only limitation that was shown to be
missing in Abe” would have been obvious in view of Guyomard. /d. These
sentences “deviate from the grounds in the petition” by addressing issues related
solely to a ground that was not in the petition and never instituted. Sirona, 892
F.3d at 1356; IPR Licensing, 942 F.3d at 1369. The Board had no authority to
include these statements in the Final Written Decision.

When a Final Written Decision includes determinations that the Board had

no authority to make, the proper remedy is for the Director to exercise his authority
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to remove those determinations from the Final Written Decision. Unified Patents,
LLC v. Memoryweb, LLC, IPR2021-01413, Paper 76 at *5 (PTAB May 22, 2023)
(partially vacating a Final Written Decision because “the panel erred by issuing a
non-binding advisory opinion” on an issue that “was not necessary to resolve the
proceeding.”). Thus, the Board’s ultra vires determinations and conclusions
regarding the obviousness of claims 1 and 5 in view of Abe and Guyomard in the
second through fourth sentences of footnote 15 must be expunged.

III. Conclusion

For the foregoing reasons, the Director should expunge the second through

fourth sentences of footnote 15 of the Final Written Decision.
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