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 On November 15, 2023, the Board authorized Patent Owner to submit a two-

page reply to address Petitioner’s arguments regarding the alleged “unforeseeable” 

claim construction dispute regarding the claimed wireless communication options.  

Ex-3001.  Nothing in Petitioner’s Reply identifies any unforeseeable arguments, 

instead, Petitioner’s Reply analyzes the file history and specification for the first 

time.  This discussion should have been in the Petition itself, and Petitioner’s failure 

should be fatal–– the Board should exercise its broad discretion to disregard 

Petitioner’s supplemental arguments and to deny the Petition in its entirety. 

Additionally, Petitioner’s arguments are incorrect because they fail to 

consider the entire prosecution history, which is required under Philips.  Petitioner 

now, for the first time, acknowledges that the file history sets forth an explicit 

definition of “wireless communications options”––a definition that Petitioner did not 

consider in the Petition.  Petitioner attempts to disregard that definition by alleging 

“acquiescence.”  However, Petitioner also ignores that the applicant set forth an 

explicit definition in response to a 35 U.S.C. § 112 rejection and that the rejection 

was overcome in light of applicant’s arguments.  In response to the rejection, the 

Applicant stated: “[T]he Applicant at page 2 provides an express statement regarding 

what he means by this term: ‘By wireless communication options, it is meant the 

various wireless communication networks available, …’ Application at 2:9-13. The 

Applicant provided specific examples: regional area wireless networks 10, wide area 
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networks 12, metropolitan area networks 14, and local area networks 16. Application 

at 3:19-21; see also Figure 1.”  Ex. 1002 at 293.  This definition overcame the 112 

rejections.  Id. at 299.  Accordingly, Petitioner’s reliance on the RCE is incorrect.   

 Furthermore, even if the RCE amendment were relevant, the applicant did 

not acquiesce to the examiner’s definitions or characterizations, and the 8/13/2004 

and 12/16/2004 amendments did not surrender prior arguments regarding the 

meaning of “wireless communication options.”  Indeed, the Applicant maintained 

this position throughout prosecution including in an RCE where it stated: “As 

discussed above, to the extent Liu suggests conventional switching between cells of 

the same communications option, this is not a suggestion of switching between 

different communications options.”  Id. at 363.  The examiner then responded that 

Liu taught different classes of service (which is irrelevant to Petitioner’s arguments).  

Id. at 371.  Finally, the Petitioner ignores the fact that claim construction arguments 

made during prosecution are considered under the Broadest Reasonable 

Interpretation standard, and not the Philips standard, which is applied in IPR.  Under 

the Philips standard, one of ordinary skill in the art would understand that wireless 

communications options do not include the frequency-hopping of the Oh reference 

(Ex. 1005) and that the Petition should be denied.      

 Respectfully submitted, 

Dated:  November 27, 2023  By: /Vincent J. Rubino, III  / 
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