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Selected Applications in Speech Recognition, Proceedings of the IEEE,
VOL. 77, NO. 2, pp. 257-286, February 1989 (“Rabiner89”)

1023 U.S. Patent No. 6,182,037 to Maes (“Maes™)

1024 U.S. Patent Application Publication No. 2003/0220796 to Aoyama et al.
(“Aoyama”)
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I. FINTIVFACTORS 1-5§ FAVOR INSTITUTION UNDER THE
DISTRICT COURT’S NEW CASE SCHEDULE

Patent Owner argues that the Board should deny institution and joinder under
Fintiv because the district court case is not stayed, there is overlapping prior art
asserted, and expert reports (not trial) are due before a final written decision is
expected. (POPR at 1-2.) But the Fintiv factors weigh in favor of institution.

Fintiv factor 2 weighs against discretionary denial because trial in the parallel
district court proceeding is now set for September 23, 2024, more than three months
after the expected date of the final written decision. (See Ex. 2002.)

Fintiv Factor 3, investment in the parallel proceeding as of the institution
decision, also favors institution. Apple Inc. v. Fintiv Inc.,IPR2020-00019, Paper 11
at 9-10 (March 20, 2020). Under the new schedule, deadlines for final invalidity
contentions (February 22, 2024), prior art narrowing (March 14, 2024), close of
fact discovery (April 4, 2024), expert reports (May 2, 2024), and dispositive
motions (June 27, 2024) all occur well after the January 2024 institution decision.
(Ex. 2002.) Thus, there will have been minimal investment in the validity of the
patents at time of institution.

Factor 4, regarding overlap of the issues, also favors institution. The final
written decision is scheduled to issue months before trial. Therefore, there is little

risk of overlap or conflicting decisions because Petitioners will be subject to
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estoppel well before trial. 35 U.S.C. § 315(e)(2); Network-1 Techs., Inc. v. Hewlett-
Packard Co., 981 F.3d 1015, 1027 (Fed. Cir. 2020).

Factors 1 (neutral because no stay requested) and 5 (slightly against
institution because same parties) do not tip the scales against institution. See, e.g.,
Lifecore Fitness, Inc. v. Woodway USA, Inc., IPR2023-0084, Paper 6 at 17 (Oct.
25, 2023) (“we determine that factor 1 is neutral, factors 2—4 weigh against denial
of institution, and factor 5, which is the lone factor favoring denial of institution,
does not outweigh factors 1-4”); STMicroelectronics, Inc. v. Ocean Semiconductor
LLC, IPR 2021-01349, Paper 13 at 13 (Mar. 4, 2022). Thus, the Fintiv factors 1-5
on balance weigh against discretionary denial.

II. FINTIVFACTOR 6: REQUIRING A SOTERA STIPULATION IS
“INAPPROPRIATE” AND PREJUDICIAL TO PETITIONERS

Patent Owner’s other argument—that institution must be denied unless
Petitioners as joining parties agree to enter the same Sotera stipulation as Petitioner
Apple entered—also fails. (POPR at 3.) Patent Owner’s baseless argument runs
contrary to the Board’s previous holdings: “a Sotera-style stipulation [is not] a
prerequisite for institution” and denying institution “merely because Petitioner has
not entered a Sotera-style stipulation would be inappropriate.” Zhuhai Cosmx
Battery Co., Ltd. v. Maxell, Ltd., IPR2022-00984, Paper 8 at 4 (Sept. 29, 2022).

Apple chose to enter its Sotera stipulation under distinguishable

circumstances. When Apple did so, the operative trial date in its case was two
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months before the expected written decision date. (See Exhibit 1061.) Here,
Petitioners’ trial date is three months affer the Board is expected to render its final
written decisions. (See Exhibit 2002.) That Apple’s petition was not evaluated
under the “compelling merits” standard is irrelevant (See POPR at 2-3), where, as
here, the Fintiv factors on balance do not favor discretionary denial. Commscope
Techs. LLC v. Dali Wireless, Inc., IPR2022-01242, Paper 23 at 4 (Feb. 27, 2023)
(precedential) (only when Fintiv factors favor discretionary denial should the Board
reach the compelling merits question). Moreover, Apple, as the original petitioner,
is subject to a different level of statutory estoppel than Amazon would be.
Network-1 Techs., 981 F.3d at 1027. Forcing Amazon to enter “the same Sotera
stipulation as Apple” that would bar Amazon from “pursu[ing] in the parallel
district court proceeding the same grounds as in the Petition or any grounds that
could have reasonably been raised in the pending Petition” (IPR2023-00034,
Paper 9 at 1 (emphasis added)) would be unfair and prejudicial to Petitioners, not
Patent Owner.

Patent Owner provides no other reason it would be unfair or prejudicial to
institute trial. Indeed, is not unfair or prejudicial to institute trial based on a
meritorious petition, particularly where the Board already instituted IPR based on
Apple’s identical petition. The Board should therefore reject Patent Owner’s

request to deny institution under Fintiv Factor 6 absent a Sotera stipulation.
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Dated: November 8, 2023

Respectfully submitted,

FENWICK & WEST LLP

/J. David Hadden/

J. David Hadden

Reg. No. 40,629

Attorneys for Petitioners
Amazon Web Services, Inc. and
Amazon.com Services LLC
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FENWICK & WEST LLP

/J. David Hadden/
J. David Hadden
Reg. No. 40,629

Attorneys for Petitioners
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