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ADM NI STRATI VE PATENT JUDGE: We're having
a conference here on the request to permt the
filing of a notion for discovery for the Patent
Omer. The request is a perm ssion for certain
docunents from-- and they're listed in a
docunment that was attached to an e-mail. There
were four sets of docunents that the Patent
Omer want ed produced.

But before we proceed, Patent Owner, what
is this request under? |Is that a request for
routine or for additional discovery?

MR. PERQUE: Additional discovery.

ADM NI STRATI VE PATENT JUDGE: Very good.
Go ahead and speak to your request.

MR. PERQUE: Request nunbers one through
three are directed towards a single product,
The Conpliance Engine, that's a Petitioner's
product. And it's directed to annual revenue
and subscription of nunbers for that particul ar
product .

Then, request nunber four is directed
toward copying, and I'Il get into that in nore
detail .

After the institution of this proceeding,

parties had a few weeks di scussing settl enment
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and the Patent Owner served the discovery
request shortly after those initial discussions
were had. The parties conferred regarding the
request and the Petitioner's objected to all
their requests.

The invention at issue as recited in
clainms 8 through 16, which are the chall enged
claims, and the institution was based on
obvi ousness.

Requests one through three are directed
toward comrerci al success.

Request number four is directed toward
copyi ng.

There is a co-pending litigation.

However, that litigation has been stayed, so

t he discovery sought here is not available in
the litigation. And the parties to this IPR
proceedi ng are private entities so that the
information that's sought by the Patent Owner
here regarding Brycer's annual revenues, et
cetera, are not otherw se avail able other than
t hrough Brycer.

The invention at issue is recited in claim
ei ght, which is the independent claimof the

chall enged clains. And it's a nmethod claim
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that relates to software and a web registry
that's used to enhance conpliance of various
assets including fire hydrants and rel at ed
| i fe-saving systens. And the regul atory
authority over those assets is typically a fire
mar shal , but in certain jurisdictions it may
vary. The old way of doing it was the fire
mar shal woul d send out handwritten -- not
handwritten -- but witten notices and woul d
receive back reports frominspection conpanies
whi ch may be in various formats, handwritten,
typewritten, sent by email, facsimle, et
cetera, and they weren't in a uniform formt.
What's recited in the claimis a nore proactive
process where the software in conjunction with
the web registry analyzes the informati on on
the assets in the web registry, identifies an
i nspection that's upcom ng, and then sends
notices to all of the interested parties.

The interested parties here are the
regul atory authority, the owner of the assets,
and the inspection conpanies which we'll get to
in a second.

The notice that goes to the asset owner

not only notifies themthat there's a need for
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an inspection, but it also tells themthe type
of inspection, and also the inspectors that may
be available to performthe inspection. Once
t hey select the inspection conmpany, that
| nspection conpany receives fromthe system
notification that there's a certain asset that
needs to be inspected, the type of asset to be
I nspected, and a formfor doing this. Once the
| nspection is done, the inspection conpany can
upload that forminto the system And what
this does is it takes all of the notification
and i nspection aspects of conpliance and
automates it so that the regulatory authority
can focus on the owners or the assets that are
nonconpliant or where there's an owner that's
failed to performinspections after receiving a
certain nunmber of notices.

Al'l of this is recited in the clains
t hemsel ves. And what Tegris did when they
| aunched their systemthat inplenents this
pat ented process, they did case studies. And
what they found was the proactive noticing and
the forms of the standardi zed formfor the
I nspectors to respond to an inspection and

where that's all uploaded in real tine to a web
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registry. They found that within a year of

i npl enmenting their system conpliance inproved
by 100 percent. The nunber of deficient
systens dropped by 300 percent. The number of
systens being inspected inproved by 250
percent. The amount of time for the regulatory
authority to performits conmpliance function in
many cases dropped by over 50 percent. All of
t hese better-than-expected results led to the
commerci al success, not only for Tegris, but

al so for Brycer, the Petitioner.

So the requests one through three seek
t heir annual revenues, annual subscriptions to
show that with their entry to the market they
achi eved enormpus success. And we believe
there's a nexus, and we'll prove that there's a
nexus between that success and the proactive
notification, and standardized form and web
registry that's recited in claim8.

We believe that we were given | eads about
it, so we can include materials fromBrycer's
website which supports that. W al so have
decl arants that can provide additional support.
and al so, the pending co-pending litigation is

a patent case and there's a claimchart that
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was filed with the patent case that shows each
aspect of The Conpliance Engi ne system that |
referred to earlier that corresponds to the
steps or features of claim8 that are the
driving force, if you will, the nexus for the
commer ci al success.

Turning to the Garmn factors briefly, the
request -- we believe the requests are based on
nore than a nere possibility of finding
somet hi ng useful. None of the requests seek
the litigation provisions of the other party.
The information that we're seeking is not
avai |l abl e through any ot her neans because
Brycer is a private conpany. The requests are
easi |y understandabl e and they've not overly
burdensonme to answer.

Requests one through three are just
seeki ng annual nunbers that should be in their
annual financial reports as well as readily
avai |l able from The Conpliance Engine itself.

Request nunber four, which is directed to
copi es, when we had our initial conference, the
Petitioners were not inclined to discuss each
request and the Patent Owner is willing. One

of the objections that was nmade was t hat
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they're overly broad. Wth regard to requests
for copying are evidence of copying. The
Patent Owmer is willing to limt that to
docunments that refer to Tegris or the patent
entity and The Conpliance Engine to further
narrow t he request to address any concerns
regardi ng the request being unduly burdensone.
We just direct the Judge's attention to a
simlar case, Brunsw ck versus Volvo Penta, |PR
2020- 01512, paper 25, | believe it's instructed
because in that instance under very simlar
circunmstances, the board all owed di scovery
regardi ng the revenues annual nunber show ng
the commercial success of the Petitioner, and
al so allowed sim |l ar discovery showi ng copi es.
In this instance, we believe that we can
subm t declarations based on facts that are
al so alleged in the corresponding litigation
t hat Brycer had access to and know edge of the
Tegris system before, and during, and after
their launch of The Conpliance Engi ne and then
finally to -- in an effort to avoid the notion
you've granted from i npacting the schedul e of
this proceeding, the Patent Owner woul d be

willing to file and commt to filing its notion
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within a week of the |eads being granted and
should be able to make its case within a
ten-page limt.

ADM NI STRATI VE PATENT JUDGE: Thank you,
Counsel .

| want to get something clarified because
we're dealing with a patentability issue here
rather than litigation. So what exactly would
t he docunents have in ternms of resolving the
patentability dispute?

MR. PERQUE: Well, the patentability issue
here is we believe the comercial success of
the Brycer product is directly related its
| npl ement ati on of the clainmed invention that's
recited in claim8, and that commercial success
Is an indicia of non --

ADM NI STRATI VE PATENT JUDGE: Thank you,
Counsel .

Petitioner, how do you respond?

MR. COLSHER: Good norni ng, Your Honor.
This is Patrick Col sher for Petitioners.

We woul d respectfully submt that Patent
Omner cannot under the Garmn factors neet its
burden to show that any requests are in the

interest of justice. At its core here, the
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di scovery here is anal ogous to the discovery
denied in the board's precedential Garm n
deci sion as well as numerous cases after.

What Patent Owner is really seeking is
di scovery on Petitioner's business as well as
anyt hing and everything that Petitioner may
have said over nore than a decade about Patent
Omer's products or the chall enged patent.

We would submt that there's nothing that
ties requests to the specific issues in this
proceeding and it's sinply a fishing expedition
In the hopes that sonmething may be uncover ed.

We'd al so submt that it's noteworthy that
In Patent Owner's recitation here, there isn't
really any evidence that would tie this to
commer ci al success or copying. These are broad
requests. You heard Patent Owner tal k about
apparently a narrow nexus, which we hadn't
heard before, about notification standardized
forms. But the problem here is requests one
t hrough three aren't seeking information about
a particular feature or anything else |ike
t hat .

We al so heard Patent Owner tal k about fire

hydrants, but the accused product isn't just
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fire hydrants, it's elevators, backflow tests,
and ot her types of fire protection systems, and
we're just not sure how these requests, even if
granted, would go to things |Iike comrerci al
success.

And as to request nunber four, which
Pat ent Owmer has said they're tal king about
copying, they're asking for anything and
everything that's ever been said about a
conpetitor. And we just don't see how that
coul d possibly reasonable in this circunstance.
The same thing is true for products. The sane
thing is true for the patent in general.

As to the case that they brought up, we
had asked Patent Owner if they had any cases
before and we weren't provided that. And
certainly is briefing was all owed, we woul d
address that.

It appears here to us that Patent Owner's
theory is basically that discovery on secondary
consi deration should be allowed and should be
allowed in basically all instances. That's a
position that was rejected in Garmn. That's a
position that's been rejected in many cases

si nce. And so, we would submt that there can
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be no showing of interest in justice. The
briefing should be denied.

| would just nmake one final point on the
briefing. |1'msure the parties can work out a
schedul e, but we're not too far out fromthe
Patent Owner response if these requests are
granted. We do have to work through the
schedule. | have no doubt that we could work
t hat out anongst oursel ves.

Thank you, Your Honor.

ADM NI STRATI VE PATENT JUDGE: Thank you,
Counsel .

| have a question for you, Patent Owner.
You say here in nunber 4 docunents that contain
statenments of facts or opinions about Tegris,
Tegris Fire Conpliance Law or U.S. Patent
11, 126, 966.

That seens |ike a very broad request here.
How do you know any of these docunents of
opi ni ons exist?

MR. PERQUE: Your Honor, two things. One
I's we have expressed a willingness to limt the
request, only docunents that refer to either
the challenge at R Tegris and Brycer System

called the conpliance nodel. W believe that
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t hey exi st because Brycer had know edge of the
Tegris system before their system was
devel oped. And we al so believe that there was
copying likelihood of docunmented evincing that
copying because we will submt a declaration
fromindividuals who have used both systens and
can attest that the Brycer system works in
al nost precisely the sanme manner as the Tegris
systemas it relates to the features that are
recited in the challenged clains, which we have
al so asserted and believe that there's a nexus
bet ween those features and the commerci al
success of the Brycer product, which is also,
Your Honor, represented on their website. They
refer not to the claim8 but to the
functionality that's recited in claim8 on the
very front pages of their website and attest
that their system achi eves conpliance of over
70 percent.

MR. COLSHER: Under docunments about the
pat ent copyi ng position.

MR. PERQUE: Well, Your Honor, it's
difficult to state in the -- in a vacuum  But
to the extent that there are docunents that

wer e devel oped by Brycer at the tine that they
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were either devel oping or adding functionality
to The Conpliance Engine and they refer to
certain aspects of the Tegris systemthat are
hel pful in achieving better conpliance, or

hel pful in other ways that will nmake their
product nmore comercially successful, we think
t hat the copying and the docunents discussing
or providing an opinion regarding the Tegris
system and how that may benefit Brycer if those
functionalities are included in its system
woul d not only show copying but also further
support the commercial success case that's
asserted by Patent Owner.

ADM NI STRATI VE PATENT JUDGE: Thank you,
Counsel .

Any other comments from petitioner?

MR. COLSHER: No, Your Honor.

ADM NI STRATI VE PATENT JUDGE: Let ne put
you all on nute here. | want to talk to ny
col | eague.

(VWher eupon, a short recess was
t aken.)
' m back.
Thank you, Counsel, for all your coments.

We decided not to i ssue a decision on the
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request at this time. |[|'mgoing to discuss the

request among ourselves and i ssue an order

soon.

So to that end to expedite matters, |

would |1 ke Patent Owmners to submt the

transcript as soon as it's available -- the
sooner the better -- so we can decide on the
request.

Any ot her comments from Patent

MR. PERQUE: No, Your Honor.
ADM NI STRATI VE PATENT JUDGE:

from Petitioner?

MR. COLSHER: No, Your Honor.

for your tinme today.
ADM NI STRATI VE PATENT JUDGE:

adj ourned, and have a nice day.

(Meeting adjourned.

11: 52 a. m ET)

Omwner ?

Anyt hi ng

Thank you

Ti me not ed:
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CERTI FI CATI ON

|, ESTAMARI E CASTELLI - VELEZ, a Short hand
Reporter and Notary Public within and for the State
of New York, do hereby certify the foregoing to be a
true and accurate transcript to the best of ny
know edge and ability.

| further certify that | amnot related to
any of the parties to this action by blood or by
marriage and that | amin no way interested in the
outcome of this matter.
Date: 3/14/2024

a \J
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