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Independent Claim 8

2

EX1001 (’966 Patent) at 15:16-16:13; Paper 1 (Petition) at 3, v-vi 

[8pre]

[8a]

[8b]

[8c]

[8d]

[8e]

[8f ]

[8g]

[8h]

[8i]
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Dependent Claims 9-16

3

EX1001 (’966 Patent) at 16:14-55; Paper 1 (Petition) at 3, vi-vii 
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Claims 8-16 are Obvious

4

Ground Prior Art Claims

1 Obvious under §103 over Key in view of 
Chauhan, Sweeney, and McKinney 8-16

Paper 1 (Petition) at 3 
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The ’966 Patent

5

EX1001 (’966 Patent) at Cover Page; Paper 1 (Petition) at 3-5, 7 
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Admissions in Specification are Binding for Obviousness Inquiry

6

Paper 1 (Petition) at 28

“Admissions in the specification regarding the prior art are binding on the patentee for 
purposes of a later inquiry into obviousness.”

PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1362 (Fed. Cir. 2007)

“By characterizing certain parts as conventional in the specification, the patentee 
effectively admits that such things would be known to a POSA.” 

McCoy v. Heal Sys., LLC, 850 F. App’x785, 789 (Fed. Cir. 2021)

“[I]t is appropriate to rely on admissions in a patent’s specification when assessing 
whether that patent’s claims would have been obvious.”

KoninklijkePhilips N.V. v. Google LLC, 948 F.3d 1330, 1339 (Fed. Cir. 2020)

“[A] patentee’s admissions about the scope and content of the prior art provide a factual 
foundation as to what a skilled artisan would have known at the time of invention.”

Qualcomm Inc. v. Apple Inc., 24 F.4th 1367, 1375-76 (Fed. Cir. 2022)
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The ’966 Patent’s Admissions: Fire Hydrants are 
Non-Limiting and Assets are Substitutable

7

EX1001 (’966 Patent) at 1:19-38; Paper 1 (Petition) at 4, 28; Paper 26 (Reply) at 7, 17-18

• Wide-ranging “example[s] of owned 
assets requiring … inspection”

• “For purposes of a non[-]limiting example 
a fire hydrant will be used as an owned 
asset throughout the specification”

• “it should be readily appreciated that 
any owned asset may be substituted for the 
fire hydrant.”
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The ’966 Patent’s Admissions: “Well-Known Computing Systems…”

8

EX1001 (’966 Patent) at 5:9-20; Paper 1 (Petition) at 4
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The ’966 Patent: Summary of Invention

9

EX1001 (’966 Patent) at 3:8-25; Paper 1 (Petition) at 3; Paper 17 (POR) at 33

• Web Registry for Tracking 
Inspection of Owned Assets with 
Data Shared Among Asset Owners, 
Inspectors, and Approval 
Authorities
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The ’966 Patent: “Exemplary Computer Network System”

10

EX1001 (’966 Patent) at FIG. 2, 6:21-33; Paper 1 (Petition) at 4-5
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“Narrowly Focusing on [Subset of] Prior-Art References” is Legally Improper

11

Paper 26 (Reply) at 8

Randall Mfg. v. Rea, 733 F.3d 1355, 1362 (Fed. Cir. 2013)

“By narrowly focusing on the four prior-art references cited by the 
Examiner and ignoring the additional record evidence Randall cited to 
demonstrate the knowledge and perspective of one of ordinary skill in the 
art, the Board failed to account for critical background information that 
could easily explain why an ordinarily skilled artisan would have been 
motivated to combine or modify the cited references to arrive at the 
claimed inventions. As KSR established, the knowledge of such an 
artisan is part of the store of public knowledge that must be consulted 
when considering whether a claimed invention would have been 
obvious.”
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The State of the Art: the “Key” reference

12

EX1005 (Key) at FIG. 3, [0015], [0053], [0065]-[0069]; Paper 1 (Petition) at 10-12, 23-24

Client Computers

Network, e.g., 
Internet

Servers

Database

KNOWN IN THE ART
• Web-Enabled Jurisdictional Online Management 

System for Sharing Data Among Asset Owners, 
Inspectors, and Jurisdictions

• Jurisdictionally Required Asset Inspection
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The State of the Art: the “Key” reference

13

EX1005 (Key) at FIG. 4, [0070]; Paper 1 (Petition) at 12-13

KNOWN IN THE ART
• System users include asset owners, inspectors, 

and jurisdiction reviewers (approval authorities)
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The State of the Art: the “Key” Reference

14

EX1005 (Key) at FIG. 7, [0016]-[0017], [0104]; Paper 1 (Petition) at 13-14, 23

KNOWN IN THE ART
• Centralized Database and System for Real-Time Data
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The State of the Art: the “Chauhan” Reference

15

EX1016 (Chauhan) at FIG. 1, [0039], [0207], [0218]; Paper 1 (Petition) at 14-16

 “UtilityCenterTM 10 is an integrated GIS suite of 
applications that manages information across the 
entire utility.” EX1016 at [0039].

 “The primary data for UtilityCenterTM 10 is stored in a 
Microsoft SQL Server® database 800.” EX1016 at 
[0039].

 Discloses “fire hydrant inspections” and “HYDRANT 
theme.” EX1016 at [0207].

 “Besides electric transmission and distribution 
utilities, the same technology has been tailored to 
specific needs of public agencies, such and fire and 
police departments, zoning and planning 
commissions….” and several others. EX1016 at [0218].

KNOWN IN THE ART
• Systems for Fire Hydrant and Other Asset 

Inspections with Known Databases
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The State of the Art: the “Campion” Reference

16

EX1007 (Campion) at FIG. 5, 1:27-40, 2:12-33, 9:37-41, 17:23-27; Paper 1 (Petition) at 18-20, 66

 “The installation and maintenance of life-safety equipment such 
as smoke detectors, fire alarm and sprinkler systems, and the like, 
continues to be a major concern…. Given that, under various 
local ordinances (see, e.g. New Jersey State Fire Prevention 
Code) … periodic maintenance must be performed….” as well 
as the “equipment is mandated to be serviced, tested and 
inspected at regular intervals….” EX1007 at 1:27-40.

 “[D]esirable in the art to … provide an authenticated report or 
the like in a compliant format for the jurisdiction,” among other 
things. EX1007 at 2:12-33.

 “Workstations can also be used to schedule inspections due over 
the course of coming time for periods as required, to set dates 
for required inspection and receive reminders of inspections due 
and the like.” EX1007 at 9:37-41.

 “[T]he results of the inspection can be … stored ... and … 
authenticated for generation and/or publication of reports in a 
format that would be accepted by, for example, a local fire 
inspection jurisdiction.” EX1007 at 17:23-27.

KNOWN IN THE ART
• Systems for Life-Saving Equipment Inspection 

Scheduling and Reporting in Jurisdictionally 
Compliant Format
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The State of the Art: the “Lloyd’150” Reference

17

EX1021 (Lloyd’150) at Abstract, 2:9-22, 7:24-42; Paper 1 (Petition) at 20-21, 26-27Abstract

2:9-22

7:24-42

KNOWN IN THE ART
• Systems for Fire/Life Systems 

Inspections and Notifications
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The State of the Art: the “Sweeney” Reference

18

EX1006 (Sweeney) at FIGs. 1 & 2, [0007], [0043]; Paper 1 (Petition) at 16-17, 60

KNOWN IN THE ART
• System for Online Asset Management 

with Database of Inspection Reports
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The State of the Art: the “McKinney” Reference

19

EX1020 (McKinney) at [0003], [0057], [0080]; Paper 1 (Petition) at 18, 45

KNOWN IN THE ART
• Systems for Asset Monitoring and 

Compliance with Standardized 
Notice Letters
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The State of the Art: “Shamsi” & the “ESRI White Paper”

20

EX1022 (Shamsi) at 304-305; EX1026 (ESRI) at 17-18; Paper 1 (Petition) at 26 

Shamsi

* * * * 
 

EX1022 at 304-305

ESRI White Paper

EX1026 at 17-18 

KNOWN IN THE ART
• Systems for Inspections of Fire Hydrant and Other Assets
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The State of the Art: “Buildingreports.com”

21

EX1024 (Buildingreports.com) at 1, 4; Paper 1 (Petition) at 38, 45

KNOWN IN THE ART
Web-based inspection reporting for 
inspectors, owners, and authorities for 
various types of inspections
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Level of Ordinary Skill: The Parties’ Proposals

22

Paper 1 (Petition) at 6; Paper 17 (POR) at 34-35; Paper 9 (ID) at 21-22 

Petitioner*

• “[A] POSA would have had at least a B.S. in 
engineering or a related field, and would have 
had at least two years of experience designing 
and/or developing asset management and 
compliance systems for a regulated asset or 
system of assets.” 

• “This description is approximate—a higher 
education or skill level might make up for less 
experience, and vice-versa.”

Paper 1 (Petition) at 6

Patent Owner

• “A POSA should at minimum have knowledge 
of and experience in the inspection and 
maintenance of fire hydrants or at least 
similar emergency or life safety assets, 
applicable regulations, and software available 
for use in connection therewith in 2007.” 

Paper 17 (POR) at 34-35

Paper 9 (ID) at 21-22

*
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Level of Ordinary Skill: The Board At Institution

23

Paper 9 (ID) at 21-22
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Level of Ordinary Skill: The ’966 Patent’s Field of Art

24

• Wide-ranging “example[s] of owned 
assets requiring … inspection”

• “For purposes of a non[-]limiting example 
a fire hydrant will be used as an owned 
asset throughout the specification”

• “it should be readily appreciated that 
any owned asset may be substituted for the 
fire hydrant.”

EX1001 (’966 Patent) at 1:19-38; Paper 1 (Petition) at 4, 28; Paper 26 (Reply) at 7, 17-18
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Level of Ordinary Skill: Patent Owner Witness McNulty

25

EX1037 (McNulty Depo) at  58:2-22, 60:10-14, 62:8-10; Paper 26 (Reply) at 7-8

EX1037 at 58:2-22 

EX10137 at 60:10-14

EX1037 at 62:8-10 
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Level of Ordinary Skill: Patent Owner Witness Miller

26

EX1038 (Miller Depo) at 35:11-13, 37:7-13; Paper 26 (Reply) at 7-8

EX1038 at 35:11-13

EX1038 at 37:7-13
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Level of Ordinary Skill: Patent Owner Witness Williams

27

EX2040 (Williams Depo) at 105:11-106:10; EX2042 at 1; Paper 26 (Reply) at 8

EX2040 (Williams Depo) at 105:11-106:3 EX2040 (Williams Depo) at 106:4-10

EX2042 at 1
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“Fire Hydrant Management Software”

28

Paper 17 (POR) at 30-31; Paper 9 (ID) at 18-19 

Patent Owner

Paper 17 (POR) at 30-31

Institution Decision

* * * 

Paper 9 (ID) at 18-19
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“Fire Hydrant Management Software”

29

Patent Owner

Paper 17 (POR) at 31

Institution Decision

Paper 9 (ID) at 19
EX1001 (’966 Patent) at 1:59-66

EX1001 (’966 Patent) at 1:59-66; Paper 17 (POR) at 31; Paper 26 (Reply) at 7; Paper 9 (ID) at 19 
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“Fire Hydrant Management Software”

30

EX2020 (Williams Decl) ¶54; Paper 9 (ID) at 20; Paper 26 (Reply) at 7

Institution Decision

Paper 9 (ID) at 20

Patent Owner Witness Williams

* * * * 

EX2020 (Williams Decl) ¶54
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“Fire Hydrant Management Software”

31

Patent Owner

Paper 17 (POR) at 31

Patent Owner Witness Williams

EX1040 (Williams Depo) at 48:6-49:4

EX1001 (’966 Patent) at 1:59-66

EX1001 (’966 Patent) at 1:59-66; EX1040 (Williams Depo) at 48:6-49:4; Paper 17 (POR) at 31; Paper 26 (Reply) at 7
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No Requirement that 8[c]’s “Notification Events” 
are for “an Upcoming Inspection” 

32

EX1001 (’966 Patent), cl. 8; Paper 17 (POR) at 29

Patent Owner Response

Paper 17 (POR) at 29

Claim 8

EX1001 (’966 Patent), claim 8

[8b]

[8c]

[8d]

[8e]
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No Requirement that 8[c]’s “Notification Events” 
are for “an Upcoming Inspection”   

33

EX1001 (’966 Patent) at 4:49-67; Paper 26 (Reply) at 4

’966 Patent at 4:49-67 Claim 8

[8b]

[8c]

[8d]

[8e]
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EX1001 (’966 Patent), cl. 8; Paper 26 (Reply) at 3-4

Petitioner Reply

• 8[c]’s “notification events” (plural) do 
not recite a particular event or content 

• 8[d]’s “a notification event” (singular) 
already requires that “the notification 
event comprises a designatable interval 
in advance of an impending deadline”

• 8[e]’s sending specifies only that the 
notice be “of the status of the assets” 

Paper 26 (Reply) at 3-4

Claim 8

EX1001 (’966 Patent), claim 8

[8b]

[8c]

[8d]

[8e]

No Requirement that 8[c]’s “Notification Events” 
are for “an Upcoming Inspection”   
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No Requirement to “Simultaneously” Send Notices 
of “Upcoming Inspection”

35

EX1001 (’966 Patent), cl. 8; Paper 17 (POR) at 25-26

Patent Owner Response

Paper 17 (POR) at 25-26

Claim 8

EX1001 (’966 Patent), claim 8

[8b]

[8c]

[8d]

[8e]
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No Requirement to “Simultaneously” Send Notices 
of “Upcoming Inspection”

36

EX1001 (’966 Patent), cl. 8; Paper 26 (Reply) at 3-4

Petitioner Reply

• 8[c]’s “notification events” (plural) do 
not recite a particular event or content 

• 8[d]’s “a notification event” (singular) 
already requires that “the notification 
event comprises a designatable interval 
in advance of an impending deadline”

• 8[e]’s sending specifies only that the 
notice be “of the status of the assets” 

Paper 26 (Reply) at 3-4

Claim 8

EX1001 (’966 Patent), claim 8

[8b]

[8c]

[8d]

[8e]
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No Requirement to “Simultaneously” Send Notices 
of “Upcoming Inspection”

37

EX1001 (’966 Patent) at FIG. 5, 5:15-37; Paper 17 (POR) at 25-26; Paper 26 (Reply) at 3-4

’966 Patent at 5:15-37 ’966 Patent Figure 5
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No Requirement to “Simultaneously” Send Notices 
of “Upcoming Inspection”

38

EX1001 (’966 Patent) at 4:49-67; Paper 26 (Reply) at 4

’966 Patent at 4:49-67 Claim 8

[8b]

[8c]

[8d]

[8e]
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8[d]’s “Notifying” and 8[e]’s “Sending … a Notice” are Not Limited to 
“Automatically Sending…” and Can Include Web-Based Access

39

Patent Owner Response

Paper 17 (POR) at 26-28

Claim 8

EX1001 (’966 Patent), claim 8

[8d]

[8e]

EX1001 (’966 Patent), cl. 8; Paper 17 (POR) at 26-28
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Patent Owner Response

Paper 17 (POR) at 27-28

’966 Patent

EX1001 (’966 Patent) at 4:24-36

EX1001 (’966 Patent), 4:24-36; Paper 17 (POR) at 27-28; Paper 26 (Reply) at 5

8[d]’s “Notifying” and 8[e]’s “Sending … a Notice” are Not Limited to 
“Automatically Sending…” and Can Include Web-Based Access 
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8[d]’s “Notifying” and 8[e]’s “Sending … a Notice” are Not Limited to 
“Automatically Sending…” and Can Include Web-Registry Notification 

Paper 26 (Reply) at 5

Improper to Read in “Automatically”

Linear Tech. Corp. v. Int’l Trade Comm’n, 566 F.3d 1049, 1059-60 
(Fed. Cir. 2009) (italics in original; citations omitted)

Error to Add Negative Limitation

Linear Tech., 566 F.3d at 1059-60 
(italics in original; citations omitted)

“We agree with Linear that the Commission 
improperly narrowed this claim limitation to 
exclude indirectly monitoring current through the 
measurement of voltage. The claim limitation 
does not state directly monitoring current. Rather, 
it simply reads ‘monitoring the current to the 
load.’ As such, this limitation should be accorded 
a scope commensurate with the [] patent’s 
specification.”

“Explicitly, the specification states that ‘other 
means of detecting current reversals in the 
inductor current could be used as well,’ including 
‘generating a feedback signal indicative of current 
reversal in inductor current’…. Thus, because there 
is no basis in the patent specification for adding 
the negative limitation — excluding monitoring 
voltage — we hold that the Commission erred in 
construing this limitation.”
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Remaining Issues

42

# Issue
1 It would have been obvious to apply Key’s JOM 

teachings to fire hydrant management.

2 It would have been obvious to notify the owner and 
approval authority in advance of an inspection; and 
regardless, the notice to the authority does not need to 
be in advance.

3 It would have been obvious to notify the owner of cost 
and inspection type.

4 It would have been obvious to send a standard format 
notice to the approval authority.

5 It would have been obvious for the owner to select a 
qualified inspector based on asset proximity.
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Remaining Issues

43

# Issue
1 It would have been obvious to apply Key’s JOM 

teachings to fire hydrant management.

2 It would have been obvious to notify the owner and 
approval authority in advance of an inspection; and 
regardless, the notice to the authority does not need to 
be in advance.

3 It would have been obvious to notify the owner of cost 
and inspection type.

4 It would have been obvious to send a standard format 
notice to the approval authority.

5 It would have been obvious for the owner to select a 
qualified inspector based on asset proximity.
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Issue #1: It would have been obvious to apply Key’s JOM 
teachings to fire hydrant management

44

EX1001 (’966 Patent) at 1:19-38; EX1005 (Key) at [0015]; Paper 1 
(Petition) at 4, 10-11, 23-24, 28; Paper 26 (Reply) at 7

’966 Patent admits that assets are 
non-limiting and substitutable 

Key teaches its JOM system applies 
to several of the same assets
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Paper 1 (Petition) at 24-27

State of the Art Confirms Asset Interchangeability Within 
Inspection Compliance Monitoring and Reporting Systems 

Reference Assets Cite

Key “pressure vessels, boilers, elevators, amusement park rides, and other required jurisdictional 
inspections of objects”

EX1005 at [0015]

Sweeney construction assets EX1006 at [0002]

Campion “life-safety equipment such as smoke detectors, fire alarm and sprinkler systems, and the like” EX1009 at 1:18-26

Lloyd’150 “fire/life safety systems and components whose operation, maintenance and testing are established 
by predetermined operational criteria, such as industry standards and fire/life safety codes”

EX1021 at Abstract

Chauhan fire hydrants, gas pipeline, wastewater utilities, etc. EX1016 at [0207], [0218]

Silvers oil and gas wells EX1018 at [0030]

Jackson natural gas distribution systems “and many other areas” EX1019 at [0029]

McKinney environmental equipment, e.g., wastewater treatment EX1020 at [0003], [0011]

ESRI fire hydrants EX1026 at 17-18

Shamsi meters, fire hydrants, valves EX1022 at 304-305

Issue #1: It would have been obvious to apply Key’s JOM 
teachings to fire hydrant management
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EX1005 (Key) at [0015], [0046]; EX1016 (Chauhan) at [0207], [0218]; Paper 1 (Petition) at 24-25

Key and State of the Art Confirm Reasons for 
Applying Key’s JOM to Fire Hydrant Management

Key (EX1005) Chauhan (EX1016)

Issue #1: It would have been obvious to apply Key’s JOM 
teachings to fire hydrant management
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EX1021 (Lloyd’150) at 1:53-65, 2:9-22, 7:24-32; Paper 1 (Petition) at 26-27

State of the Art Confirms Reasons for Applying Key’s 
JOM to Fire Hydrant Management

Lloyd’150 (EX1021)

1:53-65 2:9-22

7:24-32

Issue #1: It would have been obvious to apply Key’s JOM 
teachings to fire hydrant management
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EX1007 (Campion) at 1:18-37, 2:6-28; Paper 1 (Petition) at 19-20, 27

State of the Art Confirms Reasons for Applying Key’s 
JOM to Fire Hydrant Management

Campion (EX1007)

1:18-25

1:27-37 2:6-28

Issue #1: It would have been obvious to apply Key’s JOM 
teachings to fire hydrant management
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EX1003 (MacInnes Decl.) ¶¶124-125, 135, 139; Paper 1 (Petition) at 23-28

Petitioner Witness MacInnes Confirms Application of 
Key’s JOM to Fire Hydrant Management

MacInnes Declaration (EX1003)

Issue #1: It would have been obvious to apply Key’s JOM 
teachings to fire hydrant management

* * * * 
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Remaining Issues

50

# Issue
1 It would have been obvious to apply Key’s JOM 

teachings to fire hydrant management.

2 It would have been obvious to notify the owner and 
approval authority in advance of an inspection; and 
regardless, the notice to the authority does not need to 
be in advance.

3 It would have been obvious to notify the owner of cost 
and inspection type.

4 It would have been obvious to send a standard format 
notice to the approval authority.

5 It would have been obvious for the owner to select a 
qualified inspector based on asset proximity.
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Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection

51

[8d]

[8e]

Key (EX1005)

Key teaches emailing, etc. 
notifications to users

Key also teaches notifying 
owners and approval 
authorities

EX1005 (Key) at [0019], [0067]-[0068], [0071], [0077]; Paper 1 (Petition) at 11-12, 38-39, 41-42, 49, 51
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[8d]

[8e]

Patent Owner Witness Williams 
Confirms that Key Teaches Providing 
Owners, Approval Authority and 
Inspectors Notifications via Email and 
Other Means

Williams (EX1040)

EX1040 (Williams) at 100:6-101:3; Paper 26 (Reply) at 10

100:6-13

100:14-101:3 (objection omitted)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

Key (EX1005)

EX1005 (Key) at [0018]-[0020], [0076]; Paper 1 (Petition) at 11, 38-39, 42, 49, 51

Key teaches analyzing database for 
objects with upcoming inspection due 
dates and providing notifications of 
same

Key also teaches providing data to the 
approval authority

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

EX1005 (Key) at [0080], [0083]-[0084], claim 19; Paper 1 (Petition) at 39-40, 42

Key teaches analyzing database for 
objects with upcoming inspection due 
dates and providing notifications of 
same

Key (EX1005)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

Key teaches notification in 
advance of future inspections, 
repeated inspection cycles, and 
jurisdictionally mandated 
inspection frequencies

EX1005 (Key) at [0047], [0077], [0099]; Paper 1 (Petition) at 39, 41-43; Paper 25 (Reply) at 10

Key (EX1005)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

Key teaches inspection process 
repeats from object creation 
through decommission

Key (EX1005)

EX1005 (Key) at [0043], [0099], [0108]; Paper 1 (Petition) at 39, 42-44; Paper 26 (Reply) at 10-11 

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

State of the art confirms repeated 
mandatory inspection cycles

Lloyd’150 (EX1021)

EX1021 (Lloyd’150) at 2:23-27, 6:5-21; Paper 26 (Reply) at 10-11 

2:23-27

6:5-21

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

Key (EX1005)

EX1005 (Key) at [0063]; Paper 26 (Reply) at 11

Key teaches that steps can be 
performed in different orders

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

Key (EX1005)

EX1005 (Key) at [0014]; EX1007 (Campion) at 8:24-29; EX1020 (McKinney) at [0045]; 
Paper 1 (Petition) at 18, 49-51; Paper 26 (Reply) at 12, 19

Key and state of the art explain 
reasons for keeping relevant parties 
informed

McKinney (EX1020)

Campion (EX1007)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

McKinney (EX1020)

EX1020 (McKinney) at [0056]-[0057], [0080]; Paper 1 (Petition) at 18, 45; Paper 26 (Reply) at 12

State of the art explains methods and 
reasons for keeping relevant parties 
informed

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection

* * * * 
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[8d]

[8e]

EX1021 (Lloyd’150) at Abstract, 7:1-32; Paper 1 (Petition) at 20-21, 27, 50; Paper 26 (Reply) at 12

Lloyd’150 (EX1021)

Abstract

7:1-32

State of the art explains methods and 
reasons for keeping relevant parties 
informed

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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[8d]

[8e]

EX1016 (Chauhan) at [0085], [0166]-[0167]; Paper 1 (Petition) at 45-46, 49-51, Paper 26 (Reply) at 12 

Chauhan (EX1016)

State of the art explains methods and 
reasons for keeping relevant parties 
informed

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection

63

[8d]

[8e]

Woodings (EX1025)

EX1025 (Woodings) at [0006]; Paper 1 (Petition) at 45-46, 49-51

State of the art explains reasons for 
keeping relevant parties informed
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Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection

64

[8d]

[8e]

Cober (EX2008)

EX2008 (Cober) at [0071], [0504]-[0505]; Paper 26 (Reply) at 12

State of the art explains methods and 
reasons for keeping relevant parties 
informed
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[8d]

[8e]

State of the art explains methods for 
keeping relevant parties informed

Sweeney (EX1006)

EX1006 (Sweeney) at [0017], [0039]; Paper 1 (Petition) at 46-47

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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EX1003 (MacInnes Decl.) ¶107; Paper 1 (Petition) at 22-23

Petitioner Witness MacInnes Confirms Obviousness 
of Keeping Relevant Parties Informed

MacInnes Declaration (EX1003)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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EX1003 (MacInnes Decl.) ¶¶180-182; Paper 1 (Petition) at 44-45

Petitioner Witness MacInnes Confirms Obviousness 
of Keeping Relevant Parties Informed

MacInnes Declaration (EX1003)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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EX1003 (MacInnes Decl.) ¶¶183, 187; Paper 1 (Petition) at 45-47

Petitioner Witness MacInnes Confirms Obviousness 
of Keeping Relevant Parties Informed

MacInnes Declaration (EX1003)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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EX1003 (MacInnes Decl.) ¶200; Paper 1 (Petition) at 50

Petitioner Witness MacInnes Confirms Obviousness 
of Keeping Relevant Parties Informed

MacInnes Declaration (EX1003)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection

BRYCER EXHIBIT 1041



Presentation of PetitionerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE 70

EX1005 (Key) at [0195]-[0196], FIGs. 20-21; Paper 1 (Petition) at 52; 
EX2018 (Tegris Chart) at 6; Paper 26 (Reply) at 23

Regardless, Key also discloses web-based 
notice

Under Patent Owner’s Practicing-the-
Patent Theory, This is Enough

Key (EX1005)

Chart for Patent Owner System (EX2018 at 6)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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EX1005 (Key) at FIG. 16; Paper 1 (Petition) at 41-42; EX2018 (Tegris Chart) at 6; Paper 26 (Reply) at 23

Regardless, Key also discloses web-based 
notice

Under Patent Owner’s Practicing-the-
Patent Theory, This is Enough

Key (EX1005)

Chart for Patent Owner System (EX2018 at 6)

Issue #2: It would have been obvious to notify the owner and 
approval authority in advance of an inspection
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Issue #2: Regardless, the notice to the authority 
does not need to be in advance

72

EX1001 (’966 Patent), cl. 8; Paper 26 (Reply) at 3-4

Petitioner Reply
• 8[c]’s “notification events” (plural) do 

not recite a particular event or content 

• 8[d]’s “a notification event” (singular) 
already requires that “the notification 
event comprises a designatable interval 
in advance of an impending deadline”

• 8[e]’s sending specifies only that the 
notice be “of the status of the assets”

Paper 26 (Reply) at 3-4

Claim 8

EX1001 (’966 Patent), claim 8

[8c]

[8d]

[8e]

Also regardless, notifications for upcoming 
inspections are not required in 8[e]
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EX1001 (’966 Patent) at 4:49-67; Paper 26 (Reply) at 4

’966 Patent Discloses Notifications to Approval Authorities of Asset Status Both Before and After Inspection

’966 Patent at 4:49-67 Claim 8

[8c]

[8d]

[8e]

Issue #2: Regardless, the notice to the authority 
does not need to be in advance
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Remaining Issues

74

# Issue
1 It would have been obvious to apply Key’s JOM 

teachings to fire hydrant management.

2 It would have been obvious to notify the owner and 
approval authority in advance of an inspection; and 
regardless, the notice to the authority does not need to 
be in advance.

3 It would have been obvious to notify the owner of cost 
and inspection type.

4 It would have been obvious to send a standard format 
notice to the approval authority.

5 It would have been obvious for the owner to select a 
qualified inspector based on asset proximity.
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Key teaches costs and inspection type

Key (EX1005)

EX1005 (Key) at [0043], [0047], [0097], FIG. 7; Paper 1 (Petition) at 43

[8d]

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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State of the art confirms notification 
of relevant information including 
costs, inspection type, etc.

Sweeney (EX1006)

EX1006 (Sweeney) at [0042]; EX1020 (McKinney) at [0080]; EX1024 (Buildingreports.com) at 4; Paper 1 (Petition) at 45, 47

McKinney (EX1020)

Buildingreports.com (EX1024)

“The 5 most current inspections are listed and categorized by type of 
inspection (FireScan , ExtinguisherScan , SuppressionScan , 
SprinklerScan , or BRInspector ) for easy navigation and quick retrieval.
Choose your desired inspection and go!”

[8d]

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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Key (EX1005)

EX1005 (Key) at [0014]; EX1020 (McKinney) at [0045]; EX1021 (Lloyd’150) at Abstract; Paper 1 (Petition) at 20-21, 26-27, 49-51

Key and state of the art explain 
reasons for keeping relevant parties 
informed of relevant content

McKinney (EX1020)

Lloyd’150 (EX1021)

[8d]

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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EX1016 (Chauhan) at [0085], [0167]; Paper 1 (Petition) at 45-46, 49-51

Chauhan (EX1016)

State of the art explains reasons for 
keeping relevant parties informed of 
relevant content

[8d]

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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Woodings (EX1025)

EX1025 (Woodings) at [0006]; Paper 1 (Petition) at 45-46, 49-51

[8d]

State of the art explains reasons for 
keeping relevant parties informed of 
relevant content

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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Sweeney (EX1006)

EX1006 (Sweeney) at [0017], [0039], [0042]; Paper 1 (Petition) at 46-47

[8d]

State of the art explains reasons for 
keeping relevant parties informed of 
relevant content

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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EX1003 (MacInnes Decl.) ¶¶181-183; Paper 1 (Petition) at 44-46

Petitioner Witness MacInnes Confirms Obviousness 
of Including Various Data with Notices 

MacInnes Declaration (EX1003)

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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EX1003 (MacInnes Decl.) ¶¶186-187; Paper 1 (Petition) at 46-47

Petitioner Witness MacInnes Confirms Obviousness 
of Including Various Data with Notices 

MacInnes Declaration (EX1003)

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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Under Patent Owner’s Practicing-the-
Patent Theory, Cost Can be Non-
Monetary and Claimed Data Can be 
Outside Notice

Patent Owner System

EX2018 at 4-5

EX2018 (Tegris Chart) at 4-5; Paper 26 (Reply) at 20-21

[8d]

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type

BRYCER EXHIBIT 1041



Presentation of PetitionerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE 84

[8d]

Under Patent Owner’s Infringement 
Theory, Cost Can be Outside Notice

Petitioner System

EX2019 at 13

EX2019 (TCE Chart) at 13; Paper 26 (Reply) at 20-21

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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Under Patent Owner’s Infringement 
Theory, the “Costs”—which are 
Separate From the identified “Notice”—
Do Not Need to be “Associated with the 
Type of Inspection”

It is a flat-fee price paid by inspectors 
to upload reports.

Petitioner System

EX2018 at 14

EX1030 at 29

EX2019 (TCE Chart) at 14; EX1030 at 29; Paper 1 (Petition) at 46; Paper 26 (Reply) at 20-21

[8d]

Issue #3: It would have been obvious to notify 
the owner of cost and inspection type
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Remaining Issues

86

# Issue
1 It would have been obvious to apply Key’s JOM 

teachings to fire hydrant management.

2 It would have been obvious to notify the owner and 
approval authority in advance of an inspection; and 
regardless, the notice to the authority does not need to 
be in advance.

3 It would have been obvious to notify the owner of cost 
and inspection type.

4 It would have been obvious to send a standard format 
notice to the approval authority.

5 It would have been obvious for the owner to select a 
qualified inspector based on asset proximity.
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[8e]
Key (EX1005)

EX1005 (Key) at [0043], cl. 1; Paper 1 (Petition) at 43-44, 51 

Key teaches standard formatting

Issue #4: It would have been obvious to send a 
standard format notice to the approval authority
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[8e]

EX1020 (McKinney) at [0057]-[0058], [0080]; Paper 1 (Petition) at 18, 44-45, 50-51

State of the art explains existence of 
and reasons for standard format 
notices

McKinney (EX1020)

Issue #4: It would have been obvious to send a 
standard format notice to the approval authority
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EX1003 (MacInnes Decl.) ¶¶179-181, 198; Paper 1 (Petition) at 44-45, 49-50

Petitioner Witness MacInnes Confirms Obviousness 
of Standard Format Notices

MacInnes Declaration (EX1003)

Issue #4: It would have been obvious to send a 
standard format notice to the approval authority
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Issue #4: It would have been obvious to send a 
standard format notice to the approval authority

EX1005 (Key) at [0195]-[0196], FIGs. 20-21; Paper 1 (Petition) at 52; 
EX2018 (Tegris Chart) at 6; Paper 26 (Reply) at 23

Regardless, Key also discloses web-based 
notice

Under Patent Owner’s Practicing-the-
Patent Theory, This is Enough

Key (EX1005)

Chart for Patent Owner System (EX2018 at 6)
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Remaining Issues

91

# Issue
1 It would have been obvious to apply Key’s JOM 

teachings to fire hydrant management.

2 It would have been obvious to notify the owner and 
approval authority in advance of an inspection; and 
regardless, the notice to the authority does not need to 
be in advance.

3 It would have been obvious to notify the owner of cost 
and inspection type.

4 It would have been obvious to send a standard format 
notice to the approval authority.

5 It would have been obvious for the owner to select a 
qualified inspector based on asset proximity.
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Issue #5: It would have been obvious for the owner to 
select a qualified inspector based on asset proximity

92

[8f ]

EX1005 (Key) at [0048], [0051]; EX1023 at 70-72; Paper 1 (Petition) at 57-
58; EX2019 (TCE Chart) at 19-23; Paper 26 (Reply) at 22

 

Key (EX1005)

Key discloses requiring qualified 
inspectors within jurisdiction

Under Patent Owner’s Infringement 
Theory This is Enough 

Paper 1 (Petition) at 58 n.9
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[8f ]

EX1016 (Chauhan) at [0217]; EX1006 (Sweeney) at [0043], [0084]; EX1020 
(McKinney) at [0063], [0080]; Paper 1 (Petition) at 58-61; Paper 26 (Reply) at 16

Also Obvious Under Plain Meaning

Sweeney (EX1006) McKinney (EX1020)

Chauhan (EX1016)

Issue #5: It would have been obvious for the owner to 
select a qualified inspector based on asset proximity

BRYCER EXHIBIT 1041



Presentation of PetitionerDEMONSTRATIVE EXHIBIT – NOT EVIDENCE 94

EX1003 (MacInnes Decl.) ¶216; Paper 1 (Petition) at 57-58

Petitioner Witness MacInnes Confirms Obviousness of Qualified Inspector 
Selection Based on Asset Proximity under Patent Owner’s Infringement Theory

MacInnes Declaration (EX1003)

Issue #5: It would have been obvious for the owner to 
select a qualified inspector based on asset proximity
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EX1003 (MacInnes Decl.) ¶¶221-222; Paper 1 (Petition) at 60-61

Petitioner Witness MacInnes Confirms Obviousness of Qualified 
Inspector Selection Based on Asset Proximity Under Plain Meaning

MacInnes Declaration (EX1003)

Issue #5: It would have been obvious for the owner to 
select a qualified inspector based on asset proximity
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Petitioner System

EX2019 at 6 

Patent Owner System

EX2018 at 6

Secondary Considerations: Systems Do Not Practice the Claims

96

EX2019 (TCE Chart) at 6; EX2018 (Tegris Chart) at 6; EX1030 at 27; Paper 1 (Petition) at 48; Paper 26 (Reply) at 21-22

[8d]

• Systems do NOT allow for “the owner 
of the asset, upon remotely accessing 
the … registry, may update and 
review the status of the assets.”
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Patent Owner Witnesses: Owner Must Itself 
Perform Claimed Functions

 

Secondary Considerations: Systems Do Not Practice the Claims

97

EX1039 (Moren Depo) at 46:15-22, 90:21-91:6; Paper 26 (Reply) at 22

[8d]

• Systems do NOT allow for “the owner 
of the asset, upon remotely accessing 
the … registry, may update and 
review the status of the assets.”

EX1039 at 46:15-22

Moren

EX1039 at 90:21-91:6 
(objection omitted)
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Patent Owner Witnesses: Owner Must Itself 
Perform Claimed Functions

 

Secondary Considerations: Systems Do Not Practice the Claims

98

EX1040 (Williams Depo) at 63:18-64:6, 65:3-66:7; Paper 26 (Reply) at 22

[8d]

• Systems do NOT allow for “the owner 
of the asset, upon remotely accessing 
the … registry, may update and 
review the status of the assets.”

Williams

EX1040 at 63:18-64:6, 65:3-66:7 (objections omitted)

* * * * 
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Secondary Considerations: Systems Do Not Practice the Claims 

99

Patent Owner System

EX2018 at 4-5

EX2018 (Tegris Chart) at 4-5; Paper 26 (Reply) at 20-21

[8d]

• No “notice includ[ing]… a cost 
associated with the type of inspection”
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Secondary Considerations: Systems Do Not Practice the Claims 

100

Petitioner System

EX2019 at 13

EX2019 (TCE Chart) at 13; Paper 26 (Reply) at 20-21

[8d]

• No “notice includ[ing]… a cost 
associated with the type of inspection”
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Secondary Considerations: Systems Do Not Practice the Claims 

101

’966 Patent: Cost = Money

 

EX1001 (’966 Patent) at 2:9-12, 3:1-4, 4:51-67, 8:26-37; EX1039 (Moren Depo) at 84:7-12; Paper 26 (Reply) at 20-21

8:26-37

2:9-12

3:1-4

4:51-67

[8d]

• No “notice includ[ing]… a cost 
associated with the type of inspection”

Patent Owner Witness Moren

EX1039 at 84:7-12
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Secondary Considerations: Systems Do Not Practice the Claims 

102

Patent Owner Witnesses: Claim 8’s Cost = Money

 

EX1038 (Miller Depo) at 41:5-42:5; EX1037 (McNulty Depo) at 69:5-6; Paper 26 (Reply) at 20

[8d]

• No “notice includ[ing]… a cost 
associated with the type of inspection”

* * * 

EX1038 at 41:5-8, 42:3-5

Miller

EX1037 at 69:5-6

McNulty
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Secondary Considerations: Systems Do Not Practice the Claims 

103

Patent Owner Witness Williams: 
Notice Must be Self-Contained

 

EX1040 (Williams Depo) at 69:8-16; Paper 26 (Reply) at 21

[8d]

• No “notice includ[ing]… a cost 
associated with the type of inspection”

EX1040 at 69:8-16*sic: cost

*
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Secondary Considerations: Systems Do Not Practice the Claims 

104

Petitioner System: No Allegation of 
Any Selection by Owner 

 

EX2019 (TCE Chart) at 19-23; Paper 26 (Reply) at 22

• Owner Cannot Select Inspector, Let 
Alone Qualified Inspector Based on 
Asset Proximity

EX2019 at 19-20; see also 21-23 

[8f ]
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Secondary Considerations: Systems Do Not Practice the Claims 

105

Petitioner System: No Allegation of 
Any Selection by Owner 

 

EX2019 (TCE Chart) at 19-23; Paper 26 (Reply) at 22

• Owner Cannot Select Inspector, Let 
Alone Qualified Inspector Based on 
Asset Proximity

EX2019 at 21; see also 22-23 

[8f ]
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Secondary Considerations: Systems Do Not Practice the Claims

106

EX2018 (Tegris Chart) at 6; Paper 26 (Reply) at 23

• No allegation of “simultaneously” 
sending of notices, contrary to 
Patent Owner’s claim construction 
(8[d], 8[e]). 

• Passive dashboard can meet notice 
requirement, contrary to Patent 
Owner’s proposed claim 
construction (8[e]).

Patent Owner’s Additional
Inconsistent Positions

Patent Owner’s “dashboard”

EX2018 at 6; see also 7-9 
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Secondary Considerations: Systems Do Not Practice the Claims

107

EX2018 (TCE Chart) at 3; EX1039 (Moren Depo) at 101:5-14; Paper 26 (Reply) at 22-23

No evidence that real-time asset records are retrieved 

EX2018 at 3

Patent Owner Witness Moren

EX1039 at 101:5-14
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EX2019 (TCE Chart) at 3-4; Paper 26 (Reply) at 23

No evidence of analyzing records, let alone identifying notification events

EX2019 at 3-4
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EX2004 (Lynnwood) at  1, 8; Paper 26 (Reply) at 24-26

EX2004 at 8
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EX2025 (Richland) at 1, 13; Paper 26 (Reply) at 24-26

EX2025 at 13
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Secondary Considerations: No Supporting Data
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EX1039 (Moren Depo) at 103:16-105:2; Paper 26 (Reply) at 25

No Evidence of Revenue, Number of Users, or Number of Reports

EX1039 at 103:16-20

EX1039 at 104:4-8

EX1039 at 104:14-105:2
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