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I. INTRODUCTION 

In the Institution Decision, the Board found that HIMPP (“Petitioner”) 

presented a reasonable likelihood of prevailing in proving that claims 1–14 of the 

’688 patent are unpatentable based on all three grounds presented in the Petition.  

Rather than producing arguments or evidence to dispute the strong showing of 

unpatentability, Bragi (Patent Owner or “PO”) opted not to defend the challenged 

claims.  By not filing a Patent Owner Response (“POR”), PO has waived its right to 

dispute the unpatentability of the claims of U.S. Patent No. 10,397,688 (“the ’688 

patent”).  In addition to PO’s waiver, in this Reply, Petitioner addresses certain 

issues discussed in the Institution Decision. 

II. PO WAIVED ALL ARGUMENTS TO DISPUTE THE 
UNPATENTABILITY OF CLAIMS 1–14 

PO elected not to file a POR, instead choosing only to file a Motion to Amend.  

Contrary to the Board’s Scheduling Order and the Trial Practice Guide, PO did not 

arrange a conference call to notify the Board it would not be filing a POR.  See Paper 

9 at 9 (“If Patent Owner elects not to file a response, Patent Owner must arrange a 

conference call with the parties and the Board.”)1; Consolidated Trial Practice Guide 

(Nov. 2019) (“CTPG”) at 66 (“Where the patent owner elects not to file a response, 

 
1 All emphasis added unless otherwise noted. 
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the patent owner will arrange for a conference call with the Board to discuss whether 

or not the patent owner will file a request for adverse judgement.”).  As a result, it is 

unclear whether PO will file a request for adverse judgement for original claims 1–

14.  See CTPG at 66; 37 C.F.R. § 42.73(b).  But even if PO is not requesting adverse 

judgment, PO has waived all arguments supporting patentability of claims 1–14.  For 

example, the Board should not permit PO, in a Patent Owner Sur-Reply, to address 

for the first time, post institution, the patentability of claims 1–14.  Doing so would 

circumvent the Board’s trial procedures and leave Petitioner without a meaningful 

opportunity to respond. 

PO was on notice and waived any argument against the anticipation and 

obviousness challenges in the Petition.  See Paper 9 at 9 (“Patent Owner is cautioned 

that any arguments not raised in the response may be deemed waived.”).  This 

includes the arguments that PO advanced in its preliminary response.  See CTPG at 

52 (citing In re Nuvasive, Inc., 842 F.3d 1376, 1381 (Fed. Cir. 2016) (explaining that 

a patent owner waives an issue presented in its preliminary response if it fails to 

renew the issue in its response after trial is instituted)).  Indeed, in similar 

circumstances where the Board cautioned that arguments “not raised in the response 

may be deemed waived,” the Board indicated that “Patent Owner waived those issues 

presented in its Preliminary Response by not filing a patent owner response.”  Intel 

Corp. v. Hera Wireless S.A., IPR2018-01701, Paper 25 at 2, n. 1 (Apr. 29, 2020); 
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see also Toshiba Corp. v. Optical Devices, LLC, IPR2688-68841, Paper 36 at 15, 

n. 5 (Mar. 8, 2016) (“Patent Owner waived any arguments for patentability based on 

the claim constructions presented in the Decisions on Institution, but unchallenged 

in the Motion to Amend, when it opted not to file a Patent Owner Response.”). 

As the Board correctly found in its Institution Decision, the Petition 

demonstrated a reasonable likelihood that claims 1–14 would have been anticipated 

by or obvious in view of the prior art.  See Paper 8 (“DI”) at 22–29.  Now that the 

time for filing a POR has passed, PO missed its opportunity to raise any disputes or 

arguments against the Petition’s anticipation and obviousness challenges.  And even 

those disputes and arguments PO previously raised in its preliminary response are 

now waived.  See, e.g., CTPG at 52; In re Nuvasive, 842 F.3d at 1381; Intel Corp., 

IPR2018-01701, Paper 25 at 2, n. 1.  In any event, the anticipation and obviousness 

grounds for claims 1–14 set forth in the Petition and supported by Prof. Kiaei’s 

Declaration (EX1002) are unrebutted. 

By failing to file a POR, PO does not—and no longer can—dispute the 

teachings of the prior art or argue that any claim element of claims 1–14 is not 

anticipated or rendered obvious by the prior art.  And for the same reason, PO does 

not and cannot dispute any of the Petition’s anticipation and obviousness rationales, 

including the Petition’s reasons to modify or combine the teachings of prior art 

references Hain, Shaffer, and Sorensen and the Petition’s explanations regarding 
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reasonable expectation of success.  Nor does PO provide any evidence of secondary 

considerations of non-obviousness.  Ultimately, PO has waived all arguments 

regarding the unpatentability challenges to claims 1–14 set forth in the Petition and 

supported by Prof. Kiaei’s Declaration. 

In light of the unrebutted, evidence-supported showing of anticipation and 

obviousness in the Petition, Petitioner has met its burden of proving that claims 1–

14 are unpatentable by a preponderance of the evidence.  See 35 U.S.C. § 316(e). 

III. REPLY TO INSTITUTION DECISION 

Petitioner responds below to certain issues discussed in the Institution 

Decision.  “[T]he Board will permit the petitioner, in its reply brief, to address issues 

discussed in the institution decision.”  CTPG at 73; see also PTAB Rules of Practice, 

85 Fed. Reg. 79120, 79124 (Dec. 9, 2020) (“[A] petitioner may file a single reply to 

address issues raised in either or both the patent owner response and institution 

decision. … The absence of a patent owner response will not prevent a petitioner 

from filing a reply where appropriate to address the institution decision.”). 
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A. Claim Construction: The phrase “one or more” should be 
interpreted as including non-singular2 

PO did not proffer a construction for the phrase “one or more” but contended 

that it should be interpreted as only one.  See Prelim. Resp. at 18 (“To anticipate the 

[limitation [1B], which requires one or more of the wireless earpieces to detect no 

magnetic field], Hain must disclose an earpiece that switches to a high power mode 

when it – and not both it and its pair – no longer detects a magnetic field.”), 19 

(“[T]o anticipate [limitation [1C], which requires one or more of the wireless 

earpieces to detect no magnetic field], Hain must disclose an earpiece that switches 

to a high power mode when only it – and not both it and its pair – detect a magnetic 

field.”), 21 (“[T]o anticipate [limitation [1D], which requires one or more of the 

wireless earpieces to detect magnetic field], Hain must disclose an earpiece that 

switches to a low power mode when only it – and not its pair – detects a magnetic 

field.”). 

In its Institution Decision, the Board found that:  

 
2 Petitioner does not address PO’s construction of the “smart case” and “earpiece[s]” 

terms because, as the Board found in its Institution Decision, “express construction 

is not necessary to resolve the disputes” in the present IPR.  DI at 8, n. 5. 
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The language of limitations 1B, 1C, and 1D is 

written in the alternative.  As such, each limitation may be 

met in one of two ways.  For example, limitation 1B may 

be met by (1) utilizing a high power mode when one 

earpiece does not detect a magnetic field or (2) utilizing a 

high power mode when more than one earpiece does not 

detect a magnetic field. 

DI at 26.  The Board further found that “[b]ased on the current record, we are 

persuaded that Figure 2 of Hain discloses at least one of the recited alternatives for 

each of Limitations 1B, 1C, and 1D.”  Id.; see also id., 27–28.  PO did not dispute 

the Board’s reasoning.  Petitioner believes that no express construction of the phrase 

“one or more” is necessary for the Board to reach its final decision in the present 

IPR.  Nevertheless, for consistency with the family of patents at issue in IPR2023-

01150 and IPR2023-01204, the Board should interpret “one or more” as including 

non-singular. 

B. The Board should find all challenged claims unpatentable in its 
final decision. 

In its Institution Decision, the Board found that Petitioner presented a 

reasonable likelihood of proving claims 1–14 of the ’688 patent unpatentable.  PO’s 

only arguments in its preliminary, pre-institution response against the anticipation 
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and obviousness challenges—arguments which PO has waived for failing to file a 

POR as discussed above in Section II—hinge on PO’s proffered claim 

interpretations discussed above in Sections III.A, all of which the Board has found 

unpersuasive.  PO did not argue any deficiency with respect to Shaffer.  The Board 

also found that “Petitioner has demonstrated a material error by the Office in the 

prior consideration of Shaffer.”  DI at 21.  Accordingly, setting aside PO’s claim 

interpretations, PO has failed to show any deficiency in the prior art as set forth in 

the three grounds that Petitioner presented in its Petition.  Therefore, based on the 

full record, the Board should find all claims of the ’688 patent unpatentable in its 

final decision. 

IV. CONCLUSION 

All claims of the ’688 patent are unpatentable and should be canceled.  

Petitioner presented substantial evidence in its Petition to support a finding of 

unpatentability for each claim, as the Board correctly recognized in its Institution 

Decision.  PO did not proffer rebuttal arguments or evidence, and thus more than a 

preponderance of the evidence demonstrates that the claims are unpatentable.  See 

In re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364, 1376 n. 1 (Fed. Cir. 2016) (“We 

note, however, that while the institution of an IPR does not by itself translate to a 

conclusion of unpatentability and the patent owner is not required to use its 

opportunity under the regulations to file a patent owner response, as in district court 
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validity challenges, the patent owner would be well advised to introduce 

evidence on the asserted challenge.” (internal quotation omitted)). 

 
Respectfully submitted, 

 
/Haixia Lin/ 
Haixia Lin 
Registration No. 61,318 
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