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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Proposed Agenda

• The ’014 and ’688 Patents

• Petitions Grounds & Prior Art

• Brown

• Hain

• Steinbrecher

• Patent Owner’s Revised Motions to Amend

• Disputed Issues

• Shaffer

• Sorensen
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The ’014 and ’688 Patents
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Alleged Invention

Paper 3 (Petition) at 7; Paper 29 (Pet. Opp. to RMTA) at 6
* All citations to IPR2023-01204 unless stated otherwise 

Ex. 1001 at 1:17-20 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Alleged Invention (cont.)

Paper 29 (Pet. Opp. to RMTA) at 20-21; Paper 35 (Pet. Sur-Reply) at 3 

Ex. 1001 at 3:15-27
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Alleged Invention (cont.)

Paper 3 (Petition) at 7-10 

Ex. 1001 at 4:30-36

Ex. 1001 at Fig. 1 (annotated)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’014 Patent – Claim 1

Ex. 1001 at 10:55-63 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’014 Patent – Claim 10

Ex. 1001 at 11:23-12:19 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’688 Patent – Claim 1

IPR2023-01205, Ex. 1001 at 10:59-11:12 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’688 Patent – Claim 9

IPR2023-01205, Ex. 1001 at 12:3-16 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim Construction
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“smart case”

Paper 8 (DI) at 20-21 

Paper 21 (Pet. Reply) at 5 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“earpiece[s]”

Paper 21 (Pet. Reply) at 5-6 

Paper 8 (DI) at 21-23
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“one or more”

Paper 21 (Pet. Reply) at 6-7 

Paper 8 (DI) at 38-39
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Grounds



16

HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-01204 – ’014 Patent – Grounds

Paper 3 (Petition) at 6 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-01205 – ’688 Patent – Grounds 

IPR2023-01205, Paper 3 (Petition) at 6-7 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hain
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hain

Paper 3 (Petition) at 6

Ex. 1004 at Fig. 1 (annotated)

Ex. 1009
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Hain

Paper 3 (Petition) at 18, 22 

Ex. 1004 at Fig. 1 (annotated) Ex. 1004 at Fig. 2 (annotated)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Steinbrecher
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Steinbrecher

Paper 3 (Petition) at 6, 27
Ex. 1006 at Fig. 2 (annotated)

Ex. 1006 at Fig. 1 (annotated)

Ex. 1006
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Shaffer
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Shaffer

Paper 3 (Petition) at 6

Ex. 1003

Paper 8 (DI) at 15 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Shaffer

Paper 3 (Petition) at 40, 41, 54 

Ex. 1003 at Fig. 4 (annotated)Ex. 1003 at Fig. 1 (annotated)

Ex. 1003 at Fig. 10 (annotated)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sorensen
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sorensen

Paper 3 (Petition) at 6, 62 

Ex. 1005 at Fig. 1 (annotated)Ex. 1005
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Institution Decisions
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-01204 – Institution Decision

Paper 8 (DI) at 43, 51, 53 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-01205 – Institution Decision

IPR2023-01205, Paper 8 (DI) at 28, 29
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner Waived All 
Arguments to Dispute 
Unpatentability of 

Original Claims
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Reply

Paper 21 (Pet. Reply) at 2
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Reply

Paper 21 (Pet. Reply) at 8
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s 
Revised Motions to Amend
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s RMTA – ’014 Patent

Paper 25 (RMTA) at APPX A-1
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s RMTA – ’014 Patent

Paper 25 (RMTA) at APPX A-3-4
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s RMTA – ’014 Patent

Paper 25 (RMTA) at 8-10 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s RMTA – ’688 Patent

IPR2023-01205, Paper 26 (RMTA) 
at APPX A-1
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s RMTA – ’688 Patent

IPR2023-01205, Paper 26 (RMTA) at APPX A-3-4
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s RMTA – ’688 Patent

IPR2023-01205, Paper 26 (RMTA) at 7-8 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s 
Oppositions
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass

Paper 29 (Pet. Opp. to RMTA) at 3-4

Ex. 1033 at Fig. 1 (annotated)

Ex. 1033

Ex. 1033 at Abstract
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass

Paper 29 (Pet. Opp. to RMTA) at 3-4

Ex. 1034 (PO Reply in IPR2023-01150) at 5

Ex. 1033 at 2:63-3:4 

Patent Owner’s Admission

Ex. 1033 at 2:27-31 

Ex. 1001 at 5:17-22

’014 Patent
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POSITA Would Have Been 
Motivated to Combine Hain, 
Steinbrecher, or Shaffer with 

Rass
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Motivations to Combine with Rass

• Rass is analogous to the challenged patent.

• POSITA would have known how to include a sensor to read 
user biometrics, as taught by Rass, in earpieces, as taught by 
Hain, Steinbrecher, or Shaffer, with a reasonable expectation 
of success.

• Rass explicitly discloses several benefits of switching on and 
off a hearing aid based on the temperature detected by a 
temperature sensor fitted therein.

Petitioner’s Expert Dr. Sayfe Kiaei

Paper 29 (Pet. Opp. to RMTA) at 5-10

Ex. 1026 at ¶¶ 15-17, 19-20, 22-24, 29-31, 33-34, 36-38, 43-45, 47-48, 50-52
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1033 (Rass)

Motivations to Combine with Rass (cont.)

Paper 29 (Pet. Opp. to RMTA) at 9-10

Ex. 1033 at 2:14-20

Ex. 1033 at 2:27-31 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer

Paper 29 (Pet. Opp. to RMTA) at 10-13

Ex. 1027

Ex. 1027 at Figs. 2A-2B (annotated)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer

Ex. 1027 at Figs. 2A-2B

Paper 29 (Pet. Opp. to RMTA) at 11-12

Ex. 1027 at ¶ 69

Ex. 1027 at ¶ 66 

Patent Owner’s Expert Dr. Young 

Ex. 1032 at 15:18-22
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer v. ’014 Patent

Paper 29 (Pet. Opp. to RMTA) at 11-12

Ex. 1027 at ¶ 64

Ex. 1001 at 5:17-19

Ex. 1001 at 9:64-10:2

Aumer ’014 Patent
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer v. ’014 Patent

Paper 29 (Pet. Opp. to RMTA) at 12-13

Ex. 1027 at ¶ 70

Ex. 1001 at 9:64-10:2

Aumer ’014 Patent
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POSITA Would Have Been 
Motivated to Combine Hain, 
Steinbrecher, or Shaffer with 

Aumer
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Motivations to Combine with Aumer

• Aumer is analogous art to the challenged patent.

• POSITA would have known how to include a sensor to read 
user biometrics, as taught by Aumer, in earpieces, as taught 
by Hain, Steinbrecher, or Shaffer, with a reasonable 
expectation of success.

• Increased consumer interests in monitoring personal health 
and advances in miniaturizing sensors.

• Switching an earpiece on or off depending on user biometrics 
was known and provides added benefit of saving battery life 
of the earpiece.

Petitioner’s Expert Dr. Sayfe Kiaei

Paper 29 (Pet. Opp. to RMTA) at 14-19

Ex. 1026 at ¶¶ 63, 65-67, 69-72, 77, 79-81, 83-86, 91, 93-95, 97-100 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s 
Replies
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Reply

Ex. 1034 (PO Reply in IPR2023-01150) at 10

Ex. 1034 (PO Reply in IPR2023-01150) at 5

Paper 33 (PO Reply) at 11
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Analogous Art – Two Separate Tests

“Prior art is analogous where either (1) ‘the art is from 
the same field of endeavor, regardless of the problem 
addressed’ or (2) even if the reference is not within the 
same field of endeavor, ‘the reference still is reasonably 
pertinent to the particular problem with which the 
inventor is involved.’”

In re Ethicon, Inc., 844 F.3d 1344, 1349 (Fed. Cir. 2017)
(quoting In re Clay , 966 F.2d 656, 658-59 (Fed. Cir. 1992))

Paper 33 (PO Reply) at 2

“Generally, a skilled artisan would only have been 
motivated to combine analogous art.”

Ethicon, 844 F.3d, 1349
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s 
Sur-Replies
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass
is

Analogous Art
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is from Same Field of Endeavor

“To determine the applicable field of endeavor, the factfinder must 
consider ‘explanations of the invention’s subject matter in the patent 
application, including the embodiments, function, and structure of 
the claimed invention.’”

Airbus S.A.S. v. Firepass Corp., 941 F.3d 1374, 1380 (Fed. Cir. 2019)

Paper 35 (Pet. Sur-Reply) at 3; Paper 29 (Pet. Opp. to RMTA) at 6

“field of endeavor may be broadly defined because it relies on ‘the 
complete disclosure of all embodiments in the patent’s specification’”

“We have affirmed findings of analogous art where the references 
shared a general field of endeavor.”

Netflix, Inc. v. DivX, LLC, 80 F.4th 1352, 1359 (Fed. Cir. 2023)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is from Same Field of Endeavor

Paper 3 (Petition) at 7-8; Paper 29 (Pet. Opp. to RMTA) at 6-7; Paper 35 (Pet. Sur-Reply) at 3

Ex. 1033 at 1:12-17 
Ex. 1001 at 1:16-20 

Rass’014 Patent

Ex. 1033 at Fig. 1 (annotated)Ex. 1001 at Fig. 1 (excerpted)

Ex. 1001 at 3:15-17

Ex. 1033 at 2:27-31 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is from Same Field of Endeavor

“The field of endeavor of a patent is not limited to the specific point 
of novelty, the narrowest possible conception of the field, or the 
particular focus within a given field.”

Unwired Planet, LLC v. Google Inc., 841 F.3d 995, 1001 (Fed. Cir. 2016)

Paper 29 (Pet. Opp. to RMTA) at 7

Paper 25 (RMTA) at APPX A-1

Patent Owner’s RMTA Rass

Ex. 1033 at Abstract
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Reasonably Pertinent

Paper 29 (Pet. Opp. to RMTA) at 7-8

“[A] prior art reference is reasonably pertinent only if ‘a person 
of ordinary skill would reasonably have consulted those 
references and applied their teachings in seeking a solution to 
the problem that the inventor was attempting to solve.’”

Netflix, 80 F.4th at 1361–1362
(quoting In re GPAC Inc., 57 F.3d 1573, 1578 (Fed. Cir. 1995))

“If a reference disclosure has the same purpose as the claimed 
invention, the reference relates to the same problem, and that 
fact supports use of that reference in an obviousness 
rejection.”

In re Clay, 966 F.2d 656, 659 (Fed. Cir. 1992)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Reasonably Pertinent

Paper 35 (Pet. Sur-Reply) at 3-4; Paper 29 (Pet. Opp. to RMTA) at 7-8

Paper 33 (PO Reply) at 3

Patent Owner’s Reply

Rass

Ex. 1033 at 2:27-31 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Reasonably Pertinent

Paper 35 (Pet. Sur-Reply) at n. 3; Paper 29 (Pet. Opp. to RMTA) at 7-8

Paper 25 (RMTA) at APPX A-1

Rass

Patent Owner’s RMTA

Ex. 1033 at Abstract
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Combinable with Hain, 
Steinbrecher, or Shaffer
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Combinable with Primary References

Paper 35 (Pet. Sur-Reply) at 4-7

Petitioner’s Sur-Reply:Patent Owner’s Reply:

It is not required that the references be 
analogous art to each other (M.P.E.P. 
§2141.01(a)(I))

Rass is not from same field of 
endeavor as or analogous to Hain, 
Steinbrecher, or Shaffer

Rass explicitly discloses that its hearing 
aid temperature sensor “detect[s] the 
body heat of the hearing aid wearer” 

Rass’s temperature sensor measures 
temperature of hearing aid or its 
shell, not a user biometric

Patent Owner and its expert provide no 
support as to why a magnetic field would 
interfere with a temperature sensor

Hain’s telephone mode is irrelevant

Rass’s temperature sensor is 
incompatible with Hain’s telephone 
mode because of alleged 
“interference signal” imposed by 
magnetic field emitted by telephone

Rass disclosed several benefits at least a 
decade before the priority date

Combination with Rass suffers from 
hindsight bias
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Combinable with Primary References

Paper 35 (Pet. Sur-Reply) at 3

Paper 33 (PO Reply) at 4

Patent Owner’s Reply

Paper 33 (PO Reply) at 5

Petitioner’s Sur-Reply
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Combinable with Primary References

Paper 35 (Pet. Sur-Reply) at 4-5

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004) 
“References within the statutory terms of 35 U.S.C. § 102 
qualify as prior art for an obviousness determination only 
when analogous to the claimed invention.”

M.P.E.P. § 2141.01(a)(I) (citing Sanofi-Aventis Deutschland GMbH v. 
Mylan Pharms. Inc., 66 F.4th 1373, 1380 (Fed. Cir. 2023); 

Corephotonics, Ltd. v. Apple Inc., 84 F.4th 990, 1007 (Fed. Cir. 2023))
“When more than one prior art reference is used as the 
basis of an obviousness rejection, it is not required that 
the references be analogous art to each other.”
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Combinable with Primary References

Paper 35 (Pet. Sur-Reply) at 5-6

Patent Owner’s Reply

Paper 33 (PO Reply) at 4

Rass

Ex. 1033 at Abstract

Ex. 1034  (PO Reply in IPR2023-01150)at 10
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Combinable with Primary References

Paper 35 (Pet. Sur-Reply) at 6

Paper 33 (PO Reply) at 4-5

Patent Owner’s Expert Dr. Young Patent Owner’s Reply

Ex. 2006 at ¶ 68
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Rass is Combinable with Primary References

Paper 35 (Pet. Sur-Reply) at 6-7; Paper 29 (Pet. Opp. to RMTA) at 9-10

Paper 33 (PO Reply) at 5 Rass

Patent Owner’s Reply

Ex. 1033 at Cover

Ex. 1033 at 2:14-20

Ex. 1033 at 2:27-31 
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer
is

Analogous Art
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is from Same Field of Endeavor

Paper 3 (Petition) at 7-8; Paper 29 (Pet. Opp. to RMTA) at 14-15; Paper 35 (Pet. Sur-Reply) at 7-8

Ex. 1027 at ¶ 66 
Ex. 1001 at 1:16-20

Aumer’014 Patent

Ex. 1027 at Figs. 2A-2B Ex. 1001 at Fig. 1 (excerpted)
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is from Same Field of Endeavor

Paper 29 (Pet. Opp. to RMTA) at 14-15; Paper 35 (Pet. Sur-Reply) at 7-8

Paper 25 (RMTA) at APPX A-1

Patent Owner’s RMTA

Ex. 1027 at ¶ 2

Aumer

Patent Owner’s Expert Dr. Young 

Ex. 1032 at 15:18-22
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is Reasonably Pertinent

Paper 29 (Pet. Opp. to RMTA) at 15-16; Paper 35 (Pet. Sur-Reply) at 8

Paper 25 (RMTA) at APPX A-1

Aumer’s Abstract

Patent Owner’s RMTA

Ex. 1027 at Abstract

Aumer’s Title

Ex. 1027 at Title
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is Combinable with 
Hain, Steinbrecher, or Shaffer
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is Combinable with Primary 
References

Paper 35 (Pet. Sur-Reply) at 8-9

Petitioner’s Sur-Reply:Patent Owner’s Reply:

It is not required that the references be 
analogous art to each other (M.P.E.P. 
§2141.01(a)(I))

Aumer is not from same field of 
endeavor as or analogous to Hain, 
Steinbrecher, or Shaffer

“familiar items may have obvious uses 
beyond their primary purposes, and in 
many cases a person of ordinary skill will 
be able to fit the teachings of multiple 
patents together like pieces of a puzzle” 
(KSR, 550 U.S., 420–421)

A POSITA concerned with the 
problems described in Hain would not 
have been motivated to add biometric 
monitoring to magnetic-field hearing 
aid system of Hain

Rass explicitly discloses that its hearing 
aid temperature sensor “detect[s] the 
body heat of the hearing aid wearer” 

Not known for wireless earpiece to 
switch power mode based on 
biometrics because Rass measures 
temperature of hearing aid or shell, 
not direct body temperature of user
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is Combinable with Primary 
References

Paper 35 (Pet. Sur-Reply) at 8-9

Paper 33 (PO Reply) at 7

Patent Owner’s Reply

Paper 35 (Pet. Sur-Reply) at 8-9

Petitioner’s Sur-Reply
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is Combinable with Primary 
References

Paper 35 (Pet. Sur-Reply) at 4-5, 8-9

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004) 
“References within the statutory terms of 35 U.S.C. § 102 
qualify as prior art for an obviousness determination only 
when analogous to the claimed invention.”

M.P.E.P. § 2141.01(a)(I) (citing Sanofi-Aventis Deutschland GMbH v. 
Mylan Pharms. Inc., 66 F.4th 1373, 1380 (Fed. Cir. 2023); 

Corephotonics, Ltd. v. Apple Inc., 84 F.4th 990, 1007 (Fed. Cir. 2023))
“When more than one prior art reference is used as the 
basis of an obviousness rejection, it is not required that 
the references be analogous art to each other.”
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is Combinable with Primary 
References

Paper 35 (Pet. Sur-Reply) at 9

Paper 33 (PO Reply) at 7

Patent Owner’s Reply

KSR Int’l Co. v. Teleflex Inc., 
550 U.S. 398, 420–421 (2007)

“familiar items may have obvious uses beyond their 
primary purposes, and in many cases a person of 
ordinary skill will be able to fit the teachings of 
multiple patents together like pieces of a puzzle”
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Aumer is Combinable with Primary 
References

Paper 35 (Pet. Sur-Reply) at 9

Paper 33 (PO Reply) at 7-8

Patent Owner’s Reply

Rass

Ex. 1033 at Abstract
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Substitute 
Claims Lack Enablement
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Specification Must Enable Full Scope

“If a patent claims an entire class of processes, 
machines, manufactures, or compositions of matter, the 
patent’s specification must enable a person skilled in 
the art to make and use the entire class. In other words, 
the specification must enable the full scope of the 
invention as defined by its claims. The more one claims, 
the more one must enable.”

Amgen Inc. v. Sanofi, 598 U.S. 594, 610 (2023)

Paper 29 (Pet. Opp. to RMTA) at 19-20; Paper 35 (Pet. Sur-Reply) at 9
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“User Biometrics” Class

Patent Owner’s Expert Dr. Darrin Young 

Paper 29 (Pet. Opp. to RMTA) at 20; Paper 35 (Pet. Sur-Reply) at 9-10

Ex. 1032 at 15:2-14

Ex. 1032 at 15:18-22
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“User Biometrics” Examples

Patent Owner’s Expert Dr. Darrin Young 

Paper 29 (Pet. Opp. to RMTA) at 21; Paper 35 (Pet. Sur-Reply) at 10-11 Ex. 1032 at 16:20-17:3

Petitioner’s Expert Dr. Sayfe Kiaei

Ex. 1026, ¶ 106
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Reply

Paper 33 (PO Reply) at 9-11
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Sur-Reply

Paper 35 (Pet. Sur-Reply) at 10-12

Therefore:Substitute Claims:

Any “biological, physiological or 
chemical characteristics of the user” 
per Patent Owner’s expert’s definition

Do not limit type of user biometrics
Do not recite any use of measured user 
biometrics (except substitute claim 22)

Portion of the earpiece may be outside 
the ear canal 

Require only “a portion of the wireless 
earpiece” to fit within the ear canal

Earpiece could read user biometrics 
while not positioned within the ear

Do not require earpiece to read user 
biometrics while worn within the ear

Paper 25 (RMTA) at APPX A-1
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

User Biometrics with a Wireless Earpiece

Paper 29 (Pet. Opp. to RMTA) at 20-21 Ex. 1001 at 3:15-27

Petitioner’s Expert Dr. Sayfe Kiaei

Ex. 1026, ¶ 106

’014 Patent
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HIMPP

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Sur-Reply

Paper 35 (Pet. Sur-Reply) at 11-12

• Substitute claims indefinite under 35 U.S.C. § 112(b) if 
Patent Owner’s interpretation were to be accepted.

• Unclear which types of biometrics fall within the claims 
that are:
o “suitable for an earpiece worn within the ear” and
o suitable “for performing associated functions, which 

would include controlling various power modes”

Paper 33 (PO Reply) at 10
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