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• PO Proposes a Reasonable Number of Substituted Claims

• PO’s Substitute Claims Respond to Grounds of Unpatentability Involved in the Trial

• PO’s Substitute Claims Do Not Enlarge the Scope of the Claims or Introduce New Matter

• PO’s Substitute Claims Are Patentable Over Petitioner’s Obviousness Grounds

o Combinations with Rass

o Combinations with Aumer

o Rass + Aumer
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’014 Patent
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• Power Control for Battery Powered Personal 
Area Network Device System and Method

• Priority Date: August 29, 2015 

Ex. 1001 (’014 Patent) - 01204



’014 Patent
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Ex. 1001 (’014 Patent) - 01204



’014 Patent
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Ex. 1001 (’014 Patent) - 01204



’014 Patent Substitute Claims
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PO RMTA (Paper 25) at Appx A-1 to A-4 – 01204



’014 Patent Substitute Claims
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PO RMTA at Appx A-1 to A-4 – 01204



The ’688 Patent
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’688 Patent
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• Power Control for Battery Powered Personal 
Area Network Device System and Method

• Priority Date: August 29, 2015 

Ex. 1001 (’688 Patent) – 01205



’688 Patent
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Ex. 1001 (’688 Patent) – 01205



’688 Patent
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Ex. 1001 (’688 Patent) – 01205



’688 Patent Substitute Claims
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PO RMTA (Paper 26) at Appx A-1 to A-4 – 01205



’688 Patent Substitute Claims
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PO RMTA at Appx A-1 to A-4 – 01205



Statutory & Regulatory 
Requirements for 

Substituting Patent Claims 
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Requirements to Substitute Patent Claims

PO RTMA at 1 – 01204 & 01205
 

Memorandum re: Guidance on Motions to Amend in view of Aqua Products 
(Nov. 21, 2017) at 2; Lectrosonics, Inc. v. Zaxcom, Inc., IPR2018-01129, 
Paper 15 at 6-8 (PTAB Feb. 25, 2019) (precedential).

A motion to amend must 

1. propose a reasonable number of substitute claims,

2. that respond to a ground of unpatentability involved in the trial, 

3. that do not enlarge the scope of the claims or introduce new matter, 
and 

4. are not shown by a preponderance of the evidence to be unpatentable.



(1) PO Proposes a 
Reasonable Number of 

Substitute Claims
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(1) PO Proposes a Reasonable Number of Substitute Claims

PO RTMA at 2; Prelim. Guidance at 4 – 01204 & 01205



(2) PO’s Substitute Claims 
Respond to Grounds of 

Unpatentability Involved in 
the Trial
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(2) PO’s Substitute Claims Respond to Grounds of 
Unpatentability Involved in the Trial 

Petition (Paper 1) at 57-58 – 01204; e.g.,PO RTMA, APPX A-2 – 01204



(3) PO’s Substitute Claims Do 
Not Enlarge the Scope of the 

Claims or Introduce New 
Matter
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

PO RTMA at 4 – 01204

Lectrosonics, Inc. v. Zaxcom, Inc., IPR2018-01129, Paper 15 at 6-8 
(PTAB Feb. 25, 2019) (precedential).

“A motion to amend may not present substitute claims that enlarge the 
scope of the claims of the challenged patent or introduce new subject 
matter.”
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

Ex. 1001 (’014 Patent); PO RTMA at 5, Appx A-1 to A-4 – 01204

The substitute claims do not broaden the 
claim scope. They narrow it. 
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

Ex. 1001 (’688 Patent); PO RTMA at 5, Appx A-1 to A-4 – 01205

The substitute claims do not broaden the 
claim scope. They narrow it. 
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

Ex. 1017 (’014 Patent File History); PO RMTA at 5-6; Ex. 2006 (Dr. Young Decl.) at 24 – 01204 

The ’031 Application supports 
the elements of the substitute 
claims. 
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

The ’031 Application supports 
the elements of the substitute 
claims. 

Ex. 1017; PO RMTA at 5-6; Ex. 2006 at 25-26 – 01204 
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

The ’031 Application supports 
the elements of the substitute 
claims. 

Ex. 1017; PO RMTA at 5-6; Ex. 2006 at 26-27 – 01204 
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

The ’031 Application supports 
the elements of the substitute 
claims. 

Ex. 1017; PO RMTA at 5-6; Ex. 2006 at 27 – 01204 
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(3) PO’s Substitute Claims Do Not Enlarge the Scope of the 
Claims or Introduce New Matter

The ’031 Application supports 
the elements of the substitute 
claims. 

Ex. 1017; PO REPLY at 12; Ex. 2006 at 28 – 01204 



(4) PO’s Substitute Claims 
Are Patentable Over 

Petitioner’s Obviousness 
Grounds
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(A) Combinations with Rass
(B) Combinations with Aumer
(C) Aumer + Rass
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(4) PO’s Substitute Claims Are Patentable Over Petitioner’s 
Obviousness Grounds

Prior Art Combinations

Petition Grounds and References

Hain + Steinbrecher + Shaffer + Hain, 
Steinbrecher, 
Sorensen, 
and/or 

Shaffer + Hain, 
Sorensen, 
and/or 

Shaffer + Hain +

New 
References

Rass ’014, 
’688

’014 ’014 ’688 ’014, ’688

Aumer ’014, 
’688

’014 ’014 ’688

Rass + Aumer ’014, ’688

PET OPP at 3-19; PO REPLY at 1-8 – 01204 & 01205
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(4) PO’s Substitute Claims Are Patentable Over Petitioner’s 
Obviousness Grounds

Grounds Substitute Claims – 
’014 Patent

Substitute Claims – 
’688 Patent

Rass 
Grounds

Hain + Rass Claims 14-16 and 18 Claims 15, 16 and 18

Steinbrecher + Rass Claims 23-24

Shaffer in view of Hain, Sorensen, and/or Rass Claims 15-21 and 23-28

Shaffer in view of Hain, Sorensen, Steinbrecher, 
and/or Rass 

Claims 14-21 and 23-26

Shaffer, Hain, and Rass Claim 22 Claim 22

Aumer 
Grounds

Hain + Aumer Claims 14-16 and 18 Claims 15, 16 and 18

Steinbrecher + Aumer Claims 23-24

Shaffer in view of Hain, Sorensen, and/or 
Aumer 

Claims 15-21 and 23-28

Shaffer in view of Hain, Sorensen, Steinbrecher, 
and/or Aumer

Claims 14-21 and 23-26

Rass + Aumer 
Grounds

Shaffer, Hain, Aumer, and Rass Claim 22 Claim 22

PET OPP at 3-19; PO REPLY at 1-8 – 01204 & 01205



(A) Combinations with Rass
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Hain + Rass
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Certified English translation of DE Patent Application No.102007039455 (“Hain”)

Ex. 1004 (Hain) – 01204
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

U.S. Patent No. 7,522,739 (“Rass”)

Ex. 1033 (Rass) – 01204
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

The Combination of Hain + Rass Does Not Render ’014 Claims 14-16 and 18 or ’688 
Claims 15, 16, and 18 Obvious.

Petitioner’s alleged motivation to combine rests on the following factors:

(1)Same field of endeavor
(2)Predictable results 
(3)Perceived benefits

PET OPP at 5-10; PO REPLY at 1-5 – 01204 & 01205



Rass Is Not Analogous Art 

Demonstrative Exhibit - Not Evidence 38
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Test for Analogous Art 

In re Ethicon, Inc., 844 F.3d 1344, 1349 (Fed. Cir. 2017) 
(quoting In re Clay, 966 F.2d 656, 658-59 (Fed. Cir. 1992)). 

“Prior art is analogous where either (1) ‘the art is from the same field of endeavor, 
regardless of the problem addressed’ or (2) even if the reference is not within the 
same field of endeavor, ‘the reference still is reasonably pertinent to the particular 
problem with which the inventor is involved.’”

PO REPLY at 2 – 01204 & 01205
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Ex. 1001 (’014 Patent); Ex. 1033 (Rass); PO REPLY at 2-5; Ex. 2006 ¶¶ 65-67 – 01204 

Rass Is Not Analogous Art to the ’014 and ’688 Patents.

Not the same field 
of endeavor and 

not directed to the 
same problem. 

’014 Patent Rass
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Hain and Rass Are Not Analogous.

Not the same field 
of endeavor and 

not directed to the 
same problem. 

RassHain

Ex. 1004 (Hain); Ex. 1033 (Rass); PO REPLY at 4; Ex. 2007 ¶ 67 – 01204 



Hain + Rass Does Not Yield 
Predictable Results

Demonstrative Exhibit - Not Evidence 42
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Hain + Rass does not yield predictable results because their teachings are not combinable. 
.

PO REPLY at 4-5; Ex. 2006 ¶ 68  – 01204
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Hain + Rass does not yield predictable results because their teachings are not combinable.

Petitioner Surreply at 6 – 01204

Petitioner’s Surreply: Attorney Argument 
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Hain + Rass does not yield predictable results because their teachings are not combinable.

Petitioner Surreply at 6 – 01204

Petitioner’s Surreply: Attorney Argument 
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Hain + Rass does not yield predictable results because their teachings are not combinable.

Ex. 1033 (Rass); Petitioner Surreply at 6 – 01204

Petitioner’s Surreply: Attorney Argument 



No Reasonable Expectation 
of Success 

Demonstrative Exhibit - Not Evidence 47
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PO’s Substitute Claims Are Patentable Over 
Hain + Rass

Combining Hain and Rass Does Not Render Substitute Claims 14-16 and 18 of 
the ’014 Patent, and Substitute Claims 15, 16 and 18 ’688 Patent Obvious. 

No Reasonable Expectation of Success Because There’s No Motivation to Combine Besides Hindsight.

PO REPLY at 5; Ex. 2006 ¶ 69  – 01204



Steinbrecher + Rass

Demonstrative Exhibit - Not Evidence 49
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PO’s Substitute Claims Are Patentable Over 
Steinbrecher + Rass

Ex. 1006 (Steinbrecher); PO REPLY at 5; Ex. 2006 ¶¶ 70-71 – 01204 

Certified English translation of EP Patent Application No. 1727395 (“Steinbrecher”)
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PO’s Substitute Claims Are Patentable Over 
Steinbrecher + Rass

Ex. 1001 (’014 Patent); Ex. 1033 (Rass); PO REPLY at 2-5; Ex. 2006 ¶¶ 65-67 – 01204 

Rass Is Not Analogous Art to the ’014 and ’688 Patents.

Not the same field 
of endeavor and 

not directed to the 
same problem. 

 

’014 Patent Rass
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PO’s Substitute Claims Are Patentable Over 
Steinbrecher + Rass

No Motivation to Combine Steinbrecher and Rass.

Not the same field 
of endeavor and 

not directed to the 
same problem. 

Rass

Ex. 1006 (Steinbrecher); Ex. 1033 (Rass); PO REPLY at 4; Ex. 2006 ¶¶ 70-71 – 01204 

Steinbrecher



Shaffer in view of Hain, 
Sorensen, Steinbrecher, 

and/or Rass & Shaffer, Hain, 
and Rass

Demonstrative Exhibit - Not Evidence 53
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PO’s Substitute Claims Are Patentable Over Shaffer in View of Hain, 
Sorensen, Steinbrecher, and/or Rass, and Shaffer, Hain, and Rass

U.S. Patent Application Publication No. 2015/0245126 (“Shaffer”)

Ex. 1003 (Shaffer); PO REPLY at 5-6; Ex. 2006 ¶¶ 72-75 – 01204 
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PO’s Substitute Claims Are Patentable Over Shaffer in View of Hain, 
Sorensen, Steinbrecher, and/or Rass, and Shaffer, Hain, and Rass

Ex. 1001 (’014 Patent); Ex. 1033 (Rass); PO REPLY at 2-5; Ex. 2006 ¶¶ 65-67 – 01204 

Rass Is Not Analogous Art to the ’014 and ’688 Patents.

Not the same field 
of endeavor and 

not directed to the 
same problem. 

’014 Patent Rass
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PO’s Substitute Claims Are Patentable Over Shaffer in View of Hain, 
Sorensen, Steinbrecher, and/or Rass, and Shaffer, Hain, and Rass

No Motivation to Combine Shaffer and Rass.

Not the same field 
of endeavor and 

not directed to the 
same problem. 

Rass

Ex. 1003 (Shaffer); Ex. 1033 (Rass); PO REPLY at 5-6; Ex. 2006 ¶ 73 – 01204 

Shaffer



(B) Combinations with Aumer
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PO’s Substitute Claims Are Patentable Over 
Petitioner’s Aumer Combinations

Combinations of Aumer with Hain, Steinbrecher, Shaffer, and/or Sorenenson Do Not 
Render ’014 Claims 14-26 or ’688 Claims 15-28 Obvious.

Petitioner’s alleged motivation to combine rests on the following factors:

(1)Same field of endeavor
(2)Predictable results 
(3)Increased consumer interest in personal health
(4)POSITA’s knowledge

PET OPP at 14-19; PO REPLY at 6-8 – 01204 & 01205
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PO’s Substitute Claims Are Patentable Over 
Combinations with Aumer

U.S. Patent Application Publication No. 2016/0094899 (“Aumer”)

Ex. 1027 (Aumer); PO REPLY at 6-8; Ex. 2006 ¶¶ 77-92 – 01204 
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PO’s Substitute Claims Are Patentable Over 
Combinations with Aumer

Aumer Is Not Analogous Art to the ’014 and ’688 Patents.

Aumer

Not the same field 
of endeavor and 

not directed to the 
same problem. 

’014 Patent

Ex. 1001 (’014 Patent); Ex. 1027 (Aumer); PO REPLY at 6-8; Ex. 2006 ¶¶ 77-92 – 01204 
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PO’s Substitute Claims Are Patentable Over 
Combinations with Aumer

Hain + Aumer does not yield predictable results because there is no motivation to combine them. 

Aumer

Ex. 1004 (Hain); Ex. 1027 (Aumer); PO REPLY at 6-8; Ex. 2006 ¶¶ 77-92 – 01204 

Hain
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PO’s Substitute Claims Are Patentable Over 
Combinations with Aumer

Shaffer + Aumer does not yield predictable results because there is no motivation to combine them. 

Aumer

Ex. 1003 (Shaffer); Ex. 1027 (Aumer); PO REPLY at 6-8; Ex. 2006 ¶¶ 77-92 – 01204 

Shaffer
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PO’s Substitute Claims Are Patentable Over 
Combinations with Aumer

Steinbrecher + Aumer does not yield predictable results because there is no motivation to combine them. 
Aumer

Ex. 1006 (Steinbrecher); Ex. 1027 (Aumer); PO REPLY at 6-8; Ex. 2006 ¶¶ 77-92 – 01204 

Steinbrecher
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PO’s Substitute Claims Are Patentable Over 
Combinations with Aumer

Any supposed consumer interest is irrelevant.

PO REPLY at 7; Ex. 2006 ¶ 81 – 01204 



(C) Aumer + Rass
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PO’s Substitute Claims Are Patentable Over 
Combinations with Rass + Aumer

PO REPLY at 8-9; Ex. 2006 ¶ 92 – 01204 

“[A] POSITA would not have been motivated to combine Aumer and Rass with 
Shaffer for the same seasons a POSITA would not have combined Hain or 
Steinbrecher with Aumer and Rass.” 



The Substitute Claims Are 
Enabled

Demonstrative Exhibit - Not Evidence 67
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Substitute Claims Are Enabled

PO REPLY at 9 – 01204 & 01205

“The specification of a patent must teach [a POSITA] how to make and use the full 
scope of the claimed invention without undue experimentation.”

When a patent specification has a broad disclosure, ““it may suffice to give an 
example (or a few examples) if the specification also discloses some general quality 
. . . running through the class that gives it a ‘peculiar fitness for the particular 
purpose.’”

Genentech, Inc. v. Novo Nordisk A/S, 108 F.3d 1361, 1365 
(Fed. Cir. 1997) (emphasis added); 35 § 112 (a).

Amgen Inc. v. Sanofi, 598 U.S. 594, 611 (2023).
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Substitute Claims Are Enabled

“Factors to be considered in determining whether a disclosure would require undue 
experimentation . . . include (1) the quantity of experimentation necessary, (2) the 
amount of direction or guidance presented, (3) the presence or absence of working 
examples, (4) the nature of the invention, (5) the state of the prior art, (6) the relative 
skill of those in the art, (7) the predictability or unpredictability of the art, and (8) the 
breadth of the claims.”

In re Wands, 858 F.2d 731, 736–37 (Fed. Cir. 1988).

Wands Factors 

PO REPLY at 9-11 – 01204 & 01205



Demonstrative Exhibit - Not Evidence 70

Substitute Claims Are Enabled

PO REPLY at 10; Ex. 2006 ¶ 62 i-iv – 01204 & 10205

1

• The breadth of the claims
• “[A] POSITA would know that only a limited set of biometrics would be suitable for an earpiece worn within the ear and for performing associated 

functions, which would include controlling various power modes, and would not logically include things like endoscopic pill, bone implants, etc.”
• “In my opinion, a POSITA would not implement Petitioner’s examples for reading biometrics in a wireless earpiece system, such as retina scan and facial 

recognition because these examples relate to the face and eyes, while the claims earpieces are worn within the ear.” 

2
• The nature of the claims
• “[T]he suitable user biometrics are limited by the structure of the earpiece because it is worn in the ear.”
• Petitioner is incorrect to state that the only point of novelty is related to user biometrics because “[t]he invention is all of the claimed elements in their 

entirety, of which reading biometrics is one aspect.”

3
• The presence or absence of working examples
• “The specification provides a working example of the invention being used to read biometrics to alter the power mode.” 

4
• The state of the prior art 
• “The ‘evolving’ research Petitioner points to relating DNA sequencing, facial recognition, and retinal scans is irrelevant as these techniques would not be 

employed in an earpiece, particularly to adjust the power mode.” 
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Substitute Claims Are Enabled

5
• The skill of those in the art
• “In my opinion, a POSITA would understand how to implement the techniques disclosed in the specification within a wireless earpiece 

system.”

6
• The predictability or unpredictability of the art
• “[T]echniques to read biometrics that would be implemented in an earpiece, such as heartbeat or temperature, were known in the art and 

within the skill level of a POSITA to implement as of the priority date.” 

7
• The quantity of experimentation necessary
• “Little experimentation would be needed to make or use the claimed earpiece system because the types of biometrics that can be read by an 

earpiece [ . . . ] were known to a POSITA.”
• “[T]he specification further describes how embodiments would use the biometric readings to alter the power mode of the claims earpieces.” 

8
• The amount of direction or guidance presented
• “The specification provides detailed guidance for how to implement the claims in an embodiment of an invention.”
• “Given the claimed structure is limited to wireless earpieces and the purpose of the invention is providing for power mode adjustments, the 

specification provides sufficient guidance for using the invention.” 

PO REPLY at 10-11; Ex. 2006 ¶ 62 v-viii – 01204 & 01205 



The Substitute Claims Are 
Not Indefinite 

Demonstrative Exhibit - Not Evidence 72
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“A claim is indefinite when it contains words or phrases whose meaning is unclear. . . 
. Obviously, however, the failure to provide explicit antecedent basis for terms does 
not always render a claim indefinite. If the scope of a claim would be reasonably 
ascertainable by those skilled in the art, then the claim is not indefinite.” 

Substitute Claims Are Not Indefinite

MPEP § 2173.05(e) 

PO REPLY at 11-12 – 01204 & 01205
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Substitute Claims Are Not Indefinite 

PO REPLY at 11-12 – 01204; PO REPLY at 12 – 01205

“the ear canal opening”

’014 – Claims 14-26
’688 – Claims 15-28

Petitioner: lacks antecedent 
basis

PO: antecedent basis is not 
required; POSITA would 

reasonably ascertain that it is the 
ear canal opening of the user.

“the wireless 
earpieces”

’014 – Claim 17

Petitioner: plural vs singular; 
lacks antecedent basis

PO: “comprising a” = “one or 
more;” antecedent basis from 

its associated independent 
claim (i.e., Claim 14).

“in-ear wireless 
earpieces”

’014 – Claims 19-20

Petitioner: indefinite

PO: the specification provides “left 
and right earpieces configured to fit 

into a user’s ears.”

“power save mode”

’014 – Claim 22
’688 – Claim 22

Petitioner: indefinite; lacks 
antecedent basis

PO: the immediately preceding line 
provides antecedent basis (i.e., “low 

power mode”).



• PO Proposes a Reasonable Number of Substituted Claims

• PO’s Substitute Claims Respond to Grounds of Unpatentability Involved in the Trial

• PO’s Substitute Claims Do Not Enlarge the Scope of the Claims or Introduce New Matter

• PO’s Substitute Claims Are Patentable Over Petitioner’s Obviousness Grounds

o Combinations with Rass

o Combinations with Aumer

o Rass + Aumer

Demonstrative Exhibit - Not Evidence 75

Conclusion

Statutory & Regulatory Requirements for Substituting Patent Claims

The Substitute Claims Are Enabled

The Substitute Claims Are Not Indefinite
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