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I. INTRODUCTION 

Patent Owner submits this Sur-Reply to Petitioner’s Reply to Patent Owner’s 

Preliminary Response (Paper 12, “Reply”). The Board authorized this sur-reply in 

its email dated December 22, 2023. Ex. 1029. For the reasons set forth herein and in 

Patent Owner’s Preliminary Response (Paper 10, “POPR”), the Board should 

exercise its discretion to deny institution under § 314(a) because institution would 

be an “inefficient use of Board resources.” NHK Spring Co., Ltd. v. Intri-Plex 

Technologies, Inc., IPR2018-00752, Paper 8 at 19-20 (PTAB Sept. 12, 2018).  

II. THE FINTIV FACTORS WEIGH IN FAVOR OF DISCRETIONARY 
DENIAL UNDER § 314(A) 

As explained in the POPR, all of the Fintiv factors weigh in favor of 

discretionary denial. POPR at 5-17. And the Petition fails to meet the “high 

standard” needed to demonstrate a “compelling unpatentability challenge” that 

would require institution despite those factors. Id. at 4-5, 14-15; see also id. at § VII. 

Thus, discretionary denial is appropriate. Indeed, the Board’s analyses resulting in 

discretionary denial in AviaGames and Snap—both addressed extensively in the 

POPR—are directly applicable to this proceeding and further demonstrate why the 

Board should exercise its discretion to deny institution here. Id. at 6-9, 12-17.  

Petitioner’s Reply does not warrant a different result. As Petitioner 

recognizes, the Board should “conduct a Fintiv analysis” to determine whether it 
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should institute. Reply at 2. Thus, Petitioner’s reliance on Volvo to assert that an 

adverse § 101 ruling in a related litigation does not “automatically” require 

discretionary denial is irrelevant. See id. at 1-2. Patent Owner has not contended that 

discretionary denial, or any treatment of the Fintiv factors, is “automatic” in view of 

the district court’s § 101 ruling. Rather, Patent Owner analyzed each Fintiv factor 

and showed how—particularly in view of the Board’s decisions in AviaGames and 

Snap—those factors weigh in favor of discretionary denial. POPR at 5-17. 

In its Reply, Petitioner first contends that discretionary denial is inappropriate 

because the district court’s invalidity determination was based on § 101 whereas the 

Petition presents challenges under §§ 102 and/or 103. Reply at 2-3. But this has no 

bearing on the ultimate inquiry here—whether institution is an “inefficient use of 

Board resources.” NHK, IPR2018-00752, Paper 8 at 19-20. Indeed, the same was 

true in AviaGames and Snap. Despite that, the Board recognized in both that it is an 

inefficient use of resources to consider invalidity of claims under §§ 102 and/or 103 

where they have already been found invalid under § 101. POPR at 6-7 (citing 

AviaGames, Inc. v. Skillz Platform, Inc., IPR2022-00530, Paper 12 at 11-15 (PTAB 

Aug. 9, 2022); Snap Inc. v. Blackberry Ltd., IPR2020-00391, Paper 8 at 17 (PTAB 

July 13, 2020)).  

Next, Petitioner suggests that Patent Owner should have filed a “disclaimer in 

the Patent Office” or “requested adverse judgment … in this IPR” with respect to 
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claims 1, 25, and 35, which were invalidated by the district court under § 101 but 

have not been appealed by Patent Owner. Reply at 3-4. Petitioner identifies no 

authority for any purported requirement for Patent Owner to file a disclaimer or 

request adverse judgment as to these claims. And despite the parties corresponding 

after the POPR was filed, Petitioner never proposed that Patent Owner should file a 

disclaimer or request adverse judgment. As explained in the POPR, Patent Owner’s 

appeal of only claims 4 and 26 further demonstrates the inefficiency of institution 

and is consistent with the Director’s guidance in AviaGames. POPR at 15-17. That 

inefficiency is a result of what Petitioner has challenged and what the district court 

has already adjudicated. No disclaimer or adverse judgment is necessary to 

demonstrate that inefficiency. 

III. CONCLUSION 

As explained in the POPR and herein, because institution of any ground raised 

in the Petition would be an inefficient use of the Board’s resources and the Petition 

fails to satisfy the “compelling merits test,” the Board should exercise its discretion 

under § 314(a) to deny institution.  
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Respectfully submitted, 

Date: January 11, 2024 /Ryan J. Singer/   
Ryan J. Singer 
Registration No. 79,736 
Lead Counsel for Patent Owner 
Christopher M. Gerson 
Pro Hac Vice 
Backup Counsel for Patent Owner 
SCHULTE ROTH & ZABEL LLP 
919 Third Avenue 
New York, New York 10022 
Tel: (212) 756-2000 
Fax:  (212) 593-5955 
ryan.singer@srz.com 
chris.gerson@srz.com 
 
Counsel for Patent Owner 
Geoscope Technologies Pte. Ltd. 

 



Case No. IPR2023-01211 
U.S. Patent No. 8,786,494 

   
5 

 

APPENDIX A – LIST OF EXHIBITS 

Exhibit No. Description 

1029 Email from Board granting Petitioner’s Request for Authorization 
to file Replies to Patent Owner’s Preliminary Responses dated 
December 22, 2023 
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CERTIFICATE OF SERVICE 
The undersigned hereby certifies that on this 11th day of January, 2024, a true and 

correct copy of the foregoing PATENT OWNER’S SUR-REPLY TO 

PETITIONER’S REPLY TO PATENT OWNER’S PRELIMINARY 

RESPONSE are being served by electronic mail to Patent Owner’s counsel as 

follows: 

Lead Counsel: 
Patrick C. Keane, Esq. 
Registration No. 32,858 
BUCHANAN INGERSOLL & ROONEY PC 
1737 King Street, Suite 500 
Alexandria, Virginia 22314 
Direct Telephone (703) 838-652 2 
Main Facsimile (703) 836-2021 
patrick.keane@bipc.com 
 

Backup Counsel: 
Roger H. Lee, Esq. 
Registration No. 46,317 
BUCHANAN INGERSOLL & ROONEY PC 
1737 King Street, Suite 500 
Alexandria, Virginia 22314 
Direct Telephone (703) 838-6545 
Main Facsimile (703) 836-2021 
roger.lee@bipc.com 
 

Backup Counsel : 
Matthew L. Fedowitz, Esq. 
Registration No. 61,386 
BUCHANAN INGERSOLL & ROONEY PC 
1700 K Street, NW, Suite 300 
Washington, DC 20006 
Direct Telephone (202) 452-7306 
Main Facsimile (202) 452-7989 
matthew.fedowitz@bipc.com 
 

Backup Counsel: 
Andrew R. Cheslock, Esq. 
Registration No. 68,577 
BUCHANAN INGERSOLL & ROONEY PC 
1737 King Street, Suite 500 
Alexandria, VA 22314 
Direct Telephone (703) 838-6523 
Main Facsimile (703) 836-2021 
andrew.cheslock@bipc.com 
 

Backup Counsel: 
Mythili Markowski, Ph.D., Esq. 
Registration No. 67,063 
BUCHANAN INGERSOLL & ROONEY PC 
1700 K Street, N.W., Suite 300 
Washington, DC 20006 
Direct Telephone (202) 452-7314 
Main Facsimile (202) 452-7989 
mythili.markowski@bipc.com 
 

Backup Counsel: 
Samuel Harrod, Esq. 
Registration No. 79,148 
BUCHANAN INGERSOLL & ROONEY PC 
Union Trust Building, 
501 Grant Street, Suite 200 
Pittsburgh, PA 15219 
Direct Telephone (412) 562-8805 
Main Facsimile (412) 562-1041 
samuel.harrod@bipc.com 
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Backup Counsel: 
Ralph G. Fischer, Esq. 
Registration No. 55,179 
BUCHANAN INGERSOLL & ROONEY PC 
Union Trust Building 
501 Grant Street, Suite 200 
Pittsburgh, PA 15219 
Direct Telephone (412) 392-2121 
Main Facsimile (412) 562-1041 
ralph.fischer@bipc.com 
 

 

 
 
Dated: January 11, 2024 
 /Ryan J. Singer/ 
 Ryan J. Singer 

Registration No. 79,736 
Lead Counsel for Patent Owner 
SCHULTE ROTH & ZABEL LLP 
919 Third Avenue 
New York, New York 10022 
Tel: (212) 756-2000 
Fax:  (212) 593-5955 
ryan.singer@srz.com 
 
Counsel for Patent Owner 
Geoscope Technologies Pte. Ltd. 
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