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Trial instituted on all asserted grounds and all challenged claims:

Demonstrative Exhibit – Not Evidence

Grounds of unpatentability

Ground 1 Ueda, SIP Standard, and SDP Standard (claims 1, 4-9, 10, 12, 14, 16, 18, 

20, 21, 22, 32, 33 and 34-36)

Ground 2 Ueda, SIP Standard, and Bechtolsheim (claims 1, 4-9, 10, 12, 14, 16, 18, 

20, 21, 22, 32, 33 and 34-36)

Ground 3 Ueda, SIP Standard, SDP Standard, and Cohee (claims 2, 3, 11, 13, 15, 17, 

19, and 23)

Ground 4 Ueda, SIP Standard, Bechtolsheim, and Cohee (claims 2, 3, 11, 13, 15, 17, 

19, and 23)

[-40] Institution Decision (Paper 16) at 2, 46

Claims challenged in IPR2023-01240

Claims challenged in IPR2023-01241

[-41] Institution Decision (Paper 17) at 2, 49



3

▪ Ueda eligibility as prior art

▪ Ground 1: Ueda, SIP Standard, and SDP Standard

▪ Limitation 1[g] / 10[j] (…guaranteeing a communication bandwidth…)

▪ Limitation 1[g] / 10[j] (at a same time… transmit the play-list information…)

▪ Motivation to combine

▪ Ground 2: Ueda, SIP Standard, and Bechtolsheim

▪ Limitation 1[g] / 10[j] (…guaranteeing a communication bandwidth…)

▪ Limitation 1[g] / 10[j] (at a same time… transmit the play-list information…)

▪ Motivation to combine

No disputes about any other limitations of independent claim 1 / 

10, nor about any dependent claims

Demonstrative Exhibit – Not Evidence

Disputed issues

[-40] See generally POR (Paper 20); Pet. Reply (Paper 26); P.O. Sur-Reply (Paper 27)

[-41] See generally POR (Paper 21); Pet. Reply (Paper 28); P.O. Sur-Reply (Paper 29)
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▪ Ground 3: Ueda, SIP Standard, SDP Standard, Cohee

▪ Motivation to combine

▪ Ground 4: Ueda, SIP Standard, Bechtolsheim, Cohee

▪ Motivation to combine

▪ No additional disputes about any limitations specific to the 
challenged dependent claims.

Demonstrative Exhibit – Not Evidence

Disputed issues

[-40] See generally POR (Paper 20); Pet. Reply (Paper 26); P.O. Sur-Reply (Paper 27)

[-41] See generally POR (Paper 21); Pet. Reply (Paper 28); P.O. Sur-Reply (Paper 29)
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Ueda Is Eligible as Prior Art

Demonstrative Exhibit – Not Evidence

▪ NEC cannot establish Mr. Taniguchi’s diligence in 

reducing to practice the purported invention
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Ueda is prior art:

The Timeline

Demonstrative Exhibit – Not EvidencePOR (Paper 20) at 17–19

Aug. 6, 2008

Date of NEC 

“Conception 

Presentation”

Nov. 18, 2008

NEC Counsel 

Files JP ’270

Nov. 6, 2008

NEC Sends JP 

’270 Draft to 

Counsel

3 Months

Sept. 19, 2008

Ueda Filing 

Date
Critical Period
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NEC’s requirements to establish Mr. 

Taniguchi’s diligence 

Demonstrative Exhibit – Not Evidence

In order to establish Mr. Taniguchi’s diligence, NEC 

must show:

▪ His diligence was reasonably continuous

▪ Corroboration

▪ The activities purportedly supporting his diligence 
actually relate to reducing the claimed invention to 
practice

Pet. Reply (Paper 26) at 7
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Ueda is prior art:

NEC does not establish Mr. Taniguchi’s diligence

Demonstrative Exhibit – Not Evidence

Taniguchi Decl. (Ex. 2011) ¶ 12

Taniguchi Decl. (Ex. 2011) ¶ 13
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Ueda is prior art:

NEC does not establish Mr. Taniguchi’s diligence

Demonstrative Exhibit – Not Evidence

Taniguchi Decl. (Ex. 2011) ¶ 12

Loral Fairchild Corp. v. Victor Co. of Japan, Ltd., 931 F. Supp. 1014, 1030

(E.D.N.Y. 1996)

“An inventor must provide specific details on activity during the critical period. 

General testimony that the inventor worked continuously and diligently will 

not suffice.”
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Ueda is prior art:

NEC does not establish Mr. Taniguchi’s diligence

Demonstrative Exhibit – Not Evidence

Shu-Hui Chen v. Bouchard, 347 F.3d 1299 (Fed. Cir. 2003)

Federal Circuit found no diligence where plaintiff provided no evidence of 

who worked on what applications on which days in the 3-month critical 

period.

Tesla, Inc. v. Charge Fusion Techs., Paper 35 at 10 (P.T.A.B. Apr. 16, 2024)

Board found no diligence where PO provided no evidence corroborating

inventor testimony of work on draft patent application during one-month 

critical period
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Ueda is prior art:

NEC does not establish Mr. Taniguchi’s diligence

Demonstrative Exhibit – Not Evidence

Taniguchi Decl. (Ex. 2011) ¶ 13

Naber v. Cricchi, 567 F.2d 382, 385-86 (C.C.P.A. 1977)

Finding no diligence because “the work relied on must ordinarily be directly 

related to reduction to practice of the Invention.”
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Ueda is prior art:

NEC’s caselaw is inapposite

Demonstrative Exhibit – Not Evidence

▪ Mr. Taniguchi’s other work involving IPTV is not 
“circumstantial evidence” corroborating his diligence 
in reducing the claimed invention to practice. In re 
Jolley, 308 F.3d 1317, 1328 (Fed. Cir. 2002).

▪ General testimony of diligence and activities not related 

to the purported invention do not establish diligence 

under a “rule of reason.” In Perfect Surgical Techniques,

the record evidence included:

▪ Documentary evidence of revisions and comments

▪ Third party declaration

▪ Letters

▪ Billing records

P.O. Sur-Reply (Paper 27) at 9, 11–12.
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GROUND 1: Ueda, SIP Standard, and SDP Standard

Demonstrative Exhibit – Not Evidence

▪ Limitation 1[g] / 10[j] (…guaranteeing a 
communication bandwidth…)

▪ Limitation 1[g] / 10[j] (at a same time… transmit the 

play-list information…)

▪ Motivation to combine
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Demonstrative Exhibit – Not Evidence

Independent claim 1

A content delivery system comprising an application server system and one or more 

connection control servers . . .

The application server system comprising: . . .

a first transmitter for transmitting selected sub content specification 

information for specifying the selected sub content data via the one or 

more connection control servers to the user equipment which has 

transmitted the content delivery request,

wherein the first transmitter is configured to, at a same time that the one 

or more connection control servers executes a process for guaranteeing 

a communication bandwidth required for transmitting content data 

as a process for establishing the connection, transmit the play-list 

information via the one or more connection control servers to the user 

equipment which has transmitted the content delivery request, . . .

’427 patent (Ex. 1001)

1[g]
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Ueda, SIP Standard, and SDP Standard 

disclose the bandwidth limitation

Demonstrative Exhibit – Not Evidence

▪ Both parties agree it was known that a proxy server 

may guarantee bandwidth on the basis of a SIP 

message

▪ NEC misinterprets “using” a SIP message

▪ NEC creates a requirement that “transport 

protocols” perform the bandwidth limitation

▪ NEC creates the requirement that the bandwidth 
limitation take place at a time beyond establishing 
the connection

▪ NEC argues that a system must guarantee every 
possible bandwidth in order to practice the claims

Pet. Reply (Paper 26) at 1–3, 17–22
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and SDP Standard disclose the 

“bandwidth limitation”

. . . the one or more connection control servers executes a process for 

guaranteeing a communication bandwidth required for transmitting content 

data as a process for establishing the connection . . .
’427 Patent (Ex. 1001) at Claim 1

SIP Standard (Ex. 1004) at 77–78

SIP Standard (Ex. 1004) at Fig. 1
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and SDP Standard disclose the 

“bandwidth limitation”

SIP Standard (Ex. 1004) at 192

SIP Standard (Ex. 1004) at 182

SDP Standard (Ex. 1005) at 16
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and SDP Standard disclose the 

“bandwidth limitation”

Reader Decl. (Ex. 1008) ¶ 189

POR (Paper 20) at 43
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Demonstrative Exhibit – Not Evidence

The “bandwidth limitation”: NEC misinterprets “using” 

SIP messages

Petition (Paper 3) at 10

POR (Paper 20) at 35

NEC argues that a SIP message in and of itself must “execute”
a process for guaranteeing a bandwidth
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Demonstrative Exhibit – Not Evidence

The “bandwidth limitation”: NEC misinterprets “using” 

SIP messages

NEC argues that a SIP message in and of itself must
“execute” a process for guaranteeing a bandwidth

Institution Decision (Paper 16) at 41



21

Demonstrative Exhibit – Not Evidence

The “bandwidth limitation”: NEC misinterprets “using” 

SIP messages

Cooperstock Tr. (Ex. 1017) at 54:14–22

Both the Board and NEC’s own expert understand 
what “using” SIP messages means

SIP Standard (Ex. 1004) at Fig. 1
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Demonstrative Exhibit – Not Evidence

The “bandwidth limitation”: NEC inserts its own claim 

requirement

NEC creates its own claim requirement that the 
“bandwidth limitation” is performed by transport protocols

’427 Patent (Ex. 1001) at Fig. 2 (annotated)

’427 Patent (Ex. 1001) at 15:29–40
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Demonstrative Exhibit – Not Evidence

The “bandwidth limitation”: NEC inserts its own 

claim requirement

NEC argues that “guaranteeing a bandwidth” must 
occur beyond the time of establishing the connection

. . . the one or more connection control servers executes a process for 

guaranteeing a communication bandwidth required for transmitting content 

data as a process for establishing the connection . . .
’427 Patent (Ex. 1001) at Claim 1
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Demonstrative Exhibit – Not Evidence

The “bandwidth limitation”: NEC inserts its own 

claim requirement

NEC argues that “guaranteeing a bandwidth” must 
occur beyond the time of establishing the connection

’427 Patent (Ex. 1001) at Fig. 5 (annotated), Fig. 6 (annotated)
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Demonstrative Exhibit – Not Evidence

The “bandwidth limitation”: NEC inserts its own 

claim requirement

Institution Decision (Paper 16) at 41–42

Cooperstock Tr. (Ex. 1017) at 144:12–21

NEC argues—against its own expert and the Board—
that a system must always guarantee any requested
bandwidth in order to practice the claimed invention
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Ueda, SIP Standard, and SDP Standard 

disclose the playlist limitation

Demonstrative Exhibit – Not Evidence

▪ Ueda teaches sending the claimed playlist

▪ A POSA would have understood there were 

numerous well-known ways to send Ueda’s playlist 

using SIP Standard and SDP Standard

▪ NEC misinterprets the legal standard to require that 

the playlist limitation be disclosed by a discrete 

reference in isolation

Pet. Reply (Paper 26) at 22–23
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and SDP Standard disclose the 

“playlist limitation”

“. . . at a same time…transmit the play-list information…to the user 

equipment which has transmitted the content delivery request . . .”

’427 Patent (Ex. 1001) a t  C l a i m  1

Ueda (Ex. 1003) at Fig. 6 (annotated)
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and SDP Standard disclose the 

“playlist limitation”

A POSA would have understood there were 
numerous well-known ways to send Ueda’s playlist 
using SIP/SDP

SDP Standard (Ex. 1005) at 21

SDP Standard (Ex. 1005) at 13

SDP Label Attribute (Ex. 1011) at 3
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Demonstrative Exhibit – Not Evidence

The “playlist limitation”: NEC misinterprets the legal 

standard

Reader Decl. (Ex. 1008) ¶ 203

Bot M8 LLC v. Sony Interactive Ent. LLC, 66 F.4th 1380, 1386 (Fed. Cir. 

2023)

Federal Circuit upheld Board’s invalidity decision because question was not 

whether individual reference in isolation disclosed claim limitation, but rather 

whether it “would have been obvious to a person of ordinary skill in the art 

to combine the references to yield the claimed invention.”
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Motivation to combine Ueda, SIP Standard, 

and SDP Standard

Demonstrative Exhibit – Not Evidence

▪ Ueda supports a variety of network configurations

▪ SIP Standard teaches intermediary network 

elements that can be used with Ueda

▪ A POSA would have had a variety of motivations to 
combine Ueda, SIP Standard, and SDP Standard

▪ NEC simply repeats its same arguments against 
motivation to combine already rejected by the Board

Pet. Reply (Paper 26) at 9–16
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Demonstrative Exhibit – Not Evidence

Motivation to combine:

A POSA would recognize that Ueda supports a variety of 

network configurations

Ueda (Ex. 1003) at Fig. 6
Reader Tr. (Ex. 2029) at 87:5–14

Reader Decl. (Ex. 1008) ¶ 103
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Demonstrative Exhibit – Not Evidence

Motivation to combine:

SIP Standard teaches intermediary network elements

SIP Standard (Ex. 1004) at Fig. 1

SIP Standard (Ex. 1004) at 1
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Demonstrative Exhibit – Not Evidence

Motivation to combine:

A POSA would have been motivated to combine Ueda, 

SIP Standard, and SDP Standard

▪ SIP and SDP are globally recognized and widely 

adopted standards

▪ SIP and SDP provide well-known means of providing 

intermediating resources between agents to yield 

predictable results of forming a connection

▪ Signaling a desire to communicate and locating a 

server

▪ SIP and SDP provide many means to characterize a 
communication session

▪ SIP provides a suite of security options

▪ SIP and SDP teach their mutual interoperability

Reader Decl. (Ex. 1008) ¶¶ 104–06
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Motivation to combine: NEC reasserts the 

same arguments rejected by the Board

Demonstrative Exhibit – Not Evidence

NEC simply repeats the same arguments already 

rejected by the Board:

▪ Ueda need not locate a server.

▪ Ueda and SIP Standard are incompatible.

▪ SIP Standard’s methods of media characterization 
would have been redundant if used with Ueda.

▪ SIP Standard’s security options would have been
redundant if used with Ueda.

Pet. Reply (Paper 26) at 9–16; Institution Decision (Paper 16) at 27–33
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GROUND 2: Ueda, SIP Standard, and 

Bechtolsheim

Demonstrative Exhibit – Not Evidence

▪ Limitation 1[g] / 10[j] (…guaranteeing a 
communication bandwidth…)

▪ Limitation 1[g] / 10[j] (at a same time… transmit the 

play-list information…)

▪ Motivation to combine
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and Bechtolsheim disclose the 

“bandwidth limitation”

Bechtolsheim (Ex. 1006) ¶ [0049]

Bechtolsheim (Exhibit 1006) ¶ [0055]
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and Bechtolsheim disclose the 

“bandwidth limitation”

POR (Paper 20) at 60

Cooperstock Tr. (Ex. 1017) at 144:12–21
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and Bechtolsheim disclose the 

“playlist limitation”

Bechtolsheim (Exhibit 1006) ¶ [0033]

Bechtolsheim (Exhibit 1006) at Fig. 1 (annotated)
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Demonstrative Exhibit – Not Evidence

Ueda, SIP Standard, and Bechtolsheim disclose the 

“playlist limitation”

POR (Paper 20) at 59

POPR (Paper 11) at 16
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Demonstrative Exhibit – Not Evidence

A POSA would have been motivated to combine Ueda 

and Bechtolsheim

Reader Decl. (Ex. 1008) ¶ 111

POR (Paper 20) at 56
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Demonstrative Exhibit – Not Evidence

A POSA would have been motivated to combine SIP 

Standard and Bechtolsheim

Reader Decl. (Ex. 1008) ¶ 112

Bechtolsheim (Ex. 1006) ¶ [0034]
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GROUND 3: Ueda, SIP Standard, SDP 

Standard, and Cohee

Demonstrative Exhibit – Not Evidence

▪ Motivation to combine
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Demonstrative Exhibit – Not Evidence

A POSA would have been motivated to combine Ueda 

and Cohee

Reader Decl. (Ex. 1008) ¶ 113
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Demonstrative Exhibit – Not Evidence

A POSA would have been motivated to combine Ueda 

and Cohee

Cooperstock Tr. (Ex. 1017) at 35:15–36:6

Ueda (Ex. 1003) at Fig. 1

Reader Tr. (Ex. 2029) at 115:3–7
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GROUND 4: Ueda, SIP Standard, 

Bechtolsheim, and Cohee

Demonstrative Exhibit – Not Evidence

▪ No additional arguments
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Demonstrative Exhibit – Not Evidence

A POSA would have been motivated to combine Ueda, 

SIP Standard, Bechtolsheim, and Cohee

No additional arguments specific to Ground 4

POR (Paper 20) at 68
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BACK-UP SLIDES

Demonstrative Exhibit – Not Evidence
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Demonstrative Exhibit – Not Evidence

Ueda is prior art:

The August presentation does not disclose the 

“equipment specification information” limitation

. . . the one or more connection control servers being configured to receive 

equipment specification information transmitted by a user equipment and 

establish a connection between the application server system and the user 

equipment based on the received equipment specification information, . . .
’427 Patent (Ex. 1001) at Claim 1

’427 Patent (Ex. 1001) at 12:36–41
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Demonstrative Exhibit – Not Evidence

Ueda is prior art:

The August presentation does not disclose the 

“equipment specification information” limitation

August Presentation (Ex. 2013) at 11

’427 Patent (Ex. 1001) at Fig. 4
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Demonstrative Exhibit – Not Evidence

Ueda is prior art:

The August presentation does not disclose the 

dependent claims

[-40] POR (Paper 20) at 12–13

[-41] POR (Paper 21) at 13
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Demonstrative Exhibit – Not Evidence

Motivation to combine Ueda and SIP Standard:

Locating a server

Cooperstock Tr. (Ex. 1017) at 35:15–36:6

Reader Tr. (Ex. 2029) at 115:3–7

POR (Paper 20) at 24
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Demonstrative Exhibit – Not Evidence

Motivation to combine Ueda and SIP Standard:

Ueda and SIP Standard are not incompatible

Ueda (Ex. 1003) ¶ [0149]Institution Decision (Paper 16) at 29–30

POR (Paper 20) at 26



53

Demonstrative Exhibit – Not Evidence

Motivation to combine Ueda and SIP Standard:

Ueda and SIP Standard are not incompatible

Cooperstock Tr. (Ex. 1017) at 82:11–18

SIP Standard (Ex. 1004) at 13

POR (Paper 20) at 26
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Demonstrative Exhibit – Not Evidence

Motivation to combine Ueda and SIP Standard:

Session characterization is not redundant

SIP Standard (Ex. 1004) at 5

POR (Paper 20) at 27

Ueda (Ex. 1003) at ¶ [0227]
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Demonstrative Exhibit – Not Evidence

Motivation to combine Ueda and SIP Standard:

Security services

Reader Decl. (Ex. 1008) ¶ 106

POR (Paper 20) at 28



56

Demonstrative Exhibit – Not Evidence

Motivation to combine Ueda, SIP Standard, and SDP 

Standard

SIP Standard (Ex. 1004) at 13

SDP Standard (Ex. 1005) at 4

Institution Decision (Paper 16) at 33
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