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| Introduction

Petitioner has failed to prove that any claim of the 056 patent is unpatentable.
Abbott’s POR showed that two key elements of claim 1 ([1.L] and [1.K]) are not
disclosed in the prior art, and that Petitioner relied on incorrect inferences and
conclusory expert testimony to try to fill that gap. In Reply, Petitioner adds more
hindsight-based argument in attempts to try to salvage its argument that the art
discloses [1.L] and [1.K]. But the objective evidence shows that these claim features
were not obvious at the time of the invention. Indeed, Petitioner’s expert admitted
on cross-examination that he couldn’t point to “any evidence” that the word “report”
used in the Paradigm Documentation referred to a graphical display as required by
[1.L].

Petitioner has also not met its burden for the dependent claims. For example,
Abbott showed that Grounds 1 and 3 do not disclose or render obvious that (1) the
data processing and transmitter unit, and (2) at least a portion of the glucose sensor,
are disposed within a “single integrated housing” as recited in claim 21. Apparently
recognizing the weakness of the Petition for claim 21, Petitioner tries to introduce
several new arguments in its Reply, but these should be rejected as improperly late.
Even so, Petitioner’s new arguments do not salvage these Grounds because the prior

art indisputably teaches the opposite of a “single integrated housing”—disclosing



instead separate housings for the glucose sensor and data processing and transmitter
unit.

The Board should find that Petitioner did not meet its burden here and find all
claims patentable.

II.  Claim 1: Petitioner’s Reply Arguments Do Not Bridge The Gaps In The
Prior Art

There is no disclosure, in any reference of record, of backfilling gaps in a trend
graph on the display of a glucose monitoring system as required by element [1.L].
Petitioner’s attempts to reconstruct the prior art and gap-fill with expert testimony
and conclusory arguments fail. Thus, Petitioner has not met its burden, and the Board
should find claim 1 patentable over Grounds 1 and 3.

A. Ground 1:
1. Petitioner’s evidence does not disclose limitation [1.K]

Abbott showed that references in the Paradigm Documentation to “reports”
and “historical reports” refer to reports generated by stand-alone software, such as
CareLink, after data is downloaded from the pump, and was never used to refer to
graphical displays on the pump, let alone to trend graphs displayed on the pump.
Id. at 12; see also Ex. 2007. Petitioner could not rebut this argument. In fact,
Petitioner’s own evidence shows that reports are generated from downloaded data
by computer software, and are not graphs on a user display. See Ex. 1030 at 6:35-

40: Ex. 1039 at 294: Ex. 1040 at 300; Ex. 1050 at S45; Ex. 1059 at 10; Ex. 1014 at



49. For example, historical data stored on the Paradigm REAL-Time pump was
downloaded for “comprehensive trend analyses and customizable treatment
reports.” Ex. 1052 at 16-17; see also id. at 27; POR 17-36.

Petitioner’s Reply also argues that real-time data is so critical that a POSITA,
reading the Paradigm Documentation, would conclude that the Paradigm REAL-
Time system necessarily would have backfilled data gaps on the pump display.
Reply 5-6, 17-18. But that is hindsight, ungrounded in the relevant timeframe. The
evidence shows the opposite. When the Paradigm REAL-Time system was approved
by the FDA in 2006, the Standards of Care in Diabetes promulgated by the American
Diabetes Association (ADA) did not recommend CGMs for managing glucose levels
In any setting, whether at home or in a hospital. Ex. 2041 76:3-78:8, 14:20-15:3. By
the time Paradigm Documentation was created in October 2007, the Standards of
Care still did not recommend using CGMs at home to manage glucose levels, and
provided that it was premature to use CGMs in a hospital setting, except for research
purposes only. Ex. 2041 74:8-76:2. Thus, no one was relying on CGM data to make
treatment decisions. Petitioner’s arguments of criticality are therefore based on
impermissible hindsight and are not grounded in the Paradigm Documentation.

2. Petitioner’s new exhibits and arguments do not disclose
limitation [1.L].

In the Institution Decision, the Board agreed with Abbott that the supposed

re-populated data gap identified in the Petition was in fact based on two unrelated



figures, and not on figures showing any backfilling. ID 32-33. Abbott’s POR
reinforced the Board on that score, and also showed that other portions of the prior
art cannot be cobbled together to form a hindsight reinterpretation of the reference
in view of the 056 patent. POR 17-36. For example, although the Paradigm REAL-
Time pump could store up to 90 days of CGM data (Ex. 1011 at 26), only “up to 31
days” of the user’s “personal history” could be viewed on the “pump screen” (Id.,
ID at 28)—and only in tabular form, not in trend graphs. POR at 21-23; Ex. 2018 at
124-126. Petitioner does not dispute these facts. Reply at 8-9.

In its Reply—faced with the truth that the Petition’s argument for [1.L] is
demonstrably wrong—Petitioner tries to justify a piecemeal disclosure of this
limitation from its discussion of other claim elements. It also invokes “common
sense,” arguing in effect, that real-time data is so critical that a POSITA, reading the
Paradigm Documentation, would conclude that the Paradigm REAL-Time system
necessarily would have backfilled data gaps on the pump display. Reply at 5-6, 17-
18.

But Petitioner’s “evidence” is rooted in hindsight and is not how a POSITA
would have understood the references. To begin, Petitioner’s new piecemeal reliance
on elements [1.H], [1.1], and [1.K] for [1.L] fails because the prior art does not

disclose elements [1.H], [1.1], and [1.K]. See POR at 17-33.



But even if element [1.K.] were disclosed, disclosure of these other elements
Is not enough to show disclosure of [1.L]. Petitioner’s cases are not on point. In
Motorola, the Board found the disputed limitation, “the digital content,” was met by

99 ¢¢

the disclosure of preceding limitations: “input digital content,” “reproduced digital
content” and “outputted digital content.” Motorola Mobility LLC v. Maxell, Ltd.,
IPR2022-01348, Paper 7 at 35-36 (P.T.A.B. Feb. 24, 2023). Unlike that case, here
there is no antecedent basis dictating that [1.L] is met if other elements of claim 1
are met. In Perfect Web, the disputed step was obvious because it merely recited
repeating three previous steps until a threshold was met. Perfect Web Techs., Inc. v.
InfoUSA, Inc., 587 F.3d 1324, 1330 (Fed. Cir. 2009) (“Thus, this last step, and the
claim as a whole, simply recites repetition of a known procedure until success is
achieved.”). There is nothing analogous in Challenged Claim 1.

Further, Petitioner’s new piecemeal approach is unsupported by opinion from
a skilled artisan. Mr. Gross’s original declaration, Petitioner’s only source of opinion
evidence for [1.L], merely repeated Petitioner’s debunked theory relying on two
unrelated figures. Compare Pet. at 46-48, with Ex. 1008 at 11114-115; Xerox Corp.
v. Bytemark, Inc., IPR2022-00624, Paper 9 at 15 (P.T.A.B. Aug. 24, 2022)

(precedential); Equipmentshare.com Inc., v. Ahern Rentals, Inc., IPR2021-00834,

Paper 33 at 35-37 (P.T.A.B. Nov. 10, 2022).



Petitioner’s attempt to cure its [1.L] analysis on Reply fails on the merits too.
Petitioner cites no disclosure or depiction of backfilling of trend graphs. As
discussed in the POR, the re-population of data within the CGM does not teach or
suggest outputting a second line graph in the manner recited in element [1.L]. POR
at 33-36; see also id. at 17-31. Nor is such output somehow implicit in the Paradigm
Documentation. Indeed, Petitioner’s own expert, Dr. Ahmann, acknowledged on
cross-examination that, in an article he co-authored with leading practitioners in the
field, they used “report,” by consensus, to refer to retrospective historical reports,
not graphs on a user display. Ex. 2041 at 126:18-130:11. Further, Dr. Ahmann
admitted that he had cited no evidence that “uses the word ‘report’ to refer to a
graphical display on the user display.” Id. at 131:12-20.

Dr. Ahmann also admitted that it would be beneficial to display backfilled
data differently than non-backfilled data. Ex. 2041 at 95:23-96:8; 97:8-98:23. Abbott
has thus offered ample evidence that, even assuming re-populated data was
displayed, it could have and would have been displayed differently (i.e., not as a
second line graph as recited in [1.L]) to distinguish it from real-time or non-backfill
data. POR 29-31.

Petitioner tries to invoke “common sense” to fill missing elements in
Petitioner’s obviousness position. Reply at 1. But courts have permitted “common

sense to fill in a missing limitation only when ‘the limitation in question was



unusually simple and the technology particularly straightforward.”” DSS Tech.
Mgmt., Inc. v. Apple Inc., 885 F.3d 1367, 1374 (Fed. Cir. 2018). Petitioner has made
no such showing here. The lack of express disclosure is particularly important here,
where the limitation at issue “plays a major role in the subject matter claimed.”
Arendi S.A.R.L. v. Apple Inc., 832 F.3d 1355, 1362 (Fed. Cir. 2016).

B.  Ground 3: Petitioner failed to rebut Abbott’s arguments for
elements [1.1] and [1.K]/[1.L].

1. Petitioner’s Reply does not rebut Dr. Wright’s testimony
relating to [1.1].

As explained in the POR, whether taken alone or in combination, Petitioner’s
cited art neither teaches nor suggests “detect[ing] an adverse condition” that “results
in the receiver unit displaying a data gap” as recited in [1.I]. POR at 48-50.
Dr. Wright explained why Petitioner and Mr. Gross misinterpret the disclosure they
cite from Patel-2008, Shahmirian, and Causey. Ex. 2013 1233-54; POR 48-50.
Petitioner’s experts do not rebut his testimony. See generally Exs. 1055, 1057.
Petitioner also does not counter Patent Owner’s arguments and merely summarizes
the Petition. Reply at 21. Thus, Petitioner has not met its burden on element [1.1] for
the reasons previously explained. POR at 48-50.

2. Petitioner’s new arguments for elements [1.K] and [1.L]
should be ignored and do not meet its burden.

Patent Owner showed that Petitioner misinterprets Shahmirian and Causey,

and that the combination would not lead to [1.K]. POR at 51-55; Ex. 2013 {1255-



275. As Dr. Wright explained, if Shahmirian’s alternative embodiments were
combined, then the “additional sensor data” received would not be displayed because
Shahmirian says that only “the most recent sensor measurement” is displayed. POR
at 52; Ex. 2013 9263. The “most recent sensor measurement,” or real-time data, is
the opposite of historical backfilled data. 1d. Petitioner’s experts do not rebut
Dr. Wright’s testimony. Instead, Petitioner makes a new argument in its Reply,
asserting for the first time that the combination of Shahmirian’s paragraph [0103]
and Causey’s disclosure allegedly meets [1.K]. Compare Pet. at 101, with Reply at
21-22. Instead, the Petition cited disclosure from each reference without explaining
the relevance, how the disclosures could or would be combined, or how or why the
combination allegedly meets element [1.K]. Pet. at 101. Petitioner provided no
“articulated reasoning with some rational underpinning to support the legal
conclusion of obviousness.” KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418
(2007).

Focusing on element [1.L], Petitioner tacitly concedes that it relies on Mr.
Gross to supply this element, not the asserted prior art. Reply at 22 (Heading:
“POSITAs Would Find It Obvious To Graph Missing Data As A Line”). In its
Reply, Petitioner belatedly attempts to fill the gap for Ground 3 by referring to
Ground 1 (Reply at 22), but the Petition never referenced Ground 1. Pet. at 102. The

Petition also referenced no other claim elements. Id. Instead, the Petition simply



pointed to a data gap in Patel-2008 and then relied exclusively on Mr. Gross’s
declaration. But Mr. Gross’s conclusory opinions are not a substitute for prior art.
Arendi, 832 F.3d 1361-62; supra Error! Reference source not found..2.

In any event, the three paragraphs of Mr. Gross’s declaration that the Petition
cites (i.e., 217, 218, 60) do not establish disclosure or obviousness of element [1.L].
Paragraphs 217 and 218, for example, are substantively identical to the Petition and

do not explain why [1.L] is obvious:

Patel-2008 discloses a glucose line graph with a missing data gap: 217. Patel-2008 discloses a glucose line graph with a missing data gap:
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EX1015, [0057], Fig. 7(a) (annotated in red, blue). EX1008, 217 (Ex1015, [0057], Fig. 7(a) (annotated in red and blue).)
POSITAs would have found it obvious to display missing data on the same 218. POSITAs would have found it obvious to display missing data on the
graph when retransmitted or newly calibrated. EX1008, Y60, 218. same graph when retransmitted or newly calibrated. (See Paragraphs 60, 217 above.)

Paragraph 60, for its part, does not even mention how backfilled data should be
displayed let alone why it would be obvious to display it exactly as recited in element
[1.L]. Petitioner thus failed to meet its burden for [1.L]. Equipmentshare.com,
IPR2021-00834, Paper 33 at 35-37.

Petitioner makes three more new arguments in its Reply (Reply at 22-23) that
the Board should disregard as untimely. See Consolidated Trial Practice Guide at

73 (2019) (“CTPG”) (“Petitioner may not submit new evidence or argument in reply



that it could have presented earlier, e.g., to make out a prima facie case of
unpatentability.”); Intelligent Bio-Sys., Inc. v. lllumina Cambridge Ltd., 821 F.3d
1359, 1369-70 (Fed. Cir. 2016). First, Petitioner argues that the Board should
consider other claim elements despite never referencing them in the Petition. Reply
at 22-23. But satisfying other elements does not satisfy [1.L]. Supra Error!
Reference source not found..2. Second, Petitioner argues that “POSITAs would
have ‘display[ed] [glucose] information to the patient’ according to Patel-2008’s
normal line graph operation.” Reply at 22-23. But Petitioner provides no evidentiary
support for this bald assertion. Moreover, as discussed above and in the POR, the
evidence shows why a POSITA would not have displayed backfilled data in the
manner claimed in element [1.L], including for the user’s benefit and safety as
understood then. Supra Error! Reference source not found..2. There is simply no
disclosure in Patel-2008 to support a contrary finding. Third, Petitioner argues that
POSITAs “would have at least found it obvious to try.” Reply 22-23. This
conclusory argument also lacks evidentiary support, as there is no evidence of a
limited number of options to try.

III. Claim 21: Petitioner’s New Arguments Fail to Rebut Abbott’s Response

Abbott’s Response identified critical deficiencies in Grounds 1 and 3 with
respect to dependent claim 21, which requires that “the data processing and

transmitter unit and at least a portion of the glucose sensor are disposed within a

10



single integrated housing.” In Reply, Petitioner strays from its Petition, now citing
to different passages of Patel-2009 and relying for the first time on Patel-2008. Reply
at 26-27. Even so, the references all contain the same deficiency and do not teach or
suggest a “single integrated housing.”

A.  Ground 1: Petitioner’s new arguments do not show a single
integrated housing in Patel-2009.

The only argument offered by Petitioner in the Petition on claim 21 under
Ground 1 was that Patel-2009’s disclosure of a transceiver that “fits directly onto
and 1s supported by the sensor set” teaches the “single integrated housing” of claim
21. Petition at 56-57. In response, Abbott showed that the transceiver 100 and sensor
set 10 of Patel-2009 are separate units in separate housings that the user can attach
to each other “after the sensor set has been placed into” the user’s body. POR 63-68
(quoting Ex. 1012 at [0056]. This two-step connection process undisputedly means
that there cannot be a “single integrated housing.”

In Reply, Petitioner pivots to an entirely new argument, that Figure 1 of Patel-
2009 “demonstrate[s] that a portion of the glucose sensor is disposed within the
transmitter’s housing.” Reply 26. Petitioner’s new arguments should be disregarded
as improperly late and not part of the Petition. See CTPG at 73; Intelligent Bio-
Sys.,821 F.3d at 1369-70. Regardless, not only is Petitioner’s argument factually

incorrect, even if it were accurate it still fails to show a single integrated housing.

11



Figure 1 of Patel-2009, reproduced below, does not show a “portion of the
glucose sensor [] disposed within the transmitter’s housing,” as Petitioner contends.
To the contrary, Petitioner modifies Figure 1 with annotations extending the sensor

into the transmitter’s housing.

Figure 1 of Patel-2009, original (left) and with Petitioner’s annotations (right)
Petitioner has zero support for its arbitrary red annotation—not even a cite to its
experts.

Contrary to Petitioner’s terse, conclusory argument, Patel-2009’s transceiver
unit and sensor set are separate components with separate housings. (Ex. 1012 at
FIG. 12.) The sensor and transmitter are always contained within the boundaries of
their respective housings. These separate components (with separate housings) are
“coupled” together with a “male/female connection scheme.” Id. 156 (describing
FIG. 12). For example, Figure 12 shows the sensor set’s male connector 35. Id. The

proximal end of the sensor does not extend outside the sensor set housing.

12
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(Id. at FIG. 12 (annotations added).)
As another example, Figure 8A of Patel-2009, reproduced below with
annotations, shows a system with the transceiver unit (housing annotated in red and
housing interior annotated in yellow) connected to the sensor set housing (housing

annotated in blue and housing interior annotated in pink) via the male/female

connection.
sensor set
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housing (blue) =5 B
el aj
108
FIG. 8A transmitter
housing
interior

13



Id. at Fig. 8A (annotated). The sensor is mounted on a “mounting base” within the
sensor set housing. 1d. 153. The transceiver is “electrically connected with the sensor
set 10 via the mounting base 30 when the transceiver 100 is plugged into the
mounting base 30.” 1d. 160.

The Patel-2009 system is the opposite of the claimed “single integrated
housing,” as the sensor, on the one hand, and the transmitter, on the other, (whether
attached or detached) remain at all times within separate housings. No portion of the
sensor is disposed within the transmitter housing in any figure of Patel-20009.
Notably, the transmitter “is coupled to the sensor set after the sensor set has been
placed into body ...of the user.” Id. 156. Tellingly, Petitioner does not offer any
expert testimony supporting its strained interpretation of Figure 1. Reply at 26-27.
That dooms this new argument. /n re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364,
1380 (Fed. Cir. 2016) (“To satisfy its burden of proving obviousness, a petitioner
cannot employ mere conclusory statements.”). Notably, the transmitter “is coupled
to the sensor set after the sensor set has been placed into body ... of the user.” Id.
56. Under Petitioner’s apparent argument in which the transmitter housing covers
a portion of the sensor, before the transmitter is connected, a proximal portion of the
fragile sensor would be exposed and unprotected outside the sensor set housing. This

Is not shown or described in Patel-2009 (and it would be a very poor design).
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Petitioner next cites Figure 8B of Patel-2009, and specifically to a connection
between the sensor interface 122 and the sensor set 10. Reply 26 (citing Ex. 1012
[0060]). But Figure 8B is merely a block diagram and does not illustrate any housing,
let alone a “single integrated housing.” And in any event the sensor interface 122 is
a functional block of the printed circuit board 108 of transceiver 100, and is not part
of the sensor set. Ex. 1012 [0060]; see Reply 26 (Sensor interface 122 is “part of

printed circuit board 108 inside the transceiver housing” that connects to the sensor

set 10.).
RF FREQUENCY
122 zzi\ 126 128
SENSOR || PROCESSING I . FOR??’ZT;%NG
INTERFACE ELECTRONICS ELECTRONICS

FIG. 8B

Petitioner also quotes Patel-2009 as stating the sensor interface may be
“permanently connected to sensor set 10,” but omits that this electrical connection
occurs “when the transceiver 100 is plugged into the mounting base 30.” Ex. 1012
[0060]. In other words, the transmitter unit, which includes the sensor interface, and
sensor set are separate components with separate housings that need to be plugged

together. This does not disclose or suggest “the data processing and transmitter unit
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and at least a portion of the glucose sensor are disposed within a single integrated
housing.”

Unlike claim 21, Patel-2009’s transmitter unit and sensor set have separate
housings that are not connected until after the sensor set has been positioned on the
body, unlike the integrated housing disclosed and claimed in the *056 patent. Any
connection of these separate components does not form a “single integrated
housing.” POR 63-66. An example of a CGM with a “single integrated housing” in
which the sensor and transmitter are disposed within one housing is Abbott’s
Freestyle Libre 3. Ex. 2022 at 45. In contrast, Patel-2009’s two separate housings
are not a “single integrated housing.” Ex. 1001 at 5:54-58. Connecting those separate
housings together does not transform them into a “single” or “integrated” housing.

B.  Ground 3: Petitioner failed to rebut Abbott’s arguments and its
new arguments do not show a single integrated housing.

1. Petitioner does not rebut Abbott’s arguments on
Mastrototaro.

For Ground 3, the Petition relied solely on Mastrototaro for claim 21. Pet. at
110. Petitioner makes the same arguments as for Patel-2009 discussed above,
contending that Mastrototaro and Patel-2009 have “much of the same disclosure.”
Reply at 26; compare Ex. 1012, FIGS. 1-2, 8A-8D, 12-13, with Ex. 1019, FIGS. 15-
20. Accordingly, Ground 3 (based on Mastrototaro) fails for the same reasons as

Ground 1 (based on Patel-2009).
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Like Patel-2009 discussed above, Petitioner asserts that the sensor set and
transmitter unit are “directly connected,” but then fails to explain or support how
this meets the “single integrated housing” limitation of claim 21. To the contrary,
like Patel-2009, Mastrototaro discloses a system where the transmitter unit and the
sensor set are separate components with separate housings. Ex. 1019 at FIGS. 15-
20; see supra Il1l.A. The same male/female connection scheme from Patel-2009 is
disclosed. Id. §50. Like Patel-2009, the proximal end of Mastrototaro’s sensor does
not extend outside the sensor set housing (or into the transmitter housing). Id. Rather,
“[t]he proximal part of the sensor 12 is mounted in a mounting base 30” inside the
sensor set housing. Id. §47. Moreover, like Patel-2009, Mastrototaro does not
disclose an integrated housing because the transmitter unit and sensor set have
separate housings that are not connected until after the sensor set has been positioned
on the body, unlike the integrated housing disclosed and claimed in the *056 patent.

2. Petitioner’s new arguments based on Patel-2008 are
similarly deficient and should be ignored.

In Ground 3, the Petition relied on Patel-2008 for claim 1 but did not rely on
it with respect to the additional limitations of claim 21. Pet. at 110. Nor did the
Petition mention Patel-2008 with respect to claim 21 under Ground 1. Pet. at 56-57.
The same is true of Mr. Gross’s declaration. Ex. 1008 99132, 250.

But in the Reply, Petitioner now relies on Patel-2008 for claim 21 for the first

time. Reply at 27. Further, Petitioner now asserts that its expert’s opinions are
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supported by the disclosure of Patel-2008, even though its expert never mentions
Patel-2008 with respect to claim 21 in his declaration. Ex. 1008 {132, 250.
Petitioner’s new arguments based on Patel-2008 are untimely and should be
disregarded. CTPG at 73; Intelligent Bio-Sys.,821 F.3d at 1369-70.

At any rate, Patel-2008 does not disclose a “single integrated housing.” Like
Patel-2009 and Mastrototaro discussed above, the transmitter unit and sensor set in
Patel-2008 are separate components with separate housings and are not connected

before the sensor set is positioned on the body.

transmitter \

4. -

sensor set

Ex.1015atFIG. 1, 133; see also id., FIG. 3, §40. Citing Patel-2008, Petitioner asserts
that “the glucose sensor and glucose transmitter are fused into one device having a
small profile.” Reply at 27. But Petitioner fails to explain or support the suggestion
that this somehow translates into a “single integrated housing” wherein both the
transmitter unit and a portion of the sensor are disposed, as required by claim 21.
Petitioner’s new arguments based on Patel-2008 suffer from the same flaws as its

arguments (old and new) based on Patel-2009 and Mastrototaro.
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IV. Petitioner’s Reply Does Not Cure The Petition’s Lack Of Any
Motivation To Combine Patel-2008 With The Other Ground 3
References.

Abbott’s Response showed that the alleged motivations to combine Patel-
2008 with Mastrototaro, Shahmirian, and Causey were wrong. In Reply, Petitioner
does nothing to cure these deficiencies, but reiterates its faulty arguments relying on
incorporation by reference. But as explained in the POR, incorporation by reference
does not replace the requirement of a reason to combine. Intuitive Surgical, Inc. v.
Ethicon LLC, IPR2018-01248, Paper 34 at 47 (P.T.A.B. Feb. 6, 2020). In Intuitive
Surgical, Petitioner’s primary art (Prisco) incorporated by reference Petitioner’s
secondary art (Cooper). Id. at 25. Petitioner argued a POSITA would be motivated
to combine them because (i) Prisco incorporated Cooper by reference and (ii) both
were assigned to Petitioner. Id. at 47. The Board rejected these arguments and held
that “Petitioner must, nevertheless, explain why a [POSITA] would have been
motivated to incorporate Cooper’s [subject matter] into Prisco’s surgical tool.” Id.
The Petition here fails for the same reason.

Indeed, if Mastrototaro, Shahmirian, and Causey are “effectively part of
[Patel-2008] as Petitioner argues, then Patel-2008 is a single reference with dozens
of embodiments. When multiple embodiments in a single reference are relied upon
for obviousness, a patent challenger must still explain why a POSITA would

combine specific features from the embodiments to arrive at the claimed invention.
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In re Stepan Co., 868 F.3d 1342, 1346 n.1 (Fed. Cir. 2017); Nat’l Environmental
Prods. v. Dri-Steem, IPR2014-01502, Paper 13 at 12 (P.T.A.B. Apr. 3, 2015). The
Petition did not. Pet. at 82.

In Reply, Petitioner cites Ruiz and ResMed to defend its lack of a motivation
to combine (Reply at 20), but neither is on point. In Ruiz, the judgment was vacated
because there was no evidence of a motivation to combine. Ruiz v. A.B. Chance Co.,
234 F.3d 654, 660, 6x64-65 (Fed. Cir. 2000). In ResMed, the Petitioner presented
“the rare case where the combination [wa]s described explicitly in one of the
references itself.” ResMed, Inc. v. NY Univ., IPR2022-00992, Paper 67 at 58
(P.T.A.B. Dec. 7, 2023). Petitioner points to no comparable statement in Patel-2008
that presents a “rare case.” Petitioner also cites Regents of the Univ. of Minnesota v.
AT&T Mobility to excuse its lack of reasoning for why a POSITA would select
Mastrototaro from among other references identified for the same subject matter.
Reply at 20. That case is irrelevant because it examined whether incorporated
documents provided support for claims in a reissue patent under the “original patent
rule.” Regents of the Univ. of Minn. v. AT&T Mobility LLC, 2024 WL 758541, at *7
(D. Minn. Feb. 23, 2024). The case did not involve obviousness or a motivation to

combine, and there are no parallels.
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Accordingly, Ground 3 fails against all claims for this fundamental reason.
InTouch Techs., Inc. v. VGO Comm cns, Inc., 751 F.3d 1327, 1351 (Fed. Cir. 2014);
POR at 37-47.

V. Claims 5-7 Are Patentable For Additional Reasons
A. Claims5and6

Petitioner has failed to meet its burden. The Petition did not identify any
“signal error,” provide evidence or argument explaining how “communication
failures™ are relevant, and rested on conclusory statements that POSITAs would have
simply found claims 5 and 6 obvious. Pet. at 49-50, 103-04; POR at 59-61. Even in
its Reply, Petitioner provides no expert testimony to explain the Petition’s
perfunctory and deficient analyses.

Patent Owner’s arguments about similar concepts in a different proceeding
are irrelevant since Petitioner failed to meet its burden. In re Magnum Oil Tools Int’l,
Ltd., 829 F.3d 1364, 1375 (Fed. Cir. 2016). It is also surprising that Petitioner would
raise pleadings from a previous litigation since Petitioner’s responsive briefing in
that case made the exact opposite arguments Petitioner made in the Petition and in
its Reply:

[T]here is no reason to believe a “signal error” is the same thing as a
signal loss, or that a ‘“system malfunction” in the context of the
specification has anything to do with loss of wireless connectivity.

Going out of range of a receiving device does not create a “signal error.”
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(Defendant’s Answering Claim Construction Brief, Abbott Diabetes Care Inc. et al.
v. Dexcom, Inc., C.A. No. 21-977-KAJ, D.I. 143 at 40 (D. Del. Aug. 3, 2022).)

B. Claim7

The Petition’s analysis for claim 7 is deficient. For both Grounds 1 and 3, the
Petition makes only conclusory statements based on Mr. Gross’s opinions. Pet. at
50, 104, POR at 61-63. The Petition cites no other evidence and does not explain the
arguments in any detail, nor does it incorporate any purported explanation from Mr.
Gross’s declaration. Cisco Sys., Inc. v. C-Cation Techs., LLC, IPR2014-00454,
Paper 12 at 10 (P.T.A.B. Aug. 29, 2014) (precedential).

In its Reply, Petitioner deflects and criticizes Patent Owner for not
“disproving” obviousness. Reply at 25. Petitioner has the law backwards. In re
Magnum, 829 F.3d at 1375 (reversing where the burden was improperly shifted to
Patent Owner to disprove obviousness).

VI. Conclusion

For the reasons set forth above and in the POR, the Board should uphold the

patentability of the Challenged Claims.
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