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I. INTRODUCTION 
 
 Petitioner, MIT, initiated this proceeding on August 7, 2023 challenging all 

claims in the ’677 patent.  On October 16, 2023, F2E Holdings, LLC (suing derivatively 

on behalf of MIT) filed suit against Joshua Clemente seeking, inter alia, to have the 

ownership of the ’677 patent transferred from Joshua Clemente to MIT.  Ex. 3004.1  On 

January 25, 2024, the PTAB issued a Second Order to Show Cause, 37 C.F.R. § 42.5(c), 

“to clarify [MIT’s] claim that it is the owner of the patent.”  Paper 12 at 2. 

II. MIT SEEKS TO BECOME THE OWNER OF THE ’677 PATENT, BUT IT 
IS NOT CURRENTLY THE OWNER OF THE PATENT 

 
 The PTAB misapprehends what the parties are contending in Case No. 1:23-cv-

01608, which is currently pending in the Alexandria Division of the U.S. District Court 

for the Eastern District of Virginia (the “Federal Case”).  Joshua Clemente is the only 

named inventor on the ’677 Patent.  There are no assignments of ownership recorded in 

the PTO concerning the ’677 patent. Joshua Clemente, purporting to be the patent 

owner, is presently suing MIT for infringing the ’677 patent in the Federal Court Case.  

Ex. 1050 at pages 17, 18.   In the Federal Case, MIT seeks (“inter alia”) either to 

invalidate the ’677 patent or to have the ownership of the ’677 patent transferred to it.  

 
1 Joshua Clemente removed the case to federal court (Ex. 3004) and asserted a 
counterclaim against MIT for patent infringement.  (Exs. 1050, 1052).  Thereafter, MIT 
filed an amended complaint converting the Federal Case from a derivative action on 
behalf of MIT to a direct action by MIT.  Ex. 1051). 
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Ex. (1053) (answer to counterclaim).  MIT is not, however, contending that it is the 

current “owner” of the ’677 patent.  Rather, MIT seeks to have the ownership of the 

patent transferred to MIT.  Ex. 3002 at 28 (highlighting supplied): 

 

 In its Second Order to Show Cause, the PTAB focused on and raised concerns 

about what it characterized as a “signed Assignment Agreement between the named 

inventor in the ’677 patent and MIT.”  Paper 12 at 3.  However, in the Federal Case, 

MIT alleges that the purported Assignment Agreement referenced by the PTAB is 

invalid and did not, in fact, effectively assign ownership of the ’677 patent to MIT.  

That is the case for at least two reasons.  First, as MIT alleges in the Federal Case, 

Joshua Clemente materially altered the terms of the Assignment Agreement that was 

presented to him by MIT.  Second, as MIT also alleges, MIT’s controlling member—

F2E Holdings LLC—never authorized Timothy Clemente to sign the Assignment 

Agreement that had been materially altered by Joshua Clemente.  Accordingly, it is 

MIT’s position that the Assignment Agreement signed by Joshua and Timothy 

Clemente is invalid.  Ex. 3002 at 19 (¶¶ 98-104 entitled “False Representations of Patent 

Assignment”).  Moreover, Joshua Clemente has filed a counterclaim against MIT in the 
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Federal Case for infringement of the ’677 patent.  Thus, no party in the Federal Case is 

contending that the Assignment Agreement is valid.  Therefore, MIT is not currently the 

owner of the ’677 patent and is a proper party to bring this proceeding. 

III. THE PTAB SHOULD STAY THIS PROCEEDING PENDING 
RESOLUTION OF THE FEDERAL COURT CASE. 

 
 Given that patent owners cannot initiate IPR proceedings, and there is a challenge 

to the ownership of the ’677 patent currently underway in the Federal Case, it is 

appropriate to consider whether to stay this proceeding pending the outcome of the 

Federal Case.  The Alexandria Division of the Eastern District of Virginia is the fastest 

federal court in the United States.  The limited period for discovery permitted in that 

court is already underway.  The Federal Case is, thus, almost certain to be resolved by 

Judge Brinkema within six months.  Therefore, MIT respectfully suggests that these 

proceedings be stayed pending the outcome of the Federal Case.  Rulings or verdicts in 

that case concerning the ownership and validity of the patent will provide guidance as to 

whether these proceeding should continue. 

Respectfully submitted, 
 

/Thomas E. Brown/ 
      Thomas E. Brown (Reg. No. 44,450) tbrown@whda.com 

Lead Counsel for Petitioner 
 

/Andrew G. Melick/ 
  Andrew G. Melick (Reg. No. 56,868) amelick@whda.com 
  Back-up Counsel for Petitioner 
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Thomas E. Brown 
WHDA, LLP 
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