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U.S. Pat. No. 10,032,171

1. A method for secure application-based participation in a 

payment card transaction authorization process by a mobile 

device, the method comprising:

 

at a mobile device, executing an application in an 
operating system of the mobile device 

…

configured to request, from a remote computer system 

hosting the corresponding digital credential, over a 

wireless network that is separate from the first 
communications channel

…

participating by the application in an interrogation between 

a point-of-sale (POS) terminal and the mobile device 

comprising:
…  
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U.S. Pat. No. 10,032,171

8. The method of claim 1, further comprising, at the 

remote computer system: 

prior to the interrogation, generating the first non-

permanent cryptographic key at the remote computer 
system, 

associating the first non-permanent cryptographic 

key with the account, and 

sending the first non-permanent cryptographic key 

and the account identifier to the mobile device over 

the wireless network;

…

Send NPCK 

and account 

identifier



Demonstrative Exhibit - Not Evidence

U.S. Pat. No. 10,032,171

10. The method of claim 1, further comprising, at the 

remote computer system, performing an authorization 

process comprising: 

receiving an authorization request to authorize the 
transaction from the POS terminal, … wherein the 

authorization data comprises the response cryptogram and 

the account identifier;

determining a current non-permanent cryptographic 
key associated with the account using the account 

identifier;

calculating a calculated cryptogram using the current 

non-permanent cryptographic key associated with the 
account;

verifying a correctness of the response cryptogram by 

comparing the calculated cryptogram with the response 

cryptogram; and

sending an authorization response to the POS terminal

…

4
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Grounds 1 & 2 – Collinge

“remote computer system”

(Claims 1/17, 10/27)
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Claims 1 and 10

U.S. Pat. No. 10,032,171

10. The method of claim 1, further comprising, at the 

remote computer system, performing an authorization 

process comprising: 

receiving an authorization request to authorize the 
transaction from the POS terminal, … wherein the 

authorization data comprises the response cryptogram and 

the account identifier;

determining a current non-permanent cryptographic 
key associated with the account using the account 

identifier;

calculating a calculated cryptogram using the current 

non-permanent cryptographic key associated with the 
account;

verifying a correctness of the response cryptogram by 

comparing the calculated cryptogram with the response 

cryptogram; and

sending an authorization response to the POS terminal

…

U.S. Pat. No. 10,032,171

1. A method for secure application-based participation in a 

payment card transaction authorization process by a mobile 

device, the method comprising:

 

at a mobile device, executing an application in an 
operating system of the mobile device…

configured to request, from a remote computer system 

hosting the corresponding digital credential, over a 

wireless network that is separate from the first 
communications channel…

requesting by the application, from the remote computer 

system, over the wireless network, a first set of data 

associated with the account;…

receiving by the application, from the remote computer 

system, over the wireless network, the first set of data 

associated with the account…  

EX1001, 52:42-61

EX1001, 50:61-51:18
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Pet. 38-39

EX1011, Fig. 7

Petition – “a remote computer system” (claim 1) Collinge

“remote-SE system 110”

“Cloud System”

Petition identifies “remote-SE system 110” as a remote computer system 

7

Claim 1
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EX1011, Fig. 7

Petitioner’s Expert – Deposition Collinge

EX2035, 74:15-75:9; POR 30.

Q: So it is remote-SE system 110 that you are 

identifying as the remote computer system from 

the claim; right?

A: Yes. And in that sentence, which uses 100, it’s 

actually talking about transmitting the generated 

CAP token… which is within 110. So yes, I’m 

pretty convinced that’s a typo.

…

Q: So in the figure we see 110, which is 

essentially pointing to sort of a gray box in the 

lower left quadrant of Figure 7; right?

A: Yes.

Petitioner’s expert confirms reliance on “remote-SE system 110”

8

Claim 1
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Pet. 59

EX1011, [0056]

Collinge
10. The method of claim 1, further comprising, at the remote computer 

system, performing an authorization process comprising:

… determining a current non-permanent cryptographic key 

associated with the account using the account identifier;

EX1011, [0045]

EX1011, [0087]

Pet. 58

Petition does not allege that “remote-SE system 110” performs steps recited in 

claim 10

9
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EX1011, [0056]

Collinge

EX1011, [0045]

EX1011, [0087]

Petition relies on elements outside of “remote-SE system 110” 

10

EX1011, Fig. 7
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Petitioner’s Reply identifies a different alleged remote computer system

11

EX1011, Fig. 7

Petitioner’s Reply

Reply 16-17

Collinge
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Petitioner has not shown that its “blue box” elements are part of the same 

remote computer system

12

EX1009, Fig. 7

Petitioner’s Reply

Reply 16

Collinge Provisional

• No argument in Petition that “blue box” elements 

are part of a single remote computer system

• Any argument on Reply that these elements are 

part of a single remote computer system in not 

responsive to any issue raised in the POR

• Reply is still ambiguous as to the elements 

within the alleged remote computer system

POR 11-16
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Grounds 1 & 2 – Collinge

“determining a current non-

permanent cryptographic key …using 

the account identifier”

(Claims 10/27)



Demonstrative Exhibit - Not Evidence

10.C determining a current non-permanent cryptographic key associated with 

the account using the account identifier;

Pet. 59

Petitioner’s Reply

Petition

Reply 18

EX1009 [0061]

Collinge Provisional

• New inherency theory, not presented in Petition

• Collinge Provisional says the ATC is used to 

“retrieve” KSUN, not “re-calculate” it

• No reason PAN must be used

No evidence that PAN (alleged account identifier) is used to determine current 

NPCK

14
POR 34-35, Sur-reply 16-17
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Grounds 1 & 2 – Collinge

“sending … the account identifier to 

the mobile device”

(Claims 8 & 25)
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No evidence in Collinge of sending the account identifier to the mobile device 

Petition

Pet. 57

16

8. The method of claim 1, further comprising, at the remote computer system: prior to the interrogation, 

generating the first non-permanent cryptographic key at the remote computer system, associating the first non-

permanent cryptographic key with the account, and sending the first non-permanent cryptographic key and the 

account identifier to the mobile device over the wireless network; and…
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No evidence in Collinge of sending the account identifier to the mobile device

Petition

Pet. 57

17

Petition (1.B)

Pet. 42

Petition (1.C)

Pet. 43

• Request from the mobile application

• Petition argues that encrypted payload includes 

a “single use key,” which is not an account 

identifier

POR 37-39
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No evidence in Collinge of sending the account identifier to the mobile device 

Petition

POR 38-39

18

Pet. 38-39

Petition (1.A-3)

• No evidence or argument that encrypted 

payload includes the PAN

Petition (1.E-3)

Pet. 48

Mobile 

Device
Remote-SEPOS

“payment credential data”

Pet. 57

POR 38-39
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No evidence in Collinge of sending the account identifier to the mobile device

Petition (1.A-2)Petitioner’s Reply

19

Card Remote-SEPOS

(PAN)

Reply 19-20

Pet. 38

Command

Response

POR 37-39
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No evidence in Collinge of sending the account identifier to the mobile device

Petitioner’s Reply

20

Reply 19-20

• Pure speculation by counsel for Petitioner. No 

evidence as to how “static payment credentials” 

would have been understood in Collinge.

• “Suggestion” is not literal disclosure

• If Petitioner wanted to allege that “static 

payment credentials” would include the account 

number, the Petition should have said so

Sur-reply 19-20
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No evidence in Collinge of sending the account identifier to the mobile device 

(Claim 8)

Petitioner’s Reply

21

Reply 20

• Improper new theory of obviousness

• Petition did not present any obviousness theory 

for claim 8

• Reply does not cite to any part of the Petition

Sur-reply 20

“The declaration raises a new obviousness argument for this limitation that could have been made in the 

petition. The Board correctly noted this argument was not made in the petition, which proposed that 
Shoubridge rendered obvious a number of other claim limitations. Blizzard, as petitioner, had an 

opportunity to present this argument in its petition, but chose not to.” Acceleration Bay, LLC v. 

Activision Blizzard Inc., 908 F.3d 765, 775 (Fed. Cir. 2018)

“A reply may only respond to arguments raised in the corresponding opposition or patent owner response 

….Once the Board identifies new issues presented for the first time in reply, neither this court nor the 
Board must parse the reply brief to determine which, if any, parts of that brief are responsive and which 

are improper.” Intelligent Bio-Systems, Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1369 (Fed. Cir. 

2016) (internal quotations removed).
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No evidence in Collinge of sending the account identifier to the mobile device 

(Claim 8)

Petitioner’s Reply

22

Reply 20

• No prior art disclosure of sending the first NPCK 

and the account identifier 

• Modification of Collinge based on improper 

hindsight

• No mention in Collinge of multiple accounts. 

Mobile payment application is specific to a 

particular payment account.

• Even if an account identifier were sent, there is 

no basis for choosing the PAN instead of other 

account identifiers.

Sur-reply 21
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Grounds 3 & 4 – Fiske

“sending … the account identifier to 

the mobile device”

(Claims 8 & 25)



Demonstrative Exhibit - Not Evidence

No evidence in Fiske of sending the account identifier to the mobile device

Petition (Grounds 3/4)

• No discussion of any account identifier.

• Only information allegedly received by user device 

is ICC Session Key, which is NOT an account 

identifier. 

• No assertion that claim 8 would have been 

obvious.

Pet. 78

24

Petition (1.B)

Petition (1.C)

Pet. 69

Pet. 70

POR 51-53
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No evidence in Fiske of sending the account identifier to the mobile device 

(Claim 8)

Petitioner’s Reply

25

Petition

“Card” POS

(PAN)

Remote 

Server
READ 

RECORD

Reply 23

Pet. 66-67

POR 50-53; Sur-reply 23-26

Return
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No evidence in Fiske of sending the account identifier to the mobile device 

(Claim 8)

Petitioner’s Reply

26

Petition at 50

Reply 23

Pet. 50

POR 50-53; Sur-reply 23-26
Pet. 72-73

Petition at 72-73
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Petitioner’s Reply adds an improper new theory of obviousness for Claim 8

Petitioner’s Reply

27

Reply 23

• Improper new theory of obviousness.

• Petition did not present any obviousness theory 

for claim 8 in Grounds 3 & 4. (See Pet. 78.)

• Reply does not cite to any part of the Petition.

Sur-reply 23-26

“The declaration raises a new obviousness argument for this limitation that could have been made in the 

petition. The Board correctly noted this argument was not made in the petition, which proposed that 
Shoubridge rendered obvious a number of other claim limitations. Blizzard, as petitioner, had an 

opportunity to present this argument in its petition, but chose not to.” Acceleration Bay, LLC v. 

Activision Blizzard Inc., 908 F.3d 765, 775 (Fed. Cir. 2018)

“A reply may only respond to arguments raised in the corresponding opposition or patent owner response 

….Once the Board identifies new issues presented for the first time in reply, neither this court nor the 
Board must parse the reply brief to determine which, if any, parts of that brief are responsive and which 

are improper.” Intelligent Bio-Systems, Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1369 (Fed. Cir. 

2016) (internal quotations removed).
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No evidence in Fiske of sending the account identifier to the mobile device 

(Claim 8)

Petitioner’s Reply

28

Reply 23

• Fiske makes no reference to multiple accounts.

• Payment application in Fiske is specific to an 

issuing bank.

• Even if an account identifier were sent, there is 

no basis for choosing the PAN instead of other 

account identifiers.

Sur-reply 26

EX1012 at 12:45-52

Fiske (EX1012)

EX1012 at 11:37-44
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Grounds 3 & 4 – Fiske

“at the remote computer system … 

receiving … from the POS terminal … 

the account identifier”

(Claims 10 & 27)
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Petitioner ignores the recited account identifier in the receiving step

[10.A] [at the remote computer system]… receiving an authorization request to authorize the 

transaction from the POS terminal, the authorization request  comprising authorization data, 

wherein the authorization data comprises the response cryptogram and the account identifier;

Petition (Entirety of [10.A] section in Grounds 3 & 4)

Pet. 78-79

• Not the account identifier

• No obviousness argument

POR 53-55
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Petitioner’s Reply points to data received by the device, not the remote 

computer system

[10.A] [at the remote computer system]… receiving an authorization request to authorize the 

transaction from the POS terminal, the authorization request  comprising authorization data, 

wherein the authorization data comprises the response cryptogram and the account identifier;

Petitioner’s Reply

Reply 24

• Claim 10 recites receiving the account identifier 

at the remote computer system, which is 

different from what the “device receives”

• Petitioner’s claim 10 analysis did not incorporate 

the analysis of claim 1

POR 53-55; Sur-reply 26-27
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Grounds 3 & 4 – Fiske

“determining a … key … using the 

account identifier”

(Claims 10 & 27)
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Petitioner ignores the recited account identifier in determining an NPCK

[10.B] [at the remote computer system]… determining a current non-permanent cryptographic key 

associated with the account using the account identifier;

Pet.  79

Petition (entirety of [10.B] section)

• No mention of the account 

identifier

• No obviousness argument as to 

limitations 10.a or 10.b

Reply

Reply 24

POR  55-57; Sur-reply 27-28

• Petitioner ignores “using the 

account identifier”

• Petitioner cannot incorporate by 

reference arguments that do not 

appear in the Reply
Sur-reply 27-28
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Grounds 3 & 4 – Fiske

“the calculated cryptogram is 

calculated using the unpredictable 

data”

(Claims  11, 12, 28, and 29)
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Petitioner improperly relies on EMV Specifications for unpredictable data

Pet.  80

[11] The method of claim 10, wherein: the set of inputs comprises unpredictable data; the authorization data comprises the unpredictable 

data; and the calculated cryptogram is calculated using the unpredictable data.

Petition (Claim 11 – Fiske)

Q: So is it accurate, then, to say that a card could 

be compliant and compatible with the EMV 

specifications without adopting the methods that 

are provided in Section 8 as to the generation of the 

application cryptogram?

A: Correct. That’s what “not mandatory” means.

Petitioner’s Expert

EX2035 at 61:21-62:1; POR 59

Institution Decision

Institution Decision at 29; POR 59
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Petitioner’s Reply presents a new theory that also improperly relies on EMV 

Specifications for unpredictable data

Reply 25

Reply (Claim 11 – Fiske)

Sur-reply 29

“The Board has recognized that non-prior art evidence of what was known cannot be applied, 

independently, as teachings separately combinable with other prior art, but can be relied on for 

their proper supporting roles, e.g., indicating the level of ordinary skill in the art, what certain terms 

would mean to one with ordinary skill in the art, and how one with ordinary skill in the art would 

have under-stood a prior art disclosure.” Yeda Rsch. v. Mylan Pharms. Inc., 906 F.3d 1031, 1041 

(Fed. Cir. 2018) (emphasis added) (internal quotations omitted).
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Additional Slides
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Provisional patent application disclosures must also be found in published 

application

“It is undisputed that the provisional applications 

are not themselves prior art under § 102(e)(1) 
because they are not applications published under § 

122(b).” Amgen Inc. v. Sanofi, Aventisub LLC, 872 

F.3d 1367, 1380 n.5 (Fed. Cir. 2017)

“Application for patent published under §122(b)” (U.S. 

Patent Pub. No. 2009/0029377)

• Provisional application (“Lo I”) is incorporated by 

reference in its entirety

Sequenom, Inc. v. Bd. of Trustees of Leland Stanford Junior

Univ., No. IPR2014-00337, Paper 14 at 3-4 (P.T.A.B. Sep. 23, 2014); Sur-reply 2.
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Exhibits 1058 and 1059

Exhibit 1058 (“PayPass-Magstripe”)

EX1058 at 2

EX1058 at 2

EX1059 at 2

Exhibit 1059 (“PayPass-M/Chip”)




