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Overview — '802 Patent

Summary: When two messages overlap in time, the higher priority message should be
played first, while the other message is stored and played later.

Ex[1002], 145
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Time R
EX[L001], 5:34—44.
Ex[1001] Fig. 4
Pet. at 1-2.
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Overview — '802 Patent

« The Challenged Claims were allowed after applicant amended the independent claims
to recite that the first and second messages are received on first and second channels
dedicated to receiving messages from first and second entities, respectively.

Ex[1003], p. 36.

Pet. at 2-3; Ex[1003], pp.18-20, 35-46.
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Overview — '802 Patent

Claim 1 of '802 Patent

A method of managing communication in a communication system, the
1[Pre] | communication system receiving messages from a plurality of channels, the
method comprising:

receiving a first message on a first dedicated channel from amongst the
plurality of channels at the communication system, the plurality of channels
being dedicated to different entities, the first dedicated channel being
dedicated to receiving messages from a first entity;

receiving a second message on a second dedicated channel being
dedicated to receiving messages from a second entity from amongst the
plurality of channels at the communication system, the second message
overlapping with the first message in time;

determining one or more priorities for the first message received on the first
dedicated channel from the first entity and the second message received on
the second dedicated channel from the second entity based on at least one
pre-defined parameter;

determining which message out of the first message and the second
message should be stored and subsequently played based on the second
message overlapping with the first message in time and one or more
priorities assigned to the first and the second message;

playing the message having a higher priority between the first and the
second message;

1[a]

1[b]

1[c]

1[d]

1[e]

storing at least one message having a lower priority between the first and

1] the second message based on the determination; and

playing the stored message subsequent to completing playing of the

1g] message having higher priority.

Pet. at xi-xii; Ex[1001] 9:43-10:5.
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Level of Ordinary Skill in the Art

o Patent Owner does not dispute the Petition’s proposed level of ordinary skill in the
art:

Pet. at 3; POR at 9; Ex[1002], 155-58.
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Claim Construction — Overview

* In the district court, the parties agreed on an order of steps construction for
iIndependent claim 1 (that also applies to claims 18 and 19).

« Patent Owner does not challenge Petitioner’'s means-plus-function constructions
for claims 13-17.

* Neither party has proposed express constructions for any term in Claim 1.

 The Board should reject Patent Owner’s implied constructions of “entity” and
‘operator.”

Pet. at 3-6; POR at 8-9; Ex[2004] at 15-16; Ex[1034] at 1; Ex[1002], 1159-63.

7

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE Motorola Solutions, Inc. Ex1036, p. 7
Motorola v. STA, IPR2023-01292



Claim Construction — Order of Steps Construction

Claim Term/Phrase Agreed Construction

Order of Steps The steps of the claim must be performed in the
following order:

‘802 Patent: Claim 1 (1) the receiving steps [1A] and [1B] may be performed
in any order;

(2) the “determining one or more priorities” step [1C]
must be performed after the receiving steps [1A] and
[1B];

(3) the “determining which message” step [1D] must be
performed after the “determining one or more
priorities” step [1C];

(4) the “determining which message” step [1D] must be
performed before the “playing the message having a
higher priority” step [1E] and the “storing at least one
message” step [1F]; and

(5) the “playing the message having a higher priority”
step [1E] and the “storing at least one message” step
[LF] may be performed in any order; and

(6) the “playing the stored message” step [1G] must be
performed after the “storing at least one message”
step [1F] and the “playing the message having a
higher priority” step [1E].

Ex[2004] at 15-16; Ex[1034] at 1.
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Overview — Instituted Grounds

'802 Patent Basis for Challenge
Claims

1 1-21 Obvious under 8103 based on Ohel

2 1-7 and 11-21 Obvious under 8103 based on Nigawara

3 3 and 8-10 Obvious under 8103 based on Nigawara in view of Doolin

Pet. at 1.
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Disputed Issues

Ground 1: Ohel

Whether Ohel discloses the claimed first and second entities in limitations 1[a] and 1[b]
Whether Ohel renders claim 5 obvious

Whether Ohel renders claim 7 obvious

Whether the queue of limitation 11[f] would have been obvious in view of Ohel
Whether the Petition shows that Ohel renders limitation 11[h] obvious

Ground 2: Nigawara

Whether Nigawara’s plant sites disclose the claimed first and second entities
Whether Nigawara discloses limitation 1[d] under the order of steps construction
Whether Nigarara discloses the claimed “first” and “second” messages

Whether Nigawara renders claim 5 obvious

Whether Nigawara renders claim 7 obvious

Whether the queue of limitation 11[f] would have been obvious in view of Nigawara
Whether Nigawara renders obvious limitation 11[g]

Whether the Petition shows that Nigawara renders limitation 11[h] obvious
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Ground 1: Claims 1-21 are obvious
over Ohel
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Overview — Asserted References — Ohel

« U.S. Patent Publication No. 2004/0117859 (“Ohel”) (Ex[1004])

* Ohel describes a multiple channel data recorder designed to prevent
communication loss when a police officer’s transmission is interrupted and cut off by
a police dispatcher’s transmission.

« An example configuration of the recorder includes wireless communications
transceivers 2-8 which can be “set to transmit/receive on different channels
selected by a user.”  /°
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FIG. 2
Pet. at 7-8; Ex[1004] (Ohel), [0002], [0005], [0009], [0035], [0060], FIG. 2; EX [1002], 1199-102.
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Overview — Asserted References — Ohel

* Ohel determines which transmissions should be played/recorded based on priority
status (e.g., “superior user” status).

Pet. at 8-9, 26; Ex[1004] (Ohel) [0017], [0047], [0048], [0050], FIG. 1; EX [1002], 1103-105.
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Ground 1 (Ohel) — Claim 1, Preamble 1[Pre]

1[Pre] A method of managing communication in a communication system, the
communication system receiving messages from a plurality of channels, the
method comprising:

/23
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Ex[1004] (Ohel) Abstract. EX[1004] (Ohel) FIG. 2.
Pet. at 16-17; EX [1002], 11122-124.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1][Db]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;

Ex[1004] (Ohel) [0042].

Pet. at 19; Reply at 11; EX [1002], 19128.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;
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Ex[1004] (Ohel) FIG. 2.
Pet. at 16-18, 20-21; Ex[1001] (Ohel) [0035], [0060], FIG. 2; EX [1002], 11125-136.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;
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Pet. at 16-18, 21-22; EX [1002], 11125-136. Ex[1004] (Ohel) [0060].
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;

Ex[1004] (Ohel) [0069].

Ex[1004] (Ohel) [0070].

Ex[1004] (Ohel) [0007].
Pet. at 19, 21-22; Ex[1002] 1128.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;

« A POSITA would have understood that each of Ohel’s transceivers 2-8 would operate in
a similar fashion to the CDMA transceiver 5 and the APCO transceiver 7.

Ex[1004] (Ohel) [0072].

* Thus, Ohel teaches that its system is able to operate similarly when an officer is talking
to the “another specific user” on the “particular channel” to which simplex unit 3 is set
and the police dispatcher begins to transmit over the dispatch channel to which simplex
unit 2 is set.

Pet. at 19-20, 22; Ex[1002] 11128-131, 135-136.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;

 Ohel's embodiment in which an “officer is presently talking to another individual . . .
Over the CDMA transceiver” teaches receiving a first message from a first entity.

» Ohel's disclosure that “[d]uring the conversation, the police dispatcher begins to
transmit one or more messages to the officer over the APCO transceiver” teaches
receiving a second message from a second entity, the dispatcher.

» Ohel teaches that these examples apply to different scenarios, including “first
simplex unit 2 . . . setto a dispatch channel” and “second simplex unit 3. . . setto a
particular channel of another specific user.”

Pet. at 18-20, 21-22; Reply at 11-12; Ex[1002] 11121-136.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Ohel discloses the claimed first and second entities

 Patent Owner argues that Ohel does not disclose first and second entities because “a
dispatcher is not an ‘entity’ as claimed.”

« The Board should reaffirm its preliminary determination that “entity” is broad enough to
encompass a user (e.g., a police officer) and a dispatcher.

Paper 11 (Decision) 15.

 The intrinsic record establishes that a dispatcher and a user are entities.

Reply at 1-2; POR at 13; ID at 15.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

The claim language does not limit the scope of the term “ entity”

o “Entity” appears only in the independent claims and nothing in those claims narrows its
scope to exclude a dispatcher.

 The claims merely recite a “first entity” and a “second entity”

 Entity is a broad term and would have been understood as encompassing individuals,
including a dispatcher and a user:

Ex[2002] (Merriam-Webster’'s Collegiate Dictionary).

Reply at 1-2.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

The specification establishes that a dispatcher or user is an entity

 Figure 1 shows dispatchers, users, and other devices communicating with
emergency communication system 102 via dedicated channels:

Ex[1001], FIG. 1 (annotated).

o Patent Owner’s interpretation would read out this embodiment: “Such an interpretation
is rarely, if ever, correct and would require highly persuasive evidentiary support,
which is wholly absent in this case.”

Reply at 3. Vitronics Corp. v. Conceptronics, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996) (emphasis added).
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

The specification establishes that a dispatcher or user is an entity

 The specification discloses that emergency communication system 102 receives
messages from dispatchers and other individual users over dedicated channels:

Ex[1001], 3:54-63.

Reply at 2-3.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

The specification establishes that a dispatcher or user is an entity

* The specification states that “users” can be entities:

Ex[1001], 7:18-20.

 The specification does not limit an “entity” to a group/locality/unit. Patent Owner
admits that these are merely “examples” of entities:

Ex[1001], 1:15-25.
Reply at 2-3, 5; POR at 15.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

The prosecution history does not limit the scope of “entity”

* During prosecution, the Applicant did not disclaim a “dispatcher” or “user” from the
scope of “entity.”

* Nor did Applicant limit “entity” to “groups, localities, and units” as Patent Owner
suggests.

Ex[1003] (File History) 45.

« Patent Owner admits that the prosecution history merely provides “examples” of

entities.
Reply at 2; POR at 7.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Patent Owner’s claim differentiation argument fails

 Nothing in claim 6 associates the “user” with either “entity” in claim 1 or
requires that the user be “part of an entity” as Patent Owner argues.

Ex[1001] Claim 6.

 The “operator” of claim 7 is not associated with either “entity” in claim 1 and
its scope is not limited to a dispatcher:

Ex[1001] Claim 7.

« That different terms have different meanings and scope does not mean
those different claim terms must be accorded mutually exclusive meanings

and scope.
Reply at 3-5; POR at 14-15; Ex[1001], cls. 6-7.

27

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE Motorola Solutions, Inc. Ex1036, p. 27
Motorola v. STA, IPR2023-01292



Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Patent Owner’s claim differentiation argument fails

User |~ 106 106
~
106 User 106
p ~
User : 104
Police User
dispatcher
Fire
106 102 dispatcher
\] User User
Emergency
communication 104
106 ~ User system
“Fire
dispatcher
User User
IP Phone
~ User
/ 106 ’
100 106
FIG. 1

Ex[1001], FIG. 1.

Pet. at 1; Reply at 2-3; POR at 4-5; Sur-Reply at 3-4.

Ex[1001] 1:13-27.

Ex[1001] 6:53-56.

Ex[1001] 3:59-62.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

The specification does not support Patent Owner’s interpretation

PO incorrectly alleges that the specification “distinguishes an entity from a
dispatcher.” No instance of “dispatcher” distinguishes it from an entity.

Ex[1001], 3:54-62.

« The specification makes clear that entities can be users and uses the terms
“user” and “operator” interchangeably:

Ex[1001], 2:57-59. Ex[1001], 6:31-33.

Reply at 5-6; POR at 10, 15.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Patent Owner’s arguments regarding alleged problems solved lack merit

« PO relies on alleged, unclaimed distinctions (e.g., overtalk, muting, multiple different multi-party
communication channels) and Ohel’s alleged focus on “an issue that affects individual officers on a
single multi-party communication channel within a single entity.”

 Ohel’'s description directly contradicts PO’s characterization of Ohel as limited to a single multi-party
communication channel:

Ex[1004] (Ohel) [0009].

Ex[1004] (Ohel) [0060].

Reply at 6, 9-10; POR at 12, 19-22.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Patent Owner’s arguments regarding alleged problems solved lack merit

« Patent Owner modifies FIG. 1 to include associations and connections that are not disclosed
in the '802 Patent.

Ex[1001], FIG. 1 (PQO'’s annotation); POR, 18. Ex[1001], FIG. 1 (Petitioner’'s annotation); Reply at 9.

* Only the dispatchers, two users and one IP phone are shown to be connected to the

communication system via channels that could plausibly be called dedicated.
Reply at 6-9.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Patent Owner’s arguments regarding alleged problems solved lack merit
e The claims do not recite overtalk, muting, or a multi-party communication channel:

Ex[1033], 39:16-40:4.

Reply at 9-10.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Patent Owner’s arguments regarding alleged problems solved lack merit

« Figure 1 shows individual users communicating on dedicated channels, contradicting
PO’s argument that the claim requires two multi-party communication channels:

Reply at 10. Ex[1001], FIG. 1 (Petitioner’s annotation).
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Patent Owner’s arguments regarding alleged problems solved lack merit

« Patent Owner accuses Petitioner of relying on a “heightened standard” requiring the
problem and solution to be explicit in the claims.

« |tis settled law that limitations from the specification are not to be read into the
claims.

o “[P]articular limitations or embodiments appearing in the specification will not be read into
the claims.” Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861, 867 (Fed. Cir. 1985).

 “The patentee is entitled to the full scope of his claims, and we will not limit him to his
preferred embodiment or import a limitation from the specification into the claims.” Kara
Tech. Inc. v. Stamps.com Inc., 582 F.3d 1341, 1348 (Fed. Cir. 2009).

« The '802 Patent makes clear that the claims are not limited to the described
embodiments:

Ex[1001], 6:66:7:1.

Ex[1001], 9:13-16.

Sur-Reply at 3; Reply at 7-10.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

PQO’s suggestions that Mr. Williams “backtracked” lack merit.

» A dispatcher can satisfy either the first or second entity based on the claim’s broad
recitation:

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels at
the communication system, the plurality of channels being dedicated to different entities, the first
dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;

Ex[1001], Claim 1.

 The order of steps construction supports Mr. Williams’ opinion that first and second
entities can vary depending on the embodiment :

Ex[2004], 15.

Reply at 12.
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Ground 1 (Ohel) — Claim 1, Elements 1[a]-1[b]

Ohel renders the claims obvious under Patent Owner’s theory

« PO does not dispute the Petition’s position and Mr. Williams’ testimony that it would
have been obvious to use channels dedicated to different entities in Ohel’'s system.

 The 802 Patent admits that doing so was known:

Ex[1001], 1:12-18.

* A missing claim limitation may be supplied by “the general knowledge of a skilled
artisan.”

Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1337-38 (Fed. Cir. 2020).

Pet. at 18-19; Ex[1002] 11125-127; Reply at 12; Ex[1001], 1:12-18.
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Ground 1 (Ohel) — Claim 1, Element 1|c]

1[c] determining one or more priorities for the first message received on the first
dedicated channel from the first entity and the second message received on the
second dedicated channel from the second entity based on at least one pre-
defined parameter;

Ex[1004] (Ohel) [0050].

Ex[1004] (Ohel) FIG. 1 (annotated).
Pet. at 22-24.
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Ground 1 (Ohel) — Claim 1, Element 1|c]

1[c] determining one or more priorities for the first message received on the first
dedicated channel from the first entity and the second message received on the
second dedicated channel from the second entity based on at least one pre-
defined parameter;

* Ohel’s “superior user” priority status may be pre-defined based on the transceiver type
or channel dedicated to dispatch communications, or by an emergency indication.

Ex[1004] (Ohel) [0070].

Pet. at 22-24.
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Ground 1 (Ohel) — Claim 1, Element 1]d]

1[d] determining which message out of the first message and the second message
should be stored and subsequently played based on the second message
overlapping with the first message in time and one or more priorities assigned to
the first and the second message;

Ex[1004] (Ohel) [0050].

Pet. at 25-26. Ex[1004] (Ohel) FIG. 1.
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Ground 1 (Ohel) — Claim 1, Element 1]e]

1[e]

playing the message having a higher priority between the first and the second

message;

 When a lower priority transmission is interrupted, the higher priority transmission (e.g.,
superior user transmission) is played instead of currently transmitting user(s):

user’s transmission is played:

Pet. at 26.

Ex[1004] (Ohel) [0047].
» Alternatively, a lower priority interrupting user’s message is recorded while the current

Ex[1004] (Ohel) [0050].
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Ground 1 (Ohel) — Claim 1, Element 1]f]

1[f] storing at least one message having a lower priority between the first and the
second message based on the determination; and
Ex[1004] (Ohel) [0050].
Ex[1004] (Ohel) FIG. 1.
Pet. at 26-27.
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Ground 1 (Ohel) — Claim 1, Element 1[Q]

1[9] playing the stored message subsequent to completing playing of the message
having higher priority.
Ex[1004] (Ohel) [0017].
Ex[1004] (Ohel) FIG. 1.
Pet. at 27-28.
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Ground 1 (Ohel) — Claim 2, Preamble 2[pre], Element 2[a]

2[pre] The method of claim 1, wherein determining which message out of the first message and
the second message should be stored and subsequently played comprises:
2[a] calculating the priorities of the received messages; and

 Ohel discloses:

Ex[1004] (Ohel) [0050].

 The '802 Patent only discloses “calculating”
by stating:

Ex[1001], 6:15-17.

Pet. at 29-31. Ex[1004] (Ohel) FIG. 1.
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Ground 1 (Ohel) — Claim 2, Element 2[b]

2[b] comparing the priorities of the received messages.

Pet. at 31-32. Ex[1004] (Ohel) FIG. 1.
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Ground 1 (Ohel) — Claim 3

3

The method of claim 1, wherein the predefined parameter comprises a
bandwidth requirement of the received messages.

Ohel uses, at least, the type of transceiver the message is received on to determine
priority.

In Ohel, wireless transmissions can be digital data, including code, audio signal, an
image, and a video stream.

A POSITA would have understood that the different communication standards of the
transceivers (e.g., CDMA, APCQO, etc.) and the different types of data all have different
bandwidth requirements.

The '802 Patent’s only disclosure of a bandwidth requirement is its inclusion in a list of
possible parameters.

Pet. at 32-34; Ex[1004] (Ohel) [0007], [0008], [0016], [0070], FIG. 2; EX[1002], 11164-167.
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Ground 1 (Ohel) — Claim 4

4 The method of claim 1, wherein the predefined parameter comprises a type of
the received messages.

 Ohel discloses using, at least, the type of received message to determine priority (e.g.,
prioritize “APCO transceiver’ messages over CDMA).

Ex[1004] (Ohel) [0069]-[0070].

 Message types may also be indicated by a user (e.g., prioritizing a superior user
message) or emergency indication.

Ex[1004] (Ohel) [0070].

Ex[1004] (Ohel) [0047].

Pet. at 34-35; Ex[1004] (Ohel) [0047], [0069]-[0070]; EX[1002] 19168-171.
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Ground 1 (Ohel) — Claim 5

5 The method of claim 4, wherein the type of received messages being one of a
group comprising audio, video, text, and image.

Patent Owner’s district court interpretation

* In the district court, Patent Owner and Dr. Akl argue that “claim 5 requires that the
type of received messages be audio, video, text, or image.”

» Dr. Akl opined that receiving messages of at least one of the types specified (e.g., audio
messages) satisfies claim 5.

« “Apatent may not, like a ‘nose of wax,’ be twisted one way to avoid anticipation and
another to find infringement.” Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d
1343, 1351 (Fed. Cir. 2001)) (citations omitted).

Reply at 12-14; Ex[1035] (Akl Infringement Report) 11210-215.
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Ground 1 (Ohel) — Claim 5

5 The method of claim 4, wherein the type of received messages being one of a
group comprising audio, video, text, and image.

 Ohel's messages can include “voice, code, pictures, and video.”

Ex[1004] (Ohel) [0042].
 Ohel discloses prioritizing APCO transceiver messages over CDMA.

Ex[1004] (Ohel) [0070].

« A POSITA would have understood APCO to be an audio-based standard.

Ex[1002] (Williams) 1173.
Pet. at 35; Reply at 13-14; Ex[1002] 19172-174.
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Ground 1 (Ohel) — Claim 6

6 The method of claim 1, wherein determining the priority comprises assigning
priorities to the first message and the second message based on inputs from a
user.

* Ohel renders this claim obvious in at least two ways.

» First, Ohel's determination of priority based on the presence or absence of an emergency
indication is “based on inputs from a user” (e.g., the dispatcher).

« Second, a POSITA would have understood that, in the context of Ohel’'s computer-
implemented system, the “predefined protocol” used to assign priorities would be “based
on inputs from a user.”

Pet. at 35-36; Ex[1002], 1175-178. Ex[1004] (Ohel) [0070)].
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Ground 1 (Ohel) — Claim 7

7 The method of claim 1, further comprising informing an operator the time of
receipt of a message while playing the first message and the second message.

* Ohel's system can record a time stamp at any time indicating the point in time during the
user’s transmission when the interruption (e.g., superior user’s transmission) began.

Ex[1004] (Ohel) [0045].

Ex[1004] (Ohel) [0048].

Pet. at 36-38; Ex[1004] (Ohel) [0045], [0048], [0055], [0066], FIG. 2; EX[1002] 19179-183.
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Ground 1 (Ohel) — Claim 7

7 The method of claim 1, further comprising informing an operator the time of
receipt of a message while playing the first message and the second message.

* It would have been obvious to inform the officer using Ohel's communications unit (i.e., the
“operator” of Ohel's communications unit) of the time of receipt of a message while playing
the first and second messages via Ohel’'s display (e.g., using a time stamp).

Ex[1004] (Ohel) [0066].

Pet. at 36-38; Reply at 14-15; Ex[1004] (Ohel) [0045], [0048], [0055], [0066], FIG. 2; Ex[1002] 11179-183.
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Ground 1 (Ohel) — Claim 7

-

The method of claim 1, further comprising informing an operator the time of
receipt of a message while playing the first message and the second message.

Claim 7 does not require informing a dispatcher of the time of receipt

Reply at 14-15; POR at 25.

Patent Owner argues “Ohel does not teach claim 7 because the dispatcher does not
receive a time of receipt as claimed.”

Claim 7 does not recite a dispatcher and Patent Owner has not shown that the claimed
“operator” is limited to a dispatcher.

A POSITA would not have understood the operator in claim 7 to be limited to a
dispatcher:

Ex[2005] (Williams Dep.), 96:7-11.
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Ground 1 (Ohel) — Claim 7

7 The method of claim 1, further comprising informing an operator the time of
receipt of a message while playing the first message and the second message.

Claim 7 is obvious even under Patent Owner’s interpretation

« Mr. Williams explained why it would have been obvious to inform a dispatcher of the time
of receipt of a message:

them back.

Ex[2005] 99:23-100:1.
Ex[2005] 100:11-20.

Reply at 14-15.
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Ground 1 (Ohel) — Claim 8

8

The method of claim 1, wherein a message includes voice over internet protocol
communications.

Ohel discloses that “wireless transmission[s]” can include voice and be used to
communicate with other individual or entities via cell phone:

Ex[1004] (Ohel) [0042]. Ex[1004] (Ohel) [0068].

It had long been known in the art to implement a mobile/wireless phone via voice over IP,
as evidenced by prior art such as Stumer:

Ex[1014] (Stumer) [0013].

Pet. at 38; Ex[1002], 11184-186.
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Ground 1 (Ohel) — Claim 9

9 The method of claim 1, wherein a message includes mobile phone
communications.

* Ohel's communications unit enables communication over cell phone transceivers, which
renders obvious receiving a message including mobile phone communications.

Ex[1004] (Ohel) [0068].

Ex[1004] (Ohel) [0069].

Ex[1004] (Ohel) FIG. 2.

Pet. at 39-40; Ex[1002], 19187-189.
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Ground 1 (Ohel) — Claim 10

10 The method of claim 1, wherein a message includes radio communication.

* Ohel's communications unit has simplex transceivers as well as APCO and Tetra
transceivers which are examples of radio communication.

Ex[1004] (Ohel) [0007].

Ex[1004] (Ohel) [0068].

Ex[1004] (Ohel) Fig. 2.
Pet. at 40-41; Ex[1004] (Ohel) [0007], [0068]; Ex[1002], 11190-192.
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Ground 1 (Ohel) — Claim 20

20 The method of claim 1, wherein playing the message comprises playing the
message having a higher priority between the first and second message without

storing the message having the higher priority if no other message is being
played.

» As depicted in steps 100-600, Ohel discloses that if no higher priority transmission
interrupts the first message, the transmission is played but not recorded:

Pet. at 50-51; Ex[1002], 11221-224. Ex[1004] (Ohel) FIG. 1.
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Ground 1 (Ohel) — Claim 21

21 The method of claim 1, wherein determining the priority comprises determining
the priority based on the dedicated channel the first message and/or the second
message Is received on.

» Ohel determines priority, at least, based on the specific transceiver the message is
received on, such as “the user’s APCO transceiver.”

Ex[1004] (Ohel) [0069]-[0070].

e Thus, incoming communication on the APCO transceiver would be given priority over
ongoing communications on the CDMA transceiver.

Pet. at 52; Ex[1002], 11225-227.
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Ground 1 (Ohel) — Other Challenged Claims

* Independent claims 11, 13, 14, 17, 18, and 19 are similar to claim 1.
 Dependent claim 12 is nearly identical to claim 7.
 Dependent claims 15-16 are nearly identical to claims 2 and 7.

« Patent Owner relies on its arguments for claim 1 for independent claims 11,
13, 14,17, 18, and 19.

« Patent Owner does not contest Petitioner’s mapping of the corresponding
structure in Ohel for the means-plus-function elements in claims 13 and

14.

« Patent Owner presents separate argument for claim 11 that it contends also
applies to claims 13 and 14.

« Patent Owner’s arguments for claim 11 (and claims 13 and 14) lack merit.

Pet. at 41-50; POR at 14 n.2, 28 n.3; Ex[1001], claims 1, 2, 7, 11-19; Ex[1002], 11193-220.
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Ground 1 (Ohel) — Claim 11, Element 11]f]

11[f]

storing the message having lower priority in a queue on the basis of the

determination and the prioritization;

* Ohel’'s unit has “the ability to record any number of simultaneous transmissions” and

make them available to users for playback any time.

Ex[1004] (Ohel) [0072].

Ex[1004] (Ohel) [0055].

 The parties’ experts agree storing messages in a queue was well-known in the art:

Ex[1002] (Williams) 1195.

Pet. at 25-27, 41-42 (citing Ex[1002] 111193-195); Reply at 16-17.

Ex[2007] (Akl) 176.
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Ground 1 (Ohel) — Claim 11, Element 11]f]

11[f] storing the message having lower priority in a queue on the basis of the
determination and the prioritization;

Patent Owner’s argument is inconsistent with the claim scope

 Patent Owner argues that a POSITA would not have used a queue with Ohel’'s system
because Ohel’s user determines which stored information is played.

» According to Patent Owner, in the '802 Patent “stored messages are automatically
played based on their order in a queue at the time of playback.”

« Claim 11 (and claims 13-14) merely require receiving two messages: the higher priority
message is played and the lower priority message is stored and subsequently played.

 The claims do not require automatic playback or assigning priority to multiple stored
messages “to determine the priority between the stored messages to establish the
gueue” as Patent Owner contends.

Reply at 16-18; POR, 28-29.
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Ground 1 (Ohel) — Claim 11, Element 11]f]

11[f] storing the message having lower priority in a queue on the basis of the
determination and the prioritization;

Patent Owner’s argument is inconsistent with district court position

« Patent Owner’ argument is inconsistent with Dr. Akl’s opinion in the litigation.

« Dr. Akl opined that this limitation is met by functionality that permits a user to select
a message for playing from a list.

Reply at 18; EX[1035], 11191.
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Ground 1 (Ohel) — Claim 11, Element 11]f]

11[f]

storing the message having lower priority in a queue on the basis of the
determination and the prioritization;

A queue is compatible with user selection

 The technique of storing in a queue while allowing user selection from the queue was
known at least as early as 1991, as evidenced by the prior art identified in Mr. Williams’
declaration.

Ex[1017] 3:60-65.

EX[1017] 4:25-26.

Ex[1017] FIG. 4.

Reply at 18; Pet. at 41-42 (citing Ex[1002] 11193-195); Ex[1002], 193.
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Ground 1 (Ohel) — Claim 11, Element 11[g]

11[g] checking periodically the status of the message being played; and

 Patent Owner does not dispute that Ohel teaches checking periodically the status of the
message being played:

Pet. at 42; Ex[1004] (Ohel) FIG. 1; Ex[1002], 1196.
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Ground 1 (Ohel) — Claim 11, Element 11[h]

11[h]

playing the stored message having the highest priority.

* Ohel teaches playing the stored message having the highest priority for the same
reasons as limitation 1[g]:

1[9]

playing the stored message subsequent to completing playing of the message

having higher priority.

Ex[1004] (Ohel) [0017].

Reply at 16; Pet. at 27-28, 41-42; Ex[1002], 11152-154, 193-197.

Ex[1004] (Ohel) FIG. 1.
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Ground 1 (Ohel) — Claim 11, Element 11[h]

11[h] playing the stored message having the highest priority.

Petition’s analysis of claim 1 adequately addresses element 11[h]

 No material difference between limitations 1[g] and 11[h] — both require “playing the
stored message.”

* Because the claims only recite that one message (the lower priority message) is stored
and subsequently played, that stored message is “the stored message having the
highest priority.”

Ex[1001] 5:37-44.

Reply at 16; Petition at 2, 27-28; Ex[1002], 11152-154, 193-197.
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Ground 1 (Ohel) — Claim 13

13[a] means for receiving a plurality of messages on the plurality of See limitations 1[a]-1[b].
channels, the plurality of messages received including a first message Structure =» Transceiver units 2-8
received from a first dedicated channel dedicated to receiving messages
from a first entity and a second message received from a second dedicated
channel dedicated to receiving messages from a second entity;

13[b] means for playing a received messages having the highest priority, the | See limitations 1[e], 1[g].
plurality of received messages being prioritized based on at least one Structure = “Speaker or multiple speaker
predefined parameter; system 11" Ex[1004], [0035], [0064].

13[d] means for prioritizing the received plurality of messages including the See limitations 1[c]-1[d].

first message from the first dedicated channel and the second message from | Structure =» A “processor” that determines
the second dedicated channel based on the predefined parameter; ““to record the user's transmission for
playback” based on if the “unit detects a
superior user’s transmission during the
transmission of the user's message.”
Ex[1004], [0025], [0048].

13[e] means for determining which messages out of the received messages
should be stored and subsequently played based on messages overlapping
in time and one or more priorities assigned to the first and the second

message;
13[f] means for sending the messages for playing based on the associate See limitation 1[e].
priority; and Structure =» A “processor” structure “can

be programmed to play back recorded
transmission data stored in the memory.”
Ex[1004], [0030].

13[g] means for storing the messages other than the one sent 20 for playing | See limitation 1[f]; 11][f].
in a queue based upon the associated priority. Structure =» A “memory 10.” Ex[1004],
[0015], [0064].

Pet. at 43-45; Ex[1002], 1162-63, 199-207, 208.
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Ground 2 — Claims 1-7 and 11-21 are
obvious over Nigawara
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Overview — Asserted References — Nigawara

 U.S. Patent No. 4,914,705 (“Nigawara”) (Ex[1007]) is entitled “Voice Message
Announcing Method and System for Plant.”

» Nigawara describes a method and system for announcing operating conditions of a
plant by voice message.

START

no / PLURAL DEMANDS FOR S|
VOICE MESSAGE
ANNOUNCEMENT ?

YES

SELECT

S2- DEMAND DETERMINE PRIORITY [~ 99
SIGNAL AS ORDER ACCORDING TO
FIRST TYPE OF VOICE MESSAGE
MESSAGE
SIGNA

YES

ves/ PRIORITY ORDER OF 54
MESSAGE SIGNALS
DETERMINED BY CONTENT ?,

NO

DETERMINE PRIORITY [~S5
ORDER ACCORDING TO

PLANT OPERATION MODE
Ex[1007] 3:33-41.
JAN
END
Pet. at 10-11; Ex[1007] (Nigawara) Title, 1:6-7, 2:31-61, 3:33-41, 6:16-7:9, FIG. 3. EX[1007] FIG. 3.
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Ground 2 (Nigawara) — Claim 1, Element 1[Pre]

1[Pre] A method of managing communication in a communication system, the
communication system receiving messages from a plurality of
channels, the method comprising:

Ex[1007] (Nigawara) 1:49-55.

Ex[1007] (Nigawara) 7:35-36 (cl. 1).

Pet. at 56; Ex[1007] (Nigawara) 1:40-62, 7:35-47 (cl.1); Ex[1002], 11235-236. Ex[1007] (Nigawara) FIG. 1.
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Ground 2 (Nigawara) — Claim 1, Elements 1[a]-1[b]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;

Ex[1007] (Nigawara) 2:27-32.

Ex[1007] (Nigawara) 2:27-32.

Ex[1007] (Nigawara) 2:59-66.
tape or the like. The units 1 and 2 are also provided for
each of the remaining plant sites B, C, . . ., N.

Pet. at 56-61; Ex[1002], 11237-244. Ex[1007] (Nigawara) 3:28-29. Ex[1007] (Nigawara) FIG. 1 (annotated).
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Ground 2 (Nigawara) — Claim 1, Elements 1[a]-1[b]

1[a] receiving a first message on a first dedicated channel from amongst the plurality of channels
at the communication system, the plurality of channels being dedicated to different entities,
the first dedicated channel being dedicated to receiving messages from a first entity;

1[b] receiving a second message on a second dedicated channel being dedicated to receiving
messages from a second entity from amongst the plurality of channels at the communication
system, the second message overlapping with the first message in time;

Ex[1007] (Nigawara) FIG. 3. Ex[1007] (Nigawara) FIGs. 4A-4B.
Pet. at 59-61; Ex[1002], 19241-244.
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Ground 2 (Nigawara) — Claim 1, Elements 1[a]-1[b]

* Nigawara “solvel[s] the problem of intermixture of announced messages” using
priority—in the same way as depicted in FIG. 4 of the 802 Patent.

Ex[1007] (Nigawara) FIGs. 4A & 4B Ex[1001], FIG. 4

Pet. at 11-12; Ex[1007], 7:20-28, FIGs. 4A & 4B; Ex[1001], FIG. 4
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Ground 2 (Nigawara) — Claim 1, Elements 1[a]-1[b]

Nigawara discloses the claimed first and second entities

* Nigawara’s plant sites are entities under Patent Owner’s interpretation, which includes
“groups, localities, and units|.]”

« Patent Owner admits that Nigawara’s plant sites are “sites within” the plant (i.e.,
localities).

EX[1032], 3.

* Nigawara (and Dr. Akl) describe the plant sites as units of the plant:

Ex[1007] (Nigawara) 1:27-29. Ex[2007] (AKI) 1183.

Reply at 19-20; POR at 16, 48.
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Ground 2 (Nigawara) — Claim 1, Elements 1[a]-1[b]

Nigawara renders the '802 Patent’s claimed solution obvious

« PO’s arguments based on alleged problem’s the '802 Patent solves are based on
unclaimed features.

« Claim 1 does not require an operator (or dispatcher) and does not require an
operator sitting between two different entities.

* Nigawara and the '802 Patent both address the problem of overlapping messages
becoming garbled if played simultaneously:

Ex[1001] (‘802 Patent) 1:32-36.

Ex[1007] (Nigawara) 1:29-38.
Reply at 20; POR at 39-42.
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Ground 2 (Nigawara) — Claim 1, Elements 1[a]-1[b]

The Petition consistently identifies the first and second messaqges.

 The Petition identifies Nigawara’s “information signals 5” as the received messages. The
operating conditions indicated by the information signals are announced by voice messages:

Ex[1007] (Nigawara) 2:26-32.

 Dr. Akl acknowledges the announcement of operating conditions:

Ex[2007], 145.

* Nothing in the 802 patent’s open-ended “comprising” claims precludes additional processing
of messages between the time the messages are received and the rest of the claimed steps
are performed.

Reply at 24; Petition at 56-61; POR at 48.
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Ground 2 (Nigawara) — Claim 1, Element 1|c]

1[c] determining one or more priorities for the first message received on the first
dedicated channel from the first entity and the second message received on the
second dedicated channel from the second entity based on at least one pre-
defined parameter;

Ex[1007] (Nigawara) 3:33-39.

Ex[1007] (Nigawara) 6:36-42.

Pet. at 62-63; EX|[1002], 19245-249. Ex[1007] (Nigawara) FIG. 3.
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Ground 2 (Nigawara) — Claim 1, Element 1|c]

1[c]

determining one or more priorities for the first message received on the first
dedicated channel from the first entity and the second message received on the
second dedicated channel from the second entity based on at least one pre-

defined parameter;

2nd

3rd

4th

5th

6th

Tth

Voice message announcing medium trouble

in large auxiliary machinery and

equipment

Voice message announcing a change in operat-
ing conditions of main machinery and equip-
ment

Voice message teaching actuation of automat-
ically controlled machinery and equipment
Voice message announcing slight trouble

in valves and small auxiliary

machinery and equipment

Voice message announcing a change in operating
conditions of auxiliary machinery and equip-
ment

Voice message announcing guidance for actua-
tion of automatically controlled machinery
and equipment

Ex[1007] (Nigawara) Table 1 (5:1-23).

Pet. at 62-63; Ex[1002], 19245-249.

Ex[1007] (Nigawara) Table 2 (6:1-15).
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Ground 2 (Nigawara) — Claim 1, Element 1][d]

1[d] determining which message out of the first message and the second message
should be stored and subsequently played based on the second message
overlapping with the first message in time and one or more priorities assigned to
the first and the second message;

Ex[1007] (Nigawara) 7:20-28.

Ex[1007] (Nigawara) 3:68-4:5.
Ex[1007] (Nigawara) FIGs. 4A-4B.
Pet. at 63-67; Ex[1002], 19250-253.

79

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE Motorola Solutions, Inc. Ex1036, p. 79
Motorola v. STA, IPR2023-01292



Ground 2 (Nigawara) — Claim 1, Element 1][d]

1[d] determining which message out of the first message and the second message
should be stored and subsequently played based on the second message
overlapping with the first message in time and one or more priorities assigned to
the first and the second message;

Ex[1002] (Williams) §251.

Pet. at 63-67.
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Ground 2 (Nigawara) — Claim 1, Element 1][d]

Nigawara meets the order of steps construction.

 When Nigawara'’s system encounters overlapping demands for message announcement,
Nigawara’s disclosure of determining to announce a lower priority message with a suitable
delay (i.e., to continue storing the lower priority message in memory while the higher
priority message is announced) teaches element 1[d].

» Consistent with the order of steps construction, this determination occurs after determining
the priorities and before playing the highest priority message and continuing to store the
lower priority message.

Ex[2004], 16.

« The claims do not preclude storing all messages until they are played out in priority order.

Reply at 21-22; Pet. at 64-65.
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Ground 2 (Nigawara) — Claim 1, Element 1][d]

Nigawara meets the order of steps construction.

« The Board already recognized that the claim language does not preclude storing a
message until its priority is assigned:

Decision at 11.

Reply at 21.
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Ground 2 (Nigawara) — Claim 1, Element 1][d]

Nigawara meets the order of steps construction.

 The '802 confirms that the steps involving
determining priority of the messages and
determining which message should be stored
and subsequently played can be performed on
messages stored in memory, including where
the “higher” priority message is stored.

Ex[1001], 5:10-13 (describing FIG. 3).

Reply at 22-23. Ex[1001], FIG. 3.
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Ground 2 (Nigawara) — Claim 1, Element 1][d]

Nigawara meets the order of steps construction.

The '802 Patent teaches the same thing as Nigawara — describing a scenario where

both the “higher” and “lower” priority messages are stored while they are played back in

priority order:

404 — Channel 2
Channel 3

Playing sequence

Reply at 22.

Ex[1001], 5:43-54 (discussing FIG. 4).

\\\

3 D

%

MR ATR

%\\

\\\\% &\i\'\i\

7

402

Time

»>
»

Ex[1001], FIG. 4.
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Ground 2 (Nigawara) — Claim 1, Element 1][d]

Nigawara meets the order of steps construction.

» The prosecution history does not suggest that the claims preclude temporary storage of
messages.

Ex[1003], 62.

Reply at 23.
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Ground 2 (Nigawara) — Claim 1, Element 1][d]

Nigawara meets the order of steps construction.

« Patent Owner’s and Dr. Akl's attempt to use storing messages to distinguish Nigawara
lacks credibility.

* In his infringement report, Dr. Akl opines that a system in which all received messages
are stored and then presented to the user in a sorted list meets limitation 1[d].

» According to Dr. Akl, the user of the accused system can select which messages to view
first “and will be prompted to store the lower priority messages|.]”

Reply at 23-24; EX[1035], 1178.
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Ground 2 (Nigawara) — Claim 1, Element 1]e]

1[e]

playing the message having a higher priority between the first and the second

message;

Pet. at 67-68; Ex[1002], 19254-256.

Ex[1007] (Nigawara) 3:33-41.

Ex[1007] (Nigawara) FIG.1.
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Ground 2 (Nigawara) — Claim 1, Element 1[f]

1[f] storing at least one message having a lower priority between the first and the
second message based on the determination; and

« A POSITA would have understood that delayed lower priority messages would be
stored in voice signal memory 10 for the duration of the delay.

Ex[1007] (Nigawara) 3:68-4:5.

Ex[1007] (Nigawara) 7:22-28.

Pet. at 69-70; Ex[1002], 111257-259. Ex[1007] (Nigawara) FIG.2.
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Ground 2 (Nigawara) — Claim 1, Element 1[g]

1[d]

playing the stored message subsequent to completing playing of the message
having higher priority.

Lower priority messages are stored and announced subsequent to completing
playing (e.g., announcing) the higher priority message.

Ex[1007] (Nigawara) 3:68-4:5.

Ex[1007] (Nigawara) 7:22-28.

Ex[1007] (Nigawara) FIGs.4A-4B.

Pet. at 70-71; Ex[1002], 19260-262.
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Ground 2 (Nigawara) — Claim 2, 2[pre]-2[a]

2[pre] The method of claim 1, wherein determining which message out of the first message and
the second message should be stored and subsequently played comprises:
2[a] calculating the priorities of the received messages; and

* Nigawara determines priority based on multiple factors:

Ex[1007] (Nigawara) 3:33-41.

Ex[1002] (Williams) 1267.

Pet. at 71-73; Ex[1002], 11263-268. Ex[1007] (Nigawara) FIG. 3.
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Ground 2 (Nigawara) — Claim 2, Element 2[Db]

2[b] comparing the priorities of the received messages.

» Nigawara’s disclosure of classifying voice message signals into first and second message
signals, and announcing according to a priority order, requires comparing priorities of the
received messages.

Ex[1007] (Nigawara) 6:36-42.

Ex[1007] (Nigawara) 3:39-41.

Pet. at 73-74; Ex[1002], 11269-272. Ex[1007] (Nigawara) FIG. 3.
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Ground 2 (Nigawara) — Claim 3

3 The method of claim 1, wherein the predefined parameter comprises a
bandwidth requirement of the received messages.

« The 802 Patent’s only disclosure of a bandwidth requirement is in a list of possible pre-
defined parameters.

* According to Patent Owner’s infringement contentions, this parameter:

Ex[1011], p.10.
« A POSITA would understand Nigawara’'s need for prioritization describes a bandwidth

constraint—e.g., the number of messages that can be simultaneously announced and
comprehended.

Ex[1007] (Nigawara) 3:33-37.
Ex[1007] (Nigawara) 7:3-9.
Pet. at 74-75; Ex[1002], 11273-276.
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Ground 2 (Nigawara) — Claim 4

4 The method of claim 1, wherein the predefined parameter comprises a type of
the received messages.

* Nigawara discloses determining one or more priorities for the first and second
messages based on a type of the received messages.

Ex[1007] (Nigawara) 6:36-42.

Ex[1007] (Nigawara) Table 1.

Pet. at 75-77; Ex|[1007] (Nigawara), 6:36-42, Table 1; Ex[1002] 11277-278. Ex[1007] (Nigawara) FIG. 3.
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Ground 2 (Nigawara) — Claim 5

5 The method of claim 4, wherein the type of received messages being one of a
group comprising audio, video, text, and image.

* Nigawara teaches that the received “information signals 5” include “a voice message”
(audio) “and a video signal.”

Ex[1007] (Nigawara) 2:31-41.

Pet. at 77-78; Ex[1002], 11280-283. Ex[1007] (Nigawara) FIG. 1.
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Ground 2 (Nigawara) — Claim 5

5 The method of claim 4, wherein the type of received messages being one of a
group comprising audio, video, text, and image.

Nigawara teaches claim 5 under Patent Owner’s IPR interpretation

* Nigawara prioritizes based on whether the message is a “voice message” and other
criteria, which renders obvious prioritizing message “based on” the type of message
being an audio message.

Ex[1007] (Nigawara) 6:36-42.

Reply at 25-26. Ex[1007] (Nigawara) Table 1.
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Ground 2 (Nigawara) — Claim 6

6 The method of claim 1, wherein determining the priority comprises assigning
priorities to the first message and the second message based on inputs from a
user.

* Nigawara discloses prioritizing based on “a voice message signal . . .
announced by the operator”:

Ex[1007] (Nigawara) 3:33-38.

Ex[1007] (Nigawara) 2:31-38.

« A POSITA would have understood this to be “user input” as claimed:

Ex[1002], 1285.

Pet. at 78; Ex[1002], 11284-286.
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Ground 2 (Nigawara) — Claim 7

7 The method of claim 1, further comprising informing an operator the time of
receipt of a message while playing the first message and the second message.

* Nigawara discloses announcing messages “with a suitable delay according to
the priority order, so as to solve the problem of intermixture of announced

messages.”

* |t would have been obvious to a POSITA to include time of receipt information
with each voice announcement:

Ex[1002], 1288.

Pet. at 78-79; Ex[1002], 11287-289.
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Ground 2 (Nigawara) — Claim 7

-

The method of claim 1, further comprising informing an operator the time of
receipt of a message while playing the first message and the second message.

The Board should reject Patent Owner’s argument for claim 7

Patent Owner’s argument is based on a narrow interpretation of “operator” to exclude
users.

The '802 Patent uses “operator” and “user” interchangeably:

Ex[1001], 2:57-58. Ex[1001], 6:31-33.

Patent Owner concedes Nigawara’s operators are users and does not dispute that it
would have been obvious to inform them of the time of receipt of a message.

POR at 52.

Reply at 26-27.
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Ground 2 (Nigawara) — Claim 20

played.

20 The method of claim 1, wherein playing the message comprises playing the
message having a higher priority between the first and second message without
storing the message having the higher priority if no other message is being

 When two overlapping messages do not have the same priority, the higher
priority messages is announced (played) first, without delay (storage).

START

!

No / PLURAL DEMANDS FOR
VOICE MESSAGE
ANNOUNCEMENT ?

v

YES

gp | SELECT

DETERMINE PRIORITY
ORDER ACCORDING TO
TYPE OF VOICE MESSAGE

S3

Ex[1007] (Nigawara) 6:36-46.

YES

YES PRIORITY ORDER OF
MESSAGE SIGNALS
DETERMINED BY CONTENT ?,

S4

NO

DETERMINE PRIORITY
ORDER ACCORDING TO
PLANT OPERATION MODE

S5

JAY

END

Pet. at 90-91; Ex[1002], 19317-319.

Ex[1007] (Nigawara) FIG. 3.
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Ground 2 (Nigawara) — Claim 21

21

The method of claim 1, wherein determining the priority comprises determining
the priority based on the dedicated channel the first message and/or the second
message Is received on.

Nigawara’'s information signals 5 are messages received on channels dedicated to
each plant site A-N.

When overlapping signals have the same priority based on message type, the plant

operation mode information signals are utilized:
TABLE 2

Example of determination of
priority order according to
plant operation modes provided

by plant operation mode signals 7
(secondary determination)
Priority
order Operation mode

Ist Starting stage (after parallel-in)

2nd Starting stage (before parallel-in)

3rd Stopping stage (before parallel-off)
Ex[1007] (Nigawara) 6:46-50. 4th Stopping stage (after parallel-off)

5th Steady operation (changing load)

6th Steady operation (fixed load)

7th Not in operation

Ex[1007] (Nigawara) Table 2.

Because each channel is dedicated to a plant site, it would have been obvious to a
POSITA that determining priority based on the operation mode of the plant would
include determining priority based on the plant (dedicated channel) itself.

Pet. at 91-92; Ex[1002], 11320-321.
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Ground 2 (Nigawara) — Other Challenged Claims

* Independent claims 11, 13, 14, 17, 18, and 19 are similar to claim 1.
 Dependent claim 12 is nearly identical to claim 7.
 Dependent claims 15-16 are nearly identical to claims 2 and 7.

« Patent Owner relies on its arguments for claim 1 for independent claims 11,
13, 14,17, 18, and 19.

« Patent Owner does not contest Petitioner’s mapping of the corresponding
structure in Nigawara for the means-plus-function elements in claims 13

and 14.

« Patent Owner presents separate argument for claim 11 that it contends also
applies to claims 13 and 14.

« Patent Owner’s arguments for claim 11 (and claims 13 and 14) lack merit.

Pet. at 79-90; POR at 39 n.4, 54 n.6; Ex[1001], claims 1, 2, 7, 11-19.
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Ground 2 (Nigawara) — Claim 11, Element 11[f]

11[f] storing the message having lower priority in a queue on the basis of the
determination and the prioritization;

* Nigawara stores lower priority messages in voice message signal memory
10 for a suitable delay.

» Storing messages for playback in priority order discloses, or at least renders
obvious, storing the message having lower priority in a queue.

» Both experts agree that storing messages in a queue was well-known:

Ex[1002] (Williams) 195.

Ex[2007] (Akl) 176.
Pet. at 79-80; Ex[1002], 11290-293.
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Ground 2 (Nigawara) — Claim 11, Element 11[f]

11[f] storing the message having lower priority in a queue on the basis of the
determination and the prioritization;

It would have been obvious to store Nigawara's messages in a gueue.

 PQO’s suggestion that Nigawara cannot use a queue because messages are stored
before priority is determined fails for analogous reasons to those discussed for claim 1
and the order of steps.
 E.g., Nigawara teaches continuing storing the lower priority message in memory
while the higher priority message is announced, as also taught by the '802 patent.

 PO’s fundamental differences argument also fails, as these alleged differences are
unclaimed.
 The claims do not require storing messages “in a specific order” or preclude “an
incoming signal to identify the highest priority message.”

» Reassessing priority is not a fundamental difference between Nigawara and the
‘802 Patent:

11[g] checking periodically the status of the | | 11[h] playing the stored message having
message being played; and the highest priority.

Reply at 27-28; Ex[1001], cl. 11.
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Ground 2 (Nigawara) — Claim 11, Element 11[g]

11[g] checking periodically the status of the message being played; and

* Nigawara discloses periodically checking the status of the message being
played:

Ex[1007] (Nigawara) 6:54-58.

Ex[1007] (Nigawara) FIG. 3.
Pet. at 80-81; Ex[1002], 11292.
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Ground 2 (Nigawara) — Claim 11, Element 11[g]

11[g] checking periodically the status of the message being played; and

Patent Owner misreads Nigawara

 Patent Owner interprets Nigawara’s description of a priority assessment “at the end of
announcement” narrowly to mean “after” rather than during the end of the currently
playing announcement.

 During prioritized playback, Nigawara’'s messages are continuously played back in
order, with no apparent gap between messages:

PATTERN OF =\
MESSAGE INTERMIXING TIME INTERVALS
ANNOUNCEMENT
(2) 72 v PATTERN FOR
B c PLANT SITEA
VA (= 3P [7]  PaTTERN FOR
ety -tz D PLANT SITE B
7| 7! =7z PATTERY FOR
A fasr] PLANT:
F1G.4B =AM 4 PATTERN FOR
PLANT SITEN
e
| .
TOTAL PATTERN
v o0 ///////A] %! FoRAleTHE
PLANT SITES
| (¥0 INTERMIXING
— — TIME
Reply at 28. Ex[1007] (Nigawara) FIG. 4B.
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Ground 2 (Nigawara) — Claim 11, Element 11[g]

11[g] checking periodically the status of the message being played; and

Patent Owner misreads Nigawara

« Patent Owner’s interpretation is inconsistent with Nigawara'’s disclosure that its ongoing
priority determination involves a determination of the status of a message being
played:

Ex[1007] (Nigawara) 4:30-38.

Reply at 28.
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Ground 2 (Nigawara) — Claim 11, Element 11[h]

11[h]

playing the stored message having the highest priority.

* Nigawara teaches playing the stored message having the highest priority for the same
reasons as limitation 1[g]:

1[9]

playing the stored message subsequent to completing playing of the message

having higher priority.

Ex[1007] (Nigawara) 3:68-4:5.

Ex[1007] (Nigawara) 7:22-28.

Petition at 70-71, 79-81; Reply at 27.

Ex[1007] (Nigawara) FIGs.4A-4B.

107

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

Motorola Solutions, Inc. Ex1036, p. 107
Motorola v. STA, IPR2023-01292



Ground 2 (Nigawara) — Claim 13

13[a] means for receiving a plurality of messages on the plurality of
channels, the plurality of messages received including a first message
received from a first dedicated channel dedicated to receiving messages
from a first entity and a second message received from a second
dedicated channel dedicated to receiving messages from a second entity;

See limitations 1[a]-1[Db].

Structure = plural independent voice
message announcing devices. Ex[1007],
1:56-62,2:27-32, 3:28-29.

13[b] means for playing a received messages having the highest priority,
the plurality of received messages being prioritized based on at least one
predefined parameter;

See limitations 1[e], 1[g].
Structure = “speakers 4” Ex[1007],
3:33-41.

13[d] means for prioritizing the received plurality of messages including
the first message from the first dedicated channel and the second
message from the second dedicated channel based on the predefined
parameter;

13[e] means for determining which messages out of the received
messages should be stored and subsequently played based on
messages overlapping in time and one or more priorities assigned to the
first and the second message;

See limitations 1[c]-1[d].
Structure = “message announcing order
selection unit 3.” Ex[1007], 3:33-39.

13[f] means for sending the messages for playing based on the associate
priority; and

See limitation 1[e].
Structure = A “message output unit 102"
Ex[1007], 4:16-24.

13[g] means for storing the messages other than the one sent 20 for
playing in a queue based upon the associated priority.

See limitation 1[f]; 11[f].
Structure = A “voice message signal
memory 10.” Ex[1007], 3:68-4:21.

Pet. at 82-83; Ex[1002], 1162-63, 295-303.
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PO’s Attempt to Undermine Mr. Williams’ Credibility Is Unavailing

PO relies on cherry-picked excerpts from Mr. Williams’ deposition involving
hypotheticals outside the scope of his direct testimony.

 Mr. Williams provided detailed analysis comparing the claims to the prior art, and
his opinions support finding the claims obvious.

« The Board has repeatedly rejected Dr. Akl’'s testimony:

» See, e.g., FanDuel, Inc. v. Interactive Games LLC, IPR2017-01532, Paper 32, 19 (P.T.A.B.
Dec. 10, 2018) (finding “Dr. Akl's speculation” inconsistent with prior art);

 FanDuel, Inc. v. CG Tech. Development, LLC, IPR2017-00902, Paper 45, 38-39 (P.T.A.B. Oct.
4, 2018); Juniper Networks, Inc. v. Smart Path Connections, LLC, IPR2022-00240, Paper 41, 77
(P.T.A.B. May 19, 2023) (Dr. Akl's “testimony is conclusory”).

Reply at 29.
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Ground 3 — Claims 3 and 8-10 are obvious
over Nigawara in view of Doolin
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Overview — Asserted References — Doolin

« U.S. Patent Publication No. 2006/0176169 (“Doolin”) (Ex[1008])

* Doolin describes a remote monitoring system in which a processing system receives
data from sensors that are assigned priority values “based on bandwidth, sensor
communication capabilities, or other factors associated with the sensors.”
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(Processing # | Nodel Node 3 e
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' =] 71 T\ Sensor | [ &% .1 (In Building) Suite 6
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Fig. 1 -
Ex[1008] (Doolin) FIG. 1.
Pet. at 12-15; Ex[1008] (Doolin) [0009], [0041], [0060], FIG. 1: EX[1002], 19113-115.
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Ground 3 (Nigawara in view of Doolin) — Analogous Art

* Doolin is directed to transmitting “selectively prioritized” communications “based on
bandwidth” or other factors.

Ex[1008] (Doolin) [0009].

« Similarly, the '802 Patent discloses that “the message audio portions can be prioritized
and played back on the basis of the priority” determined based on various
requirements.

Ex[1001] 1:50-52.

Ex[1001] 4:59-62.

Pet. at 92; Ex[1002], 11323-324.
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Ground 3 (Nigawara in view of Doolin) — Motivation

A POSITA Would Have Combined Nigawara and Doolin

Nigawara does not provide details as to how multiple
overlapping data signals from multiple sources are sent to
and received by the centralized system

A POSITA would have looked to Doolin for techniques for
implementing transmission of remote sensor data of
various types to a central server.

Motivations to implement Doolin’s sensor data transmission
system into Nigawara include:

. Incorporate wireless signal transmissions in Nigawara’s system
. This would enable additional functionality, flexibility, and

efficient installation and would have been a predictable
combination of known elements reasonably expected to succeed.

Intel Corp. v. Pact XPP Schweiz AG, 61 F.4th 1373, 1380
(Fed. Cir. 2023) (“[I]f there’s a known technique to address a
known problem using ‘prior art elements according to their
established functions,’ then there is a motivation to
combine.”).

Pet. at 92-95; Ex[1002], 11325-329.

Ex[1007], FIG.1;
Ex[1008], FIG.1
(excerpted)
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Ground 3 (Nigawara in view of Doolin) — Claim 3

3

The method of claim 1, wherein the predefined parameter comprises a
bandwidth requirement of the received messages.

Doolin teaches prioritizing based on bandwidth.

Ex[1008] (Doolin) [0041].

A POSITA would have been motivated to include this prioritization factor in Nigawara'’s
system because “a lack of resources (e.g., limited bandwidth),” is a problem that
frequently plagues data transmissions, particularly in systems that use multiple data
types like Nigawara and Doolin.

Pet. at 97-99; Ex[1002], 11340-343.
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Ground 3 (Nigawara in view of Doolin) — Claim 8

8

The method of claim 1, wherein a message includes voice over internet protocol
communications.

Nigawara receives multiple types of messages (e.g., “a voice message signal”), but
does not disclose how messages are sent and received by the system

Doolin teaches communication “with any suitable types of network devices and
network topology,” including Internet Protocol (IP):

Ex[1008] (Doolin) [0042].
A POSITA would have found it obvious to connect Nigawara'’s plant sites to the
announcing order selection unit with any of the communication links disclosed by

Doolin, and to transmit data using the internet protocol, or VolP, considering Nigawara’s
use of voice messages.

Pet. at 95-96; Ex[1002], 19330-333.
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Ground 3 (Nigawara in view of Doolin) — Claim 9

9

The method of claim 1, wherein a message includes mobile phone
communications.

Nigawara’s system receives multiple types of messages but does not
disclose how those messages are sent and received by the system.

Doolin discloses transmission using long range communication such as “cell
phone” which renders obvious using mobile phone communications:

Ex[1008] (Doolin) [0026].

Ex[1008] (Doolin) [0039].

Pet. at 96; Ex[1002], 11334-336.
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Ground 3 (Nigawara in view of Doolin) — Claim 10

10

The method of claim 1, wherein a message includes radio communication.

Nigawara does not disclose how messages are sent and received by the
system.

Doolin discloses sending and receiving messages over a variety of
mechanisms including radio frequency.

Ex[1008] (Doolin) [0017].

Ex[1008] (Doolin) [0026].

Ex[1008] (Doolin) [0040].

Pet. at 96-97; Ex[1002], 11337-339. Ex[1008] (Doolin) FIG. 1 (excerpted).
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