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Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c), and the Board’s 

authorization via email on June 27, 2024, Petitioner Motorola Solutions, Inc. and 

Patent Owner STA Group LLC jointly request that Exhibit 2004 (the “Agreement”), 

which is a true copy of the parties’ written agreement that contemplates the 

termination of this proceeding, be treated as business confidential information and 

be kept separate from the files of the patent at issue in this proceeding.  Pursuant to 

37 C.F.R. § 42.74(b), Exhibit 2004 is the entire agreement or understanding between 

the parties made in connection with, or in contemplation of, the termination of this 

proceeding.  

Concurrently with the filing of this Request, the parties are filing a Joint 

Motion to Terminate this inter partes review due to the settlement between the 

parties. 

The parties consider the Agreement to contain highly sensitive business 

confidential information that would substantially harm their business interests if 

publicly disclosed. As such, the parties hereby jointly request that the Agreement be 

kept as a separate paper from the file of the involved patent and be made available 

only under the provisions of 35 U.S.C § 317(b) and 37 C.F.R. § 42.74(c). The 

Agreement has been filed for access by the “Parties and Board Only.” The parties 

further jointly request that the Board order that in the event a person or entity makes 

a written request, as stated in 37 C.F.R. § 42.74(c)(1)-(2), for access to the settlement 
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agreement, that any such written request be served upon the parties on the day the 

written request is provided to the Board. 
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Date: June 27, 2024 Respectfully submitted, 

 
/Jason A. Engel/ 
Jason A. Engel 
Reg. No. 51,654 
K&L GATES LLP 
70 W. Madison Street, Suite 3100 
Chicago, IL 60602 
Jason.Engel.PTAB@klgates.com 
T: (312) 807-4236 
F: (312) 827-8145 
 
Lead Counsel for Patent Owner 
 

/Eliot D. Williams/ 
Eliot D. Williams  
Reg. No. 50,822 
BAKER BOTTS L.L.P. 
700 K Street, N.W 
Washington, D.C. 20001-5692 
eliot.williams@bakerbotts.com 
Tel: 202-639-1334 
 
 
Lead Counsel for Petitioner 
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CERTIFICATE OF SERVICE 
 

 Pursuant to 37 C.F.R. § 42.6(e), I hereby certify that on June 27, 2024, I 

caused a true and correct copy of the foregoing to be served on the following counsel 

of record for Petitioner by electronic mail to the following addresses: 

 Eliot D. Williams 
 Katharine M. Burke 
 BAKER BOTTS L.L.P. 
 700 K Street NW 
 Washington, DC 20001 
 Email: eliot.williams@bakerbotts.com  
 Email: katharine.burke@bakerbotts.com  
  
 Michael E. Knierim 
 BAKER BOTTS L.L.P. 
 30 Rockefeller Plaza 
 New York, NY 10112 
 Email: michael.knierim@bakerbotts.com  
  
 Clarke Stavinoha 
 BAKER BOTTS L.L.P. 
 2001 Ross Avenue, Suite 900 
 Dallas, TX 75201 
 Email: clarke.stavinoha@bakerbotts.com  

 

By:  /Jason A. Engel/ 
       Jason A. Engel    
       Reg. No. 51,654 

K&L GATES LLP 
70 W. Madison Street, Suite 3100 
Chicago, IL 60602 
Jason.Engel.PTAB@klgates.com 
T: (312) 807-4236 
F: (312) 827-8145 

 


