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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

10X GENOMICS, INC. and PRESIDENT AND
FELLOWS OF HARVARD COLLEGE,

Plaintiffs, Counterclaim
Defendant,

V.
NANOSTRING TECHNOLOGIES, INC.,

Defendant, Counterclaim
Plaintiff.

NANOSTRING TECHNOLOGIES, INC.,

Plaintiff, Counterclaim
Defendant,

V.
10X GENOMICS, INC,,

Defendant, Counterclaim
Plaintiff.

10X GENOMICS, INC. and PRESIDENT AND
FELLOWS OF HARVARD COLLEGE,

Plaintiffs, Counterclaim
Defendant as to certain claims,

V.
VIZGEN, INC.,

Defendant, Counterclaim
Plaintiff.

C.A. No. 22-261-MFK

C.A. No. 22-1375-MFK

C.A. No. 22-595-MFK

JOINT CLAIM CONSTRUCTION STATEMENT

10x Genomics EX1024
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Pursuant to the Court’s Scheduling Orders (D.I. 34, 55, 105 in the 261 Case; D.I. 45, 137
in the 595 Case; D.I. 37 in the 1375 Case) the parties hereby provide this Joint Claim Construction
Statement for the asserted claims in each case:

A. 261 Case

In the 261 Case (U.S. Patent Nos. 10,227,639 (639 Patent”), 11,021,737 (*“737 Patent”),
11,293,051 (“051 Patent™), 11,293,052 (*“052 Patent”), 11,293,054 (“054 Patent™), and 11,542,554
(“554 Patent”)), Exhibit A hereto identifies the disputed terms, each party’s proposed construction
for each term, and the intrinsic evidence supporting their proposed constructions. The parties
reserve the right to cite additional intrinsic evidence in their briefing in response to their ongoing
investigation and analysis and as the parties’ positions are clarified during briefing. Exhibit A also
identifies agreed terms and their agreed-to constructions.

B. 595 Case

In the 595 Case (U.S. Patent Nos. 11,021,737 (*737 Patent”), 11,293,051 (“051 Patent™),
11,293,052 (“052 Patent™), 11,299,767 (“767 Patent”), 11,549,136 (““136 Patent"), and 11,098,303
(303 Patent™)), Exhibit B hereto identifies the disputed terms each party’s proposed construction
for each term, and the intrinsic evidence supporting their proposed constructions. The parties
reserve the right to cite additional intrinsic evidence in their briefing in response to their ongoing
investigation and analysis and as the parties’ positions are clarified during briefing.

C. 1375 Case

In the 1375 Case (U.S. Patent Nos. 11,473,142 (*142 Patent”) and 11,377,689 (*689
Patent™)), Exhibit C hereto identifies the disputed terms, each party’s proposed construction for
each term, and the intrinsic evidence supporting their proposed constructions. The parties reserve

the right to cite additional intrinsic evidence in their briefing in response to their ongoing
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investigation and analysis and as the parties’ positions are clarified during briefing. Exhibit C also

identifies agreed terms and their agreed-to constructions.

MORRIS, NICHOLS, ARSHT & TUNNELL LLP

/s/ Cameron P. Clark

Karen Jacobs (#2881)
Cameron P. Clark (#6647)
1201 North Market Street
P.O. Box 1347

Wilmington, DE 19899
(302) 658-9200
kjacobs@morrisnichols.com
cclark@morrisnichols.com

Of Counsel:

Matthew D. Powers (pro hac vice)
Paul T. Ehrlich (pro hac vice)
Stefani C. Smith (pro hac vice)
Robert Gerrity (pro hac vice)

Li Shen (pro hac vice)
TENSEGRITY LAW GRouP, LLP

555 Twin Dolphin Drive, Suite 650
Redwood Shores, CA 94065

Samantha A. Jameson (pro hac vice)
Ronald J. Pabis (pro hac vice)

Kiley White (pro hac vice)
TENSEGRITY LAW GROUP, LLP

8260 Greensboro Drive, Suite 260
McLean, VA 22102

10x Harvard NSTG Service@tenseqgritylaw
group.com

Attorneys for 10x Genomics, Inc.

RICHARDS, LAYTON & FINGER, P.A.

/s/ Alexandra M. Ewing
Frederick L. Cottrell, 111 (#2555)
Jason J. Rawnsley (#5379)
Alexandra M. Ewing (#6407)
920 North King Street
Wilmington, DE 19801

(302) 651-7700
cottrell@rlf.com
rawnsley@rlf.com
ewing@rlf.com

Of Counsel:

TENSEGRITY LAW GRouP LLP
Matthew Powers

Paul Ehrlich

Stefani Smith

Robert Gerrity

Li Shen

555 Twin Dolphin Drive
Suite 650

Redwood Shores, CA 94065
Tel: (650) 802-6000

Samantha Jameson

Ron J. Pabis

Kiley White

8260 Greensboro Dr.
Suite 260

McLean, VA 22102-3848
Tel: (650) 802-6000

10x NSTG Service@tenseqgritylawgroup.com

Attorneys for 10x Genomics, Inc.
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FARNAN LLP

/s/ Brian E. Farnan

Brian E. Farnan (Bar No. 4089)
Michael J. Farnan (Bar No. 5165)
FARNAN LLP

919 N. Market St., 12th Floor
Wilmington, DE 19801

Tel: (302) 777-0300

Fax: (302) 777-0301
bfarnan@farnanlaw.com
mfarnan@farnanlaw.com

Of Counsel:

Edward R. Reines

Derek C. Walter

WEIL, GOTSHAL & MANGES LLP
201 Redwood Shores Parkway
Redwood Shores, California 94065
Telephone: 650-802-3000
edward.reines@weil.com
derek.walter@weil.com

Amanda Branch

Christopher Pepe

WEIL, GOTSHAL & MANGES LLP
2001 M Street NW, Suite 600
Washington, DC 20036
Telephone: (202) 682-7000
amanda.branch@weil.com
christopher.pepe@weil.com

Natalie C. Kennedy

Yi Zhang

WEIL, GOTSHAL & MANGES LLP
767 Fifth Avenue

New York, NY 10153-0119
Natalie.Kennedy@weil.com
Yi.Zhang@weil.com

Nanostring.10X@weil.com

Counsel for NanoString Technologies, Inc.

YOUNG CONAWAY STARGATT & TAYLOR, LLP

/s/ Pilar G. Kraman
James L. Higgins (#5021)
Pilar G. Kraman (#5199)
Rodney Square

1000 North King Street
Wilmington, DE 19801
(302) 571-6600
jhiggins@ycst.com

pkraman@ycst.com

Of Counsel:

QUINN EMANUEL URQUHART & SULLIVAN LLP

David Bilsker

Sam Stake

Adam B. Wolfson

50 California Street, 22nd Floor
San Francisco, CA 94111

(415) 875-6600

Kevin Johnson

Victoria Maroulis

Andrew Bramhall

555 Twin Dolphin Drive, 5th Floor
Redwood Shores, CA 94065

Angus Chen

Catherine T. Mattes

51 Madison Avenue, 22" Floor
New York, NY 10010

Patrick D. Curran

Eric D. Wolkoff

Kathleen Marini

111 Huntington Avenue, Suite 520
Boston, MA 02199

(617) 712-7100

vizgen@quinnemanuel.com
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MORRIS JAMES LLP

/s/ Cortlan S. Hitch

Kenneth L. Dorsney (#3726)
Cortlan S. Hitch (#6720)
MORRIS JAMES LLP

500 Delaware Avenue, Suite 1500
Wilmington, DE 19801

(302) 888-6800
Kdorsney@morrisjames.com
Chitch@morrisjames.com

Of Counsel:

Geoffrey M. Raux, Esq.

Ruben J. Rodrigues, Esq.

Michael J. Tuteur, Esq.

FOLEY & LARDNER LLP

111 Huntington Avenue, Suite 2500
Boston, MA 02199

(617) 502-3284

(617) 502-3228
BOST-F-10Xv.Nanostring@foley.com

Sarah E. Rieger, Esq.

FOLEY & LARDNER LLP

777 East Wisconsin Avenue
Milwaukee, WI 53202

(414) 319-7101
BOST-F-10Xv.Nanostring@foley.com

Attorneys for President and Fellows of
Harvard College

August 4, 2023
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Michael J. Songer

WHITE & CASE LLP

701 Thirteenth Street, NW
Washington, DC 20005

(202) 626-3647
michael.songer@whitecase.com

Henry Y. Huang

WHITE & CASE LLP

3000 EI Camino Real

Palo Alto, CA 94306

(650) 213-0383
henry.huang@whitecase.com

Attorneys for Vizgen, Inc.
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Exhibit A
(261 Case)
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DISPUTED CLAIM TERMS PROPOSED BY NANOSTRING

Claim
Term Terms/Phrases NanoString’s Proposed Construction and Plaintiffs’ Proposed Construction and
(Terms Identified Supporting Intrinsic Evidence? Supporting Intrinsic Evidence
by NanoString)
1 “identifier” “a unique expression to distinguish variations No construction necessary — plain and ordinary

639 Patent, claim 1

from one to another among a class of
substances, items, or objects”

Intrinsic Evidence: 2

E.g., 639 Patent 69:46-53; 3:21-40; 5:12-21;
19:33-53; 20:14-24; 62:30-54; 63:4-10; 66:24-
33

E.g.,’737 Patent 77:60-67; 4:60-5:11; 6:50-59;
28:54-29:7; 29:35-45; 71:1-21; 71:37-42;
74:46-52; 77:60-67

File History of U.S. Patent No. 10,227,639,
including, e.g., Claims (Jun. 18, 2014),
Rejection (July 7, 2015), Rejection (Feb. 21,
2018), Claims (Feb. 21, 2018), Interview (June

meaning

Intrinsic Evidence:

639 Patent at abstract, 1:29-4:48, 5:10-63, 6:13-
7:31, 8:26-37, 8:51-9:43, 10:6-10:25, 10:27-12:9,
12:13-12:45, 12:64-15:55, 16:1-52, 18:26-35,
19:33-53, 20:12-22:11, 26:17-27:2, 27:52-29:31,
29:49-30:3, 30:9-12, 30:25-32, 31:3-24, 32:4-20,
37:38-44, 38:32-49, 38:62-39:25, 44:9-20, 44:27-
65, 45:26-32, 51:50-52:3, 52:66-53:4, 54:15-35,
55:40-61, 59:65-61:12, 62:28-62, 63:1-10, 63:19-
22, 63:28-59, 64:8-34, 64:37-41, 64:53-55, 64:64-
65:5, 65:18-24, 65:37-66:21, 66:24-33, 67:9-17,
67:33-50, 67:65-68:6, 68:23-29, 69:46-53, 72:5-
73:7, Figures 3, 4A-4B, 10, 11.

1 In addition to exemplary intrinsic record support identified herein, NanoString intends to rely on the claim language of the patents-

at-issue, including the language of the asserted and unasserted claims. For the patents at issue in Case No. 22-cv-00261 (the “261
Case”), NanoString may rely on any intrinsic evidence that other parties identify in the 261 Case or Case No. 22-cv-00595.

2 The ’639 and ’054 Patents share an identical or substantially identical specification with each other and with unasserted family
members for purposes of the parties’ claim construction disputes. For simplicity, NanoString cites to the specification of the 639 Patent
for the ’639 and *054 Patents but reserves the right to rely on similar or corresponding material in the other patents-at-issue, including
other patent family members, provisional(s), and European counterparts.
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Term

Claim
Terms/Phrases
(Terms Identified
by NanoString)

NanoString’s Proposed Construction and
Supporting Intrinsic Evidence?

Plaintiffs’ Proposed Construction and
Supporting Intrinsic Evidence

15, 2018), Claims (July 12, 2018), Notice of
Allowability (Oct. 16, 2018).

File History of U.S. Patent No. 11,293,054,
including, e.g., Claims (Apr. 24, 2019),
Rejection (Aug. 3, 2020), Claims (Apr. 28,
2021), Notice of Allowability (July 21, 2021).

File History of U.S. Patent No. 11,021,737,
including, e.g., Claims (Sept. 10, 2020);
Rejection (Oct. 21, 2020); Claims (Jan. 23,
2021), Notice of Allowability (Feb. 17, 2021).

PCT/US2012/071398
61/579,265

The asserted and unasserted claims of the patents-
in-suit.

“analyte”

639 Patent, claims 1
and 20

737 Patent, claims 1
and 24

“the molecule detected, identified or measured
by binding of a detection reagent whose probe
reagent(s) recognize (i.e., are specific binding
partners) thereto”

Intrinsic Evidence:

E.g., "737 Patent® 60:10-14; 3:59-65; 4:60-5:11;
8:17-42; 9:9-12; 11:43-63; 19:57-66; 20:5-44,

“the molecule detected, identified or measured by
binding of a detection reagent whose probe
reagent(s) recognize it (i.e., are specific binding
partners thereto)”

Intrinsic Evidence:

3 The *737,°051, and *052 Patents share an identical or substantially identical specification with each other and with unasserted family
members for purposes of the parties’ claim construction disputes. For simplicity, NanoString cites to the specification of the *737 Patent
for the *737, 051, and *052 Patents but reserves the right to rely on similar or corresponding material in the other patents-at-issue,
including other patent family members, provisional(s), and European counterparts.
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Term

Claim
Terms/Phrases
(Terms Identified
by NanoString)

NanoString’s Proposed Construction and
Supporting Intrinsic Evidence?

Plaintiffs’ Proposed Construction and
Supporting Intrinsic Evidence

051 Patent, claims 1
and 96

052 Patent, claim 1

054 Patent, claim 1

28:54-67; 30:61-66; 45:48-54; 60:15-44; 61:22-
31; 65:7-18; Figures 12-14

E.g., ’639 Patent 51:50-54; 2:31-57; 4:4-12,;
9:57-10:10; 10:51-11:22; 20:59-21:13; 21:41-
67; 31:10-24; 51:55-52:17; 55:14-20; Figures
10-12

File History of U.S. Patent No. 10,227,639,
including, e.g., Claims (Jun. 18, 2014),
Rejection (July 7, 2015), Rejection (Feb. 21,
2018), Claims (Feb. 21, 2018), Interview (June
15, 2018), Claims (July 12, 2018), Notice of
Allowability (Oct. 16, 2018).

File History of U.S. Patent No. 11,293,054,
including, e.g., Claims (Apr. 24, 2019),
Rejection (Aug. 3, 2020), Claims (Apr. 28,
2021), Notice of Allowability (July 21, 2021).

File History of U.S. Patent No. 11,021,737,
including, e.g., Claims (Sept. 10, 2020);
Rejection (Oct. 21, 2020); Claims (Jan. 23,
2021), Notice of Allowability (Feb. 17, 2021).

File History of U.S. Patent No. 11,293,051,
including, e.g., Claims (Apr. 23, 2021),
Rejection (July 2, 2021), Claims (Nov. 22,
2021), Notice of Allowability (Jan. 3, 2022).

639 Patent at abstract, 1:29-5:11, 5:44-54, 6:46-
7:3,10:6-10, 10:27-12:9, 12:46-63, 20:59-21:12,
21:15-23:10, 23:55-24:12, 25:60-27:62, 31:3-9,
37:38-44, 51:50-52:17, 52:62-53:4, 54:14-35,
62:28-29, 62:28-63:59, 64:8-9-64:27,72:40-73:7.

051 Patent at 1:48-60, 3:61-6:52, 7:18-29, 8:19-
43, 11:59-63, 19:48-21:31, 22:1-18, 30:17-37,
30:40-32:34, 33:12-36, 35:15-37:16, 40:26-32,
45:25-31, 59:41-60:8, 60:53-62, 62:5-26, 70:16-
71:37, 71:53-72:2, 79:63-80:30.

The asserted and unasserted claims of the patents-
in-suit.
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Claim
Term Terms/Phrases NanoString’s Proposed Construction and Plaintiffs’ Proposed Construction and
(Terms Identified Supporting Intrinsic Evidence? Supporting Intrinsic Evidence
by NanoString)

File History of U.S. Patent No. 11,293,052,

including, e.g., Claims (Apr. 23, 2021), Claims

(June 29, 2021); Rejection (July 16, 2021),

Claims (Nov. 22, 2021), Notice of Allowability

(Dec. 20, 2021).

PCT/US2012/071398

61/579,265

3 “decoding reagent” | “any reagent that can yield a signal signature” No construction necessary — plain and ordinary
meaning
051 Patent, claims 1 | Intrinsic Evidence:
and 96 Intrinsic Evidence:

E.g., ’639 Patent 11:23-32; 13:16-20; 14:3-5;

14:34-38 051 Patent at 1:48-2:27, 4:7-6:22, 7:47-53, 8:50-
58, 10:11-11:29, 11:59-12:7, 20:44-58, 22:19-

E.g.,’737 Patent 20:44-54; 22:38-42; 23:25-27 | 26:18, 26:61-27:9, 27:33-41, 27:61-65, 28:23-41,
29:12-36, 37:56-67, 38:1-14, 39:4-25, 41:1-45:32,

File History of U.S. Patent No. 11,293,051, 58:8-20, 68:1-12, 68:12-24, 68:62, 71:14-38,

including, e.g., Claims (Apr. 23, 2021), 79:30-82:55.

Rejection (July 2, 2021), Claims (Nov. 22,

2021), Notice of Allowability (Jan. 3, 2022). The asserted and unasserted claims of the patents-
in-suit.

PCT/US2012/071398

61/579,265

4 “detection reagent” | “a molecule comprising a probe conjugated to a | No construction necessary — Plain and ordinary

639 Patent, claim 1

nucleic acid label comprising one or more pre-
determined subsequences such that each nucleic

meaning

Intrinsic Evidence:

10
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Term

Claim
Terms/Phrases
(Terms Identified
by NanoString)

NanoString’s Proposed Construction and
Supporting Intrinsic Evidence?

Plaintiffs’ Proposed Construction and
Supporting Intrinsic Evidence

737 Patent, claims 1
and 24

051 Patent, claims 1,
26, 48, 80, 85, 89,
90, 96

052 Patent, claims 1
and 26

054 Patent, claim 1

acid label identifies said probe and its
corresponding analyte”

Intrinsic Evidence:

E.g., 737 Patent 4:31-42; 4.60-65; 5:12-15;
6:50-59; 6:60-61; 7:15-34, 7:51-61, 8:17-20;
8:58-9:3; 10:12-62; 11:4-20; 11:30-12:7; 19:49-
20:30; 22:29-55; 23:25-40; 24:26-51; 25:42-64;
28:54-61; 29:33-45; 29:52-56; 30:34-37; 30:61-
66; 37:15-19; 37:34-51; 38:15-27; 38:44-39:4;
39:48-56; 39:65-40:5; 40:32-39; 41:11-20;
47:33-39; 53:14-25; 71:1-21; 74:46-54; 75:58-
61; 77:60-67; 80:47-83:10; Figs. 3-7; Figs. 11-
15

E.g., ’639 Patent 2:19-30; 2:58-3:5; 3:6-4:5;
4:9-20; 4:30-5:21; 5:44-5:63; 6:35-7:3; 8:26-53;
8:57-9:8; 10:6-22; 10:27-11:22; 11:33-48; 13:7-
52; 14:3-33; 15:4-30; 16:21-30; 17:36-57;
19:33-53; 20:12-21:67; 27:15-62; 27:64-67;
28:15-33; 28:63-29:8; 29:25-52; 30:25-32,;
30:40-47; 31:3-9; 32:4-13; 39:6-12; 44:54-65;
59:6-27; 62:30-68:64; 72:35-75:12; Figures 1-5,
9-13

File History of U.S. Patent No. 10,227,639,
including, e.g., Claims (Jun. 18, 2014),
Rejection (July 7, 2015), Rejection (Feb. 21,

639 Patent at abstract, 1:29-4:48, 5:10-63, 6:13-
7:31, 8:26-37, 8:51-9:43, 10:6-10:25, 10:27-12:9,
12:13-12:45, 12:64-15:55, 16:1-52, 18:26-35,
19:33-53, 20:12-22:11, 26:17-27:2, 27:52-29:31,
29:49-30:3, 30:9-12, 30:25-32, 31:3-24, 32:4-20,
37:38-44, 38:32-49, 38:62-39:25, 44:9-20, 44:27-
65, 45:26-32, 51:50-52:3, 52:66-53:4, 54:15-35,
55:40-61, 59:65-61:12, 62:28-62, 63:1-10, 63:19-
22, 63:28-59, 64:8-34, 64:37-41, 64:53-55, 64:64-
65:5, 65:18-24, 65:37-66:21, 66:24-33, 67:9-17,
67:33-50, 67:65-68:6, 68:23-29, 69:46-53, 72:5-
73:7, Figures 3, 4A-4B, 10, 11.

051 Patent at 1:48-2:27, 4.7-6:22, 6:51-7:37,
7:54-9:4, 10:11-23, 10:37-11:29, 11:59-12:7,
14:36-61, 19:48-21:31, 21:35-67, 22:19-25:9.
25:23-26:10, 27:51-60, 28:58-29:11, 29:37-31:35,
35:38-36:23, 37:6-38:53, 39:4-25, 39:31-34,
39:47-54, 40:26-46, 41:1-16, 45:25-31, 46:20-37,
46:50-47:13, 51:66-52:10, 52:17-43, 52:44-55,
53:16-22, 59:41-61, 60:57-62, 62:6-26, 63:31-52,
67:51-67, 68:1-67, 70:16-45, 70:51-59, 70:66-
71:2,71:8-38, 71:53-72:8, 72:11-15, 72:27-29,
72:38-46, 72:58-62, 73:7-58, 73:61-74:2, 74:44-
50, 74:65-75:15, 75:29-37, 75:54-59, 77:5-12,
79:31-80:30, Figures 5, 6A-6B, 12, 13.

11
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Term

Claim
Terms/Phrases
(Terms Identified
by NanoString)

NanoString’s Proposed Construction and
Supporting Intrinsic Evidence?

Plaintiffs’ Proposed Construction and
Supporting Intrinsic Evidence

2018), Claims (Feb. 21, 2018), Interview (June
15, 2018), Claims (July 12, 2018), Notice of
Allowability (Oct. 16, 2018).

File History of U.S. Patent No. 11,293,054,
including, e.g., Claims (Apr. 24, 2019),
Rejection (Aug. 3, 2020), Claims (Apr. 28,
2021), Notice of Allowability (July 21, 2021).

File History of U.S. Patent No. 11,021,737,
including, e.g., Claims (Sept. 10, 2020);
Rejection (Oct. 21, 2020); Claims (Jan. 23,
2021), Notice of Allowability (Feb. 17, 2021).

File History of U.S. Patent No. 11,293,051,
including, e.g., Claims (Apr. 23, 2021),
Rejection (July 2, 2021), Claims (Nov. 22,
2021), Notice of Allowability (Jan. 3, 2022).

File History of U.S. Patent No. 11,293,052,
including, e.g., Claims (Apr. 23, 2021), Claims
(June 29, 2021); Rejection (July 16, 2021),
Claims (Nov. 22, 2021), Notice of Allowability
(Dec. 20, 2021).

PCT/US2012/071398
61/579,265

The asserted and unasserted claims of the patents-
in-suit.

Whether the steps of
the method claims

Claim steps must be performed in the order
written

Not all of the claimed method steps must be
performed in the order written

12
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Term

Claim
Terms/Phrases
(Terms Identified
by NanoString)

NanoString’s Proposed Construction and
Supporting Intrinsic Evidence?

Plaintiffs’ Proposed Construction and
Supporting Intrinsic Evidence

must be performed
in the order written

Intrinsic Evidence:

E.g., ’737 Patent 4:31-45; 4:60-5:22; 5:23-34;
9:45-47; 9:66-12:7; 21:3-24:5; 26:45-56, 27:62-
29:7; 71:1-77:10; 80:49-83:10; Figures 1-15

E.g., ’639 Patent 2:38-3:5; 3:21-51; 3:52-4:3;
8:5-7; 8:26-10:22; 11:49-14:50:; 17:24-35;
18:26-19:53; 62:30-68:64; 72:35-75:13; Figures
1-13

File History of U.S. Patent No. 10,227,639,
including, e.g., Claims (Jun. 18, 2014),
Rejection (July 7, 2015), Rejection (Feb. 21,
2018), Claims (Feb. 21, 2018), Interview (June
15, 2018), Claims (July 12, 2018), Notice of
Allowability (Oct. 16, 2018).

File History of U.S. Patent No. 11,293,054,
including, e.g., Claims (Apr. 24, 2019),
Rejection (Aug. 3, 2020), especially pages 3-5,
Claims (Apr. 28, 2021), Notice of Allowability
(July 21, 2021).

File History of U.S. Patent No. 11,021,737,
including, e.g., Claims (Sept. 10, 2020);
Rejection (Oct. 21, 2020); Claims (Jan. 23,
2021), Notice of Allowability (Feb. 17, 2021).

Intrinsic Evidence:

051 Patent at 1:48-60, 4:34-48, 4:49-60, 4:59-62,
4:63-5:14, 5:26-44, 6:4-22, 7:47-53, 9:31-62,
10:11-11:29, 11:59-12:7, 20:5-53, 23:8-55,
24:26-26:10, 27:33-41, 27:51-60, 27:61-65,
27:66-28:7, 28:8-22, 28:23-41, 28:42-57, 28:58-
29:11, 29:12-36, 37:19-38:14, 41:1-45:32, 71:52-
64, 79:30-82:55; Figures 3,4, 7, 8, 9, 10, 14.

The asserted and unasserted claims of the patents-
in-suit.

13




Case 1:22-cv-01375-MFK Document 55-1 Filed 08/04/23 Page 9 of 11 PagelD #: 899

Term

Claim
Terms/Phrases
(Terms Identified
by NanoString)

NanoString’s Proposed Construction and
Supporting Intrinsic Evidence?

Plaintiffs’ Proposed Construction and
Supporting Intrinsic Evidence

File History of U.S. Patent No. 11,293,051,
including, e.g., Claims (Apr. 23, 2021),
Rejection (July 2, 2021), Claims (Nov. 22,
2021), Notice of Allowability (Jan. 3, 2022).

File History of U.S. Patent No. 11,293,052,
including, e.g., Claims (Apr. 23, 2021), Claims
(June 29, 2021); Rejection (July 16, 2021),
Claims (Nov. 22, 2021), Notice of Allowability
(Dec. 20, 2021).

PCT/US2012/071398
61/579,265

1. AGREED CLAIM TERMS FOR PURPOSES OF THE 261 CASE

For the purposes of this litigation (the 261 case) and in the interest of reducing the number of disputed constructions that will

need to be resolved by the Court, the parties to the 261 case have agreed to the following claim constructions:

Term Claim
Terms/Phrases _
(Terms Identified Agreed Construction
by NanoString)
A “temporal order of | “a sequence of signal signatures determined in a temporally-sequential manner, i.e., the sequence of

signal signatures”

signal signatures is progressed through by a number of active operations performed in a temporally-

sequential manner”
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Case 1:22-cv-01375-MFK Document 55-1 Filed 08/04/23 Page 10 of 11 PagelD #: 900

Term Claim
Terms/Phrases
(Terms Identified
by NanoString)

Agreed Construction

737 Patent, claims 1
and 24

051 Patent, claims
1, 26, and 96

052 Patent, claims 1
and 26

B “decoder probe” “an oligonucleotide with a sequence complementary to a pre-determined sequence of the nucleic acid
label”
639 Patent, claim 1

051 Patent, claims
26, 66, 90, 96

052 Patent, claims
26 and 65

054 Patent, claims 1
and 17

C “signal signature” “a change in, or occurrence of, a response or indicator that is detectable either by observation or
instrumentally”
639 Patent, claim 1

737 Patent, claims
1, 8, and 24

15




Case 1:22-cv-01375-MFK Document 55-1 Filed 08/04/23 Page 11 of 11 PagelD #: 901

Term Claim
Terms/Phrases
(Terms Identified
by NanoString)

Agreed Construction

051 Patent, claims
1, 66, and 9626

052 Patent, claims 1
and 26

054 Patent, claims
1,17, and 18

10

16




Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 1 of 9 PagelD #: 902

Exhibit B
(595 Case)
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Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 2 of 9 PagelD #: 903

DISPUTED CLAIM TERMS PROPOSED BY VIZGEN

737 Patent claims 1,
23,24, 48

051 Patent, claims 1,
26, 80, 85, 89, 90,
96

052 Patent, claim 26

136 Patent, claims 1,
24,27, and 28

nucleic acid label comprising one or more pre-
determined subsequences such that each nucleic
acid label identifies said probe and its
corresponding analyte”

Intrinsic Evidence:?

E.g., 737 Patent 4:31-42; 4:60-65; 5:12-15;
6:50-59; 6:60-61; 7:15-34; 7:51-61; 8:17-20;
8:58-9:3; 10:12-62; 11:4-20; 11:30-12:7; 19:49-
20:30; 22:29-55; 23:25-40; 24:26-51; 25:42-64;
28:54-61; 29:33-45; 29:52-56; 30:34-37; 30:61-
66; 37:15-19; 37:34-51; 38:15-27; 38:44-39:4;
39:48-56; 39:65-40:5; 40:32-39; 41:11-20;
47:33-39; 53:14-25; 71:1-21; 74:46-54; 75:58-

Claim
Term Terms/Phra_sgs Vizgen’s Pr_oposed _Co_nstru_ction and 10x’s and Harvar_d’s Propoged Cc_Jnstruction
(Terms Identified Supporting Intrinsic Evidence? and Supporting Intrinsic Evidence
by Vizgen)
1 “detection reagent” | “a molecule comprising a probe conjugated to a | No construction necessary — Plain and ordinary

meaning

Intrinsic Evidence:

051 Patent at 1:48-2:27, 4:7-6:22, 6:51-7:37,
7:54-9:4, 10:11-23, 10:37-11:29, 11:59-12:7,
14:36-61, 19:48-21:31, 21:35-67, 22:19-25:9.
25:23-26:10, 27:51-60, 28:58-29:11, 29:37-31:35,
35:38-36:23, 37:6-38:53, 39:4-25, 39:31-34,
39:47-54, 40:26-46, 41:1-16, 45:25-31, 46:20-37,
46:50-47:13, 51:66-52:10, 52:17-43, 52:44-55,
53:16-22, 59:41-61, 60:57-62, 62:6-26, 63:31-52,
67:51-67, 68:1-67, 70:16-45, 70:51-59, 70:66-
71:2,71:8-38, 71:53-72:8, 72:11-15, 72:27-29,
72:38-46, 72:58-62, 73:7-58, 73:61-74:2, 74:44-

! In addition to exemplary intrinsic record support identified herein, Vizgen intends to rely on the claim language of the patents-at-issue,
including the language of the asserted and unasserted claims. For the patents at issue in Case No. 22-cv-00595 (the “595 Case”), Vizgen
may rely on any intrinsic evidence that other parties identify in the 595 Case or Case No. 22-cv-00261.

2 The *737, ’051, ’052, and 136 Patents share an identical or substantially identical specification with each other and with unasserted
family members and share substantially similar disclosures in the specifications of the *265 Provisional and the European counterparts

identified herein (e.g., EP2794928) for purposes of the parties’ claim construction disputes.

For simplicity, Vizgen cites to the

specification of the 737 Patent but reserves the right to rely on similar or corresponding material in the other patents-at-issue, including
other patent family members, provisional(s), and European counterparts.
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Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 3 of 9 PagelD #: 904

Claim
Term Terms/Phrases Vizgen’s Proposed Construction and 10x’s and Harvard’s Proposed Construction
(Terms Identified Supporting Intrinsic Evidence? and Supporting Intrinsic Evidence
by Vizgen)

61; 77:60-67; 80:47-83:10; Figs. 3-7; Figs. 11-
15

File History of U.S. Patent No. 10,227,639,
including, e.g., Claims (Jun. 18, 2014),
Rejection (July 7, 2015), Rejection (Feb. 21,
2018), Claims (Feb. 21, 2018), Interview (June
15, 2018), Claims (July 12, 2018), Notice of
Allowability (Oct. 16, 2018).

File History of U.S. Patent No. 11,293,054,
including, e.g., Claims (Apr. 24, 2019),
Rejection (Aug. 3, 2020), Claims (Apr. 28,
2021), Notice of Allowability (July 21, 2021).

File History of U.S. Patent No. 11,021,737,
including, e.g., Claims (Sept. 10, 2020);
Rejection (Oct. 21, 2020); Claims (Jan. 23,
2021), Notice of Allowability (Feb. 17, 2021).

File History of U.S. Patent No. 11,293,051,
including, e.g., Claims (Apr. 23, 2021),
Rejection (July 2, 2021), Claims (Nov. 22,
2021), Notice of Allowability (Jan. 3, 2022).

File History of U.S. Patent No. 11,293,052,
including, e.g., Claims (Apr. 23, 2021), Claims
(June 29, 2021); Rejection (July 16, 2021),

50, 74:65-75:15, 75:29-37, 75:54-59, 77:5-12,
79:31-80:30, Figures 5, 6A-6B, 12, 13.

The asserted and unasserted claims of the patents-
in-suit.
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Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 4 of 9 PagelD #: 905

Term

Claim
Terms/Phrases
(Terms Identified
by Vizgen)

Vizgen’s Proposed Construction and
Supporting Intrinsic Evidence?

10x’s and Harvard’s Proposed Construction
and Supporting Intrinsic Evidence

Claims (Nov. 22, 2021), Notice of Allowability
(Dec. 20, 2021).

File History of U.S. Patent No. 11,549,136,
including, e.g., Claims (July 2, 2021), Rejection
(Jan. 28, 2022), Notice of Allowability (July 19,
2022).

File History of EP2794928, including, e.g.,
Claims (Apr. 3, 2016), Claims (Jul. 26, 2018).

File History of EP3425063, including, e.g.,
Claims (Aug. 12, 2021).

PCT/US2012/071398
61/579,265
EP2794928

*“using 3D
fluorescence
imaging to identify
said cellular nucleic
acid molecules”

767 Patent claim 1

“using 3D fluorescence imaging of amplicons
to identify said cellular nucleic acid molecules”

Intrinsic Evidence:

E.g., ’767 Patent 1:26-31; 2:7-49; 3:11-20; 6:9-
57; 8:32-9:9; 10:60-11:3; Examples I-111, VII-
X, Fig. 2, Fig. 4A, Fig. 4B, Fig. 4C, Fig. 5A.

File History of U.S. Patent No. 11,299,767,
including, e.g., Rejection (Aug. 16, 2021).

No construction necessary — Plain and ordinary
meaning

Intrinsic Evidence:

767 Patent at Abstract, 1:35-47, 1:51-56, 1:56-60,
1:62-66, 1:66-2:6, 2:7-19, 2:23-34, 2:50-63, 2:50-
57, 3:4-15, 3:21-24, 3:25-31, 3:56-59, 4:34-37,
4:37-39, 4:39-47, 4:48-5:3, 5:4-6, 5:45-60, 6:9-
32, 7:6-31, 8:14-15, 10:4-48, 10:49-59, 12:17-21,
Figure 1.
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Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 5 of 9 PagelD #: 906

Claim
Term Terms/Phrases Vizgen’s Proposed Construction and 10x’s and Harvard’s Proposed Construction
(Terms Identified Supporting Intrinsic Evidence? and Supporting Intrinsic Evidence
by Vizgen)

File History of U.S. Patent No. 10,138,509
including, e.g., Claims (Sept. 10, 2015),
Rejection (Dec. 4, 2017), Remarks (Jan. 26,
2018); Claims (Jan. 26, 2018), Notice of
Allowability (Mar. 18, 2018).

File History of U.S. Patent No. 11,078,520,

including, e.g., Notice of Allowability (Mar.

24, 2021).

File History of EP2971184, including, e.g.,
Claims (Feb. 8, 2018).

File History of EP3371329, including, e.g.,
Claims (Dec. 10, 2019).

File History of EP3578666, including, e.g.,
Claims (Oct. 29, 2021).

PCT/US2014/018580
61/777,383

767 Patent File History at June 30, 2021 Claims
(10XH-00004271-04272); August 16, 2021 Non-
Final Rejection (10XH-00004301-04313);
November 16, 2021 Claims (10XH-00004425-
04427); December 7, 2021 Notice of Allowance
(10XH-00004449-04457)

The asserted and unasserted claims of the patents-
in-suit and the claims of U.S. Patent Nos.
10,138,509; 11,078,520; 10,494,662

DISPUTED CLAIM TERMS PROPOSED BY 10X
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Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 6 of 9 PagelD #: 907

comparing the
codewords to the
valid codewords in
the codebook”

303 Patent, claim 1

Claims 1, 8-12

’303 Patent at Abstract, 2:4-13, 2:25-36, 3:9-42,
3:50-59, 4:3-62, 5:14-17, 7:48-13:8,19:62-
21:48, 21:63-22:17, 29:64-30:35, 33:62-34:5,
Examples 1-10, and all Figures cited and/or
described therein.

File History of U.S. Patent No. 11,098,303,
including Claims and Remarks (Jan. 22, 2021);
Claims and Remarks (Mar. 26, 2021); Notice of
Allowability (May 26, 2021).

PCT/US2015/042556
62/031,062
62/142,653
62/050,636

Claim
Term Terms/Phrases Vizgen’s Proposed Construction and 10x’s Proposed Construction and Supporting
(Terms Identified Supporting Intrinsic Evidence? Intrinsic Evidence
by 10x)
3 “matching the Plain and ordinary meaning “determining that each bit of a produced
codewords with codeword is the same as each bit in the
valid codewords in a | Intrinsic Evidence: corresponding position of a valid codeword in the
codebook by codebook”

Intrinsic Evidence:

303 Patent at 4:23-47, 10:41-56, 11:20-23, 12:19-
44, 20:4-17, 21:17-29, 21:63-22:10, 35:32-48,
36:40-62, 42:37-46, 44:37-56, 46:15-36, 47:21-
48:3, 49:48-64, 64:45-51, 65:36-68:63, and all
figures and examples cited therein, Claims 9, 10,
12, Figs. 3A-3B, 5E, 6A-6E, 11, 12A-12C, 16A-
16E, 19B.

303 Patent File History, including:

October 18, 2019 Examiner’s rejection
(V1Z00002229-240), April 17, 2020 Responses to
Examiner’s Rejection and Amendments
(V1Z00002518-527), October 22, 2020
Examiner’s Rejection (V1Z200002528-539),
January 22, 2021 Responses to Examiner’s
Rejection and Amendments (V1200002546-
2562), May 26, 2021 Examiner’s amendment and
notice of allowance (V1Z200002851-863).

% Vizgen reserves the right to rely on the citations to intrinsic evidence cited by 10x. Vizgen further intends to rely on the claim language
itself of the *303 Patent.
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Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 7 of 9 PagelD #: 908

Claim
Term Terms/Phrases Vizgen’s Proposed Construction and 10x’s Proposed Construction and Supporting
(Terms Identified Supporting Intrinsic Evidence? Intrinsic Evidence

by 10x)
PCT/US2015/042556
62/031,062
62/142,653
62/050,636
10x reserves the right to rely on the citations to
intrinsic evidence cited by Vizgen. 10x further
intends to rely on the claim language itself of the
303 Patent.

4 “if one of the Plain and ordinary meaning The embodying system must be capable of

codewords is not
matched with one of
the valid codewords
in the codebook,
applying an error
detection or
correction system,
matching the one of
the codewords with
another of the valid
codewords in the
codebook, or
discarding the one of
the codewords”

303 Patent, claim 1

Intrinsic Evidence:

Claims 1, 8-12

’303 Patent at Abstract, 2:4-13, 2:25-36, 3:9-42,
3:50-59, 4:3-62, 5:14-17, 7:48-13:8,19:62-
21:48, 21:63-22:17, 29:64-30:35, 33:62-34:5,
Examples 1-10, and all Figures cited and/or
described therein.

File History of U.S. Patent No. 11,098,303,
including Claims and Remarks (Jan. 22, 2021);
Claims and Remarks (Mar. 26, 2021); Notice of
Allowability (May 26, 2021).

PCT/US2015/042556
62/031,062
62/142,653

performing the following conditional steps:

“if each bit in a produced codeword does not
correspond with the bit in the same location of a
valid codeword, applying an error detection or
correction system [as construed] and either
assigning the corrected codeword to another valid
codeword or discarding the codeword.”

Intrinsic Evidence:

303 Patent at 11:12-28, 12:45-55, 20:6-13, 20:33-
35, 20:48-21:34, 38:4-17, 42:37-46, 43:65-44:3,
44:37-59, 46:15-36, 47:21-48:3, 56:39-57, 57:3-8,
65:36-54; 65:36-68:63, and all figures and
examples cited therein

303 Patent File History, including:
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Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 8 of 9 PagelD #: 909

Term

Claim
Terms/Phrases
(Terms Identified
by 10x)

Vizgen’s Proposed Construction and
Supporting Intrinsic Evidence?

10x’s Proposed Construction and Supporting
Intrinsic Evidence

62/050,636

7/29/2019 Amendment after non-final rejection
(V1Z00002019-2030), 4/17/2020 Amendment
after final rejection (V1200002518-527),
1/22/2021 Amendment after non-final rejection
(V1Z200002546-562), 5/26/2021 Examiner’s
amendment and notice of allowance
(V1Z200002851-863).

PCT/US2015/042556
62/031,062
62/142,653
62/050,636

10x reserves the right to rely on the citations to
intrinsic evidence cited by Vizgen. 10x further
intends to rely on the claim language itself of the
303 Patent.

“an error detection
or correction
system”

303 Patent, claim 1

This claim limitation is not governed by 35
U.S.C. 1112(f). No construction necessary.

Intrinsic Evidence:

Claims 1, 8-12

’303 Patent at Abstract, 2:4-13, 2:25-36, 3:9-42,
3:50-59, 4:3-62, 5:14-17, 7:48-13:8,19:62-
21:48, 21:63-22:17, 29:64-30:35, 33:62-34:5,
Examples 1-10, and all Figures cited and/or
described therein.

This limitation is governed by 35 U.S.C. { 112
().

Function: detecting or correcting unmatched bits
in a produced codeword

Structure:

“A Hamming system, a Golay code, or an
extended Hamming system (or a SECDED
system, i.e., single error correction, double error
detection)” as disclosed in Col. 11:12-28, Col.
20:51-21:34, Col. 38:4-17, Col. 65:36-68:63.

24




Case 1:22-cv-01375-MFK Document 55-2 Filed 08/04/23 Page 9 of 9 PagelD #: 910

Claim
Term Terms/Phrases Vizgen’s Proposed Construction and 10x’s Proposed Construction and Supporting
(Terms Identified Supporting Intrinsic Evidence? Intrinsic Evidence
by 10x)

File History of U.S. Patent No. 11,098,303,
including Claims and Remarks (Jan. 22, 2021);
Claims and Remarks (Mar. 26, 2021); Notice of
Allowability (May 26, 2021).:

PCT/US2015/042556
62/031,062
62/142,653
62/050,636

Intrinsic Evidence:

303 Patent at 11:12-28, 12:45-55, 20:6-24, 20:51-
21:34, 30:13-20, 34:63-35:18, 36:54-62, 38:4-17,
42:37-46, 44:37-59, 46:15-36, 47:21-48:3, 53:54-
54.65, 65:36-68:63, and all figures and examples
cited therein, Figs. 12A-12C.

PCT/US2015/042556
62/031,062
62/142,653
62/050,636

303 Patent File History

10x reserves the right to rely on the citations to
intrinsic evidence cited by Vizgen. 10x further
intends to rely on the claim language itself of the
303 Patent.
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Exhibit C
(1375 Case)
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l. DISPUTED CLAIM TERMS PROPOSED BY 10X

Claim
Term Terms/Phrases 10x’s Proposed Construction and Supporting NanoString’s Proposed Construction and
(Terms Identified Intrinsic Evidence Supporting Intrinsic Evidence?
by 10x)
1 “under conditions “providing a force to a location of the tissue Plain and ordinary meaning

that release”

689 Patent, claim
16;
142 Patent, claim 1

sample sufficient to release”

Intrinsic Evidence:

689 Patent at Figures 1-3; Figures 11-13; Figure
16; Figure 18-20; Figure 26; 1:44-67; 2:1-11;
2:26-54; 3:24-47; 3:48-4:9; 4:34-5:37; 5:44-6:8;
6:9-43; 6:44-7:9; 7:10-44; 8:18-52; 8:53-9:23;
9:24-58; 9:59-10:29; 11:1-25; 11:53-12:4; 12:5-
28; 12:29-57; 12:58-13:8; 14:60-67; 15:14-25,
15:28-49; 16:8-29; 17:1-9; 17:10-32; 18:41-51;
19:54-62; 19:63-20:10; 20:11-20; 21:8-15;
22:16-24; 22:25-35; 23:11-43; 24:13-21; 24:22-
32; 27:24-28; 28:17-21; 29:14-22; 29:23-33;
31:54-62; 31:63-32:5; 32:27-35; 34:14-22;
34:23-33; 34:53-61; 35:41-49; 35:50-60; 36:18-
26; 36:62-37:11; 39:11-31; 49:3-52; 76:61-
T77:4; 77:17-27; 77:36-43; 78:14-27; and 80:14-
24,

Intrinsic Evidence:

689 Patent at 4:21-27, 17:1-10, 19:54-62, 20:21-
29, 22:16-24, 24:13-21, 29:14-22, 31:54-62,
34:14-22, 35:41-49, 37:65-38:28, 39:11-32,
40:39-45, 43:50-44:8, 44:41-47, 48:12-33, 49:1-
52.

! The patents-at-issue share an identical or substantially identical specification. In the interest of uniformity, NanoString cites to the
specification of the 689 Patent, but reserve the right to rely on the corresponding material in the 142 Patent. NanoString
further intends to rely on the claim language itself of the patents-at-issue, including the language of the asserted and unasserted claims.
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Claim
Term Terms/Phrases 10x’s Proposed Construction and Supporting NanoString’s Proposed Construction and
(Terms Identified Intrinsic Evidence Supporting Intrinsic Evidence?
by 10x)

689 Patent File History (Application No.
17/476,707) at September 16, 2021 Claims
(NANO10XH00000124-00126); January 19,
2022 Non-Final Rejection
(NANO10XH00000222-00235); April 19, 2022
Amendments (NANO10XH00000265-00272);
May 3, 2022 Claims, Amendments, and
Attorney Remarks (NANO10XH00000470-
00477); May 4, 2022 Examiner Interview
Summary (NANO10XH00000484-00485); May
24, 2022 Notice of Allowance
(NANO10XH00000493-00503)

U.S. Application No. 16/272,487 File History at
February 11, 2019 Claims (10X1375-
00021869-21874); January 25, 2021 Non-Final
Rejection (10X1375-00023229-23244); July 26,
2021 Amended Claims and Attorney Remarks
(10X1375-00023285-23296); September 28,
2021 Final Rejection (10X1375-00024148-
24168)

U.S. Application No. U.S. Application No.
16/272,487 File History at September 16, 2021
Claims; January 6, 2022 Non-Final Rejection;
February 22, 2022 Examiner Interview; March
16, 2022 Examiner Interview; March 16, 2022
Examiner Amendments.
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Claim
Term Terms/Phrases 10x’s Proposed Construction and Supporting NanoString’s Proposed Construction and
(Terms Identified Intrinsic Evidence Supporting Intrinsic Evidence?
by 10x)
The asserted and unasserted claims of the
patents-in-suit.
2 “[first/second] “[first/second] region of interest of the tissue Plain and ordinary meaning

location of the tissue
sample”

689 Patent, claims
16, 24, 27;

142 Patent, claims 1,
9

sample”

Intrinsic Evidence:

‘689 Patent at Abstract; Figure 20; Figures
21A-D; Figures 22A-D; Figures 23-25; Figure
28-29; 1:28-32; 1:39-43; 15:31-45; 16:8-14;
16:15-29; 17:1-21; 17:26-32; 18:21-40; 19:54-
20:6; 20:11-20; 20:65-21:7; 22:16-35; 24:13-
32; 29:14-33; 31:54-32:5; 32:6-19; 34:14-33;
35:41-60; 36:62-37:11; 40:21-38; 42:10-20;
45:51-54; 47:10-24; 48:34-60; 49:3-42; 49:22-
42; 75:52-77:4; 77:5-28; 77:30-50; 78:8-40;
80:10-24;

689 Patent File History (Application No.
17/476,707) at September 16, 2021 Claims
(NANO10XH00000124-00126); January 19,
2022 Non-Final Rejection
(NANO10XH00000222-00235); April 19, 2022
Amendments (NANO10XH00000265-00272);
May 3, 2022 Claims, Amendments, and
Attorney Remarks (NANO10XH00000470-
00477); May 4, 2022 Examiner Interview

Summary (NANO10XH00000484-00485); May

Intrinsic Evidence:

689 Patent at 1:44-13:8, 13:29-34, 14:8-14,
16:14-29, 17:1-21, 17:26-32, 18:31-40, 19:54-
20:6, 20:11-20, 20:65-21:7, 22:25-35, 24:13-32,
24:48-25:28, 31:54-32:21, 34:14-34, 41:21-36,
42:10-20, 46:51-54, 49:1-52, 53:19-39, 56:23-42,
68:36-51, 70:11-25, 78:5-40.

29




Case 1:22-cv-01375-MFK Document 55-3 Filed 08/04/23 Page 5 of 6 PagelD #: 915

Claim
Term Terms/Phrases 10x’s Proposed Construction and Supporting NanoString’s Proposed Construction and
(Terms Identified Intrinsic Evidence Supporting Intrinsic Evidence?
by 10x)

24, 2022 Notice of Allowance
(NANO10XH00000493-00503)

U.S. Application No. 16/272,487 File History at
February 11, 2019 Claims (10X1375-
00021869-21874); January 25, 2021 Non-Final
Rejection (10X1375-00023229-23244); July 26,
2021 Amended Claims and Attorney Remarks
(10X1375-00023285-23296); September 28,
2021 Final Rejection (10X1375-00024148-
24168)

U.S. Application No. U.S. Application No.
16/272,487 File History at September 16, 2021
Claims; January 6, 2022 Non-Final Rejection;
February 22, 2022 Examiner Interview; March
16, 2022 Examiner Interview; March 16, 2022
Examiner Amendment

The asserted and unasserted claims of the
patents-in-suit.
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Case 1:22-cv-01375-MFK Document 55-3 Filed 08/04/23 Page 6 of 6 PagelD #: 916

1. AGREED CLAIM TERMS FOR PURPOSES OF THE 1375 CASE

For the purposes of this litigation (the 1375 case) and in the interest of reducing the number of disputed constructions that will

need to be resolved by the Court, the parties to the 1375 case have agreed to the following claim constructions:

Term Claim
Terms/Phrases _
(Terms Identified by Agreed Construction
10x)
A “spatially detecting” “identifying the presence of a specific target analyte within a specific region of interest in a

sample”
689 Patent, claim 16;

142 Patent, claim 1
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