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Patent Owner files this pre-institution Sur-Reply as authorized by the Board.  

Paper 9 at 3.  In the Petition, 10x Genomics, Inc. (“Petitioner”) argued that the ’689 

patent was not entitled to claim priority to the ’487 application because the ’487 

application “uniformly” discloses “collecting only portions of probes and never the 

whole probe.”  Paper 2 at 53-54.  Petitioner now concedes that the ’487 

application does disclose collecting “whole probes”—a term not used in the ’689 

patent claims—and argues instead that the “whole probes” are not collected “as 

claimed.”  Paper 11 (“Reply”) at 1.  Petitioner’s new argument is procedurally 

improper and factually misleading. 

First, despite three pages in the Petition arguing that the ’487 application 

“never” discloses collecting “whole probes,” Petitioner failed to address any 

disclosure in the ’487 application regarding “intact probe” molecules.  See Paper 2 

at 53-55.  Thus, Petitioner’s new arguments are procedurally improper and should 

be disregarded.  See SAS Inst., Inc. v. Iancu, 138 S. Ct. 1348, 1356 (2018) (“[T]he 

petitioner’s petition…is supposed to guide the life of the litigation.”); see also 

Consolidated Trial Practice Guide at 73 (Nov. 2019) (Petitioner “may not submit 

new evidence or argument in reply.”). 

Second, Petitioner misstates the ’487 application’s disclosure of “intact 

probes.”  Petitioner concedes that the ’487 application discloses “intact probes.”  
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Reply at 1.  Petitioner, however, brings a new argument that the “intact probes” 

collected in the ’487 application are not used “in the subsequent steps, as claimed” 

by mischaracterizing the ’487 application’s disclosure.  Id.   

As Patent Owner previously explained, “intact probes” are disclosed in a 

section describing a variety of probes that may be used with the invention.  See 

Paper 8 at 37-39; ’487 app. ¶¶ 251-259.  For example, the ’487 application clearly 

explains: “Any probe or set of probes described herein may be used in methods and 

kits of the present disclosure.”  Id. ¶ 259; see also id. ¶ 261 (“As described in the 

preceding, probes of the present disclosure can be used to detect a target nucleic acid 

or target protein present in any sample, e.g., a biological sample.”).  Thus, since 

Petitioner does not dispute that the ’487 application discloses collecting portions of 

probes, the disclosure of “intact probes” sufficiently describes collecting “whole 

probes.” 

Petitioner ignores the explicit disclosures regarding “intact probes.”  Instead, 

Petitioner argues that the “intact probes” are somehow “undesirable contaminants.”  

Reply at 2-3.  The ’487 application, however, never uses such language.  The 

application only states that a “negative purification” “can be” performed.  ’487 

app. ¶¶ 251-252.  This disclosure, however, is not limiting, as the specification 

provides that “any probe or set of probes described herein may be used” and “probes 
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of the present disclosure can be used to detect a target nucleic acid.”  Id. ¶¶ 259, 

261.  Thus, a POSA would understand that the disclosed “intact probe” could be 

used for the “methods and kits of the present disclosure,” adequately describing the 

claimed probes of the ’689 patent to support its priority claim. 

Third, Petitioner fails to meet its burden by never explaining why a POSA 

would not understand the ’487 application to describe collecting “whole probes” in 

practicing the claimed invention.  See Ariad Pharms., Inc. v. Eli Lilly & Co., 598 

F.3d 1336, 1351 (Fed. Cir. 2010) (“[W]hatever the specific articulation, the test 

requires an objective inquiry into the four corners of the specification from the 

perspective of a person of ordinary skill in the art.”).  As discussed above, the ’487 

application describes “probes, or portions thereof,” as required by the ’689 patent 

claims.  Even if, assuming arguendo, the ’487 application does not explicitly 

describe using the “probes” specifically as claimed in the ’689 patent, Petitioner 

never explains why a POSA would not, nonetheless, understand the ’487 

application’s disclosure for collecting and using probes to apply to both partial and 

intact probes. 

For at least the reasons above, Petitioner fails to show a reasonable likelihood 

that the ’487 application lacks adequate written description to support the ’689 

patent’s priority claim.  
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Dated:  December 22, 2023 

 

Respectfully submitted, 

/Derek C. Walter/    
Derek C. Walter  
Lead Counsel for Petitioner 
Reg. No. 74,656  
Weil, Gotshal & Manges LLP  
201 Redwood Shores Parkway  
Redwood Shores, CA 94065  
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CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of PATENT OWNER’S PRE-

INSTITUTION SUR-REPLY was served on December 22, 2023, via email 

pursuant to 37 C.F.R. and § 42.107 to the Petitioner at the addresses below:  

David H. Holman, Reg. No. 61,205 
STERNE, KESSLER, GOLDSTEIN & 
FOX PLLC 
1101 K Street, NW, 10th Floor 
Washington, DC 20005 
202.772.8989 (telephone) 
202.371.2540 (facsimile) 
dholman-PTAB@sternekessler.com 
PTAB@sternekessler.com 

Pratibha Khanduri, Reg. No. 81,318 
Robert Greene Sterne, Reg. No. 28,912 
Gaby L. Longsworth, Reg No. 47,756 
STERNE, KESSLER, GOLDSTEIN & 
FOX PLLC  
1101 K Street, NW, 10th Floor  
Washington, DC 20005  
202.772.8509 (telephone)  
202.371.2540 (facsimile)  
pkhanduri-PTAB@sternekessler.com 
rsterne-PTAB@sternekessler.com 
glongs-PTAB@sternekessler.com 
PTAB@sternekessler.com 

Matthew D. Powers (Pro Hac Vice to be 
filed) 
Paul Ehrlich (Pro Hac Vice to be filed) 
Robert L. Gerrity (Pro Hac Vice to be filed) 
Kiley A. White, Reg. No. 71,212 
Tensegrity Law Group LLP 
555 Twin Dolphin Drive, Suite 650 
Redwood Shores, CA 94065 
650.802.6000 (telephone) 
650.802.6001 (facsimile) 
Matthew.Powers@tensegritylawgroup.com 
Paul.Ehrlich@tensegritylawgroup.com 
Robert.Gerrity@tensegritylawgroup.com 
Kiley.White@tensegritylawgroup.com 
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Dated:  December 22, 2023 By:  /Derek C. Walter/  
Derek C. Walter 
Lead Counsel for Patent Owner 
Reg. No. 74,656 

 


