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Pursuant to Paragraph 4(c) of the Default Standard for Discovery of the United States Court 

of the District of Delaware and Paragraph 7(c) of this Court’s Scheduling Order of September 19, 

2022 (D.I. 45), Defendant and Counterclaim-Plaintiff Vizgen, Inc. (“Vizgen”), by and through its 

undersigned counsel, hereby serve on Plaintiff and Counterclaim-Defendant 10x Genomics, Inc. 

(“10x”) the following initial infringement claim chart concerning U.S. Patent No. 11,098,303 (“the 

’303 patent”). 

Vizgen has prepared these contentions based on information and discovery currently 

available to it.  Fact discovery remains open and expert discovery has not yet begun in this case, 

nor has 10x produced any source code.  Vizgen’s investigation into the infringement of the asserted 

claims of the ’303 patent in this action continues, and fact depositions have not yet begun.  Further, 

claim-construction exchanges and briefing have not yet begun, and the Court has not yet construed 

the claims of the ’303 patent.   

In addition, as explained in correspondence to 10x, upon review of 10x’s alleged technical 

production, it is clear that 10x has withheld core technical documents that should have been 

produced on October 27, 2022 pursuant to Paragraph 4(b) of the Default Standard for Discovery 

of the United States Court of the District of Delaware and Paragraph 7(b) of this Court’s 

Scheduling Order of September 19, 2022 (D.I. 45).  See, e.g., Nov. 9, 2022 Email from A. 

Tigchelaar to 10x counsel (stating that “[u]pon review of 10x’s production, it has become clear 

that 10x did not produce certain categories of technical documents that should have been produced 

such as user manuals and protocols for the Accused In Situ Xenium Platform (see, e.g., 10X595-

00000677 referencing user guides for the Xenium Analyzer (CG000584) and Probe Hybridization, 

Ligation & Amplification protocol (CG000582), etc.)), technical notes (see, e.g., 10X595-

00000752), and technical documents relating to custom gene panel design, decoding, quality 
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scores, and output file exports (see, e.g., Janesick (2022) at 29-30), including but not limited to 

protocols, user guides, codebooks, etc.”);  Nov. 9 and 17, 2022 E-mail from A. Tigchelaar to 10x 

counsel (addressing deficiencies in 10x’s technical document production).  By way of non-limiting 

example, 10x’s production references several user guides and  protocols that were not produced 

by 10x and for which 10x has and/or will provide to its customers along with 10x’s Accused 

Products to inform and instruct others as to how to use the Accused Products.  See e.g., 10X595-

00000654-668 (“Xenium Analyzer Site Preparation Survey”); 10X595-00000669-689 (“Xenium 

In Situ Gene Expression – Protocol Planner”);  Id. at -00000671 (disclosing that 10X will provide 

its customers “[a] list of documents to support various steps of the in situ gene expression 

workflow”); Id. at -00000673 (disclosing that 10X will provide “On-Site Training”); Id. at -

00000677 (disclosing customer manuals such as “Tissue Preparation Guide”, “Demonstrated 

Protocol CG000580”; “Prob Hybridization, Ligation & Amplification For FF & FFPE Samples on 

Xenium Slides”, “User Guide CG000582”; “Xenium Analyzer . . . User Guide CG000584”); Id. 

at -00000681 (disclosing customer user guides such as “Demonstrated Protocol CG000579”, 

“Demonstrated Protocol CG000581”, “User Guide CG000582”; “User Guide CG000584”); 

10X595-00000690-753 (Xenium In Situ Overview); 10X595-00000784 at Slide 16 (disclosing 

materials available to customers for FFPE Protocols); Id. at Slide 33 (disclosing materials available 

to customers for FF Protocols); Id. at Slide 52 (disclosing user guide available to customers for 

Xenium In Situ Spatial Profiling).  Counsel has requested that 10x supplement its production.  As 

of the date of these contentions, 10x has refused to do so. 

Accordingly, Vizgen therefore provides citations only to evidence demonstrating 10x’s 

infringement that is currently available to it.  These disclosures are not intended to be an exhaustive 

citation of all such evidence.  Vizgen anticipates that additional facts that it learns over the course 
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of the litigation will be highly relevant to demonstrating 10x’s infringement and reserves all rights 

to amend or supplement these contentions to include such information.  Moreover, in the event 

that a claim limitation is deemed to be missing under a literal infringement analysis (e.g., due to 

claim construction), Vizgen further reserves the right to demonstrate the presence of a substantial 

equivalent of  such limitation and to pursue infringement under the doctrine of equivalents.   

Accordingly, Vizgen reserves the right to supplement, modify, and/or enlarge the following 

disclosures, without prejudice, based on additional documents, information or things, further 

analysis, and/or in light of subsequent events in the litigation, such as rulings by the Court.  For 

example, Vizgen reserves the right to amend these contentions where appropriate, as discovery in 

this case continues and/or in light of 10x’s claim-construction contentions, any modification or 

clarification of 10x’s non-infringement positions and/or invalidity contentions (if any will be 

provided), any additional non-infringement positions or invalidity contentions from 10x, and/or 

this Court’s claim construction.  Vizgen also reserves the right to rely on and introduce information 

in its infringement contentions in addition to any information provided herein during discovery, at 

trial, or otherwise. 

These contentions are made pursuant to Federal Rule of Evidence 502 and the Protective 

Order in this case.  To the extent that these contentions contain any information that may be 

protected from discovery under the attorney-client privilege, the work-product doctrine, the 

common-interest privilege, or any other applicable privilege or immunity, such disclosure is 

inadvertent and does not constitute a waiver of any such privileged or immunity. 

The contentions set forth below are based solely on Vizgen’s current knowledge and belief, 

based on the information concerning 10x’s Accused Products that is currently available to Vizgen 

given the limited discovery that has occurred to date in this action. 
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As described herein, 10x’s Accused Products literally or by the doctrine of equivalents 

infringes each of the asserted claim of the ’303 Patent. 

I. ACCUSED PRODUCTS AND ASSERTED CLAIMS

10x’s manufacture, use, offer for sale, and/or sale within the United States, and/or

importation into the United States, of 10x’s Xenium In Situ Analysis Technology, which comprises 

10x’s “Xenium In Situ Analyzer,” “Xenium In Situ reagents and panels,” and “Xenium Software 

Solutions,” and any prototypes, proof-of-concept, early access, or prior models thereof 

(collectively, “10x’s Accused Products”), and methods of using the same, which are described in 

Vizgen’s Paragraph 4(a) disclosures filed September 15, 2022 (D.I. 43), constitutes infringement 

under 35 U.S.C. § 271(a), (b), and/or (c), of Claims 1-12 of the ’303 patent, either literally or under 

the doctrine of equivalents.   

II. DIRECT INFRINGEMENT

For the reasons stated herein and in Vizgen’s First Amended Answer, Defenses, and

Counterclaims (D.I. 71), 10x’s Accused Products directly infringe each asserted claim of the ’303 

patent.  Vizgen supplies the following claim chart (see Exhibit A) identifying specifically where 

each limitation of each asserted claim is found within 10x’s Accused Products.  Fact discovery is 

ongoing, and 10x has failed to provide complete responses to Vizgen’s discovery requests.  As 

explained above, 10x has not met its burden of producing (for example) its core technical 

documents for 10x’s Accused Products, nor has 10x produced any source code relating to 10x’s 

Accused Products.  Accordingly, the initial infringement charts set forth in Exhibit A are 

necessarily limited by 10x’s selective and incomplete disclosure of information to date regarding 

10x’s Accused Products.  Vizgen expressly reserves the right to supplement and/or amend these 

initial infringement claim charts after receiving complete responses to Vizgen’s discovery 
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requests, including, without limitation, further production of documents and things relating to 

10x’s Accused Products, and in light of any additional fact or expert discovery. 

III. INDIRECT INFRINGEMENT   

For the reasons stated herein and in Vizgen’s First Amended Answer, Defenses, and 

Counterclaims (D.I. 71), and subject to further investigation, 10x actively, knowingly, and 

intentionally encourages and aids its partners, collaborators, customers, and/or end users of the 

Xenium In Situ Analysis Technology to directly infringe the asserted claims of the ’303 patent 

under 35 U.S.C. § 271(b).  10x has and is actively, knowingly, and intentionally inducing 

infringement of the ’303 patent through a range of activities relating to 10x’s Accused Products in 

the United States.  10x’s instructions for the Xenium In Situ Analysis Technology have and will 

induce others to infringe, and 10x possesses the specific intent to induce and encourage others to 

infringe the asserted claims of the ’303 patent.  See e.g., 10X595-00000654-668 (“Xenium 

Analyzer Site Preparation Survey”); 10X595-00000669-689 (“Xenium In Situ Gene Expression – 

Protocol Planner”);  Id. at -00000671 (disclosing that 10X will provide its customers “[a] list of 

documents to support various steps of the in situ gene expression workflow”); Id. at -00000673 

(disclosing that 10X will provide “On-Site Training”); Id. at -00000677 (disclosing customer 

manuals such as “Tissue Preparation Guide”, “Demonstrated Protocol CG000580”; “Prob 

Hybridization, Ligation & Amplification For FF & FFPE Samples on Xenium Slides”, “User 

Guide CG000582”; “Xenium Analyzer . . . User Guide CG000584”); Id. at -00000681 (disclosing 

customer user guides such as “Demonstrated Protocol CG000579”, “Demonstrated Protocol 

CG000581”, “User Guide CG000582”; “User Guide CG000584”); 10X595-00000690-753 

(Xenium In Situ Overview); 10X595-00000784 at Slide 16 (disclosing materials available to 

customers for FFPE Protocols); Id. at Slide 33 (disclosing materials available to customers for FF 

Protocols); Id. at Slide 52 (disclosing user guide available to customers for Xenium In Situ Spatial 
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Profiling); see also 10X595-00000423 at -00000498 (disclosing that at least five purchase orders 

have been booked by customer for 10x’s Accused Products). 

Additionally, 10x knows or should know that the commercial manufacture, use, offer for 

sale, and/or sale within the United States, and/or importation into the United States of 10x’s 

Accused Products induces infringement of the ’303 patent.  10x also had actual knowledge of the 

’303 patent.  See, e.g., D.I. 71 ¶¶ 270-73.   

For the reasons stated herein and in Vizgen’s First Amended Answer, Defenses, and 

Counterclaims (D.I. 71), and subject to further investigation, 10x contributes to the infringement 

of the asserted claims of the ’303 patent under 35 U.S.C. § 271(c) by supplying in the United States 

products designed for use in practicing the methods claimed in the ’303 patent, including 10x’s 

Accused Products, and has and will offer to sell, and sell such technology in the United States.  

10x has and will provide its partners, collaborators, customers and/or end-users with 10x’s 

Accused Products, which are specially made or adapted to infringe the ’303 patent.  10x has 

knowledge of such infringing use and knows that 10x’s Accused Products are not a staple article 

or commodity of commerce suitable for substantial non-infringing use, but rather are especially 

made and/or adapted for use in the direct infringement of the ’303 patent.  10x’s Accused Products 

do not have any substantial non-infringing uses. 

IV. DOCTRINE OF EQUIVALENTS   

As set forth in Exhibit A, each element of claims 1-12 of the ’303 patent is literally present 

in 10x’s Accused Products and/or method of use according to the information 10x has produced 

to date.  10x’s documents support literal infringement of the asserted claims for all the reasons 

discussed in Exhibit A.  As of the date of these initial infringement contentions, 10x has not 

disclosed any non-infringement positions.  In the event that 10x contends that its Accused Products 

do not literally meet any element of the asserted claims, Vizgen reserves the right to demonstrate 
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the presence of a substantial equivalent of such an element and to assert infringement under the 

doctrine of equivalents. 

Vizgen will provide expert testimony about the claimed subject matter according to the 

expert discovery schedule entered by the Court in this action.  To the extent that 10x, in the future, 

identifies a specific limitation of the asserted claims of the ’303 patent that it argues is not literally 

infringed by 10x’s Accused Products, Vizgen will respond with additional details at that time 

regarding infringement under the doctrine of equivalents. 

V. WILLFULNESS

For the reasons stated herein and in Vizgen’s First Amended Answer, Defenses, and

Counterclaims (D.I. 71), and subject to further investigation, 10x’s infringement of the ’303 patent 

is intentional, willful, wanton, deliberate, and egregious.  At least prior to the filing of the 

Complaint, 10x knew or should have known that its making, using, selling, offering to sell, and/or 

importing 10x’s Accused Products has and will constitute an unjustifiably high risk of 

infringement of the ’303 patent.  Despite having knowledge of the ’303 patent, 10x nevertheless 

continues making, using, selling, offering to sell, and/or importing the infringing 10x’s Accused 

Products, inducing third parties to operate those products in an infringing manner, and contributing 

to third parties’ infringement.  10x’s infringement is intentional, knowingly deliberate, and willful. 
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Dated: November 23, 2022  
 
 
 
 
OF COUNSEL: 
 
David Bilsker  
Sam Stake  
QUINN EMANUEL URQUHART & SULLIVAN, 
LLP 
50 California Street, 22nd Floor 
San Francisco, CA 94111 
(415) 875-6600 
 
Kevin Johnson  
Victoria Maroulis  
Andrew Bramhall  
QUINN EMANUEL URQUHART & SULLIVAN, 
LLP 
555 Twin Dolphin Dr., 5th Floor 
Redwood Shores, CA 94065 
(650) 801-5000 
 
Angus Chen  
QUINN EMANUEL URQUHART & SULLIVAN, 
LLP 
51 Madison Avenue, 22nd Floor 
New York, NY 10010 
(212) 849-7000 
 
Patrick D. Curran  
Eric D. Wolkoff  
QUINN EMANUEL URQUHART & SULLIVAN, 
LLP 
111 Huntington Avenue, Suite 520 
Boston, MA 02199 
(617) 712-7100 

YOUNG CONAWAY STARGATT & 
TAYLOR, LLP 
 
 
 
/s/ Pilar G. Kraman   
James L. Higgins (No. 5021) 
Pilar G. Kraman (No. 5199) 
Rodney Square 
1000 North King Street 
Wilmington, DE 19801 
(302) 571-6600  
jhiggins@ycst.com 
pkraman@ycst.com 
 
Attorneys for Vizgen, Inc. 
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CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that on November 23, 2022, a copy of the foregoing 

document was served on the persons listed below in the manner indicated: 

BY EMAIL 
Kenneth L. Dorsney  
Cortlan S. Hitch  
Morris James LLP 
500 Delaware Avenue, Suite 1500 
Wilmington, DE 19801 
kdorsney@morrisjames.com 
chitch@morrisjames.com 
 
Geoffrey M. Raux 
Ruben J. Rodrigues 
Michael J. Tuteur 
Foley & Lardner LLP 
111 Huntington Avenue  
Suite 2500 
Boston, MA 02199 
 
BOST-F-10Xv.Vizgen@foley.com 
 
Attorneys for President and Fellows of 
Harvard College 

 

Karen Jacobs 
Cameron P. Clark  
Morris, Nichols, Arsht & Tunnell LLP 
1201 North Market Street 
P.O. Box 1347 
Wilmington, DE 19899 
kjacobs@morrisnichols.com 
cclark@morrisnichols.com  
 
Samantha Jameson 
Kiley White 
Ron Pabis 
Tensegrity Law Group LLP 
8260 Greensboro Dr., Suite 260 
McLean, VA 22102 
 
Matthew Powers 
Paul Ehrlich 
Stefani Smith 
Robert Gerrity 
Li Shen 
Tensegrity Law Group LLP 
555 Twin Dolphin Drive, Suite 650 
Redwood Shores, CA 94065 
 
10x_Vizgen_Service@tensegritylawgroup.com 
 
Attorneys for 10X Genomics, Inc. 
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