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Summary of Issues

GROUND 1: Conrad '630 in view of Conrad '787
— No motivation to incorporate Conrad '787 handle at Conrad '630 rear
— Proposed combination is inferior

GROUND 2: Conrad '630 in view of Dyson
— Combination does not disclose limitation 1d and claim 2
— No motivation to incorporate Dyson handle at Conrad '630 rear (see Ground 1)
— Proposed combination is inferior (see Ground 1)

GROUNDS 3 & 4: Matsumoto in view of Conrad '787 or Dyson
— Combination does not disclose limitation 1d and claim 2 (Ground 4 only)
— No motivation to combine references as proposed

— A POSA would not have understood Matsumoto to disclose miniaturizing its vacuum cleaner

Secondary considerations support a finding of non-obviousness
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The '687 Patent (Ex. 1001) Describes A Handheld Vacuum

0 0

1043368702

uz United States Patent (10) Patent No.:  US 10,433,687 B2
Dimbylow 45y Date of Patent: Oct. 8, 2019

e (57) ABSTRACT

A handheld vacuum cleaner including a handle by which the
vacuum cleaner is supported during normal use and a
cyclonic separating unit having a longitudinal axis and a dirt
collector at one end of the cyclonic separating unit. The
cyclonic separating unit includes an end portion having a
closed configuration in which dirt is retained within the dirt
collector and an open configuration for the removal of dirt
from the dirt collector. The handle has a pistol grip configu-
ration in which the handle is inclined with respect to the
cyclonic separating unit to form an angle of not less than 85
degrees and not greater than 140 degrees between the handle
and the longitudinal axis of the cyclonic separating unit.

SharkNinja Ex_ 1001
SharkNinja et al. v. Dyson Technology Limited,
IPR2023-01322

i '687 Patent (Ex. 1001) at Abstract
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The '687 Patent (Ex. 1 escribes A Handheld Vacuum
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= '687 Patent (Ex. 1001) at Fig. 2
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SharkNinja et al. v. Dyson Technology Limited,
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'687 Patent (Ex. 1001) at Fig. 8
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Challenged Claims

Ground References Basis

Claims

1 Conrad ‘630 (Ex. 1004) in view of §103
Conrad ‘787 (Ex. 1006)

2 Conrad '630 (Ex. 1004) in view of §103
Dyson (Ex. 1007)

3 Matsumoto (Ex. 1005) in view of §103
Conrad '787 (Ex. 1006)

4 Matsumoto (Ex. 1005) in view of §103
Dyson (Ex. 1007)

Challenged
1-4,8,10

1-4,8,10

1-4,8,10

1-4,8,10

Petition (Paper 2) at 3-4.
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ABSTRACT

SharkNinja Ex_ 1001
SharkNinja et al. v. Dyson Technology Limited,
PR2023-01322

Page 1 of 14

1001) at lllustrative Challenged Claim 1

1. A handheld vacuum cleaner comprising:
a handle by which the vacuum cleaner is supported during

normal use:

a cyclonic separating unit having a longitudinal axis and

a dirt collector at one end of the cyclonic separating
unit, the cyclonic separating unit comprising an end
wall having a closed configuration in which dirt is
retained within the dirt collector by the end wall and an
open configuration for the removal of dirt from the dirt
collector, wherein the end wall is movable relative to
the longitudinal axis and, when the end wall is in the
closed configuration, the longitudinal axis extends
through a region bounded by a perimeter of the end
wall, wherein the handle has a pistol grip configuration
in which the handle is inclined with respect to the
cvelonie separating unit o form an angle of not less
than 85 degrees and not greater than 140 degrees
between a handle axis and the longitudinal axis of the
cyclomie separating unit. and wherein the handle axis
and the longitudinal axis intersect within the vacuum
cleaner.

POR (Paper 20) at 3-5.
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The '687 Patent (Ex. 1001) at Challenged Claim 2
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(51} VACUUM CLEANER (561 Referonces Cited
(71} Agplicant: Dyson o, Wiltshire 11,8 PATENT DOCUMENTS
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(73) Assignee; Dysen Techuology Limited, (Continued)
Tl ks ) FOREIGN PATENT DOCUMENTS

(*) Motice: Sul

patent is extende 1
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(21) Appl. Na: 15269430
OTHER PUBLICATIONS
(22) Filed  Sep.19, 2006

2. The handheld vacuum cleaner of claim 1, wherein the
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SharkNinja Ex_ 1001
SharkNinja et al. v. Dyson Technology Limited,
IPR2023-01322

Page 1 of 14

POR (Paper 20) at 3-5.
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Summary of Issues

« GROUND 1: Conrad '630 in view of Conrad '787
— No motivation to incorporate Conrad '787 handle at Conrad '630 rear
— Proposed combination is inferior
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Ground 1: Conrad 630 (Ex. 1004)
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2 Patent Application Publication 0 Pub. No.: US 2011/0314630 Al
Conrad 43) Pub. Date: Dec. 29,2011
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(CA Publication Classification
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SharkNinja Ex. 1004

SharkNinja et al. v. Dyson Technology Limited,
IPR2023-01322
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POR (Paper 20) at 6-7.

Conrad 630 (Ex. 1004) at Fig. 1
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Ground 1: Conrad '787 (Ex. 1006)

US

0174787A1

a9 United States

a2 Patent Application Publication o) Pub. No.: US 2016/0174787 Al N 1z
Conrad (43) Pub. Date: Jun. 23, 2016
(58] SURFACE CLEANING APPARATUS Publication ¢ asitication
(713 Applicant: Omachron Intellectual Property [ne. £2006.01)
Hampion (CA) (2006.01)
(2006.01)

(72) Invepwor.  Wayne Ernest Conrad, Hampton (CA) - €
COXC . A47E 724 (201300 AI7L 36 203,01
A47E 9009 (2013.01)

1) Appl. Nos 14/22.211
(22) Filed  Aug. 10,2005

Related US. Application Data

(60) Provisional application No. 624093189, filed on Dhee
17,2014

100
1044
—nz _

T

|
| =1 492
| C
. - i - = a5 e -
i P Ca16 ‘876
‘ FIG.78

Conrad '787 (Ex. 1006) at Fig. 78

IPR2023-01322
Page 10of 157

POR (Paper 20) at 7-8.
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Ground 1: Petitioners’ Proposed Modification of Conrad '630
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Petitioners’ Proposed Combination
Fester Declaration (Ex. 1003) 175
POR (Paper 20) at 16; PO's Sur-Reply (Paper 31) at 1-3.
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Ground 1: Conrad '630 Disclosure Does Not Motivate Proposed Combination

Petitioners’ Argument: “A POSITA reviewing Conrad '630 would have been
motivated to explore alternative handle configurations . . .” Pefition (Paper 2) at 29

[0052] Referring to FIGS. 1 to 7B, a first example of a
vacuum cleaner 100 is shown. The vacuum cleaner 100 is a
. hand vacuum cleaner, and i1s movable along a surface to be
cleaned by grinning and maneuvering handle 102. The
vacuum cleaner includes an upper portion 104, a lower por-
tion 106, a front 108, and a rear 110. In the example shown,
handle 102 is provided at the upper portion 104. In alternate
examples, handle 102 may be provided elsewhere on the
vacuum cleaner 100, for example at the rear 110 and may be
6 of any design.

Conrad '630 (Ex. 1004) at Fig. é Conrad '630 (Ex. 1004) at | 52

PO’s Sur-Reply (Paper 31) at 3-5; POR (Paper 20) at 15.
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Ground 1: Conrad 630 Provides No Guidance As to Alternative Handle

57.  Conrad "630 provides no further guidance as to the alternative handle

design. Conrad 630 does not refer to a handle such as that in Conrad 787 and

there were other alternative handle designs available at the time.

Davidshofer Declaration (Ex. 2017) § 57

POR (Paper 20) at 17-18.
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Ground 1: Conrad '787 Disclosure Does Not Motivate Proposed Combination

Petitioners’ Argument: “Conrad’'/787 discloses that its handle configuration allows
the handheld vacuum to be ‘comfortably operated .. .'” Petition (Paper 2) at 23.

[0314] Handvac 112 may have an in-use orientation relative
to horizontal surtface 876 at which a user may comfortably
operate handvac 112 during cleaning. Typically, handvac 112
1s most comfortably operated in an orientation that does not
require an application of torque by the user’s hands when the
handvac 112 is held by handle 484. This may be the case
where the center of gravity 524 of the handvac 112 is aligned
vertically below the user’s hand. Accordingly, the center of
gravity 524 may be vertically aligned below handle 484 in
comfortable in-use orientations of handvac 112.

~ 112
»

FIG.78

Conrad '787 (Ex. 1006) at Fig. 78 Conrad '787 (Ex. 1006) at q [0314]

PO’s Sur-Reply (Paper 31) at 6-7; POR (Paper 20) at 20-23.
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Ground 1: Conrad '787 Disclosure Does Not Motivate Proposed Combination

63.  Petitioners and Mr. Fester allege that one motivation to modify

Conrad "630°s handle configuration is that Conrad *787 discloses that its handle

configuration allows the handheld vacuum cleaner to be “comfortably operated in

an orientation that does not require an application of torque by the user’s hands

when the handvac 112 is held by handle 484.” Pet.. 23-24: EX-1003 965. However.

Petitioners’ proposed combination where a user 1s operating Conrad '630°s

vacuum cleaner using Conrad "787°s handle at the rear 1s an orientation that creates

Fester Declaration (Ex.1003) at 75

greater torque on the user’s hand than Conrad "630°s vacuum.

Davidshofer Declaration (Ex. 2017) at § 63

PO’s Sur-Reply (Paper 31) af 6-7.
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Ground 1: Conrad '787 Disclosure Does Not Motivate Proposed Combination

[0315] Preferably, center of gravity §24 is aligned verti-
cally below handle 484 when handvac 112 is supported on
horizontal surface 876. 1n the illustrated embodiment. center
of gravity 524 is aligned vertically below handle 484 when
bottom wall 216 1s horizontal and supporting handvac 112 on
a horizontal surface 876. Thus, the resting orientation of
handvac 112 supported by bottom wall 216 on a horizontal
surface 876 may be substantially the same as the in-use ori-
entation of handvac 112, Accordingly. when a user grasps
handvac 112 by handle 484 and lifts handvac 112, handvac
112 may already be in a balanced in-use posiion with the
center of gravity 524 aligned below the user’s hands.

Fig.6

Petitioners’ Proposed Combination
Fester Declaration (Ex. 1003) 175

Conrad '787 (Ex. 1006) at | [0315]

POR (Paper 20) at 8.
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Ground 1: Petitioners’ Proposed Modification Increases Arm & Wrist Strain

52.  Petitioners and Mr. Fester rely heavily on the single sentence in

Conrad *630°s paragraph [0052] that recites “handle 102 may be provided

elsewhere on the vacuum cleaner 100, for example at the rear 110 and may be of

any design.” Pet.. 23: EX-1003 965: see also ID. 26. Although this statement may

umply that a handle may be provided at Conrad "630°s rear. the arm and wrist strain

Fig.6 caused by increased torque created by utilizing Conrad "787°s handle at the rear

would have led a POSITA away from this proposed modification.

Conrad '630 (Ex. 1004) at Fig. 1

Davidshofer Declaration (Ex. 2017) at § 52

PO’s Sur-Reply (Paper 31) at 3-5; POR (Paper 20) at 15.
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Ground 1: Petitioners’ Proposed Modification Adds Stress on Wrist

53.  Torque is force times distance. and thus torque increases as the
distance between the handle and the heavy components of the object increases.

Accordingly. a POSITA would have understood it is more difficult to hold an

object in a fixed orientation when all the heavy weight is distributed horizontally
away from the hand in one direction (Petitioners™ hypothetical Conrad 630 with

handle in rear) compared to holding an object where the weight is distributed on

opposing horizontal sides of the hand (EX-1004 Fig. 6) or distributed closer to the

hand. The strain on the user caused by torque is compounded if the handle is

Fig.6

rotated from an orientation substantially transverse to gravity (as shown in EX-

Conrad 630 (EX. 1 004) at Fig. 1 1004. Fig. 6) to an orientation substantially parallel to gravity (as shown in

Petitioners” proposal below). because the torque adds additional stress on the wrist.

Davidshofer Declaration (Ex. 2017) at 53

PO’s Sur-Reply (Paper 31) at 1-3; POR (Paper 20) at 15.
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Summary of Issues

« GROUND 2: Conrad '630 in view of Dyson
— Combination does not disclose limitation 1d and claim 2
— No motivation to incorporate Dyson handle at Conrad '630 rear (see Ground 1)
— Proposed combination is inferior (see Ground 1)
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Ground 2: Conrad 630 (Ex. 1004)
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(CA Publication Classification
(51) It CL.
(73) Assignee: G. B. D, CORP.. Nassau, BS (BS) AL 524 (2006.01)
ALTL 910 (200601 y
1) Appl.No. 137285858 A4TL /16
2)
{22y PCT Filed: Mar. 9,2010
{86) PCT No. PCTACAZOIV000340
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12), (4) D Sep. 9, 2001
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Conrad 630 (Ex. 1004) at Fig. 1
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Ground 2: Dyson (Ex. 1007)

112) N1

TIONAL APPLICA

N PUBL

{19) World Tntelloctual Property Organization
International Bureau |

(43) International Publication Date (10) International Publication Number

24 January 2008 (24.01.2008) PCT WO 2008/009888 Al
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121) International Application Number:
PCT/GH007/002536
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25) Filing Languoge: English
(26) Publication Language: Englich
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Ground 2: Petitioners’ Proposed Modification of Conrad '630
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Petitioners’ Proposed Combination
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Ground 2: Conrad '630 Disclosure Does Not Motivate Proposed Combination

Petitioners’ Argument: “A POSITA reviewing Conrad '630 would have been
motivated to explore alternative handle configurations . . .” Pefition (Paper 2) at 29

[0052] Referring to FIGS. 1 to 7B, a first example of a
vacuum cleaner 100 is shown. The vacuum cleaner 100 is a
. hand vacuum cleaner, and i1s movable along a surface to be
cleaned by grinning and maneuvering handle 102. The
vacuum cleaner includes an upper portion 104, a lower por-
tion 106, a front 108, and a rear 110. In the example shown,
handle 102 is provided at the upper portion 104. In alternate
examples, handle 102 may be provided elsewhere on the
vacuum cleaner 100, for example at the rear 110 and may be
6 of any design.

Conrad '630 (Ex. 1004) at Fig. é Conrad '630 (Ex. 1004) at | 52

PO’s Sur-Reply (Paper 31) at 3-5; POR (Paper 20) at 15.
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Ground 2: Conrad 630 Provides No Guidance As to Alternative Handle

57.  Conrad "630 provides no further guidance as to the alternative handle

design. Conrad 630 does not refer to a handle such as that in Conrad 787 and

there were other alternative handle designs available at the time.

Davidshofer Declaration (Ex. 2017) § 57

POR (Paper 20) at 17-18.

Dyson EX-2028
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Ground 2: Dyson Would Lead POSA Away From Proposed Combination

Dyson Discusses Disadvantages of Handheld Vacuums
Where Heavy Components Are Forward of the Handle

25  arrangements disclosed in GB 1 207 278 and JP 2004-041760. However, the heavy

e components of the vacuum cleaner (for example, the motor and fan assembly) are

located forwardly of the handgrip relative to a user’s hand when the vacuum cleaner is

..

in use. Therefore, the centre of mass of the respective hand-held vacuum cleaner will be

i

L)

located forwardly of the handgrip. This may result in the hand-held vacuum cleaner

%I lwird

30  described above being tiring and uncomfortable to use because the user will have to

Fig.6 exert additional effort in order to maintain the hand-held vacuum cleaner in a fixed

orientation.

Petitioners’ Proposed Combination
Fester Declaration (Ex. 1003) 1130

Dyson (Ex. 1007) at 1:25-2:2

POR (Paper 20) at 9, 16, 43-44.
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The '687 Patent (Ex. 1001) Claim Limitation 1d

OO N R A A 1. A hundhcld vacuum cleaner Cl.‘lllpl’ihillgl
a handle by which the vacuum cleaner is supported during
uz United States Patent (10y Patent No.:  US 10,433,687 B2
Dimbylow 45y Date of Patent: Oct. 8, 2019 l}c,n"'!al ll Sc:

($1) VACUUM CLEANER

a cyclonic separating unit having a longitudinal axis and
a dirt collector at one end of the cyclonic separating
unit, the cyclonic separating unit comprising an end
wall having a closed configuration in which dirt is

1) Agpl

(72} Invenior:

(73) Assignes: Dyson
M

(*) MNotce: S

p
US.C. 154(b) by 253 da

(21) Appl. Na: 15269430
OTHER PUBLICATIONS

W R retained within the dirt collector by the end wall and an
M e e open configuration for the removal of dirt from the dirt
A collector, wherein the end wall is movable relative to

A4TL Wth (2006.01)
AL V28 (2006.01)

the longitudinal axis and, when the end wall is in the

AdTE 9 (2006.01)

s closed configuration, the longitudinal axis extends

@U1301)
(S8) Field of
cPC

through a region bounded by a perimeter of the end
wall, wherein the handle has a pistol grip configuration
J in which the handle i1s inclined with respect o the
cvelonie separating unit to form an angle of not less
than 85 degrees and not greater than 140 degrees
between a handle axis and the lengitudinal axis of the
cvelonie separating umit. and wherein the handle axis

St . Oyon etz Lo, and the longitudinal axis intersect within the vacuum
Page 1 of 14
cleaner.

Dyson EX-2028
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Ground 2: Petitioners Admit Conrad '630 Does Not Disclose Limitation 1d

s Element 1[d]

“wherein the handle has a pistol grip configuration in
which the handle is inclined with respect to the cyclonic
separating unit to form an angle of not less than 85
degrees and not greater than 140 degrees between a
handle axis and the longitudinal axis of the cyclonic
separating unit, and wherein the handle axis and the
longitudinal axis intersect within the vacuum cleaner.”

Conrad’630 discloses one embodiment where handle 102 is mounted on an

upper portion of vacuum clean 100 and also teaches that handle 102 may be moved
such that “handle 102 may be provided elsewhere on the vacuum cleaner 100. for

example at the rear 110 and may be of any design.” but does not explicitly disclose

a “pistol grip configuration™ as claimed. Ex-1004, §52: Ex-1003. 188.

Petition (Paper 2) at 37

PO’s Sur-Reply (Paper 31) at 10.

Dyson EX-2028
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Ground 2: Petitioners’ Expert Admits Dyson Does Not Disclose Limitation 1d

Dyson does not disclose that “the handle axis and the longitudinal
axis intersect within the vacuum cleaner”

11 8 Given that we've established that 18 is comprised

12 of 22 and 20, wouldn't the longitudinal axis of

13 the Dyson cyclonic separating unit be

14 perpendicular to the Y-Y axis in Dyson?

15 A. It appears that's a true statement.

16 o Okay. And if the longitudinal axis of the

17 cyclonic separating unit in Dyson is

18 perpendicular to the Y-Y axis in Dyson, then the
: 19 handle axis and the longitudinal axis would not

Pet., 57; EX-1003 141 (further annotated) 20 intersect within the vacuum cleaner, correct?
POR (Paper 20) at 42 21 A. That appears to be true.

Fester Deposition (Ex. 2018) 157:11-21

PO’s Sur-Reply (Paper 31) at 11; POR (Paper 20) atf 42.
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Summary of Issues

« GROUNDS 3 & 4: Matsumoto in view of Conrad '787 or Dyson
— Combination does not disclose limitation 1d and claim 2 (Ground 4 only)
— No motivation to combine references as proposed
— A POSA would not have understood Matsumoto to disclose miniaturizing its vacuum cleaner

Dyson EX-2028
IPR2023-01322
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Ground 3 & 4: Matsumoto (Ex. 1005)

EP 1199 023 B1

P TR
') i (n EP 1199 023 B1
(12) EUROPEAN PATENT SPECIFICATION
(45) Date of pubication and mention (51) mct
of the grant of the patent: AdTL 916080 A4TL Se28 500
17.03.2010 Bulletin 2040/11 A47L /00701 A47L 28 P00

(21) Appication number: 009463738

(22) Date of fling: 17.07.2000

Ad7L 920 0mn

(B6) International application number-
PCT/IP2000/004804

{87) International publication number
WO 2001/005291 (25.01.2001 Gazette 2001108)
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ASPIRATEUR

(84) Designated Contracting States.
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(73) Proprietor: Sharp Kabushiki Kaisha
Osaka-shi,

Osaka-fu 5450013 (JP)

(72) inventors:

Osaka 545-0013 (JF)

* INDUE, Teruhisa,
Sharp Co., Ltd
Osaka-shi,

Osaka 5450013 (JP)

(74) Representative: Maller, Frithjof E.
Miiller Hoffmann & Partner
Patentanwalte
Innere Wiener Strasse 17
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Ground 3: Conrad '787 (Ex. 1006)

US 20160174787A1

L]
a9 United States

2 Patent Application Publication o Pub. No.: US 2016/0174787 Al 7 112
Conrad (43) Pub. Date: Jun. 23, 2016

(54) SURFACE CLEANING APPARATUS Publication Classitication
(1) IneClL

A47L 524 (200601}
2006.01)
(200601}

(71 Applicant: Oms
Hampi

tellectual Property [ne.
)

(72) lnventor Wayne Ernest Conrad, Hompion (CA) 3
CPC . AITE $24 (2003002 ALTE $636 (2013.01);
447

471, 9009 (2013.01)
1) Appl. Nos 14/22.211 ] ABSTRACT

A muliimode surface ¢leaning appasalus comprises a surface

wing head, an upright section moveably mounted to the

of o

22) Filed: Aug. 10, 2015

Related US. Application Data

(60) Provisional application No. 624093189, filed on Dhee
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Conrad '787 (Ex. 1006) at Fig. 78
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Ground 4: Dyson (Ex. 1007)

112) N1

TIONAL APPLICA

N PUBL

{19) World Tntelloctual Property Organization
International Bureau |

(43) International Publication Date (10) International Publication Number

24 January 2008 (24.01.2008) PCT WO 2008/009888 Al

(74) Agents: SMITH, Gillian Ruth ct ol Dyson Technoiogy

Limited, Inellectual Property Depaniment, Tetbury Hill,

Malmeshury Wiltshife SNI6 ORP (GB)
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Kind ef navional protection aviltabl AG, AL, AM,
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121) International Application Number:
PCT/GH007/002536

(22) Intornationsl Fillng Date: 6 July 2007 (06.07.2007) BOH, JRLEW,BY, B4 O GH
25) Filing Languoge: English
(26) Publication Language: Englich

(30) Priority Dats:
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rusian (AM, AZ, BY, KG, KZ, MD. RU, T1, T™),
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Inventors/Applicants (for US only): DYSON, James PLRO,
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ECHNOLOGY LIMITED [GH/GR]: Tes Hill
Malmesbury Wiltshize SN16 ORP (GB)

GAMMACK, P
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(54) Titke: A HAND-HELD CLEANING APPLIANCE
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0.

.
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S communication with the suction conduit (14) for separating dirt and dust from the sirflow, & power source (32) for supplying power
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10 the longitudinal axis (Y-Y) of the suction conduit. By providing s fand-held vacuum cleane (10) with such an srrangement, the
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Ground 3 & 4: Petitioners’ Proposed Miniaturization of Matsumoto

FIG. 25 102

Petition (Paper 2) at 65-66
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Ground 3 & 4: Petitioners’ Proposed Miniaturization of Matsumoto

Petitioners’ Argument: . . . a POSITA would have been motivated to ‘miniaturize
[the] vacuum cleaner’ in order to operate it in a handheld configuration.” Pefition
(Paper 2) at 64

[0068] Moreover, according to the present invention,
a connection pipe is bent so as to function as a handle
held by the user during cl. This helps reduce the space
occupied by the handle. In this way, it is possible to min-
laturize a vacuum cleaner and enhance the operability
thereof.

Matsumoto (Ex. 1005) at § [0068]

POR (Paper 20) at 12, 48, 58, 61.
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Ground 3 & 4: Petitioners’ Proposed Miniaturization of Matsumoto

164. Thus. a POSITA would have understood that Matsumoto could be used

as a handheld vacuum by using only the uppermost connection pipe 3. and

connecting suction port body 4 (or another attachment) to the shortened connection

pipe 3. as illustrated in the mockup of Figure 25 shown below.

Fester Declaration (Ex. 1003) at 164

POR (Paper 20) at 57, 61.
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Petitioners’ Expert Admits Matsumoto Does Not Disclose A Miniaturized Handheld Vacuum

2 Q. I think you were going to tell us. I think you
3 had the right mock-up. I think I interrupted you
FIG. 25

4 mistakenly.

5 A. That's fine. So paragraph 162 does a pretty good
6 job of kind of pointing to why, so though

7 Matsumoto in the figure 25, it just -- it

8 basically is disclosing there a handheld

9 stick-type vacuum cleaner that's more for kind of
10 cleaning floors. Matsumoto does not explicitly
11 disclose a miniature handheld vacuum to be used
12 as a handheld configuration that would be suited
13 for cleaning other types of surfaces such as
14 couches and bedding; however, Matsumoto explains
15 that miniaturizing the vacuum cleaner would
16 enhance the operability thereof, and additionally
17 kind of locking at the Matsumoto reference, there
18 are several indications where miniaturizing is

ore 19 used as it's referring tec the overall space that
Petltlon (Pqper 2) at 78-79 20 the vacuum cleaner takes up.

PO’s Sur-Reply (Paper 31) at 23-24; POR (Paper 20) at 53, 57. Fester Dep‘ Tr. (EX‘ 201 8) at 163:2-20
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Petitioners’ Expert Admits Matsumoto Does Not Disclose A Miniaturized Handheld Vacuum

19 (e 1 Okay. And there is no disclosure in Matsumoto of
20 miniaturizing the vacuum in the way that you have
21 done in the mock-up in paragraph 164, correct?

22 MR. EL DESSOUKI: Objection.

23 THE WITNESS: There is no such

24 disclosure, no.

Fester Dep. Tr. (Ex. 2018) at 164:19-24

Fester Declaration (Ex. 1003) at

POR (Paper 20) at 58.

Dyson EX-2028
IPR2023-01322
Page 38 of 53



Grounds 3 & 4: Petitioners’ Proposed Modifications of Miniaturized Matsumoto

Petitioners’ Proposed Matsumoto/Conrad '787 Petitioners’ Proposed Matsumoto/Dyson Combination
Combination (Ground 3) (Ground 4)
Fester Declaration (Ex. 1003) § 170 Fester Declaration (Ex. 1003) 1 218

POR (Paper 20) at 61.

Dyson EX-2028
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Petitioners’ Expert’'s Opinions About Matsumoto’s Handle Are Unsupported

A POSITA would have also recognized that Matsumoto’s handle is
unergonomic and uncomfortable because of its shape and angle. Id.. 1165. As
shown in Figure 25. the angle of the handle during use is approximately parallel to
the ground. 7Id..9165. A POSITA would have recognized that such an angle would
strain a user’s wrist over extended use. Id. A POSITA would have also recognized
that Matsumoto’s handle would be likely to break because of its shape and because

it acts as a cantilever that absorbs force during use. Id.. 7166.

Petition (Paper 2) at 66

POR (Paper 20) at 62-64; PO's Sur-Reply (Paper 31) at 15-16.

Dyson EX-2028
IPR2023-01322
Page 40 of 53



Petitioners’ Expert Admits Matsumoto Does Not Disclose A Miniaturized Handheld Vacuum

FIG. 25
5 A. So Matsumoto shows exclusively a stick vacuum
6 which would be partially supported by the floor.
7 Indeed, most of the weight would be supported by
8 the floor and would have -- the weight at the
9 handle would be less because of that so -- but
10 the center of gravity for that unit would be
11 below the handle but not directly vertically
12 beneath it.

Fester Dep. Tr. (Ex. 2018) at 173:5-12

Petition (Paper 2) at 78-79

POR (Paper 20) at 53.
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Grounds 3 & 4: Severe Disadvantages To Proposed Modifications

132, In Matsumoto Figure 25. the vacuum cleaner’s weight is distributed

F I G. 25 between the user and the floor on which the suction port is resting during use. EX-
2018, 173:5-12. Because much of the weight is disuibuted to the floor and the
handle is maintained at a comforrable height based on the length of connection

pipe 3. the design considerations for the handle placement and desian are

substantially different than for Conrad '787 or Dyson. Recognizing these

differences in design considerations. Mr. Fester acknowledged that the motivations
he alleged for modifying Matsumoto with Conrad “787’s or Dyson’s handle at the
claimed angle require a miniaturized version of Figure 25°s embodiment, in which
the weight would be borne solely by the user in much of the use scenarios. EX-

2018.163:7-14. However. a POSITA would have understood change in weight

distribution of the vacuum cleaner in making such a modification would have led

to severe disadvantages in adding Conrad "787 s or Dyson's handle to the rear of

one
Pehh on (Pq per 2) qt 78 = 79 Petitioners” and Mr. Fester's proposed miniaturized version of Matsumoto.

Davidshofer Declaration (Ex. 2017) § 132
POR (Paper 20) at 53; PO's Sur-Reply (Paper 31) at 24.
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The '687 Patent (Ex. 1001): Claim Limitation 1d

OO N R A A 1. A hundhcld vacuum cleaner Cl.‘lllpl’ihillgl
a handle by which the vacuum cleaner is supported during
uz United States Patent (10y Patent No.:  US 10,433,687 B2
Dimbylow 45y Date of Patent: Oct. 8, 2019 l}c,n"'!al ll Sc:

($1) VACUUM CLEANER

a cyclonic separating unit having a longitudinal axis and
a dirt collector at one end of the cyclonic separating
unit, the cyclonic separating unit comprising an end
wall having a closed configuration in which dirt is

1) Agpl

(72} Invenior:

(73) Assignes: Dyson
M

(*) MNotce: S

p
US.C. 154(b) by 253 da

(21) Appl. Na: 15269430
OTHER PUBLICATIONS

W R retained within the dirt collector by the end wall and an
M e e open configuration for the removal of dirt from the dirt
A collector, wherein the end wall is movable relative to

A4TL Wth (2006.01)
AL V28 (2006.01)

the longitudinal axis and, when the end wall is in the

AdTE 9 (2006.01)

s closed configuration, the longitudinal axis extends

@U1301)
(S8) Field of
cPC

through a region bounded by a perimeter of the end
wall, wherein the handle has a pistol grip configuration
J in which the handle i1s inclined with respect o the
cvelonie separating unit to form an angle of not less
than 85 degrees and not greater than 140 degrees
between a handle axis and the lengitudinal axis of the
cvelonie separating umit. and wherein the handle axis

St . Oyon etz Lo, and the longitudinal axis intersect within the vacuum
Page 1 of 14
cleaner.
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Ground 4. Petitioners Rely Exclusively on Dyson for Claim Limitation 1[d]

b. Element 1[d]

Dyson discloses this limitation. as explained above. See Section IV.B.2.b
(Ground 2. Element 1[d]) (incorporated herein by reference). Ex-1003. §9184-188,

224-229.

Petition (Paper 2) at 94

PO’s Sur-Reply (Paper 31) at 24; POR (Paper 20) at 68-69.
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Ground 4: Petitioners’ Expert Admits Dyson Does Not Disclose Limitation 1d

Dyson does not disclose that “the handle axis and the longitudinal
axis intersect within the vacuum cleaner”

11 8 Given that we've established that 18 is comprised

12 of 22 and 20, wouldn't the longitudinal axis of

13 the Dyson cyclonic separating unit be

14 perpendicular to the Y-Y axis in Dyson?

15 A. It appears that's a true statement.

16 o Okay. And if the longitudinal axis of the

17 cyclonic separating unit in Dyson is

18 perpendicular to the Y-Y axis in Dyson, then the
: 19 handle axis and the longitudinal axis would not

Pet., 57; EX-1003 141 (further annotated) 20 intersect within the vacuum cleaner, correct?
POR (Pqper 20) Q‘I' 42 21 A. That appears to be true.

Fester Deposition (Ex. 2018) 157:11-21

PO’s Sur-Reply (Paper 31) at 11; POR (Paper 20) atf 42.
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Summary of Issues

« Secondary considerations support a finding of non-obviousness

Dyson EX-2028
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Secondary Considerations Support A Finding of Nonobviousness

* There is a sufficient nexus between the secondary
considerations and the claimed and novel features of the
Challenged Claims

* There is strong evidence of long-felt need and industry praise
for the claimed point-and-shoot feature

PO’s Sur-Reply (Paper 31) at 25-27; POR (Paper 20) at 69-76.
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uz United States Patent

Dimbylow

US01043368702

0y Patent No:  US 10,433,687 B2
(45 Date of Patent: Oct. 8, 2019

($1) VACUUM CLEANER

1) Agpl

(72} Invenior:

(73) Assignes: Dyson
M

(*) MNotce: S
p
US.C. 154(b) by 253 da

(21) Appl. Na: 15269430

(22) Filed  Sep.19, 2006

(68) Prior Publication Data
US 20170079491 AL Mar, 23, 2017

30y Forcign Application Priority Duta
Sep 1T, 2015 (GBI s 151400
(81 Tl
A47L 524 200501
Ad7L 024 (2006.01)

A4TL Wth (2006.01)
AL V28 (2006.01)

AdTE 9 (2006.01)

(52) US. €L

Lo C—
(20730} 44

(2013015 A

7L 900 (2013 011 Ad71

@U1301)
(S8) Field of
cPC

AJTL 524 (013.01), AITL 528 ©
L sl

1683 (01300 AL7L 924

OTHER PUBLICATIONS

DE 10 2008 049 154 Al Jum. 2009 Frplish Machine Transda-
fion®

Prima

(Contined)

ABSTRACT

SharkNinja Ex_ 1001
SharkNinja et al. v. Dyson Technology Limited,
PR2023-01322

Page 1 of 14

Point-and-Shoot Feature Is Reflected in Limitation 1d of '687 Patent

1. A handheld vacuum cleaner comprising:
a handle by which the vacuum cleaner is supported during

normal use:

a cyclonic separating unit having a longitudinal axis and

a dirt collector at one end of the cyclonic separating
unit, the cyclonic separating unit comprising an end
wall having a closed configuration in which dirt is
retained within the dirt collector by the end wall and an
open configuration for the removal of dirt from the dirt
collector, wherein the end wall is movable relative to
the longitudinal axis and, when the end wall is in the
closed configuration, the longitudinal axis extends
through a region bounded by a perimeter of the end
wall, wherein the handle has a pistol grip configuration
in which the handle is inclined with respect to the
cvelonie separating unit o form an angle of not less
than 85 degrees and not greater than 140 degrees
between a handle axis and the longitudinal axis of the
cyclomie separating unit. and wherein the handle axis
and the longitudinal axis intersect within the vacuum
cleaner.
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Point-and-Shoot Feature Is Reflected in Limitation 1d of '687 Patent

US01043368702

7B
uz United States Patent (10) Patent No.:  US 10,433,687 B2
Dimbylow 45y Date of Patent: Oct. 8, 2019
(3} VACUUM CLEANER (36) References Cited
(71} Applica ULS. PATENT DOCUMENTS

(72} Invenior:  Stephen Robert Dimbylow, Swindon
1GB}

(73} Assignee: Dyson Technology Limited.
Malmesbury, Wilishire (GB)

(*) Notee:  Subje
petent is extended
USC. 154(b) by 2

term of this
ted under 33

(21) Appl. Na: 15269430

OTHER PUBLICATIONS

22} Filed: Sep. 19, 2006
(6%) prior Publication Data
US 20170079491 AL Mar, 23, 2017 fomticaied)

DE 10 2008 049 154 Al Jum. 2009 Frplish Machine Transda-

Mare Carkion
or Firnt— Morrison & Fourster

Sop. 17, 2015 {GB) oo s 15164990
(81} It CL
AdTE 524 (200601 6D ABSTRACT
A4TE 024 (2006013
A4TL Wth (2006.01)

AL V28 (2006.01)
4471

AITL 524 (2013.01). AJTL 5428
4L 90 2013011 AJTL BTG

A handheld vacuum cleaner in accordance with the inven-
tion can be emptied by pointing the cyclonic separating unit
away from the user and opening the end portion while
maintaining a natural grip on the handle. he process ol

SharkNinja Ex. 1001

e '687 Patent (Ex. 1001) at Fig 8; 1:52-55

PO’s Sur-Reply (Paper 31) at 25; POR (Paper 20) at 5, 70.
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Secondary Considerations: Point-and-Shoot

Vé and V10 Handles are inclined in different angles and positions
with respect to the dustbin

-‘:-f'\
\-‘

‘ -4444,

Dyson V6 Dyson V10
Ex. 1003 at 5 (annotated) Ex. 2021 (annotated)

PO’s Sur-Reply (Paper 31) at 26.
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Secondary Considerations: Industry Praise & Long-Felt Need

Dyson has alse changed the orientation

G GIZMODO -
° , S :
S, HOME LATIST MIWS RIVIDNS SCUNCE DWTNEN 100 M SMACT TSRAROL WIOED @ mons - “'E lilc ( }‘L’]L'!]t‘ ‘. [: l.} $ Ll u \E |‘I 1.
— tacihtating an improved “poinr-and-
- shoot” method for emptying it It's
—

-~ ~ » g ) \‘ S -~ Y 3 " L‘
Dyson's Pricey Cordless Vac Is So Good, It's Killing definite h 1 l" [ Casier 1c dUﬂ]L s
Cords Altogether

N - Y11 contents into a trash can without

spilling dust everywhere, but the
release mechanmism now includes a

locking latch that I've already forgotten

to re-lock after emptving it, causing the

i bin to inadvertently pop open when |
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Secondary Considerations: Industry Praise & Long-Felt Need

MAVIGATING AWORLD OF
ACCELERATING CHANGE

Dyson Cyclone V10: Seriously
powerful cordless vacuum starts
at $500

The trio of new madels are built to be Dysan's most
pawertul stick vacuum cleaners yet.

compa Dosp or
1o Dyson. s powertul enough to sub in forfull-biown upright
vacuums,
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New and improved abilities

All this flexibility is possible because the Cyclone V10's critical
parts reside in its handled motor unit. This includes an air filter dirt
bin, and rechargeable battery. Dyson claims the battery offers
more runtime than the V8 too (60 minutes compared with 40
minutes). Even so, Dyson says the V10 will have 20 percent more
suction {150 Air Watts) than the V8 (120 Air Watts). You'll still need
to devote some time to charge the V10's battery, which should
take about three and a half hours.

The dustbin now emeties from the front. not the bottom like the

old model. That improvement may sound minor but it's quite
welcome. This solution is easier to aim towards the trash can. That
prevents less collected dirt from escaping back to the floor, Also
new is an indicator light for the filter. It's designed to light up when
your filter needs a cleaning.
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What it has going for it: WWhat makes Dyson's new flagship vac tempting for

everyone are its multitude of improvements over previous designs, like the new

Dyson Cyclone V10 vacuum review:
Bigger isn't always better

battery that lasts up ta 60 minutes, and three-speed switch for cranking up

0]/l bin that's 40 percent bigger and goInts lorward 101 easier gumping, the robust
ik .S

carpet

suction power when you need it. It also looks more like a badass ray gqun than any
previous Dysan handheld

Ex. 2023 at 3
The first time you pick it up, though, you may be a little surprised by the weight
The V10 weighs 5.9 pounds, which 1s just 0.2 pounds maore than the maost recent
top-of-the-line model, the V8. But it's not just the extra cunces: In this new dasign

the bin faces forward, whereas every pervious Ciyson handgheld had it facing

dawnwatd, (ush in front of The trigger hanidle,
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