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I. INTRODUCTION 

Petitioner requests inter partes review of U.S. Patent No. 11,625,770 (“’770 

patent”), assigned to United Services Automobile Association (USAA). 

USAA filed the ’770 patent specification in 2006. ’770 patent, (63). The 

specification describes remote check deposit (RCD) using a customer’s general-

purpose computer such as a “personal computer” in “a desktop or laptop 

configuration,” and “a scanner” or “digital camera.” Id., 4:11-22, 6:38-41.  

USAA first filed the issued claims in 2018. The 2018 claims were contrived 

for litigation, filed shortly before USAA began asserting its RCD patents, and are at 

best, only loosely tethered to the 2006 specification. The challenged claims here 

recite “authenticating a user based on a biometric measurement.” Id., 16:54-55, 

18:13-14. The specification does not use the term “biometric measurement,” nor 

provides any description of the necessary hardware or software implementations to 

authenticate a user based on a biometric measurement. The closest disclosure is a 

single statement that “authentication methods such as … data representing a 

customer fingerprint” are possible.  Id., 10:41-43. But high-level information on 

biometric authentication was well known in the art at the time, as shown by the 

references cited herein. 

The 2018 claims recite nothing that was novel or nonobvious in 2006. IPR 

should be instituted and the challenged claims canceled. 
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II. PRECISE RELIEF REQUESTED FOR CHALLENGED CLAIMS 

Petitioner requests review of claims 25, 27, 28, and 30. Assuming an effective 

filing date of October 31, 2006, pre-AIA law applies. 

Prior Art References 

Exhibit Name Published Filed §§102 

1005 Garcia, 

WO 2005/043857  

May 12, 2005 October 30, 

2003 

(b) 

1006 King, 

U.S. 2006/0026140  

February 2, 2006 April 1, 

2005 

(a), (e) 

1007 Watanabe,  

U.S. 7,027,171 

April 11, 2006 March 29, 

2000 

(a), (e) 

1008 Higuchi, 

U.S. 2005/0036665 

February 17, 2005 September 

2, 2004 

(b) 

The challenged claims are unpatentable on the following grounds under 35 

U.S.C. § 103(a):  

Obviousness Grounds 
Ground 1 Garcia in view of King and Watanabe renders obvious claims 25, 

27-28, and 30. 

Ground 2 Garcia in view of King, Watanabe, and Higuchi renders obvious 

claims 25, 27-28, and 30. 
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III. THE ’770 PATENT 

The ’770 patent purports to describe RCD including a customer-controlled 

general-purpose computer 111 and an image capture device 112. ’770 patent, 3:49-

60. The customer uses those devices to capture digital check images and to transmit 

them to a bank computer system. The computer is a desktop or laptop (id., 4:11-12), 

and the image capture device is a scanner or digital camera (id., 6:40-41); Doermann, 

¶¶31-34. 

The banking system uses software components to instruct a customer “via a 

user interface visible on a display” of the customer’s computer to (’770 patent, 

13:60-61): 

 capture an image of a check (id., 13:63-65); 

 assist the user in having a digital camera capture the image of the check 

(id., 13:66-14:1); and 

 upload the check image to the bank server (id., 14:9-11). 

The specification also states vaguely that the system authenticates the user 

making the deposit, including authenticating a user with “a customer fingerprint.” 

Id., 10:39-43; Doermann, ¶35. 

Upon receipt of the check image, the bank system performs “Optical 

Character Recognition (OCR)” of the check image to determine “MICR line 

information such as routing number, account number, and check number” or “a 
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check amount.” ’770 patent, 11:36-40. Ultimately, the banking system initiates a 

deposit of the check into the customer’s account. Id., 12:43-44; Doermann, ¶36. 

IV. LEVEL OF ORDINARY SKILL 

A person of ordinary skill in the art (POSA) of the ’770 patent would have 

had either: (1) a Bachelor of Science degree in Electrical Engineering, Computer 

Engineering, Computer Science, or an equivalent field, with at least two years of 

academic or industry experience in financial technology, including image 

processing; or (2) a Master of Science degree in Electrical Engineering, Computer 

Engineering, Computer Science, or an equivalent field, with at least a year of 

academic or industry experience in the same field. Higher levels of education may 

offset less experience and vice versa. Doermann, ¶¶24-25. 

V. CLAIM CONSTRUCTION 

The Board construes claims per Phillips v. AWH Corp., 415 F.3d 1303 (Fed. 

Cir. 2005) (en banc). For this IPR, the plain meaning of each claim term can be 

applied. Doermann, ¶¶27-30. Petitioner reserves the right to contend that any of the 

Challenged Claims is indefinite. 
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VI. GROUNDS 1 AND 2: CLAIMS 25, 27-28, AND 30 ARE 
UNPATENTABLE OVER GARCIA IN VIEW OF KING AND 
WATANABE [AND HIGUCHI (GROUND 2)] 

A. Overview of the Combination 

1. Garcia 

Garcia discloses a remote check deposit system that uses “a mobile device 

equipped with a built-in camera” to capture a digital image of both sides of the 

check, digitally encrypt the image and associated data (the check amount and check 

number manually entered by the user), and transmit the encrypted digital image and 

associated data over a network “to the institution that needs to accept the 

document.” Garcia, 4:13-6:21, 7:18-22, 9:10-11:6, 12:5-13; Doermann, ¶41. 

The financial institution has “computer equipment connected to the internet 

that is equipped with an optical character recognition (OCR) system, a key 

authentication system, and a means for transmitting the data to the institution’s 

document processing system,” which recognizes, verifies, and processes the 

information sent by the user. Garcia, 11:8-15. The institution validates the message 

and “obtain[s] a digital photograph of the check” and data that “enable[s] it to 

automatically process the deposit of said check into the account of the service user” 

by “the usual means (truncating systems).” Id., 11:15-18, 12:16-21; Doermann, ¶42. 
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Garcia, FIG. 1 (annotated). 

2. King 

King discloses document imaging and processing systems for capturing 

images of paper documents. One configuration uses a separate imaging device in 

communication with a “host” device “such as a PC [Personal Computer], PDA 

[(Personal Digital Assistant)], phone or digital camera.” Id., [0231]. Another 

configuration uses capture functionality “built into” a “mobile phone, PDA, digital 

camera or portable music player.” Id., [0231], [0277]. Using a mobile device with a 

camera to capture images of paper documents is ubiquitous throughout King. Id., 
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[0021] (“optical capture using a scanner or camera (for example a camera in a 

cellphone)”), [0031], [0035], [0042], [0110], [0211], [0227], [0305]-[0308], [0307] 

(“the camera built into many mobile phones is used to capture an image of the text”), 

FIG. 2: 

 

King, FIG. 2 (annotated); Doermann, ¶43.  
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King discloses that “[m]any modern phones have the ability to download 

software that could implement some parts of the system.” King, [306]. Doermann, 

¶44. 

3. Watanabe 

Watanabe discloses a digital camera for capturing a document image. 

Watanabe, 1:7-10. The digital camera includes a display that displays a picture of 

the document and guidance (a guidance frame) to assist the user with capturing an 

image suitable for OCR. Id., 7:16-35. Watanabe’s system also “notifies the operator 

of a message to the effect that the angle of photography is not vertical (guidance 

display or the like is performed).” Id., 12:17-22. Doermann, ¶45. 

 

Watanabe, FIG. 5B (annotated as disclosed by Watanabe). 
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4. Ground 2: Higuchi 

Higuchi discloses authenticating a user for a secure financial transaction using 

the user’s fingerprint captured with a fingerprint input apparatus. Higuchi recognizes 

that “inputting a fingerprint, rather than a password or other identifier” is more 

secure “as computers,” including mobile devices, “are often subject to theft,” 

Higuchi, [0069]. Higuchi also recognizes other benefits of its design—the 

“simplicity and compactness of the fingerprint input apparatus permits application 

to a variety of apparatus and devices” and “use of the fingerprint input apparatus of 

the invention obviates the need for a PIN or other identifying badge, card or other 

identifying device.” Id., [0026]. And Higuchi discloses that its “fingerprint input 

apparatus … may be used in connection with cellular telephones and personal 

computers to control use of those apparatuses or devices and for user identification 

for secure on-line financial transactions.” Id; Doermann, ¶46. 

Using a simple fingerprint input apparatus, Higuchi discloses that its 

fingerprint input apparatus “denotes a two-dimensional image sensor … for two-

dimensionally detecting the light intensity in accordance with the three-dimensional 

pattern of a skin surface,” which then uses an image processor “to generate a 

fingerprint pattern” that can be analyzed by an image processor to “recogniz[e] the 

pattern by comparing the extracted features with a predetermined reference pattern.” 

Higuchi, [0052]; Doermann, ¶47. 
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Higuchi, Fig. 1. 

Higuchi discloses using this fingerprint input device as a “swipe-type” 

scanner, specifically configured for use on electronic devices with small surface 

area, like a cellular telephone. Because Higuchi recognizes that cellular telephones 

have “very limited areas available” “due to increased miniaturization” and “there 

typically is not sufficient area on the cellular telephone for an image sensor,” Figure 

5 shows the “swipe-type finger print input apparatus 51 [that] is conveniently 

integrated in the cellular telephone at a position just below the keypad area 53.” 

Higuchi; Figs. 4-5; Doermann, ¶48. 
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Higuchi, Fig. 5. 
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Higuchi, Fig. 4. 

B. Rationale for Combining Garcia, King, and Watanabe 

1. The references Are Analogous Art and Share a Common 
Architecture 

The references are analogous to the ’770 patent because they are in the same 

field of endeavor: electronically capturing documents for transmission over a 

network. Doermann, ¶¶49-50; In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004). 

The ’770 patent claims capturing a check image with a digital camera in a mobile 

phone, assisting a customer in taking the check photo, transmitting the photo to the 

bank to check for errors in the check, and depositing the check if no errors are 

detected. Ex. 1001, claim 1; Doermann, ¶50. 

Garcia discloses using a mobile phone with a built-in digital camera to 

capture a check image, transmitting the image over a network to the receiving 

institution, where the check information is validated, and “automatically 

process[ing] the deposit of said check into the account of the service user.” Garcia, 

4:13-19, 7:18-8:13, 11:8-18, 12:16-21; Doermann, ¶51. 

King discloses a system for using a mobile device equipped with a digital 

camera and downloadable software to capture images of paper documents and 

transmit them through the network. King, [0300]-[0309]; Doermann, ¶52. 
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Watanabe discloses a digital camera for imaging a paper document in “any 

data format that a destination (a facsimile or a personal computer) selected by a user 

requires.” Watanabe, Abstract; Doermann, ¶53. 

Because all references generally disclose electronically capturing images of 

documents for transmission over a network using well-known components, a POSA 

would have found them combinable with a reasonable expectation of success. 

Doermann, ¶54. 

2. Combining Garcia, King, and Watanabe 

Garcia discloses the heart of the ’770 patent, but does not expressly disclose 

(1) a downloadable program on a user’s computing device, and (2) assisting a user 

with capturing check images. Doermann, ¶55. 

As to the downloadable program, Garcia discloses a mobile device with an 

incorporated digital camera to capture check images and transmit them to the bank. 

Garcia, 4:13-19, 5:8-6:21. Garcia discloses using “a computer application on the 

mobile telephone” to establish an interactive session with the receiving institution, 

indicating that application software is used to mediate a customer’s mobile phone 

and the financial institution. Id., 9:20-10:2. A POSA would have also recognized 

that software is required to use the camera for capturing a check image for remote 

deposit purposes. Doermann, ¶56.  
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Garcia, however, does not expressly disclose that its software application is 

downloaded. As the Board recognized in IPR2022-00076, “Garcia states that the 

mobile phone includes a ‘computer application,’ but it does not specify the type of 

computer application or how the mobile device acquired it.” Ex. 1017, 24 (citing 

Garcia, 9:19-10:3). But it was well known to download applications for banking 

from a mobile device. In 2005, “[b]anking via mobile phone [was] not new.” 

Ex. 1014, 1. There were tens—if not hundreds—of millions of mobile phones in 

operation, and bank customers downloaded software that “offer[ed] customers full-

service banking from their mobile phones.” Id.; Doermann, ¶¶57-59. King expressly 

discloses downloading applications, explaining that “modern phones have the ability 

to download software that could implement some parts of the system.” King, [0306], 

[0227]; Doermann, ¶59. POSAs would have understood that controlling check 

deposit software using downloaded software was well known in the art at the 

relevant time. See e.g., Singfield, claims 1, 6, 21; Byrne, [0041]-[0048]; Doermann, 

¶59. 

One well-known means to implement Garcia’s method via downloaded 

application was using a “plug-in” application implemented as a “thin-client” 

“application” that is “distributed to a user’s computing device.” Byrne, [0013], 

[0046]-[0047]. A POSA would have understood that a plug-in application is one 

option for implementing King’s downloaded application on the mobile device of 
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Garcia because a plug-in “provide[s] an interface between the user and the 

enterprise,” and were known to be used in conjunction with banking applications 

such as “allow[ing] a bank customer to … deposit checks.” Byrne, [0041], [0048]; 

see also id., [0042] (“The spirit and scope of the invention covers any thin client 

with respect to any enterprise post processing and any type of capturing device and 

captured data object.”). As Dr. Doermann explained, “This software is readily 

downloaded onto Garcia’s handheld mobile device to yield the predictable result of 

providing a computer application on the handheld mobile device.” Doermann, ¶60 

(citing Byrne, [0046], [0047]). 

It would have been obvious to a POSA to Implement Garcia’s computer 

application on its mobile telephone as a downloaded application, as taught by King 

by implementing the functionality of Garcia as a downloaded application, as taught 

by King, on Garcia’s mobile telephone, including as a downloaded plug-in, thin-

client application. Garcia, 2:17-23; Byrne, [0013], [0046]-[0048]; Singfield, claims 

1, 6, 21. Downloading Garcia’s computer application on the mobile telephone using 

King’s technique would have yielded predictable results of facilitating mobile 

banking using the Internet from a mobile device. Doermann, ¶61.  

Furthermore, by 2006 it would have been “trivial for a mobile application 

developer to access a camera;” thus, a mobile device application would have had 
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access to and control over a camera driver, using one or more application 

programming interfaces (APIs) known at the time. Ex. 1013, 1; Doermann, ¶62. 

A POSA would have expected success in implementing Garcia’s computer 

application on the mobile telephone as a downloaded application, taught by King. It 

was well-known that “the phone hardware is not modified to support the system,” 

and that the software (app) is downloaded to “implement some parts of the system.” 

King, [0306]; Doermann, ¶63. Therefore, only minimal routine programming would 

have been needed to download software to Garcia’s mobile terminal, which is a 

generic mobile phone or PDA already equipped with processing capabilities among 

other “necessary characteristics and functionalities” for mobile image capture and 

transmission. Garcia, 11:1-6. Particularly if implemented as a “thin-client,” as was 

known in the art at the time, downloading an application as taught by King to 

Garcia’s mobile phone was known to reduce the burden of supporting “multiple, 

often back-leveled versions of software,” improves “ease and speed of software 

maintenance,” and improves “security.” Byrne, [0046]-[0047]. In particular, thin-

clients were well-known to be suited for handheld mobile devices. Alagappan, 

[0003] (“A thin client for wireless use is often implemented to reduce memory and 

processor requirements for reduced power consumption, size, and cost—while at the 

same time, conserving wireless communication bandwidth for communication with 

a server or other devices over a communication channel (often wireless).”), [0004] 
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(“Examples of such [wireless communication] devices include ‘smart’ cell phones, 

wireless enabled notebook computers or PDAs, alphanumeric pagers, and many 

others that are limited only by the imagination.”); Doermann, ¶63. 

As Dr. Doermann testified, “It was well-known that a thin-client includes an 

application running on a platform-independent environment such as a Java virtual 

machine (JVM), and that JVMs, such as Java Platform, Micro Edition (J2ME), were 

widely available on handheld mobile devices.” Doermann, ¶64 (citing Li, 21, 28; 

Arnold, 29, 63). According to Dr. Doermann, “When combining Garcia with King’s 

downloaded application, a person of ordinary skill in the art would have also been 

motivated by the overall size and maintenance benefits of this approach, as well as 

synchronizing and reducing the software components in Garcia’s system.” 

Doermann, ¶65. Therefore, to the extent any modification to the programming or 

software was needed to enable downloading, such modification was well within the 

skill of a POSA. Doermann, ¶¶64-65.  

At very least, as Dr. Doermann explains, it would have been obvious to try 

King’s downloaded application in Garcia’s handheld mobile device because there 

was a design need to fill the gap in Garcia’s disclosure regarding how its computer 

application is placed on the handheld mobile device. Doermann, ¶66. But, as Dr. 

Doermann recognizes, there were already a finite number of identified, predictable 

solutions available to a person of ordinary skill in the art, such as installing the 
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application from media such as CD-ROMs, or electronically downloading the 

application from the enterprise (e.g., a bank). Doermann, ¶66. Dr. Doermann 

therefore concludes that “a person of ordinary skill in the art, therefore, would have 

had a reasonable expectation of success (and would have succeeded) in placing the 

computer application on Garcia’s handheld mobile device by downloading it from a 

bank.” Doermann, 66. 

As to assisting a user with capturing check images, a POSA would have 

been motivated to implement software features within Garcia’s mobile device for 

capturing check images to increase the accuracy of information captured in the 

image of the check, “which is a critical component of any financial processing 

system particularly with high speed online processing.” Randle, [0057]; Doermann, 

¶67. A POSA would have recognized the importance of capturing a high-quality 

check image at the outset to obviate the need for additional quality assurance steps 

later. Randle [0004]; Doermann, ¶67. To this end, a POSA would have been 

motivated to implement features to assist a customer in capturing a clear check to 

ensure it is in a proper format for the check clearing process. Watanabe, 1:39-61; 

Doermann, ¶67. A POSA would have recognized that this could be achieved by 

guiding the customer to properly position the check and camera before capturing the 

image, so the check processing system will recognize and validate critical 
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information (MICR line and check amount) of the check. Doermann, ¶67; Randle, 

[0057]; Watanabe, 7:55-8:26; Ex. 1016, [0042], [0117]-[0119]. 

A POSA would have readily understood that Watanabe discloses such a 

feature. Doermann, ¶68. Watanabe discloses a digital camera for capturing a 

document image. Watanabe, 3:9-19. Watanabe’s camera displays a guidance frame 

and messages assisting a customer with achieving an adequate image of the 

document (angle of photography is vertical). Id., 7:55-8:26. These instructions are 

displayed until the digital camera recognizes that the document is positioned 

appropriately for capture. Id. A POSA would have had a reasonable expectation of 

success in adding Watanabe’s assistance to Garcia-King because guiding a handheld 

mobile device user to take photos satisfying quality assurance criteria was well 

known. Doermann, ¶68; Watanabe, 7:55-8:26; Ex. 1016, [0042], [0117]-[0119]. 
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Watanabe, FIG. 5B (annotated as disclosed by Watanabe). 

A POSA would have had a reasonable expectation of success in combining 

these features because prior art recognized that mobile phones with cameras that can 

be used to capture images of documents “have the ability to download software that 

could implement some parts of the system,” like assisting with capturing high-

quality images. King, [0306]. A POSA would have recognized that providing 

guidance for taking a photo is one such feature that could be implemented via 

downloaded software. Doermann, ¶69. The combination would have involved 

combining known prior art elements (a mobile phone, a downloadable application, 

and feedback regarding the photographing process) according to known methods 

(known software development methods for mobile phones) to yield predictable 
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results (a downloaded app for mobile check deposit for capturing images suitable 

for the check clearing process) and applying a known technique to a known device 

ready for improvement to yield predictable results. Doermann, ¶69. And, as 

explained above, it would have been “trivial for a mobile application developer to 

access a camera;” thus, a mobile device application would have had access to and 

control over a camera driver, using one or more application programming interfaces 

(APIs) known at the time. Ex. 1013, 1; Doermann, ¶69. 

C. Ground 2: Rationale for Adding Higuchi’s Fingerprint Scanner 
and Authentication to the Garcia-King-Watanabe Combination 

1. Higuchi Is Analogous Art 

Higuchi is also analogous to the ’770 patent because it solves the same 

problem: using biometric measurements to authenticate a user for a secure financial 

transaction. Doermann, ¶70; In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004). The 

’770 patent claims authenticating a user based on a biometric measurement obtained 

corresponding to the user. Ex. 1001, claim 1. Doermann, ¶70. Higuchi, similarly, 

discloses “user identification for secure on-line financial transactions” using a 

“fingerprint input apparatus” to capture and recognize the user’s fingerprint. 

Higuchi, [0026]; see also id., [0052], [0065]; Doermann, ¶70. 

2. Combining Garcia-King-Watanabe and Higuchi 

A POSA would have been motivated to combine Garcia, King, and Watanabe 

for the reasons explained in Section VI.B. A POSA would have additionally been 
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motivated to add Higuchi’s fingerprint scanner and authentication to the Garcia-

King-Watanabe combination. Doermann, ¶71.  

Garcia already discloses authenticating a user with a unique username and 

password. Id., 7:1-12, 10:4-6, 16:7-13. As Dr. Doermann explains, a POSA would 

have been motivated to replace or supplement Garcia’s username and password with 

the fingerprint identification of Higuchi for three reasons: (1) a fingerprint is more 

secure than a username and password; (2) a fingerprint is more convenient for a user 

than a username and password; (3) Higuchi’s swipe-style fingerprint scanner would 

be easily implemented into the mobile device of Garcia to afford the foregoing 

benefits. Doermann, ¶72. 

First, Higuchi recognizes that “inputting a fingerprint, rather than a password 

or other identifier” is more secure “as computers,” including mobile devices, “are 

often subject to theft,” Higuchi, [0069]. Moreover, a username and password could 

be compromised or intercepted by someone wishing to gain access to a secure 

account, whereas a fingerprint ensures the user wishing to initiate a secure financial 

transaction is physically present at the device. Doermann, ¶73 (citing Fung, [0007] 

(“However, typical concerns and inconveniences attributed to Such web sites 

include the financial Security of a user's credit/debit card information while online 

on Such web sites and the privacy issues relating to online theft of Such confidential 

information and other fraudulent acts.”); Sugano, [0007] (“[A] simple user 
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authentication technique using a password as conventional ones has a possibility that 

a password may be stolen by a hacker or a malicious third person, thereby causing a 

problem that an unauthorized access is difficult to be prevented”)). 

Second, Higuchi recognizes that “use of the fingerprint input apparatus of the 

invention obviates the need for a PIN or other identifying badge, card or other 

identifying device.” Higuchi, [0026]. This makes the process more convenient for 

the user by eliminating the need to remember usernames and passwords. Doermann, 

¶74 (citing Fung, [0006] (“However, due to the numerous personal online accounts 

and passwords, which a single user typically generates to access the user's preferred 

Web Sites, it is often difficult for the user to keep track of and manage the numerous 

accounts and passwords.”).). 

Third, Higuchi’s swipe-type scanner would be readily implemented in 

Garcia’s mobile device, allowing user authentication by fingerprint within Garcia’s 

system. Higuchi expressly recognizes that the “simplicity and compactness of the 

fingerprint input apparatus permits application to a variety of apparatus and 

devices.” Higuchi, [0026]. Higuchi further explains that this method can be 

implemented using a fingerprint input apparatus connected to or affixed onto a 

cellular telephone, like the mobile device of Garcia. Higuchi states that its fingerprint 

input apparatus and method are “particularly advantageous when applied to, for 

example, a cellular telephone as shown in Fig. 5,” Id., [0065], as Dr. Doermann 
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explains was known in the art at the time. Doermann, ¶75 (citing Barnes, [0117] 

(describing a portable mobile device including a fingerprint scanner, stating, “the 

image module 130 may optionally include hardware and software for receiving and 

processing fingerprint, iris, or face data used for authenticating the user (e.g., a 

fingerprint scanner); see also, Hitachi (describing and depicting a “portable terminal 

device with a built-in fingerprint sensor”), Fig. 1). 

Higuchi discloses a swipe-type sensor specifically designed for this very 

purpose—implementation in tight spaces such as on a small cellular telephone. 

Higuchi explains:  

This basic construction of the fingerprint input apparatus 
is made smaller by reducing the two-dimensional image 
sensor in one dimension so as to approach a one-
dimensional or line-type sensor wherein the fingerprint is 
swiped over the sensor and the thus swiped fingerprint is 
reconstructed. 

Higuchi, [0025]; Doermann, ¶76. 

And, indeed, Higuchi expressly contemplates incorporating its fingerprint 

input and authentication functionalities in a generic cellular telephone, like Garcia’s 

mobile device. Higuchi, [0065] (“Such a cellular telephone typically has a display 

area 52 and a keypad area 53” and may be a “flip-type” or “other type[] of cellular 

telephone[].” Because Higuchi recognizes that cellular telephones have “very 

limited areas available” “due to increased miniaturization” and “there typically is 
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not sufficient area on the cellular telephone for an image sensor,” Higuchi’s Figure 

5 shows the “swipe-type finger print input apparatus 51 [that] is conveniently 

integrated in the cellular telephone at a position just below the keypad area 53.” Id.; 

Doermann, ¶77. 

 

Higuchi, Fig. 5. 

And Higuchi’s swipe-style fingerprint input apparatus, implemented on a 

mobile device, like that of Garcia, would enable authentication using a fingerprint, 

as shown in Higuchi’s Fig. 4. Doermann, ¶78. 
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Higuchi, Fig. 4. 

Using fingerprints to authenticate a user for a financial transaction, as Dr. 

Doermann explains by providing two examples, “was well within the knowledge of 

a POSA at the relevant time.” Doermann, ¶79 (citing Randle, [0060]; King, [0052], 

[0111], [0112], [0297]). For example, Randle monitors “identification of the 

individual initiating the transaction” by “storage and retrieval of biometric 

information such as fingerprints 212 or other biometric data 213 for analysis and 

comparison” which demonstrates such techniques were well known. Randle, [0060]. 

King further shows that biometric, fingerprint authentication was well-known in the 

art at the relevant time. King discloses authenticating the user using data 
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representing a biometric measurement. King explains “[t]he identity of the user may 

be determined from … biometric or other supplemental information (speech 

patterns, fingerprints, etc.).” King, [0052]. And King further explains that a user may 

be authenticated using a “scanner [that] may be used for biometric authentication, 

for example by scanning the fingerprint of the user.” Id., [0111], [0112], [0297]; 

Doermann, ¶79. 

Because fingerprint authentication using a fingerprint scanner was well-

known in the art, a POSA would have readily recognized the benefits of improving 

Garcia’s system to substitute or supplement its username and password 

authentication with Higuchi’s fingerprint authentication, including the added 

security and convenience. Doermann, ¶80. Moreover, a user would have had a 

reasonable expectation of success in implementing Higuchi’s swipe-type fingerprint 

input apparatus within Garcia’s mobile device because Higuchi’s swipe-type 

fingerprint scanner specifically contemplates implementation on a cellular telephone 

like that of Garcia and for the exact purpose—authenticating secure on-line financial 

transactions. Doermann, ¶80.  
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D. Claim 25 

1. [25pre] A system for allowing a user to deposit a check 
using the user’s computing device, the system configured to 
authenticate the user using data representing a biometric 
measurement, the system including:  

Garcia combined with King renders obvious [25pre]. Doermann, ¶81. 

Garcia allows a customer to deposit a check using the customer’s handheld 

mobile device. Garcia discloses a “system” that receives, validates, and deposits 

checks “into an existing bank account by a user employing a mobile device equipped 

with a built-in camera that is capable of capturing and transmitting digital images.” 

Garcia, 4:13-19, 7:18-8:1; Doermann, ¶82. 

Garcia discloses that its system is configured to authenticate the user by 

“[i]dentifying the device and its relationship to the user, and verifying the associated 

telephone number and its identification number (IMEI).” Garcia, 10:8-10. Garcia 

also discloses “authentication keys comprising a username and password, [or] a 

secret number in any format.” Id., 7:1-12, 10:4-6, 16:7-13. Although Garcia does not 

expressly disclose authenticating a user with a biometric measurement, both King 

and Higuchi do. Doermann, ¶83. 

King discloses authenticating the user using data representing a biometric 

measurement. King explains “[t]he identity of the user may be determined from … 

biometric or other supplemental information (speech patterns, fingerprints, etc.).” 
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King, [0052]. King authenticates the user with its “scanner [that] may be used for 

biometric authentication, for example by scanning the fingerprint of the user.” Id., 

[0111], [0112], [0297]; Doermann, ¶84. 

It would have been obvious to a POSA to implement King’s biometric user 

authentication in Garcia’s RCD process. Garcia suggests various means of 

authenticating a user are possible when it lists multiple types of authentication keys, 

and King expressly discloses a known means. A POSA would have been motivated 

to add fingerprint authentication to Garcia to improve the security of the remote 

deposit transaction and to simplify the process for the user by obviating the need for 

a password or PIN. Higuchi, Abstract, [0026] (“fingerprint … may be used in place 

of a personal identification number (PIN) for conducting financial transactions,” and 

“the use of fingerprint input … obviates the need for a PIN”). Moreover, use of a 

fingerprint to authenticate the user increases the security of the system by ensuring 

that the user requesting authentication is indeed the account owner rather than 

someone who has acquired the user’s password or PIN without authorization. 

Higuchi, [0070] (“It is important in many applications to positively identify an 

individual using a portable device, such as a cellular telephone,” as opposed to 

simply identifying an individual with the correct password.); Doermann, ¶85. 

A POSA would have been motivated to implement King’s biometric 

authentication and scanner in Garcia’s system. A POSA would have been motivated 
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to implement a dedicated fingerprint scanner, as taught by King, with Garcia’s 

mobile device. Doermann, ¶¶86-87. A POSA would have employed King’s scanner 

as a fingerprint reader because King’s scanner is a device capable of collecting that 

data. Higuchi demonstrates that dedicated fingerprint scanning devices that could be 

implemented within a mobile device or attached to a mobile device, as in Garcia, 

were well understood by POSAs. Higuchi, Abstract, [0026], Fig. 1. King’s scanner 

is capable of biometric authentication through fingerprint scans, King, [0111], and a 

POSA would have employed such a scanner in communication with Garcia’s mobile 

telephone. Doermann, ¶¶86-87. Higuchi explains that biometric scanners, such as 

that of King, were implemented as “integrated in the cellular telephone,” like the 

cellular telephones of Garcia, recognizing that cellular telephones have “limited 

areas available … due to increased miniaturization.” Higuchi, Fig. 5, [0029], [0065]. 

A POSA would have understood a dedicated fingerprint scanner as disclosed in King 

obviated the need for a password and increased security by using user-specific 

biometrics rather than a password that may be compromised. Doermann, ¶87. 

USAA’s ’770 patent, for its part, specifies no specialty hardware of its own 

and merely states that “authentication methods such as requiring a digital certificate, 

data representing a customer fingerprint, and so forth are also possible.” ’770 patent, 

10:41-43. The ’770 patent offers no other disclosure for biometric authentication, 

and there is no disclosure to indicate that the biometric authentication method adds 
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patentable scope to the claims. As the district court in United Servs. Auto Ass’n v. 

Truist Bank, No. 2:22-cv-00291 recognized, the “claims do not specifically address 

improvements in how biometric measurements are computed.” Ex. 1016, 4. The 

limited disclosure suggests fingerprint authentication was routine and the 

implementation of collecting and comparing fingerprint data obvious and within the 

purview of a POSA. USAA deserves no credit, and the claims are not novel and non-

obviousness, simply for reciting a generic authentication step, used according to its 

routine function, that was well known in the art at the time. KSR Int’l Co. v. Teleflex 

Inc. (KSR), 550 U.S. 398 (2007) (providing examples of obviousness rationales 

including combining prior art elements according to known methods to yield 

predictable results and use of a known technique to improve similar devices 

(methods or products) in the same way); Doermann, ¶88. 

Using fingerprints to authenticate a user before beginning a transaction was 

well within the knowledge of a POSA. For example, Randle monitors “identification 

of the individual initiating the transaction” by “storage and retrieval of biometric 

information such as fingerprints 212 or other biometric data 213 for analysis and 

comparison.” Randle, [0060]. Higuchi reinforces this understanding, explaining that 

fingerprint scanning devices “may be used in connection with cellular telephones 

and personal computers to control use of those apparatuses or devices and for user 

identification for secure on-line financial transactions.” Higuchi, [0026]. It was 
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similarly well known to employ fingerprint scanning authentication “in place of a 

personal identification number (PIN) for conducting financial transactions.” Id. A 

POSA would have considered King’s biometric authentication a simple substitution 

for authentication means such as secret numbers or usernames and passwords as 

already contemplated by Garcia. Doermann, ¶89. A POSA would, therefore, have 

found it obvious to combine Garcia and King with a reasonable expectation of 

success, particularly in view of Higuchi’s disclosure of implementing a fingerprint 

scanner (like that of King) within a mobile device (like that of Garcia). A POSA 

would have found it obvious and advantageous to add King’s fingerprint 

authentication to Garcia’s user authentication process to improve Garcia’s user 

verification and security for the remote check deposit process, a well-known 

consideration at the time. King, [0102], [0109], [0111], [0114], [0296], [0298]; 

Randle, [0005]-[0006]; Higuchi, [0026], [0065], Fig. 5; Doermann, ¶89. 

For Ground 2, to the extent necessary, it also would have been obvious to 

add Higuchi’s fingerprint authentication and fingerprint input apparatus to 

authenticate the user for a secure financial transaction. Doermann, ¶90. Higuchi 

discloses that a “fingerprint input apparatus … may be used in connection with 

cellular telephones and personal computers to control use of those apparatuses or 

devices and for user identification for secure on-line financial transactions.” 

Higuchi, [0026]. To authenticate a user with Higuchi’s fingerprint authentication 
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method, Higuchi, unlike the bare disclosure of the ’770 patent, explains in great 

detail that its fingerprint input apparatus “denotes a two-dimensional image sensor 

… for two-dimensionally detecting the light intensity in accordance with the three-

dimensional pattern of a skin surface,” which then uses an image processor “to 

generate a fingerprint pattern” that can be analyzed by an image processor to 

“recogniz[e] the pattern by comparing the extracted features with a predetermined 

reference pattern.” Id., [0052]; Doermann, ¶90. 

A POSA would have understood that both the two-dimensionally detected 

light intensity in accordance with the three-dimensional pattern of a skin surface—

the user’s fingerprint—and the generated fingerprint pattern of Higuchi correspond 

to the claimed biometric measurement. Both these measurements relate to the 

biometric physical traits of a user—a fingerprint—and are used to authenticate the 

user. Doermann, ¶91. 

Higuchi further explains that this method can be implemented using a 

fingerprint input apparatus connected to or affixed onto a cellular telephone, like the 

mobile device of Garcia. Higuchi states that its fingerprint input apparatus and 

method are “particularly advantageous when applied to, for example, a cellular 

telephone as shown in Fig. 5.” Higuchi, [0065]; Doermann, ¶92. 
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Higuchi, Fig. 5. 

Higuchi expressly contemplates incorporating its fingerprint input and 

authentication functionalities in a generic cellular telephone, like Garcia’s mobile 

device. Higuchi, [0065] (“Such a telephone typically has a display area 52 and a 

keypad area 53” and may be a “flip-type” or “other type[] of cellular telephone[].” 

Because Higuchi recognizes that cellular telephones have “very limited areas 

available” “due to increased miniaturization” and “there typically is not sufficient 

area on the cellular telephone for an image sensor,” Figure 5 shows a “swipe-type 

finger print input apparatus 51 [that] is conveniently integrated in the cellular 

telephone at a position just below the keypad area 53.” Id.; Higuchi, ¶93. 
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A POSA would have been motivated to incorporate Higuchi’s fingerprint 

input apparatus and authentication method in Garcia’s mobile device because 

Higuchi expressly teaches and suggests such incorporation for this exact purpose—

financial transaction authentication. Doermann, ¶94. Section VI.C explains further 

rationales for combining Higuchi into the Garcia-King-Watanabe combination. 

2. [25a] a computer system configured to receive a copy of a 
captured image of a check, process the check by mobile 
check deposit in a bank, and update a balance of an account 
based on an amount depicted in the check;  

Garcia discloses [25a]. Doermann, ¶95. 

Garcia discloses a computer system at a bank, including “computer 

equipment connected to the Internet that has an optical character recognition (OCR) 

system, a code authentication system and means of transmitting data to the 

institution’s document processing system.” Garcia, 11:8-15. Garcia depicts this 

computer equipment as either a server or PC. Garcia, Fig. 2; Doermann, ¶96. 
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Garcia, Combined Figs. 1 & 2 (annotated). 

Garcia’s banking computer system receives a copy of a captured image of a 

check. Garcia discloses “[c]apturing a digital image of the front and the back sides 

of [a] document” and “[t]ransmitting the digital image and the recognition data, once 

encrypted, to the institution that needs to accept the document.” Id., 5:23-6:7, 10:12-

23; 14:22-15:6. Garcia expressly discloses that the document is a check. See id., 

7:18-22, 12:5-10 (“In a preferred embodiment, this method is used to authenticate 

the payee of a bank check, the original document of which is digitized by means of 

a mobile device that is equipped with a digital camera capable of obtaining a digital 
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photograph of one or both sides of the same.”). Garcia employs “mobile equipment 

that performs the initial capturing, digitizing, and processing” that includes “a 

mobile telephone equipped with a camera and processing capability.” Id., 11:1-6. 

Garcia’s mobile device takes “a digital photograph of one or both sides of” the check, 

collects “identifying data” and “all the data and keys necessary for the operation of 

the system,” and transmits the data to a receiving institution as a message through a 

mobile network. Id., 12:5-16; Doermann, ¶97. 

Garcia’s banking computer system processes the check by mobile check 

deposit in a bank. The computer of the receiving institution “receives the message 

[and] proceeds to validate and encrypt [sic] it to obtain a digital photograph of the 

check and a series of data that enable it to automatically process the deposit of said 

check into the account of the service user.” Id., 8:1-4, 12:16-21, 16:15-19 (emphasis 

added). A POSA would have understood Garcia’s disclosure of using a mobile 

telephone to transmit images of a check to a banking institution for processing and 

depositing the check into the user’s account to be a paradigm example of processing 

a check by mobile deposit in a bank. Doermann, ¶98. 

Garcia’s banking computer system updates a balance of an account based 

on an amount depicted in the check. Garcia discloses “capturing data associated 

with the document, such as, for example, the check amount and number.” Garcia, 

5:15-21, 10:15-16. The user enters “the check amount, and all the data and keys 
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necessary for the operation of the system, before sending it,” which the system uses 

“to automatically process the deposit of said check into the account of the service 

user.” Id., 12:10-21. Garcia updates a balance of an account when it notifies the user 

of a successful deposit. After processing the deposit, Garcia notifies the user 

“whether the operation was successful and, as appropriate, of the status of the 

transaction performed, whether it was deposited or rejected.” Id., 12:21-13:4. A 

POSA would have understood Garcia’s method of capturing check amount data and 

processing the deposit of said check into the user’s account to include updating a 

balance of an account based on an amount depicted in the check. Doermann, ¶99. 

To the extent the claim requires the system to perform OCR on the image, 

Garcia teaches it. Garcia discloses an OCR system that is used to “recognize, verify, 

and electronically process the data sent by the user” and obtain “a series of data that 

enable it to automatically process the deposit of said check into the account of the 

service user.” Garcia, 7:18-8:13, 11:7-19, 12:17-21; Doermann, ¶100. In an IPR 

involving a related USAA patent, IPR2021-01077 (“1077 IPR”) the 1077 IPR, the 

Board expressly found that “Garcia suggests performing an OCR on the check image 

as part of” a remote check deposit process, and that “this OCR is necessary for 

deposit.” Ex. 1015, 61-62, 43-44; Doermann, ¶100. 
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3. [25b] wherein the copy of the captured image is transmitted 
from a user’s computing device configured to execute 
instructions of a downloadable program stored on a 
machine-readable medium, the instructions configured to, 
when executed, cause a processor of the user’s computing 
device to:  

Garcia combined with King renders obvious [25b]. Doermann, ¶101. 

Garcia discloses that the copy of the captured image is transmitted from a 

user’s computing device, disclosing “a mobile telephone equipped with a camera 

and processing capability” (user computing device). Garcia, 11:5-6. Garcia’s mobile 

telephone “[c]aptur[es] a digital image of the front and the back sides of [a] 

document” and “[t]ransmit[s] the digital image and the recognition data, once 

encrypted, to the institution that needs to accept the document.” Id., 5:23-6:7; 10:12-

23; 14:22-15:6. Garcia’s mobile device transmits the captured image “through an 

internet connection” accessed by “a mobile telecommunications network, for 

example a GSM/GPRS network.” Id., 1:8-14, 11:20-12:3. Doermann, ¶102. 

Garcia discloses that the user’s computing device is configured to execute 

instructions of a program stored on a machine-readable medium. Garcia 

explains that “the user opens a computer application on the mobile telephone in 

which an interactive session is established with the receiving institution through the 

mobile communications operator.” Garcia, 5:1-12, 9:20-10:2, 14:9-11. Garcia also 

discloses that its mobile telephone is “equipped with a camera and processing 
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capability.” Garcia, 11:1-6. Additionally, the mobile device is “equipped with the 

technological characteristics necessary to develop” Garcia’s process. Id., Abstract. 

A POSA would also have understood Garcia’s disclosure of “processing capability” 

along with its disclosure of technological characteristics necessary to implement the 

process of opening a computer application on a mobile telephone to disclose that the 

mobile phone executes instructions of a program stored on a machine-readable 

medium. Doermann, ¶103. The Board similarly found that “Garcia discloses ‘a 

remote deposit application … [on] a customer device, wherein the remote deposit 

application comprises computer-executable instructions that, when executed by a 

processor,’ perform certain steps. Ex. 1017 (IPR2022-00076, Paper No. 47), 23 

(citing Garcia 9:19-10:3). 

Garcia and the ’770 patent disclose similar types of software applications 

operating over an internet connection for depositing checks remotely. The ’770 

patent discloses using the server 500 to transmit software component 532 to the 

user’s computer via a network 520, such as the Internet. ’770 patent, 9:4-6, 10:17-

19, 10:26-38. POSAs would have similarly understood Garcia’s “computer 

application” conducting an “interactive session” “through an internet connection” as 

like disclosure. Doermann, ¶104.  

Garcia, however, does not expressly disclose that its software application is 

downloaded. As the Board recognized in IPR2022-00076, “Garcia states that the 
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mobile phone includes a ‘computer application,’ but it does not specify the type of 

computer application or how the mobile device acquired it.” Ex. 1017, 24 (citing 

Garcia, 9:19-10:3). Garcia’s lack of express details on the type of application and 

how it is received by the mobile phone would have motivated combination with 

references supplying those details, as the Board previously found. And it was well 

known to download applications for banking from a mobile device. In 2005, 

“[b]anking via mobile phone [was] not new.” Ex. 1014, 1. There were tens—if not 

hundreds—of millions of mobile phones in operation, and bank customers 

downloaded software that “offer[ed] customers full-service banking from their 

mobile phones.” Id.; Doermann, ¶105. For example, King discloses downloading 

applications. King explains that “modern phones have the ability to download 

software that could implement some parts of the system,” to provide uninterrupted 

functionality while offline. King, [0306], [0227]; Doermann, ¶105. POSAs would 

have understood that controlling check deposit software using downloaded software 

was known before 2006, as evidenced by U.S. Patent Pub. No. 2005/0097046 to 

Singfield. Singfield discloses online check deposit transactions using an Internet 

capable mobile device that connects to the Internet and downloads computer 

program software. Singfield, claims 1, 6, 21; Doermann, ¶105. 
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To the extent an express combination is required, it would have been obvious 

to a POSA to implement Garcia’s computer application on its mobile telephone as a 

downloaded application, as taught by King. The combination would have merely 

installed King’s downloaded software on Garcia’s mobile telephone. Garcia, 2:17-

23. Downloading Garcia’s computer application on the mobile telephone using 

King’s technique would have yielded predictable results of facilitating mobile 

banking using the Internet. Doermann, ¶106. Similar to the Board’s earlier finding 

in IPR2022-00076, that “Garcia states that the mobile phone includes a ‘computer 

application,’ but it does not specify the type of computer application or how the 

mobile device acquired it” (Ex. 1017, 24 (citing Garcia, 9:19-10:3)), “an ordinary 

artisan would have been motivated to use techniques known in the art to supply these 

missing implementation details” (Id., 24-25), such as those taught by King. 

A POSA would have expected success in implementing Garcia’s computer 

application on the mobile telephone as a downloaded application, taught by King. 

Only minimal routine programming would have been needed to download software 

to Garcia’s mobile terminal, which is a generic mobile phone or PDA already 

equipped with processing capabilities among other “necessary characteristics and 

functionalities” for mobile image capture and transmission. Garcia, 11:1-6. To the 

extent any modification to the programming or software was needed to enable 
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downloading, such modification was well within the skill of a POSA. Doermann, 

¶107. 

4. [25c] authenticate a user based on the biometric 
measurement obtained corresponding to the user;  

The combination of Garcia, King, and Higuchi (Ground 2) renders obvious 

[25c] as explained for [25pre]. Doermann, ¶108.  

Garcia discloses authenticating a user by “[i]dentifying the device and its 

relationship to the user, and verifying the associated telephone number and its 

identification number (IMEI).” Garcia, 10:8-10. It also discloses “authentication 

keys comprising a username and password, [or] a secret number in any format.” Id., 

7:1-12, 10:4-6, 16:7-13. Garcia’s system includes “means to recognize, verify, and 

electronically process the data sent by the user,” including “a key authentication 

system.” Garcia, 11:8-18. King discloses authenticating the user using the user’s 

fingerprints, which are data representing a biometric measurement. King, [0052], 

[0111], [0112], [0297]; Doermann, ¶109.  

A POSA would have been motivated to implement King’s biometric data as 

a simple substitution for Garcia’s user authentication, as explained in Section 

VI.D.1. Doermann, ¶110. 

For Ground 2, to the extent necessary (and as also explained for [25pre]), 

Higuchi discloses fingerprint authentication to authenticate the user for a secure 



  IPR2023-01326 Petition 
  U.S. Patent 11,625,770 

 

 
44 

financial transaction. Higuchi discloses using a “fingerprint input apparatus … in 

connection with cellular telephones and personal computers to control use of those 

apparatuses or devices and for user identification for secure on-line financial 

transactions.” Higuchi, [0026]; see also id., [0052], [0065]. To authenticate a user, 

Higuchi discloses “generat[ing] a fingerprint pattern” from a fingerprint scan 

captured on a cellular telephone and “recognizing the pattern by comparing the 

extracted features with a predetermined reference pattern.” Id., [0052]; see also id., 

[0065]; Doermann, ¶111. 

Higuchi further explains that this method can be implemented using a 

fingerprint input apparatus connected to or affixed to a cellular telephone, like the 

mobile device of Garcia. Higuchi states that its fingerprint input apparatus and 

method are “particularly advantageous when applied to, for example, a cellular 

telephone as shown in Fig. 5.” Higuchi, [0065]; Doermann, ¶112. 

A POSA would have been motivated to incorporate Higuchi’s fingerprint 

input apparatus and authentication method into Garcia’s mobile device because 

Higuchi expressly teaches and suggests such incorporation for this exact purpose—

financial transaction authentication. Doermann, ¶113. Section VI.C explains further 

rationale for combining Higuchi into the Garcia-King-Watanabe combination. 

5. [25d] instruct the user to capture an image of a check;  

Garcia in combination with King renders obvious [25d]. Doermann, ¶114. 
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Garcia discloses that “the user opens a computer application on the mobile 

telephone in which an interactive session is established with the receiving institution 

through the mobile communications operator.” Garcia, 9:20-10:2. Using this 

application, Garcia discloses “a mobile device equipped with a built-in camera … 

capturing and transmitting digital images, in addition to performing standard 

telephone operations.” Garcia, 4:13-19; id., 11:1-6. The captured and transmitted 

images include “a digital image of the front and the back sides of the document.” 

Id., 10:12-13. Garcia’s handheld mobile device also includes a display. Id., FIG. 2, 

6:9, 8:7-10, 15:8; Doermann, ¶115. 

While Garcia suggests instructing a user to capture check images, explaining 

that it was known to “display menus and forms from a given institution to conduct 

business-related transactions through them,” Garcia, 3:5-7, King expressly discloses 

using a display of a customer’s handheld device to instruct the customer to take a 

photo of a document. King states, “the camera built into many mobile phones is used 

to capture an image of the text.” King, [307]. And King states that the display is used 

to assist, and thereby instruct, the customer to capture the check images: “[t]he phone 

display, which would normally act as a viewfinder for the camera, may overlay on 

the live camera image information about the quality of the image and its suitability 

for OCR, which segments of text are being captured, and even a transcription of the 

text if the OCR can be performed on the phone.” Id. Because King uses the mobile 
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device’s display as a viewfinder, a POSA would have understood that King discloses 

using the mobile device display to instruct a customer to take a photo of a document 

using the built-in digital camera. Doermann, ¶116. Based on this displayed 

instruction, a user would have understood how to capture an image of the document. 

Further, a POSA would have found it obvious to use the overlay information to 

display instructions for the customer to capture check images with the digital 

camera, ensuring the customer understood how to capture the check images. 

Doermann, ¶116. 

6. [25e] use a display screen of the user’s computing device to 
assist the user in capturing the image of the check; and 

While limitation [25d] requires “instruct[ing],” [25e] requires “assist[ing].” 

To the extent this limitation requires more than the instruction for [25d], Garcia in 

combination with King renders it obvious. Doermann, ¶117. 

Garcia discloses using “a mobile device equipped with a built-in 

camera … capturing and transmitting digital images, in addition to performing 

standard telephone operations.” Garcia, 4:13-19; id., 11:1-6. Garcia’s handheld 

mobile device also includes a display. Id., FIG. 2, 6:9, 8:7-10, 15:8; Doermann, 

¶118.  

King expressly discloses using a display of a customer’s handheld device to 

assist the customer to take a photo of a document. King states, “the camera built into 
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many mobile phones is used to capture an image of the text.” King, [307]. And King 

discloses that the display is used to assist the customer, stating, “[t]he phone display, 

which would normally act as a viewfinder for the camera, may overlay on the live 

camera image information about the quality of the image and its suitability for 

OCR, which segments of text are being captured, and even a transcription of the text 

if the OCR can be performed on the phone.” Id. Because King uses the mobile 

device’s display for the live camera image in the viewfinder, a POSA would have 

understood that King discloses using the mobile device display to assist—more than 

simply instruct—a customer with taking a photo of a document using the built-in 

digital camera because the user would receive specific feedback regarding the 

positioning of the document in the photo and its suitability for OCR to assist the user 

with capturing a sufficient image. Doermann, ¶119. King also assists the user with 

an “electronic help menu[]” that “is presented on [the] display.” King, [0354]. King 

displays the help menu “when a user scans text from a certain portion of the 

document.” Id. A POSA would have understood King’s electronic help menu as 

further assisting the user in having a digital camera capture the image of the check 

because the help menu would be displayed when minimums for “the quality of the 

image and its suitability for OCR” were not met. Id., [0307]; Doermann, ¶119. 

A POSA would have been motivated to modify Garcia’s display to add King’s 

overlay feature in the viewfinder. Doermann, ¶120. Because Garcia discloses 
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capturing a check image for OCR, a POSA would have found it advantageous to add 

King’s display showing an overlay of the image visible in a viewfinder to enable a 

user to properly position the check within the viewfinder to ensure capture of the 

complete and focused check image. King, [0307]; Doermann, ¶120. A POSA would 

have found the combination obvious because it involves combining prior art 

elements (capturing an image using a mobile phone, with displaying an overlay 

image of the live camera image on the display of the mobile phone) according to 

known methods (e.g., a digital camera displaying a preview image on its screen) to 

yield predictable results (assist the customer to capture a check image suitable for 

processing). Id. A POSA would have had a reasonable expectation of success in 

combining these features because Garcia and King both disclose capturing images 

of documents for OCR using mobile phones. Id. 

To the extent Patent Owner argues that King’s overlay does not satisfy this 

limitation, Watanabe discloses it by displaying a guidance frame on a display screen 

to assist a user with capturing a clear image. Doermann, ¶121. Watanabe discloses a 

digital camera including a display that “generates a guidance graphic on the display 

control section 104 according to the operation, and then guides the user to perform 

the next operation.” Watanabe, 5:32-35. Watanabe discloses displaying a guidance 

frame on whether the angle of photography is vertical. Id., 7:20-26, 12:12-22, 

FIGS. 5A-5B; Doermann, ¶121. When the displayed image of the document 



  IPR2023-01326 Petition 
  U.S. Patent 11,625,770 

 

 
49 

contains distortion, as shown in Figure 5B, a user tilts the camera while visually 

inspecting whether the shape of the document is rectangular like the guidance frame 

(red), because the displayed image “changes seamlessly in association with 

inclinations of the digital camera.” Watanabe, 7:64-67; Doermann, ¶121.  

 

Watanabe, FIG. 5B (annotated as disclosed by Watanabe). 

Watanabe discloses that “photography is started only when the angle of 

photography is substantially vertical to the surface of the subject,” so that “a proper 

image of the document can be obtained.” Watanabe, 2:55-61. When Watanabe’s 

camera detects that the angle of photography is not vertical, its width or length is not 

parallel to the document (a trapezoidal shape shown in Figure 5B), the camera 

repeats the processes of displaying the guidance frame and detecting the angle of 



  IPR2023-01326 Petition 
  U.S. Patent 11,625,770 

 

 
50 

photography until the customer orients the document vertically. Id., 8:9-16; 

Doermann, ¶122.  

A POSA would have understood that as combined, the downloaded app in 

Garcia’s mobile phone causes display of Watanabe’s guidance frame to assist the 

user with capturing an adequate image of the check. Doermann, ¶123. Garcia’s app 

then monitors the displayed image and determines whether it comports with image 

quality control criteria, such as the shape of the document, or whether the image 

contains distortion. Watanabe, 12:1-31; Doermann, ¶123. If the app determines that 

the image does not meet the quality control criteria, Garcia’s mobile device will 

display additional guidance to assist the customer with capturing the image of the 

check. Watanabe, 12:1-31; Doermann, ¶123. 

As explained in Section VI.B, a POSA would have been motivated to 

implement Watanabe’s use of a display screen to assist with capturing the image of 

the check image in Garcia-King’s mobile phone with a downloaded app to ensure 

the check is adequately captured for accurate OCR. Doermann, ¶124. 

7. [25f] use a wireless network to transmit a copy of the 
captured image from the user’s computing device to the 
computer system.  

Garcia discloses [25f]. Doermann, ¶125. 

As explained for [25b], Garcia discloses that the copy of the captured image 

is transmitted from a user’s computing device to the computer system. Garcia 
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discloses using a wireless network because its “mobile device [is] capable of 

capturing and sending images through an internet connection.” Garcia, 1:8-14, 

11:10-15. Garcia also discloses that each user and the financial institution are 

connected through “a mobile telecommunications network, for example a 

GSM/GPRS network or any future technological capabilities that are adapted to the 

present and future demands of the method of reference.” Id., 11:20-12:3. Garcia 

discloses “a method of document processing and acceptance, such as, for example, 

bank checks, that guarantees the authentication of the issuer and of the document 

itself and takes place electronically by means of a mobile device capable of capturing 

and sending images through an internet connection.” Id., 1:8-14 (emphasis added). 

As part of this method, Garcia discloses “[t]ransmitting the digital image and the 

recognition data, once encrypted, to the institution that needs to accept the 

document.” Id., 10:21-23; Doermann, ¶126. 

E. Claim 27: The system of claim 25, wherein the user’s computing 
device is a PDA. 

Garcia in combination with King and Watanabe renders obvious claim 10. 

Garcia discloses a mobile terminal as explained for [25b], and Garcia further 

discloses that its mobile terminal may be a PDA, stating, “[t]he possibility of making 

payments, billing, or performing other bank account transactions through a mobile 
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telephone or other mobile terminal, such as a PDA, has been described in various 

documents.” Garcia, 2:17-23; Doermann, ¶127. 

F. Claim 28: wherein the biometric measurement is representative of 
a fingerprint. 

The combination of Garcia, King, and Higuchi (Ground 2) renders obvious 

claim 28 as explained for [25pre] and [25c] because King discloses the biometric 

measurement being representative of a fingerprint, where King authenticates the user 

by “scanning the fingerprint of the user.” Id., [0111], [0112], [0297]. Doermann, 

¶128. 

A POSA would have been motivated to implement King’s biometric data as 

a simple substitution for Garcia’s user authentication, as explained in Section 

VI.D.1. Doermann, ¶129. 

For Ground 2, to the extent necessary (and as also explained for [25pre], 

Higuchi discloses fingerprint authentication to authenticate the user for a secure 

financial transaction. Higuchi discloses using a “fingerprint input apparatus … in 

connection with cellular telephones and personal computers to control use of those 

apparatuses or devices and for user identification for secure on-line financial 

transactions.” Higuchi, [0026]; see also id., [0052], [0065]. To authenticate a user 

Higuchi discloses that a fingerprint input apparatus “denotes a two-dimensional 

image sensor … for two-dimensionally detecting the light intensity in accordance 
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with the three-dimensional pattern of a skin surface,” which then uses an image 

processor “to generate a fingerprint pattern” that can be analyzed by an image 

processor to “recogniz[e] the pattern by comparing the extracted features with a 

predetermined reference pattern.” Id., [0052]; Doermann, ¶130. 

A POSA would have understood that both the two-dimensionally detected 

light intensity in accordance with the three-dimensional pattern of a skin surface—

the user’s fingerprint—and the generated fingerprint pattern of Higuchi correspond 

to the claimed biometric measurement corresponding to a fingerprint. Both these 

measurements are biometric, correspond to a fingerprint, and are used to authenticate 

a user. Doermann, ¶131. 

A POSA would have been motivated to incorporate Higuchi’s fingerprint 

input apparatus and authentication method in Garcia’s mobile device because 

Higuchi expressly teaches and suggests such incorporation for this exact purpose—

financial transaction authentication. Doermann, ¶132. Accordingly, a POSA would 

have been motivated to implement Higuchi’s biometric data as a simple substitution 

for Garcia’s password-based user authentication. Doermann, ¶132. Section VI.C 

explains further rationale for combining Higuchi into the Garcia-King-Watanabe 

combination.  
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G. Claim 30 

Claim 30 recites limitations substantially similar to those of independent 

claim 25 but styled as a method rather than an apparatus. Claim 30 is rendered 

obvious by the combination of Garcia, King, Watanabe, and Higuchi (Ground 2) for 

the same reasons as claim 25. Doermann, ¶133. 

1. [30pre]: A method for allowing a user to deposit a check 
using the user’s computing device, the method comprising:  

Garcia discloses [30pre]. Doermann, ¶134. 

Garcia “refers to a method of document processing and acceptance, such as, 

for example, bank checks, that guarantees the authentication of the issuer and of the 

document itself and takes place electronically by means of a mobile device capable 

of capturing and sending images through an internet connection.” Garcia, 1:8-14. A 

POSA would have understood Garcia’s mobile device to be the user’s computing 

device because mobile devices were well-known computing devices when the ’770 

patent was filed. See Garcia, 9:20-23 (“[W]herein the user opens a computer 

application on the mobile telephone.”); Ex. 1014 (“Banking via mobile phone is not 

new.”). Doermann, ¶135. 
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2. [30a]: receiving, by a computer system, a copy of a captured 
image of a check; and processing, by the computer system, 
the check for mobile check deposit in a bank and updating a 
balance of an account based on an amount depicted in the 
check; 

The combinations render obvious [30a] as explained for [25a]. Doermann, 

¶136. 

3. [30b]: wherein the copy of the captured image is 
transmitted from a user’s computing device configured to 
implement the following method: 

The combinations render obvious [30b] as explained for [25b]. Doermann, 

¶137. 

4. [30c]: authenticating a user based on a biometric 
measurement obtained corresponding to the user; 

The combinations render obvious [30c] as explained for [25pre] and [25c]. 

Doermann, ¶138. 

5. [30d]: instructing the user to capture an image of a check; 

The combinations render obvious [30d] as explained for [25d]. Doermann, 

¶139. 

6. [30e]: using a display screen of the user’s computing device 
to assist the user in capturing the image of the check; and 

The combinations render obvious [30e] as explained for [25e]. Doermann, 

¶140. 
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7. [30f]: using a wireless network to transmit a copy of the 
captured image from the user's computing device to the 
computer system. 

The combinations render obvious [30f] as explained for [25f]. Doermann, 

¶141. 

VII. FINTIV DISCRETIONARY DENIAL IS INAPPROPRIATE 

Under the Interim Procedure, “the PTAB will not discretionarily deny 

institution in view of parallel district court litigation where a petitioner presents a 

stipulation not to pursue in a parallel proceeding the same grounds or any grounds 

that could have reasonably been raised before the PTAB.” Interim Procedure, 3. 

Petitioner stipulates that if the Board institutes IPR on this Petition, it will not pursue 

in the related district court litigation (United Services Automobile Association v. 

Truist Bank, Case No. 2:22-cv-00291 (E.D. Tex.)) “any ground that [Petitioner] 

raised or reasonably could have raised” during this proceeding. Sotera Wireless, Inc. 

v. Masimo Corp., IPR2020-01019, Paper 12 at 18-19 (P.T.A.B. Dec. 1, 2020); 35 

U.S.C. § 315(d). 

VIII. DISCRETIONARY DENIAL IS INAPPROPRIATE UNDER 35 U.S.C. 
§ 325(d) 

Discretionary denial under § 325(d) would be improper because this petition 

presents prior art and arguments not previously presented to the Office. Advanced 

Bionics, LLC v. MedEl Elektromedizinische Geräte GMBH, IPR2019-01469, Paper 
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6 (P.T.A.B. Feb. 13, 2020) and Becton, Dickinson & Co. v. B. Braun Melsungen AG, 

IPR2017-01586, Paper 8 (P.T.A.B. Dec. 15, 2017).  

Under the Advanced Bionics framework, step 1, and Becton, Dickinson factors 

(a), (b), and (d), none of Garcia, King, Watanabe, or Higuchi was applied by the 

Examiner or was the subject of any arguments made by the Examiner or Applicant 

during prosecution. 

Even under a broad reading of Becton, Dickson, and Advanced Bionics, denial 

would be improper because the art in this petition is not the same or cumulative of 

any art substantively applied during prosecution. Garcia was neither cited nor 

applied during prosecution. Although King and Watanabe were among over 1,000 

references cited by USAA during prosecution, the Examiner did not apply these 

references in a rejection. “The Board has consistently declined exercising its 

discretion under Section 325(d) when the only fact a Patent Owner can point to is 

that a reference was disclosed to the Examiner during the prosecution.” Amgen Inc. 

v. Alexion Pharm., Inc., IPR2019-00739, Paper 15 at 62 (P.T.A.B. Aug. 30, 2019); 

see also Amber.io, Inc. v. 72Lux, Inc., IPR2020-00015, Paper 8 at 19-20 (P.T.A.B. 

Apr. 1, 2020). 

The grounds are materially different and not cumulative of the only reference 

applied during examination of the challenged claims: Singfield (Ex. 1015). The 

combinations in this Petition are different from Singfield because, for example, they 
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teach the downloaded app causing the mobile device to “use a display screen of the 

user’s computing device to assist the user in having a digital camera capture the 

image of the check” as described in the Notice of Allowance. Ex. 1002, 54. There is 

little to no overlap between the current and prior arguments. Becton, Paper 8 at 23. 

The references combined in this petition, teach these added limitations, making 

denial under § 325(d) improper. 

IX. MANDATORY NOTICES 

A. Real Parties-in-Interest 

The Petitioner and real party-in-interest is Truist Bank. 1 

B. Related Matters 

To Petitioner’s knowledge, the ’770 patent has been involved in the following:  

Name Number Forum Filed 

United Services Automobile 
Association v. Truist Bank 

2:22-cv-00291-
JRG-RSP 

E.D. Tex. 
July 29, 

2022 

C. Lead and Back-Up Counsel, and Service Information 

Lead Counsel Back-Up Counsel 

Lionel M. Lavenue (Reg. No. 46,859) 
lionel.lavenue@finnegan.com 
Finnegan, Henderson, Farabow, 
Garrett, & Dunner LLP 

Kara A. Specht (Reg. No. 69,560) 
kara.specht@finnegan.com 
Finnegan, Henderson, Farabow,  
Garrett & Dunner, LLP 

 
1 Truist Bank is a subsidiary of Truist Financial Corporation. Truist Financial 

Corporation is not a real party-in-interest to this proceeding. 
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1875 Explorer Street, Ste. 8 
Reston, VA 20190-6023 
Tel: 571-203-2700 
Fax: 202-408-4400 

271 17th Street, NW, Suite 1400 
Atlanta, GA 30363-6209 
Tel: 404-653-6400 
Fax: 404-653-6444 
 
Cory C. Bell (Reg. No. 75,096) 
cory.bell@finnegan.com 
Finnegan, Henderson, Farabow, 
Garrett & Dunner, LLP 
2 Seaport Lane, 6th Floor 
Boston, MA 02210-2001 
Tel: 617-646-1641 
Fax: 202-408-4400 
 
Daniel M. Jordan (Reg. No. 78,038) 
Dan.jordan@finnegan.com 
Finnegan, Henderson, Farabow,  
Garrett & Dunner, LLP 
1875 Explorer Street, Suite 800 
Reston, VA 20190 
Tel: 571-203-2700 
Fax: 202-408-4400 
 
David R. Marriott 
dmarriott@cravath.com 
Cravath, Swaine & Moore LLP 
825 Eighth Avenue 
New York, NY 10019 
Tel.: 212-474-1430 
Fax: 212-474-3700 
Pro hac vice motion filed herewith 
 
Sharonmoyee Goswami (Reg. No. 68,806) 
sgoswami@cravath.com 
Cravath, Swaine & Moore LLP 
825 Eighth Avenue 
New York, NY 10019 
Tel.: 212-474-1928 
Fax: 212-474-3700 
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Geoffrey G. Hu (Reg. No. 55,284) 
ghu@cravath.com  
Cravath, Swaine & Moore LLP  
825 Eighth Avenue  
New York, NY 10019  
Tel.: 212-474-1544  
Fax: 212-474-3700 
 

Please address correspondence to counsel at the addresses above and Truist-

IPRs@finnegan.com. Petitioner consents to service by e-mail. 

X. STANDING 

The ’770 patent is available for IPR and Petitioner is not barred or estopped 

from requesting review. 

XI. CONCLUSION 

Petitioner requests the Board institute review and cancel the Challenged 

Claims. 

Date: August 16, 2023 Respectfully Submitted, 
 
/Lionel M. Lavenue/    
Lionel M. Lavenue , Lead Counsel 
Reg. No. 46,859 
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CERTIFICATION UNDER 37 C.F.R. § 42.24(d) 

Pursuant to 37 C.F.R. § 42.24(a)(1)(i), the undersigned hereby certifies that 

the foregoing PETITION FOR INTER PARTES REVIEW contains 10,766 words, 

excluding the parts of this Petition that are exempted under 37 C.F.R. § 42.24(a), as 

measured by the word-processing system used to prepare this paper. 

 
/Lionel M. Lavenue/     
Lionel M. Lavenue , Lead Counsel 
Reg. No. 46,859 
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