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Headwater’s § 325(d) argument primarily focuses on the Petition’s reliance 

on Rao, Oestvall, and Montemurro, which Headwater alleges are cumulative of 

references cited in signed IDSs during prosecution. But this ignores that the ’701 

patent was allowed without the Office issuing any prior art rejection—a fact that 

several Board decisions confirm is insufficient to support discretionary denial under 

Section 325(d). See, e.g., Navistar, Inc. v. Fatigue Fracture Tech., LLC, IPR2018-

00853, Pap. 13, 17 (PTAB Sept. 12, 2018); see IPR2017-00178, Pap. 6, 12-13 

(PTAB 2017); IPR2023-01157, Pap. 9, 7 (PTAB 2024).  

I. THE PETITION APPLIES PRIOR ART AND COMBINATIONS NOT 
PREVIOUSLY PRESENTED IN EXAMINATION  

Headwater argues that Rao and Oestvall are cumulative of Rao-2. POPR, 31-

44. Headwater also argues that Montemurro was previously considered because its 

later-issued patent (“Montemurro-2”) was cited in an IDS. Id. While Rao-2 and 

Montemurro-2 were cited in IDSs, no evidence exists on the record that the Office 

in fact considered either. Indeed, the Office issued no rejections during prosecution. 

SAMSUNG-1002, 21. Moreover, all grounds advanced in the Petition include 

references (e.g., Oestvall, Araujo) and combinations not presented to the Office.  

Headwater’s argument that Oestvall is cumulative of Rao-2 (POPR, 35-42) is 

flawed. The Office did not consider Oestvall during prosecution. Pet., 4, 77-78; 

SAMSUNG-1001, Cover. The Petition explains that Oestvall’s teachings would 
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have provided a POSITA with motivations to improve Rao’s techniques. Pet., 12-

16. These motivations are necessarily absent from Rao (and Rao-2), and the Office 

could not have considered these motivations and resulting combination without 

Oestvall.  Headwater fails to address how the combination of references in the 

Petition is similar to any combination considered during prosecution. 

Headwater’s argument that Oestvall is “cumulative and substantially similar” 

to Rao because the Petition relies upon both Oestvall and Rao as teaching certain 

claim features (POPR, 34-38, 40-42) is also flawed because it overlooks the 

Petition’s reliance on Oestvall as supplementing Rao at least with respect to 

“selectively block[ing] and allow[ing] access by the first end-user application to the 

WWAN modem.” Pet. 29-30, 34-35. More, Headwater’s argument fails to recognize 

that two references with different disclosures can both disclose a claimed feature due 

to the breadth of the claim language, and that such disclosure does not render two 

references “cumulative.” Indeed, Headwater’s flawed argument is evidenced by its 

reliance on only select disclosure of generic and well-known concepts, such as (1) 

foreground/background applications, (2) APIs, and (3) WWAN modem connections 

to WWANs. POPR, 33-38, 40.  

Further, Oestvall is not “cumulative of and substantively similar to” Judge or 

Nicolas.  POPR, 36-41.  Contrary to Headwater’s mischaracterization of the 

prosecution history, Judge and Nicholas are merely listed as “[p]rior art,” not the 
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“closest prior art.”  POPR, 36-41; SAMSUNG-1002, 322.  More importantly, the 

Examiner offered no discussion of them. Id. By selectively choosing portions of 

Judge, Headwater characterizes Judge’s “multiple server access modules (SAM)” 

operation as depending on whether applications are “supported” and alleges this to 

be cumulative of Oestvall’s disclosure of a “scheduler” that regulates access to 

resources by an untrusted application. POPR, 38-40. However, Headwater neglects 

the Petition’s reliance on Oestvall as disclosing that its scheduler regulates an 

untrusted application’s access to resources depending on whether the application 

runs in the background or foreground, failing to address how Judge or Nicholas 

teach this. Id.; Pet., 29-30; SAMSUNG-1006, [0023]-[0025]. Indeed, Headwater’s 

“cumulative” argument relates only to a small portion of limitation [1e] (“selectively 

block and allow access by the first end-user application”), thereby confirming that 

the alleged overlap between Oestvall and Judge is limited. POPR, 39-40. Similarly, 

Headwater identifies Nicholas’s disclosure of “power management” as the sole 

aspect cumulative of Oestvall (POPR, 40-41) but fails to address how Nicholas 

provides a teaching cumulative of Oestvall’s core disclosure of battery conservation 

by managing access to system resources. SAMSUNG-1006, [0008]-[0009], [0016]-

[0017]. Rather, Headwater acknowledges the only similarity between Oestvall and 

Nicolas—“battery conservation” (Oestvall) and “power management” (Nicolas)—

relates to a “basic concept.” POPR, 40-41. Notably, the battery conservation theory 
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is just one of many reasons for the Petition’s combination with Oestvall. Pet., 12-16, 

31-33. For at least these reasons, Headwater has not shown that part one of the 

Advanced Bionics framework is met. 

II. THE EXAMINER ERRED REGARDING PATENTABILITY  

The Office erred in a manner material to the patentability of challenged 

claims. The relevant facts here are nearly identical to those in related Samsung Elecs. 

Co. Ltd. v. Headwater Rsch. LLC (“01157 IPR”). IPR2023-01157, Pap. 9, 7. In both 

cases, the prosecution history was limited—during prosecution of the patent at issue 

in the 01157 IPR, the Office issued no rejections relying on the alleged cumulative 

art, while here the Examiner issued no prior art rejections at all. Id.; Pet., 18-19, 112; 

SAMSUNG-1002. In the 01157 IPR, the Board observed that “the record developed 

by the office is sparse because Cole and Rao were two of about 1,800 references 

identified in [IDSs], but never discussed substantively during prosecution, and 

D’Amore was not before the Office.” IPR2023-01157, Pap. 9, 7. The same holds 

true here, where, “[i]n light of that sparse record, Petitioner’s showing on the merits 

is enough to demonstrate that the examiner erred.” Id. In particular, “to the extent 

that the examiner substantively considered Rao [and one or more references 

cumulative of Oestvall] as a combination and concluded that the combination does 

not teach [elements [1d]-[1g]], the examiner materially erred.” Id. Instead, as the 

Petition explains, for example, the asserted combination teaches elements [1e]-[1g] 
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at least in view of Oestvall’s teaching that, “when an untrusted application runs in 

the background, Oestvall’s device prevents the application from ‘being given any 

services or consuming any resources,’” and when it “runs in the foreground, the 

application is permitted to ‘run again—e.g., to be provided with resources and 

services.’”  Pet., 29-35 (citing SAMSUNG-1006, [0023]-[0025]); see IPR2023-

01157, Pap. 9, 7-8.  In light of the Petition’s analysis, Petitioner has shown under 

part two of the Advanced Bionics framework that the Office materially erred. 

Headwater’s cited authority regarding the Advanced Bionics framework is 

distinguishable. See POPR, 45-46. In Eyenovia, prosecution of the challenged patent 

included substantive prior art rejections and patent owner’s discussion of those 

references, and the Board found a “significant overlap between the arguments 

considered by the Examiner during prosecution and Petitioner’s grounds in this 

proceeding.” IPR2022-00963, Pap. 7, 13 (PTAB 2022). No such overlap exists here. 

Likewise, in Gator Bio, the asserted prior art references were “applied extensively 

during examination of the parent application,” including rejections based on those 

references. IPR2023-00215, Pap. 19, 12 (PTAB 2023). The same is not true here. 

Thus, Headwater is unable to identify any authority finding that the second part of 

the Advanced Bionics framework is satisfied where the prosecution history lacks any 

indication that the Examiner evaluated the asserted prior art references. See 

IPR2023-01157, Pap. 9, 7. 
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  Respectfully submitted, 
 
 
 
Date:  February 5, 2024  /Jennifer J. Huang/  
  W. Karl Renner, Reg. No. 41,265  
  Jeremy J. Monaldo, Reg. No. 58,680  
  Jennifer J. Huang, Reg. No. 64,297 
  Sangki Park, Reg. No. 77,261 
  Fish & Richardson P.C.  

60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 

  T: 202-783-5070  
  F: 877-769-7945 
   
  Attorneys for Petitioner 
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Patent Owner’s Preliminary Response and Exhibit 1036 were provided by email to 

the Patent Owner by serving the correspondence address of record as follows:  

Reza Mirzaie, Marc A. Fenster, Dale Chang 
Amy E. Hayden, James A. Milkey, Neil A. Rubin, Philip X. Wang 

RUSS AUGUST & KABAT 
12424 Wilshire Boulevard, 12th Floor 

Los Angeles, CA 90025 
  
 Email: rmirzaie@raklaw.com   
   mfenster@raklaw.com 

dchang@raklaw.com   
ahayden@raklaw.com   
jmilkey@raklaw.com    
nrubin@raklaw.com  
pwang@raklaw.com   
rak_headwater@raklaw.com  

 
 
Date:  February 5, 2024  /Diana Bradley/  
  Diana Bradley 
  Fish & Richardson P.C.  

60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402  
Tel: 858-678-5667  


