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Honorable Director,

Mara Renewables Corp., the Petitioner in IPR2023-01342, respectfully recommends and requests
Director Review of the Institution Decision issued by the Board in that proceeding.  Concurrently
herewith, Petitioner has filed the attached Petitioner’s Request for Director Review.

Pursuant to the Revised Interim Director Review guidance, Petitioner presents the following two
issues within the Request in the order of priority ranking.  Each issue implicates an important issue of
law and policy leading to erroneous conclusions rendered in the Institution Decision:

1. The Board misapprehended fundamental anticipation law by applying a higher standard than
the Federal Circuit requires in requiring a single individual example or embodiment meet
every element of the claim, rather than considering the entirety of the reference, thus
reaching an erroneous conclusion of law.

2. The Board similarly erroneously applied a higher standard in its obviousness analysis by again
requiring a single individual example or embodiment meet every element of the claim, rather
than considering the entirety of the two references or the combination of the two references.

The analysis of the Board therefore presents legal error that impacts the credibility of the PTAB. 

Respectfully,

Grace Kim :: Principal :: Fish & Richardson P.C.
612 337 2510 direct :: gkim@fr.com
fr.com :: Bio :: LinkedIn 
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 INTRODUCTION 


The Director should grant Director Review in this case because the panel 


misunderstood and misapplied fundamental tenets of patent law to the facts here.  


First, the panel misunderstood the requirements for anticipation.  Although all 


limitations of a claim must be described in a single reference for anticipation, no 


theory of anticipation requires that all of those elements must be listed in a single 


example.  Here, every limitation of challenged claim 1—a microbial oil comprising 


a triglyceride fraction, DHA, and ARA—is present and disclosed in a single prior-


art reference, including in overlapping weight percentage ranges.  The panel, 


however, found that the prior art did not anticipate because it lacked disclosure of 


an individual example of a microbial oil.  But under a proper anticipation analysis, 


no individual example was required.   


The panel also misunderstood what it means for the prior art to be “arranged 


as in the claim” for anticipation.  The panel interpreted “arranged as in the claim” to 


mean that the prior art must disclose an individual example of a microbial oil 


containing the claimed limitations.  But the Federal Circuit has explained that 


“arranged as in the claim” includes prior art that “explicitly contemplates the 


combination” even if it does not expressly list the combination.  See Blue Calypso, 


LLC v. Groupon, Inc., 815 F.3d 1331, 1343 (Fed. Cir. 2016); Kennametal, Inc. v. 
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Ingersoll Cutting Tool Co., 780 F.3d 1376, 1381 (Fed. Cir. 2015); Wm. Wrigley Jr. 


Co. v. Cadbury Adams USA LLC, 683 F.3d 1356 (Fed. Cir. 2012).  The Director 


should correct the panel’s misunderstanding of the law of anticipation and its 


application to the facts of this case.   


Second, a fundamental tenant of patent law is that, when obviousness is based 


on a combination of prior-art references, it is error to focus only on the disclosures 


of the individual references.  Here, the panel repeated its earlier mistake by focusing 


on what each individual reference taught in isolation, rather than the teachings of the 


prior art as a whole.   


The Board cannot fulfill its mission “to improve patent quality and restore 


confidence in the presumption of validity that comes with issued patents” when it 


misunderstands and misapplies fundamental patent law.  Code200, UAB et al. v. 


Bright Data Ltd., IPR2022-00861 & IPR2022-00862, Paper 18 at 6 (PTAB Aug. 23, 


2022) (Precedential).  The Director should correct the panel’s misunderstanding and 


misapplication of the law in this case and institute inter partes review.   


 BACKGROUND 


Mara Renewables Corporation (“Mara”) filed a Petition requesting inter 


partes review of claims 1–14 of U.S. Patent No. 10,757,959 B2 (“the ’959 patent”).  


Paper 2.  Claim 1 of the ’959 patent recites a microbial oil comprising a triglyceride 


fraction of at least 70% by weight, wherein the docosahexaenoic acid (DHA) content 







Proceeding No.: IPR2023-01342 


Attorney Docket: 55973-0004IP1 


 


4 


 


of the triglyceride fraction is at least 45% by weight, and wherein the oil comprises 


1.5% by weight or less of arachidonic acid (ARA).  Ex. 1001, 61:15–19.  The panel 


issued a Decision denying institution, holding that Mara failed to demonstrate a 


reasonable likelihood of prevailing on at least one of the claims challenged in the 


Petition.  Paper 7, 2 (“Dec.”).   


In Ground one of the Petition, Mara argued that claim 1 of the ’959 patent was 


anticipated by Radianingtyas.  Pet. 9–12.  The panel disagreed that Radianingtyas 


discloses all limitations of claim 1, namely the claimed ranges of DHA (at least 45% 


by weight) and ARA (1.5% by weight or less).  As to DHA, the panel found that 


“[t]here is no disclosure of an individual microbe oil . . . that contains at least 45% 


DHA.”  Dec., 12.1  And yet, even the panel acknowledged—in a footnote—that 


Radianingtyas discloses microbial oils having DHA in the range of “at least 15%, 


20%, 25%, 30%, 35%, 40%, 45%, 50%, 55% or 60% by weight.”  Id., 12 n.8.  


Nevertheless, the panel was still not persuaded that Radianingtyas teaches this 


limitation because “no actual microbial oil in Radianingtyas” was measured in a 


single embodiment to have at least 45% by weight DHA.  Id., 13.   


As to ARA, the panel likewise acknowledged that Radianingtyas discloses 


microbial oils having ARA in the range between 1 to 18% by weight.  Id., 14.  


 
1 All emphases added herein unless otherwise noted.  
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Notwithstanding that the claimed amount—less than 1.5% by weight—squarely 


overlaps with this range, the panel found “no persuasive evidence” in Radianingtyas 


of a microbial oil having 1.5% or less by weight ARA.  Id.  The panel found instead 


that “each disclosed example” in Radianingtyas that had less than 1.5% ARA by 


weight also had less than 45% by weight DHA.  Id.; see also id., 12 (stating that, in 


Radianingtyas, “[t]here is no disclosure of an individual microbial oil, however, that 


contains at least 45% DHA and 1.5% or less arachidonic acid by weight as required 


by claim 1”).  


In another ground, Mara argued that claim 1 of the ’959 patent was 


unpatentable for obviousness over Bijl and Komazawa.  Pet., 58–65.  The panel 


disagreed that the prior art teaches or suggests “a triglyceride fraction of at least 70% 


by weight.”  Dec., 28.   And yet, here again, the panel acknowledged that Bijl 


“suggests that in at least some embodiments the triglyceride fraction may be greater 


than 90%,” and, indeed, identified one example containing 93% triglycerides.  Id., 


28 (citing Ex. 1008, 2:30–35), n.13 (citing Ex. 1008, 38:17-40:10).  The panel held, 


however, “that not all microbial oils produced in Bijl will have a triglyceride fraction 


of at least 70% by weight, much less 90%.”  Id.  The panel pointed to one example 


in Bijl in which the microbial oil “contain[ed] only 67% tri-glycerides.”  Id. (citing 
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Ex. 1008, 42:33–36).  But the panel did not address Mara’s reasons to combine Bijl 


and Komazawa, or the teachings of the references in combination.  Id.  


 LEGAL STANDARD 


“Requests for Director Review of the Board’s decision whether to institute an 


AIA trial, or decisions granting rehearing of such a decision, shall be limited to 


decisions presenting (a) an abuse of discretion or (b) important issues of law or 


policy.”  USPTO, Revised Interim Director Review Process at 2.B, Availability of 


Director Review: AIA Trial Proceedings (last modified July 25, 2023), 


https://www.uspto.gov/patents/ptab/decisions/revised-interimdirector-review-


process.  An abuse of discretion is found if the decision: 


(1) is clearly unreasonable, arbitrary, or fanciful; (2) is based on an 


erroneous conclusion of law; (3) rests on clearly erroneous fact finding; 


or (4) involves a record that contains no evidence on which the Board 


could rationally base its decision. 


Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1367 


(Fed. Cir. 2016) (citation omitted). 


 ARGUMENT 


A. The Panel’s Institution Denial Rests on a Misunderstanding of 


Anticipation Law 


The Director should grant Director Review in this case because the panel 


misunderstood fundamental anticipation law.  Notwithstanding that Radianingtyas 


expressly discloses the claimed ranges of DHA and ARA recited in claim 1 of the 
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’959 patent, the panel held that the Radianingtyas nevertheless did not anticipate 


because “[t]here is no disclosure of an individual microbial oil . . . that contains at 


least 45% DHA and 1.5% or less arachidonic acid by weight as required by claim 1.”  


Dec., 12.  And because there was no individual example of a microbial oil having 


the claimed amounts of DHA and ARA, the panel said, it was “not persuaded that 


Radianingtyas discloses every limitation of claim 1 ‘arranged as in the claim’ in ‘a’ 


microbial oil as required by claim 1.”  Id. (citing Net MoneyIN, Inc. v. VeriSign, 


Inc., 545 F.3d 1359, 1370 (Fed. Cir. 2008)).  The panel is wrong on both counts.  


1. Anticipation does not require an individual example in the 


prior art 


A fundamental tenet of anticipation law is that the prior art need not disclose 


an individual example to anticipate.  “[A]nticipation requires that all limitations of 


the claimed invention are described in a single reference, rather than a single 


example in the reference.”  Glaxo Grp. Ltd. v. Apotex, Inc., 376 F.3d 1339, 1348 


(Fed. Cir. 2004); see also Kennametal, 780 F.3d at 1381 (holding that substantial 


evidence supported the Board’s finding that the reference anticipated the claims even 


without explicit disclosure of the specific combination recited in the disputed 


claims); In re Chapman, 357 F.2d 418, 424 (C.C.P.A. 1966) (“A reference can be 


used for all it realistically teaches, and is not limited to the disclosures in its specific 


illustrative examples.”).  
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Claim 1 of the ’959 patent encompasses a genus of microbial oils having at 


least 45% by weight of DHA in the triglyceride fraction and 1.5% by weight or less 


of ARA.  Ex. 1001, 61:15–19.  Mara explained in the Petition that Radianingtyas 


teaches microbial oils containing both DHA and ARA in amounts that overlap with 


these ranges.  Pet., 10–12.  Radianingtyas teaches that microbial oils from microbes, 


such as strain “ONC-T18” have “a lipid composition comprising from about 25% to 


about 40% of an omega-3 fatty acid, such as n-3 DHA, (for example, at least . . . 


40%, 45%, 50%, 55% or 60% by weight).”  Pet., 10 (citing Ex. 1007, 26:29–34)2.  


And in an Example characterizing microbial oils from the very same ONC-T18 


strain, Radianingtyas reported ARA in “concentrations varying between 1 and 18%.”  


Id., 11 (citing Ex. 1007, 96:1–3, 99:29–32, Fig. 11); see also id., 12 (citing Ex. 1007, 


32:20–25).  Claim 1’s claimed ranges of “at least 45% by weight” DHA and “1.5% 


by weight or less” ARA overlap with the ranges taught in Radianingtyas.  Further, 


Radianingtyas teaches that oils can be further purified to increase DHA content.  Id., 


11 (citing Ex. 1007, 8:2-4). 


The panel rejected Mara’s unrebutted evidence, however, because no 


individual example of a microbial oil in Radianingtyas contains at least 45% by 


 
2 Citations to Radianingtyas (Ex. 1007) herein are to the first set of page numbers 


immediately below the text, not to the stamped number at the bottom of the page. 
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weight of DHA and 1.5% by weight or less of ARA.  See, e.g., Dec., 12 (stating that 


“[t]here is no disclosure of an individual microbial oil”); id., 13 (finding “no actual 


microbial oil in Radianingtyas”).  But no tenet of anticipation law requires disclosure 


of an individual example.  See, e.g., Perricone, M.D. v. Medicis Pharm. Corp., 432 


F.3d 1368, 1376 (Fed. Cir. 2005) (affirming finding of anticipation where an 


ingredient was recited as part of a longer list, to be added in a percentage range, 


without disclosure of a “species” of that ingredient in a specific percentage in a 


specific example).  Nor does any tenet of anticipation law require that Radianingtyas 


actually purified a microbial oil; Radianingtyas’s suggestion to purify the oil (Ex. 


1007, 8:2-4) suffices.  See, e.g., Bristol–Myers Squibb Co. v. Ben Venue Labs., Inc., 


246 F.3d 1368, 1379 (Fed. Cir. 2001) (“anticipation does not require actual 


performance of suggestions in a disclosure”).   


The panel’s error in applying the law of anticipation is particularly clear in its 


analysis of claim 1’s DHA limitation.  See Pet., 12–13 & n.8.  The panel 


acknowledged that “Radianingtyas might be interpreted to disclose that some 


microorganisms can produce up to 60% DHA” because Radianingtyas “gives 


examples that include 15%, 20%, 45%, 50%, 55%, and 60%.”  Id., 12 & n.8 (citing 


Ex. 1007, 26:33–34).  But the panel disregarded this clear teaching anticipating 


claim 1’s “at least 45% by weight” of DHA because Mara had not identified an 
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actual microbe in Radianingtyas “that is shown to produce more than 40% DHA.”  


Id.  


The panel’s finding that Radianingtyas does not anticipate even though every 


element of claim 1 is present and disclosed in Radianingtyas, including overlapping 


claimed ranges, cannot be squared with the law of anticipation.  The Director should 


grant rehearing to correct the panel’s clear and unmistakable error.   


2. “Arranged as in the claim” does not require an individual 


example in the prior art 


The panel also went too far in requiring an individual example in 


Radianingtyas to satisfy the “arranged as in the claim” requirement for anticipation.  


The panel interpreted “arranged as in the claim” to mean that Radianingtyas had to 


disclose an individual example of a microbial oil containing at least 45% by weight 


DHA and 1.5% or less by weight ARA to anticipate claim 1.  Not so.   


The Federal Circuit has explained that “arranged as in the claim” includes 


prior art that “explicitly contemplates the combination of the disclosed 


functionalities.”  Blue Calypso, 815 F.3d 1343.  And here, as Mara explained in the 


Petition, Radianingtyas expressly contemplates and discloses microbial oils having 


the combination of elements recited in claim 1: high levels of triglycerides—from 


“96% to 100%” of the total lipids, DHA—in amounts of at least “40%, 45%, 55%, 


or 60% by weight,” and low levels of ARA—“between 1 and 18%.”  Pet., 10–12.  
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The panel relied on the Federal Circuit’s decision in Net MoneyIn as rationale 


for its finding that Radianingtyas does not anticipate.  See Dec., 12 (“we are not 


persuaded that Radianingtyas discloses every limitation of claim 1, ‘arranged as in 


the claim’ in ‘a’ microbial oil” (quoting Net MoneyIn, 545 F.3d at 1370)).  But that 


case is distinguishable.   


In Net MoneyIn, the prior art disclosed two separate online payment 


protocols—each protocol containing five different, non-overlapping elements.  545 


F.3d at 1368–69.  The Federal Circuit held that it was error for the District Court to 


grant summary judgment of anticipation because nothing in the prior art 


contemplated that the elements of each payment protocol could be combined to make 


the claimed payment protocol.  Id. at 1371.  Here, however, Radianingtyas expressly 


contemplates the combination of claimed elements (DHA in the triglyceride fraction 


and ARA) in strain ONC-T18 in amounts that overlap with the ranges recited in 


claim 1.  See Ex. 1007, 11:4–9, 26:29–34, 32:17–33:5, 89:24–26, 96:1–3, 99:29–32, 


Fig. 11.   


In this way, the facts of this case are more like those in Blue Calypso.  In that 


case, patent owner argued that the prior art did not anticipate because two of the 


claimed elements, although present in the prior-art reference, were not “explicitly 


found” in “combination” and thus—in patent owner’s view—were not “arranged as 
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in the claim.”  Blue Calypso, 815 F.3d at 1342.  The Federal Circuit rejected this 


argument.  The Court explained that “arranged as in the claim” does not require the 


prior-art reference to “include an express discussion of the actual combination to 


anticipate.”  Id. at 1344 (citing Kennametal, 780 F.3d at 1383).  “Instead,” the Court 


held, “a reference may still anticipate if that reference teaches that the disclosed 


components or functionalities may be combined and one of skill in the art would be 


able to implement the combination.”  Id.   


The panel here has made no finding that implementing Radianingtyas’s 


combination of elements in the ranges disclosed would have been outside the skill 


of an ordinary artisan.  Nor could it at the institution stage of the proceeding, given 


that the prior art is presumed enabled.  See Apple Inc. v. Corephotonics, Ltd., 861 F. 


App’x 443, 450 (Fed. Cir. 2021) (“[R]egardless of the forum, prior art patents and 


publications enjoy a presumption of enablement, and the patentee/applicant has the 


burden to prove nonenablement for such prior art.  It was error for the Board to 


suggest otherwise.”); Fed. Cir. R 32.1(c)-(d). 


The Federal Circuit came to the same conclusion about the meaning of 


“arranged as in the claim” in Wrigley.  The claim at issue in that case was directed 


to a chewing gum comprising WS-23 (a type of coolant) and menthol in certain 


percentage ranges.  Wrigley, 683 F.3d at 1359.  The prior-art reference Shahidi 
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disclosed several compositions of chewing gum, toothpaste, mouth rinses, and 


lozenges, and listed “several categories of components that can be included in the 


compositions”—including certain optional components, such as cooling agents (e.g., 


WS-23) and flavoring agents (e.g., menthol).  Id. at 1359–60.  Shahidi did not 


disclose a composition comprising both WS-23 and menthol.  Id.   


The patentee in Wrigley argued that the Shahidi did not anticipate because, 


“while Shahidi discloses all the claim limitations found in [the] claim [at issue], it 


does not disclose them in the combination recited in that claim.”  Id. at 1360.  The 


Federal Circuit, however, disagreed that Shahidi did not meet the “arranged as in the 


claim” requirement of Net MoneyIn.  Id. at 1361-62.  The Court explained that, 


unlike the prior art in Net MoneyIn, Shahidi “envisions using WS-23 and menthol in 


a single product.”  Id. at 1361.  And, given that objective of the patent at issue to 


obtain a chewing gum “with a clean high-quality flavor” and “good cooling effect,” 


the Court found that the combination of WS-23 and menthol would have been 


immediately apparent from the disclosure of Shahidi.  Id. at 1361–62. 


From these cases, it is apparent that Radianingtyas need not have disclosed a 


specific example having at least 45% by weight DHA in the triglyceride fraction and 


1.5% or less by weight ARA to be “arranged as in the claim” to anticipate the claims.  


Radianingtyas meets “arranged as in the claim” through its disclosure of the 
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combination of claimed elements (triglyceride fraction, DHA in the triglyceride 


fraction, and ARA) found in strain ONC-T18.  See Ex. 1007, 11:4–9, 26:29–34, 


32:17–33:5, 89:24–26, 96:1–3, 99:29–32, Fig. 11.  The panel’s finding otherwise is 


error.  


B. The Panel Abused its Discretion by Failing to Address the 


Disclosure of Bijl in Combination With Komazawa 


The errors the panel made in its anticipation analysis were repeated in its 


obviousness analysis.  For example, in another ground, Mara argued that it would 


have been obvious for the ordinarily skilled artisan to have combined the teachings 


of Bijl—directed to microbial oils and processes of cultivating, processing, and 


extracting microbial oils from natural sources—with Komazawa—directed to 


specific beneficial strains of microorganisms cultured under certain conditions to 


increase DHA.  Pet., 58 (citing Ex. 1003, ¶ 256).  In fewer than a page-and-a-half of 


analysis, the panel found that neither Bijl nor Komazawa satisfied the “triglyceride 


fraction of at least 70% by weight” limitation of claim 1.  Dec., 28.    


Like for anticipation, the panel in its obviousness analysis improperly looked 


to individual examples and disregarded the teachings of the prior art as a whole.  See 


Uber Techs., Inc. v. X One, Inc., 957 F.3d 1334, 1341 (Fed. Cir. 2020) (for 


obviousness, the proper inquiry is “whether the claimed inventions are rendered 


obvious by the teachings of the prior art as a whole” (quoting In re Etter, 756 F.2d 
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852, 859 (Fed. Cir. 1985))).  For example, the panel recognized that Bijl “suggests 


that in at least some embodiments the triglyceride fraction may be greater than 90%.”  


Dec., 28 (citing Ex. 1008, 2:30–35).  But in the panel’s view, this disclosure was 


insufficient because “not all microbial oils produced in Bijl will have a triglyceride 


fraction of at least 70% by weight, much less 90%.”  Id.  This holding makes little 


sense given that the panel also specifically acknowledged—again in a footnote—


that Bijl does disclose in one example “an oil produced by Mortierella alpina [that] 


was found to contain 93% tri-glycerides when extracted with hexane.”  Id., 28 n.13.   


The Board errs when it takes “a rigid approach to determining obviousness 


based on the disclosures of individual prior-art references” rather than the prior art 


as a whole.  Randall Mfg. v. Rea, 733 F.3d 1355, 1362 (Fed. Cir. 2013).  The panel 


did so here by failing to address the teachings of the references in combination as 


well as Mara’s reasons to combine its references.   


 SUMMARY 


The panel in this case made clear and unmistakable errors in its understanding 


and application of the law to the facts.  The Director should grant review to correct 


those errors. 
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Dated:  March 25, 2024   /Grace J. Kim/     


Gwilym J. Attwell, Reg. No. 45,449 


Grace Kim, Reg. No. 71,977 


Casey M. Kraning, pro hac vice forthcoming 


Fish & Richardson P.C. 


      60 South Sixth Street, Suite 3200 


Minneapolis, MN 55402 


      T: 202-783-5070 


      F: 877-769-7945 
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