
Claims 11-14 Properly Narrow Claim 5
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The ’641 PatentEndo Pharm.

A secondary lithium-ion battery 
with certain CCV and capacity 
ratio within the claimed ranges 

An oxymorphone controlled release 
formulation with “about 5 mg to about 80 
mg oxymorphone”

Independent 
Claim

The secondary lithium-ion 
battery that also maintains 
certain percentage of capacity 
after 400 cycles.  

The oxymorphone controlled release 
formulation that also produces certain 
pharmacokinetic properties

Dependent 
Claim

Claims 11-14 do not cover any
secondary lithium-ion battery 
also practicing claim 5, rather 
only those that are specifically 
configured to retain the claimed 
capacity levels after 400 cycles, 
as required by claims 11-14.

“Endo does not claim any controlled 
release configuration of oxymorphone 
dosage, rather only those which have 
been specifically calibrated to 
produce the pharmacokinetic properties 
recited in the claims—excluding those 
that do not exhibit such properties”

Holding 

POR at 37-38; Sur-Reply at 21-22
Endo Pharm. Inc. v. Teva Pharm. USA, Inc., 731 Fed. App’x 962, 971 (Fed. Cir. 2018)



A POSITA Would Know That Practicing Claim 5 Does Not 
Require Practicing Claims 11-14
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APPLE-1034 [Yao Dep.] at 79:13-19; POR at 38-39; Sur-Reply at 21-22



A POSITA Would Know That Practicing Claim 5 Does Not 
Require Practicing Claims 11-14
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Ex. 2008 [Hruska Dep.] at 120:20-121:13; POR at 38-39; Sur-Reply at 21-22



No Evidence that the Yamaki-Sakamoto Combination Battery 
Meets Claims 11-14
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Ex. 2007 [Yao Decl.], ¶153; POR at 40-42
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• During the first few cycles 
“at a low C-rate,” “a 
significant difference is not 
observed for cells cycled 
to the two different cutoff 
voltages”

• “very different capacity 
retention afterwards”

• The capacity fade is 
primarily due to issues 
associated with the 
cathode

No Evidence that the Yamaki-Sakamoto Combination Battery 
Meets Claims 11-14

Ex. 2007 [Yao Decl.], ¶¶158-160; POR at 41; Ex. 2023 [Laszcynski 2019]
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No Evidence that the Yamaki-Sakamoto Combination Battery 
Meets Claims 11-14

Ex. 2007 [Yao Decl.], ¶162; POR at 41-42



PATENT OWNER DEMONSTRATIVE 
EXHIBITS - NOT EVIDENCE IPR2023-01350 Slide 85

No Evidence that the Yamaki-Sakamoto Combination Battery 
Meets Claims 11-14

Ex. 2008 [Hruska Dep.] at 46:13-23; POR at 42-43



No Evidence that the Yamaki-Sakamoto Combination Battery 
Meets Claims 11-14
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Ex. 2008 [Hruska Dep.] at 54:19-55:18; POR at 43
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Yamaki Does Not Disclose the Normal Testing Conditions 
Required by Claims 11-14

The ’641 PatentEndo Pharm.
Measure capacity retention 
at normal operating 
conditions (1C or 0.5C) 

Dissolution profile measured at 
50 rpm 

Challenged Claim

Measure capacity retention 
at slow charging rate (~0.1C)

Dissolution profile measured at 
100 rpm

Prior Art

Dr. Yao: “A POSITA would 
understand that … [Yamaki’s 
slow charging] performance 
does not reflect how the 
battery will perform in 
practical, normal operating 
conditions”

Federal Circuit: “a [POSITA] 
would not have expected a 
correlation between results 
obtained … at different speeds”

Factual Findings 

Not disclosed Not disclosed Conclusion 

Ex. 2007 [Yao Decl.], ¶¶167-173; POR at 43-46; 
Endo Pharm. Inc. v. Teva Pharm. USA, Inc., 731 Fed. App’x 962, 970 (Fed. Cir. 2018)
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Yamaki Does Not Disclose the Normal Testing Conditions 
Required by Claims 11-14

Moreover, the specification states that “[e]xcept for voltage, all process parameters 
for charge and discharge are commonly used in the art,” leading a POSITA to 
understand that normal testing conditions for commercial batteries are to be 
utilized.

RJ Tech., LLC v. Apple Inc., SACV-22-01874-JVS, Dkt. 82 at 29-30 (APPLE-1031 at 
30); POR at 44. 
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Yamaki Does Not Disclose the Normal Testing Conditions 
Required by Claims 11-14

Ex. 2007 [Yao Decl.], ¶173; POR at 43-46
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Ex. 2007 [Yao Decl.], ¶166; POR at 40-46

No Evidence that the Yamaki-Sakamoto Combination Battery 
Meets Claims 11-14
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A POSITA Would Know That Yasunami Does 
Not Disclose the Claimed Capacity Retention

Ex. 2030 [Yasunami], ¶66; POR at 63
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Ex. 2030 [Yasunami], Table 1; POR at 63

A POSITA Would Know That Yasunami Does 
Not Disclose the Claimed Capacity Retention
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No Evidence that the Yasunami-Koyama Combination Battery 
Meets Claims 11-14

Ex. 2007 [Yao Decl.], ¶212; POR at 63-64




