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Application number: 14158931.7-1303 
Applicant: BUERGOFOL GMBH 
 
In response to the office action of 9/26/2016 
 

1) New claims 

We are submitting herewith new claims 1 – 15. The amendments to the claims 

relate to the originally submitted claims. The new independent claim 1 is no 

longer directed at a tubular film, but rather an insertion tube with an outer tubular 

film, an inner tubular film (corresponding to the original claim 1), and a resin-

impregnated support material situated between them. 

The new claim 1 is based on the original claim 14 into which the features of the 

original claim 1 have been integrated. In addition, the alternatives mentioned in 

the second half of the new claim 1 (coating and/or covering) have been more 

clearly distinguished from each other. 
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In addition, the above-mentioned “covering with at least one migrating 

compound” has been specified in greater detail using two features from the 
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description, namely that “the [covering] is introduced into the above-mentioned 

outer layer and as a function of time, migrates to the surface of this outer layer.” 

A corresponding disclosure can be found in the penultimate paragraph on page 9 

of the original description. 

The prior claim 15, directed toward the “use of a tubular film” is now directed, as 

the new claim 14 – at the “use of an insertion tube according to one of the 

preceding claims.” Because of this dependency, many features can be deleted 

from the new claim 14, thus increasing its readability. 

According to the limitation to an insertion tube that has been made with the new 

claim 1, the variant of the tubular film as a pre-liner (8) has been deleted. The 

same is true for the originally mentioned use of the tubular film as a calibration 

tube, packaging material, release or separating film, and protective film. Claim 16, 

which originally claimed these different uses, has therefore been deleted entirely. 

In the affected dependent claims, it has been clarified that the “tubular film” 

mentioned therein is the “inner tubular film”. 

2) Novelty and inventive step 

As already stated in the office action response of 3/17/2015, D1 is not relevant 

because it discloses a coating of an outer side that is facing away from the 

support material (see Fig. 1). By contrast, the coating and/or covering on the 

outer side of the inner tubular film is positioned facing toward the support 

material. Since the inner tubular film and the resin-impregnated support material 

are both parts of the insertion tube now being claimed, this difference is relevant.  
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In other words, the teaching of D1 goes in an entirely different direction than the 

present invention. Also, the purpose of the coating and/or covering in the present 

invention is entirely different from the one in D1. Whereas in D1, the purpose is 
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to improve the slipperiness of the tubular film during its insertion into a sewer 

pipe by being turned inside out, the claimed invention aims to achieve a better 

detachment of the inner tubular film from the dried resin after the insertion tube 

has been placed in the sewer pipe. The improvement of this separating effect is 

neither disclosed nor rendered obvious by D1, which does not even deal with this 

topic. 

3) Final comments 

The applicant therefore requests an indication that the newly submitted claims 

are allowable. The adaptation of the description, which has been set aside for the 

moment for reasons of procedural economy, will then be completed without 

further delay. If there are still concerns regarding patentability, the applicant 

requests a further office action. Should there be remaining unanswered 

questions, I would be happy to discuss them with you by telephone. But if the 

examiner is contemplating rejecting the application without issuing a further office 

action, then we would like to request an in-person interview and – in the further 

alternative – that an oral hearing be scheduled. 

CANZLER & BERGMEIER 

     [Signature] 

Dr. Thomas Schlief 
- Patent Attorney - 
 
Enclosures 
New claims 1 – 15, clean copy (via Fax and mail) 
New claims 1 – 15, correction copy (via mail only) 
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Application number: 14158931.7-1303 
Applicant: BUERGOFOL GMBH 
 
Payment of examination and designation fees and response to the extended 
European search report of 6/03/2014 
 

On behalf of the applicant, based on the enclosed debit order, we are paying both the 

examination fee and the designation fee for the above-mentioned patent application. 

 

1) Prior art cited in other processes 

In the parallel US process, no office action has been issued yet. For the parallel 

German application, a search request has in fact been submitted, but an office action 

has not yet been issued. 

The present EP application claims two priorities; the references cited in the two 

associated search reports are as follows: 

 [Stamp:] 
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DE 10 2010 023 764 A1 
US 5,906,789 A 
WO 95/29361 A1 
WO 00/16001 A1 
WO 2010/075946 A1 
DE 44 29 601 A1 
DE 101 12 265 A1 
DE 198 15 046 A1 
DE 198 52 690 A1 
DE 10 2009 050 084 A1 
DE 196 81 663 T5 
EP 2 573 442 A1 
 

2) New claims 

We are submitting herewith new claims 1 – 17, which are to take the place of the 

original claims. 

The new claim 1 clarifies that the invention – by contrast with the prior art – lies in 

improving the tubular film according to the invention in terms of the separating 

effect in relation to sticky substances such as resins. A corresponding disclosure 

can be found, for example, on page 4 in paragraphs 3 and 5 of the originally 

submitted description. 

In addition, the structure of claim 1 has been clarified. According to one 

alternative, a coating with at least one polysiloxane and/or at least one migrating 

compound is claimed and according to another alternative, a covering with a 

migrating compound is claimed (as well as a combination of these two 

alternatives). The covering is produced by introducing the migrating compound 

into said outer layer and its subsequent migrating movement to the surface of 

this outer layer. The latter alternative is disclosed, for example, on page 9 in the 

fourth paragraph of the original description. 

The claims 2 – 16 have not been amended. They relate directly or indirectly to 

the clarified claim 1. 
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The first feature of the characterizing part of claim 17 has been moved into the 

preamble. The features remaining in the characterizing part of claim 17 are not 

trivial. A corresponding explanation is neither known from the prior art nor 

rendered obvious by it. Corresponding mechanical embodiments for 

implementing the method are also not known from the patent literature. 

3) Novelty and inventive step 

US 5,906,789 A, which the examiner has cited, discloses the coating of a tubular 

film 1 with oil. More precisely, the two outer sides of the plastic film layer 3 of the 

tubular film 1 are coated, these outer sides being situated facing away from a 

resin-absorbing material 2 (see Fig. 1). The purpose of the coating is to improve 

the slipperiness of the tubular film 1 during eversion (turning inside out) of the 

tubular film as part of its insertion into a sewer pipe to be repaired, see Fig. 2 for 

an illustration of this. 

By contrast, the present invention according to the newly submitted claims takes 

a different approach. The intent is not to reduce the sliding friction of the tubular 

film by applying oil to its outer sides (facing away from a sticky material). Instead, 

the invention aims to improve the separating effect, i.e. the detachment, of a 

tubular film from a sticky substance. This can be achieved according to the 

invention in two ways, namely on the one hand by means of a coating on the 

outer side facing toward the sticky material and on the other hand by introducing 

a migrating compound into the outer side facing toward the sticky material, where 

the migrating compound migrates to the surface of the outer layer and forms a 

covering of this outer layer there. The coating or covering therefore relates to the 

side facing toward the sticky material.  
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As is clear from the examples from the application, the embodiment according to 

the invention achieves an improved separating effect, also making it possible to 

precisely establish the desired separating force. The examples also clearly 

demonstrate that the mechanical properties of the tubular film according to the 

invention are significantly improved. 

The invention is therefore neither described nor rendered obvious by the cited 

US 5,906,789 A. The subject of claim 1 therefore meets the requirements with 

regard to novelty and inventive step. 

The applicant therefore requests an indication that the newly submitted claims 

are allowable. The adaptation of the description, which has been set aside for the 

moment for reasons of procedural economy, will then be completed without 

further delay. 

CANZLER & BERGMEIER 

     [Signature] 

Dr. Thomas Schlief 
- Patent Attorney - 
 
Enclosures 
Debit order (via Fax and mail) 
New claims 1 – 17, clean copy (via Fax and mail) 
New claims 1 – 17, correction copy (via mail only) 
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