From: Koppe-Zagouras, Christina <Koppe@oppenlaender.de>

Sent: Friday, June 21, 2024 5:42 AM

To: benjamin.eismann@eismann-bayreuth.de

Cc: Koppe-Zagouras, Christina

Subject: Buergofol ./. Stark - Patentstreitigkeit (2069-21)

Attachments: Declaration of Stark 240617.pdf; Declaration of Stark 240617.doc

Sehr geehrter Herr Eismann,
wir kommen auf unser Schreiben vom 18.06.2024 zurtick.

Wir hatten berichtet, dass zwischen Buergofol und Omega Liner betreffend des US-Patents Nr.
9,657,882 in den USA ein Nichtigkeitsverfahren anhangig ist. lhr Mandant war als Arbeitnehmer unserer
Mandantin Miterfinder.

Zur Rechtsverteidigung sehen es die eingeschalteten US-Patentanwalte unter anderem fir erforderlich
an, dass ihr Mandant eine Erklarung zu dem Patent abgibt, insbesondere zur Entstehung und den
Hintergrinden der Erfindung.

Eine von den Patentanwalten vorbereitete Erklarung als pdf und Word-Dokument fligen wir anliegend
bei. Gerne kann Ihr Mandant auch unmittelbar Kontakt zu den US-Anwalten aufnehmen. Die
entsprechenden Kontaktdaten flige ich anliegend nochmals bei.

Darien Wallance
mailto:darien@imperiumpw.com
Tel. Nr.: (925) 331-8099

Der Riicksendung der unterzeichneten Erklarung sehen wir bis
26.06.2024

entgegen. Wir hatten bereits darauf hingewiesen, dass Herr Stark als Miterfinder und ehemaliger
Arbeitnehmer zu Unterstltzungs- und Mitwirkungshandlungen verpflichtet ist.

Fir Rickfragen stehen wir gerne zur Verfligung.
Mit freundlichen Grif3en

Christina Koppe-Zagouras

Elisabeth Zichler
Auszubildende
OPPENLANDER Rechtsanwilte

Borsenplatz 1
70174 Stuttgart
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Tel.: +49 (0)711-60187-0

Fax: +49 (0)711-60187-222
elisabeth.zichler@oppenlaender.de
www.oppenlaender.de

OPPENLANDER Rechtsanwilte ist eine Partnerschaft mbB, AG Stuttgart, PR 720025

Der Inhalt dieser E-Mail einschliel3lich etwaiger Anlagen ist vertraulich und kann gesetzlich privilegiert oder
anderweitig geschlitzt sein. Sollten Sie nicht der bestimmungsgemalle Empfénger sein, ist Innen jegliche
Nutzung, Vervielfaltigung oder sonstige Verarbeitung des Inhalts untersagt. Bitte I6schen Sie in diesem Fall die
Inhalte von allen Systemen und informieren unverziglich den Absender.

OPPENLANDER nutzt zum E-Mail Versand standardmaRig eine Transportverschliisselung. Jede Kommunikation
per E-Mail weist allerdings gewisse Sicherheitsliicken auf. Zur Erhéhung des Sicherheitsniveaus bietet
OPPENLANDER eine dem Stand der Technik entsprechende Ende-zu-Ende-Verschliisselung sowie besonders
geschiitzte Datenrdume an. OPPENLANDER unterstiitzt Sie gerne auf Anfrage bei der Einrichtung.

Informationen zum Datenschutz bei OPPENLANDER finden Sie unter https://www.oppenlaender.de/datenschutz/
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

OMEGA LINER COMPANY, INC.,
Petitioner
V.
BUERGOFOL GmbH

Patent Owner.

CASE NO.: IPR2023-01372
U.S. PATENT NO. 9,657,882

DECLARATION OF DR. KURT STARK

OMEGA EX1071, Page 3 of 18
Omega Liner Company, Inc. v. Buergofol GmbH



I, Dr. Kurt Stark, do hereby declare:

l.

I make this declaration at the request of Buergofol GmbH (“Buergofol”) to
provide statements regarding my personal knowledge of facts relating to U.S.
Patent No. 9,657,882 (“the 882 patent”), and relating to the state of the UV-
CIPP art at the time I made my invention (my invention is claimed in the ‘882
patent).

I am a named co-inventor on the ‘882 patent.

[ am a German citizen and currently reside in Neuhaus, Germany.

I studied from 1990-1999 as an undergraduate and as a graduate student at the
University of Bayreuth, Germany. My undergraduate degree was in
chemistry. I received a PhD in Chemistry directed towards surfactant and
colloid chemistry.

For have approximately twenty years of work experience working in the field
of blown extrusion film used to make ultraviolet cured-in-place pipe (“UV-
CIPP”) liners. I have also been aware of the state of the art of film used for
UV-CIPP liners for almost two decades.

I am knowledgeable and I have personal knowledge of the state of the art in
the field of making UV-CIPP inner films in the 2011 to 2012 time frame,
because I actually worked in the field during that time frame, and at that time I
knew others who worked in the field during that time frame.

2.
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10.

11.

HUHTAMAKI

From approximately March 2005 to September 2011, I was employed by
Huhtamaki Deutschland GmbH & Co. KG (“Huhtamaki”) in Germany. My
job title was “Head of Research and Development”.

In my capacity as “Head of Research and Development” for Huhtamaki, it was
my responsibility to oversee Huhtamaki’s R&D efforts into making blown
extrusion films for, among other uses, use in UV-CIPP liners.

While I worked at Huhtamaki, I worked closely with another employee of
Huhtamaki named Henrik Hummel.

While I worked at Huhtamaki, I was aware and intimately familiar with an
invention of Henrik Hummel that is described and claimed in the German Patent
Application No. DE10201023764.7, which is related to the German Ultility
Model Patent No. DE202010016048U 1, the International Publication No.
WO02011/157356 (“Hummel Publication™) and the U.S. Patent No. 8,794,269.
DE10201023764.7, DE202010016048U1, WO2011/157356 and U.S. 8,794,269
all have the same specification.

I worked closely together with Henrik Hummel over a period of years leading
up to the time when Henrick Hummel invented the inner film of the Hummel
Publication, and then during the subsequent entire time between when Henrik

Hummel invented the inner film of the Hummel Publication and when the

_3-
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12.

13.

14.

15.

International Patent Application PCT/EP2011/002685 (which was published as
the Hummel Publication) was filed on May 31, 2011.

While I worked at Huhtamaki together with Henrik Hummel, I was informed
and was aware that the Hummel Publication claimed an inner film having an
inner layer with polyethylene having a VICAT softening point of 100°C or
above.

While I worked at Huhtamaki together with Henrik Hummel, it was my
understanding that the invention of Henrik Hummel claimed in the Hummel
Publication had the effect of making the inner film stronger. In my capacity as
“Head of Research and Development” it was part of my job function to know
this.

While I worked at Huhtamaki together with Henrik Hummel, it was my
understanding that the invention of Henrik Hummel claimed in the Hummel
Publication did not result in a covering of migrating compound being formed
over the outer-facing external side of the inner film. In my capacity as “Head
of Research and Development” it was part of my job function to know this.
While I worked at Huhtamaki together with Henrik Hummel, I never heard
Henrik Hummel, or anyone else, state that there was any problem with the

inner film as claimed in the Hummel Publication.

_4-
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16.

17.

18.

19.

20.

While I worked at Huhtamaki together with Henrik Hummel, I never heard
Henrik Hummel, or anyone else, state that the inner film as claimed in the
Hummel Publication had ever stuck in an undesirable way to the cured UV
resin in a renovated pipe.

I never became aware that there was any sticking or tearing problem with the
inner film as claimed in the Hummel Publication. As “Head of Research and
Development” for Huhtamaki, it was my responsibility to know if there were
any sticking or tearing problems with any Huhtamaki inner film, including the
inner film as claimed in the Hummel Publication.

To my knowledge, while I worked at Huhtamaki, I was not aware that any film
claimed in the Hummel Publication was ever commercially made by
Huhtamaki.

To my knowledge, while I worked at Huhtamaki, I was not aware that any film
claimed in the Hummel Publication was ever sold to any entity in the United
States.

BUERGOFOL

From October 2011 to August 2022, I was employed by Buergofol GmbH.
My job title was “Director of Business Development”. Among other duties, |
was responsible for building sales of Buergofol’s blown extrusion film for use

in UV-CIPP liners. 1 was also responsible for developing new film products
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21.

22.

23.

24.

for the UV-CIPP liner business and for other fields. I was the person at
Buergofol who was responsible for building Buergofol’s patent portfolio and
for protecting Buergofol’s new products with patents.

As “Director of Business Development” it was one of my duties and job
functions to know as much as I possibly could about the film made by each
and every manufacturer of UV-CIPP films, across the entire world.

At Buergofol, I worked closely with Dr. Abdel Boutrid, a co-inventor on the
‘882 patent, regarding how to make new film products for use in UV-CIPP
liners, including inner film and outer film.

In April 2012, Buergofol filed a cancellation proceeding in the German Patent
Office against German Utility Model Patent No. DE202010016048U 1, which
is related to the Hummel Publication. I advised Buergofol on technical issues
in the cancellation proceeding.

I was aware of the state of the art of film used for UV-CIPP liners through the
end of 2012, including Huhtakamki’s offerings in the way of UV-CIPP films.
I do not believe that Huhtamaki was ever able, including through the end of
2012, to make and sell the inner film as claimed in the Hummel Publication
commercially. This means, to my knowledge, the film claimed in the Hummel
Publication was never commercially sold, and therefore was never

commercially used.
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25.

26.

27.

28.

From October 2011 until mid-2012, I was never aware of any significant
problem with Buergofol’s UV-CIPP inner films that were being made and sold
at that time.

In the second half of 2012, I first became aware of customer complaints related
to removal of Buergofol’s UV-CIPP inner film when certain customers
withdrew Buergofol’s UV-CIPP inner film from renovated pipe after the UV-
curable resin of the liner had cured.

In the second half of 2012, Dr. Boutrid and I visited two customers who
informed us that Buergofol’s inner film had torn and broken off as it was being
withdrawn from the renovated pipe. That was the first time that [ had heard of
inner film tearing when it was withdrawn from the renovated pipe. Fragments
of the inner film had torn off as the inner film was being pulled out of the
cured liner. The film fragments left behind inside the pipe had partially
blocked the pipe.

This problem of Buergofol’s UV-CIPP inner film tearing and breaking off as it
was being withdrawn from the renovated pipe occurred despite the inner film
being strong because it contained a polyethylene with a relatively high VICAT
softening point. Polyethylene having a higher VICAT softening point tends to
be stronger and stiffer than polyethylene having a lower VICAT softening

point.
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29.

30.

31.

32.

At the time I first learned of the customer complaints, neither I nor anyone else
at Buergofol to my knowledge knew why the inner film was tearing, in that the
tearing could have been due to numerous reasons including film
manufacturing defects, unusual environmental conditions, improper storage
conditions, and multiple other reasons that could compromise the strength of
the inner film.

At the time I first learned of the customer complaints, I knew that some
adhesion between the polyamide layer of the inner film and the cured UV-
curable resin of the liner was a desirable and beneficial characteristic of a UV-
CIPP inner film.

At the two customer meetings that Dr. Boutrid and I attended, we recognized
that the cured UV-curable resin was probably sticking to the polyamide of the
outer polyamide layer of the inner film, and this may have been due to the
release force per unit area between the polyamide layer and the cured resin
being too high. I believed that a solution to the sticking of the inner film to the
cured resin would be related to the outer polyamide layer of the inner film.
Before my visit to the two customers during the second half of 2012, I was not
aware of any customer experiencing a problem with inner film (inner film
made by Huhtamaki, by Buergofol, or by any other manufacturer) tearing

when it was pulled out of the cured liner. Consequently, I was also not aware
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33.

34.

35.

that any customer experienced a problem with inner film tearing when it was
pulled out of the cured liner because the inner film stuck to the cured resin.

To my knowledge, before my visit to the two customers during the second half
0f 2012, neither I nor anyone I knew of had felt a motivation to change the
release force per unit area between the polyamide layer of the inner film and
the cured resin in a UV-CIPP liner.

Dr. Boutrid and I believed that the UV-curable resin could be prevented from
unduly adhering to the outer polyamide layer of the inner film by forming a
coating of polysiloxane or a migrating compound or a covering of a migrating
compound over the outer facing external side of the polyamide layer in order
to separate the UV-curable resin in the carrier material from the polyamide.
The coating or covering would create an increased release effect to counteract
undue sticking of the inner film to the cured resin.

When I signed my inventor declaration for the ‘882 patent on April 28, 2014, I
was aware of the German Utility Model Patent No. DE202010016048U 1
(which is related to and has the same specification as the Hummel Publication)
against which Buergofol had filed a cancellation proceeding in the German
Patent Office in April 2012. 1 believed that my invention that [ was claiming

in the ‘882 patent was not disclosed in the Hummel Publication and that the
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36.

37.

Hummel Publication did not recognize that inner film could have a problem
sticking to the cured resin inside a renovated pipe.

When I signed my inventor declaration for the ‘882 patent on April 28, 2014, I
had a good understanding of the English language and of the scope of the
claims as written in English. When I signed my inventor declaration for the
‘882 patent, I had considerable experience drafting, preparing and reviewing
patent applications. I knew and understood that the claimed invention of the
‘882 patent includes two embodiments. [ would have been upset and would
have demanded that the claims be amended if I had thought that the scope of
the claims as written in English did not include both embodiments, namely

(1) applying a coating of polysiloxane or migrating compound over the
external side of the inner film facing the carrier material, and (2) adding a
migrating compound to the external layer where it migrates to the surface to
form a covering.

The making of UV-CIPP inner films is, in my personal experience, an
unpredictable art. At the time my co-inventors and [ made our invention, I had
personal knowledge that it was believed in the art and certainly at Buergofol,
that using an unnecessarily large amount of slip agent in the making of blown
extrusion films to increase throughput was “lazy” and produced lower quality

film. It was considered lazy because the operator could increase production

-10 -

OMEGA EX1071, Page 12 of 18
Omega Liner Company, Inc. v. Buergofol GmbH



38.

39.

rates by using more slip agent, but the quality and characteristics of such
rapidly-made film tended to be poor. I have personal knowledge that it was
appreciated at the time my co-inventors and I made our invention that there
were good reasons not to use more than the minimum amount of slip agent
necessary to facilitate proper blown extrusion equipment operation in the
factory. Using more slip agent is not necessarily better.

As my co-inventors and I experimented with ways to form coatings and
coverings over the outer facing external surface of the polyamide layer in order
to separate the UV-curable resin from the polyamide layer so as to increase the
release effect against the resin, we were surprised to discover that forming a
coating or covering over the polyamide layer, either by applying a coating of
polysiloxane or migrating compound over the external surface, or by forming a
covering of a migrating compound due to migration to the surface of the
external side of the film, not only improved the release effect, but also
unexpectedly improved certain mechanical properties of the film.

As my co-inventors and I experimented with ways to form coatings and
coverings over the outer facing external surface of the polyamide layer in order
to separate the UV-curable resin from the polyamide layer so as to increase the
release effect against the resin, we unexpectedly discovered that there was a

measurable increase in the elasticity of the inner film until film splice and film
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40.

41.

42.

break. We included data in the ‘882 patent in order to provide evidence of
these unexpected elasticity properties.

Due to these surprising properties, my co-inventors and I submitted our
findings to Buergofol to seek patent protection for our discovery. The ‘882
patent discloses our invention. Our invention includes the formation of either
an external coating on the external surface of the outermost layer of the inner
film, or a covering that is formed when a migrating compound added to the
external layer migrates to the external surface. The coating can either be of
polysiloxane or of a migrating compound. The covering, however, is formed
only by use of a migrating compound.

My co-inventors and I included film examples in the ‘882 patent to
communicate that a wax or other migrating compound present as an additive in
a small concentration in the polymer forming the external layer would not
form a coating because it is not applied over the surface of the external layer,
and would also not form a covering, even if some of that wax migrated to the
surface, as it likely would.

As my co-inventors and I experimented with ways to form coatings and
coverings over the outer-facing external surface of the polyamide layer in

order to separate the UV-curable resin from the polyamide layer so as to
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43.

44,

increase the release effect against the resin, we worked with a film called
“Comparative Example V1.”

My co-inventors and I included a description of the “Comparative Example
V1” film in the ‘882 patent in order to communicate an example of what our
inventive film was not. That is why we used the term “comparative.” The first
table (below) in column 15 of the ‘882 patent provides the composition of the

inner film of Comparative Example V1:

Layer Proportion in
number Composition layer in % Thickness in pm
1 Durethan C38 T 88 40
Durethan B40 FAM 12
2 Adhesive promoter: 100 10
Admer NF 498 E
3 Lupolen 2420 F 70 65
Exceed 1327 CA 30
4 Adhesive promoter: 100 10
Admer NF 498 E
5 Lupolen 2420 F 70 75
Exceed 1327 CA 30
Sum:
200 pm

The external layer of the inner film facing the carrier material, layer number 1
in the table above from column 15, includes 12% Durethan B40 FAM. The
designation “FAM” informs the reader of the ‘882 patent that this material

includes a slip agent, which is a migrating compound.
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45.

46.

47.

48.

49.

At the time my co-inventors and [ made our invention, it was known in the
prior art that Durethan B40 FAM contained less than 0.1% (1000 ppm, parts
per million) by weight of a slip agent.

The external layer of the inner film facing the carrier material, layer number 1
in the table above from column 15, includes 88% Durethan C38 F.

At the time my co-inventors and [ made our invention, it was known in the
prior art that Durethan C38 F contained no additives or processing aids.
Because Durethan B40 FAM contains less than 0.1% (1000 ppm) by weight of
slip agent and because the external layer of the inner film includes 12%
Durethan B40 FAM and 88% Durethan C38 F, the amount of slip agent
present in the external layer of the inner film facing the carrier material was
small, at less than 0.012% (120 ppm) by weight.

As my co-inventors and I experimented with ways to form coatings and
coverings over the outer facing external surface of the polyamide layer in order
to separate the UV-curable resin from the polyamide layer so as to increase the
release effect against the resin, we determined that “Comparative Example
V17 without wax additivation and with less than 0.012% (120 ppm) by weight
of the slip agent, which is a migrating compound, did not have a covering of a

migrating compound.
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50.

51.

52.

53.

My co-inventors and I determined by experimentation that “Comparative
Example V1 without wax additivation and with less than 0.012% (120 ppm)
by weight of a slip agent, which is a migrating compound, exhibited a higher
release force than did the films of the polysiloxane examples B1-B3 and the
films of the examples B4-B6 with migrating compounds that formed
coverings.

My co-inventors and I determined that “Comparative Example V1~ without
wax additivation and with less than 0.012% (120 ppm) by weight of a slip
agent, which is a migrating compound, exhibited a lower elasticity until splice
and until break than did the films of the polysiloxane examples B1-B3 and the
films of the examples B4-B6 with migrating compounds that formed
coverings.

My co-inventors and I determined that film without wax additivation and with
less than 0.012% (120 ppm) by weight of a migrating compound does not form
a covering of the migrating compound, which is shown by our experimental
results in the tables in columns 17 and 19.

The results of our experiments shown in the tables in columns 17 and 19 of the
‘882 patent indicate that no covering forms over the external layer of the inner
film facing the carrier material when only a small concentration of migrating

compound is added to the external layer.
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54. A UV-CIPP inner film whose resin-facing polyamide layer contains only an
incidental amount of a lubricating migrating compound (for example, EBS
wax) inadequate to form a coating or covering on the polyamide layer is not
my invention.

I declare that all statements made herein on my own knowledge are true and
that all statements made on information and belief are believed to be true, and
further, that these statements were made with the knowledge that willful false
statements and the like so made are punishable by fine or imprisonment, or both,

under Section 1001 of Title 18 of the United States Code.

Date: June , 2024 in , Germany

By:

Dr. Kurt Stark
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