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Summary: Hummel + Schuhmann Teaches All Elements

• PO does not deny Hummel + Schuhmann teaches all elements

of the Challenged Claims under any construction. (POR; PO Sur-Reply; Pet.

Reply, 3.)

• PO only improperly argues “bodily incorporation” and solely

Hummel’s need. (POR, 45-53; PO Sur-Reply, 8-10; Pet. Reply, 2, 4, 5, 6, 8.)
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Summary: Hummel + Nagai Teaches All Elements

• PO does not deny Hummel + Nagai teaches all elements of the

Challenged Claims under any construction except for claim 11

based on contorted claim construction. (POR; PO Sur-Reply; Pet. Reply, 3.)

• PO only improperly argues “bodily incorporation” and solely

Hummel’s need. (POR, 45-53; PO Sur-Reply, 8-10; Pet. Reply, 2, 4, 5, 6, 8.)
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Summary: PO’s Fatal “Nexus” Problems

• No identification unknown “slow migration antiblock additive” in 

Constab PE-SA 270 (Pet. Reply, 10, 16-19.)

• No nexus with non-migrating compounds added (polyethylene 

and calcium carbonate) providing expected results. (Pet. Reply, 11-15.)

• No identification of unaccounted for 1% of composition in 

Example B5. (Pet. Reply, 12.)

• PO’s declarations lack any credibility.  (Pet. Reply, 15-21.)
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Summary: PO’s Fatal “Commensurability” Problems

• No comparison to closest prior art (Hummel or Nagai). (Pet. Reply, 9.)

• Comparative example V1 is within claim scope and has no 

unexpected results. (Pet. Reply, 12.)

• No test results for claimed “applied over” migrating compound. 
(Pet. Reply, 10.)

• No test results for other claimed “migrating compounds.” (Pet. Reply, 

10-11.)

• No test results with claimed “reactive plastic resin.” (Pet. Reply, p. 12.)
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Background of CIPP Liners and 
Slip Additives
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1972: Wood: Inventor of CIPP Liners
U.S. Patent No. 4,009,063 (Wood) – CIPP Liner (EX1012)

(EX1012, Cover, Fig. 2, Pet., 5-7.)
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1972: Wood: CIPP Liner Installation Process
U.S. Patent No. 4,009,063 (Wood) – CIPP Liner (EX1012)

(EX1012, Figs. 2-4, 8:1-8; Pet., 5-7.)
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1972: Wood: Removal of Inner Film After Curing
U.S. Patent No. 4,009,063 (Wood) – CIPP Liner (EX1012)

(EX1012, 5:51-56; Pet., 7.)



1992: PO’s Expert – Slip Additives “Well-Known”
U.S. Pat. No. 5,114,763 (Brant – PO’s Expert) (EX1043)

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 11(EX1043, Cover, 7:1-17; Pet. Reply, 23 n. 7.)
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2005: CIPP Liners with Slip Additives
U.S. Pub. No. 2005/0194718 A1 (Blades) – CIPP Liner (EX1013)

(EX1013, Cover, ¶¶71-72, 75; Pet., 8.)



2008: Inventor Dr. Stark (and Hummel) Knew of Slip Additives
U.S. Pub. No. 2011/0083765 (Stark + Hummel) – Film for CIPP Liners (EX1011)
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(EX1011, Cover, ¶90; Pet., 9.)



Claim Construction
is Unnecessary
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Claim 1 of the ‘882 Patent
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(EX1001, 13.) 



Claim 1

1. Opaque External Tubular Film (5)

2. Inner Tubular Film (2)

3. Carrier Material + Reactive Plastic Resin (4)

4. a coating (3) of at least one of (1) a coating with a 

polysiloxane; or (2) a coating or covering with at 

least one migrating compound

• wherein the coating is applied over a section of 

or an entire circumferential area of the outer 

facing external side facing the carrier material.
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(EX1001, 2, 13.) 



“The Coating is Applied Over … External Side”
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(EX1001, Fig. 2, Claim 1.) 



“Coating” – Institution Decision
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(ID, 8:1-8.)



“Covering” Not Used to Describe Migration to Surface

• Specification: Consistently describes a “coating” as formed by migration to the surface.
(EX1001, 5:23-26, 5:27-30, 17:29-30, 18:64-67; Pet. Reply, 22.)

• Never describes migration to surface as forming only a “covering.”

• Only differentiates a “coating” and “covering” as being a matter of preferred minimum

thickness (5 nm v. 0.1 μm); maximum thickness same (3 μm). (EX1001, 7:6-10; Pet. Reply, 22.)

• Lawsuit: PO has consistently argued a “coating” is formed by migration to the surface.
(EX1033, ¶¶15, 40; EX1035, 11; EX1037, ¶¶15, 40; EX1039, 6; EX1054, 18; Pet. Reply, 22.)

• PO’s Expert: PO’s expert testified that “covering” is “a type of coating.” (EX2001, ¶25; Pet. Reply,

22.)
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PO’s Construction Creates Indefiniteness

• Unclaimed process step of migrating the compound to the surface after manufacture. 
(Pet. Reply, 22-23.)

• Migration is time and temperature dependent making infringement unpredictable. 
(EX1001, 5:26-27, 18:19-23; Pet. Reply, 24.)

• Claim 1 has no minimum amount or thickness of “migrating compound.”  (Pet. Reply, 23-24.)

• PO claims an undefined “small amount of migrating compound” is neither a coating 

nor a covering. (POR, 21; Pet. Reply, 23-24.) 
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Claim Construction is Unnecessary

• Hummel + Schuhmann (or Nagai) teach all limitations of Challenged Claims 
under any construction. (Pet., 25-63; Pet. Reply, 1.)

• PO’s contorted claim construction is litigation driven to assert infringement 
by excluding “covering” from the “coating … applied over.” (Pet. Reply, 1, 21-22.)
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Challenged Claims
Are Obvious
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Petitioner’s Grounds 1-4

Ground Claims Prior Art

Statutory 

Basis

1 1, 4-7, 10-11 Hummel § 102(b)

2 3 Hummel § 103

3 1, 3-7, 10-13 Hummel + Schuhmann (Stark) § 103

4 1, 3-7, 10-11 Hummel + Nagai § 103
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(Pet., 24.)



Hummel + Schuhmann
Claims 1, 3-7, 10-13 (“Challenged Claims”) Are Obvious Over Hummel 

(EX1005) in View of Schuhmann (EX1007)
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Hummel Teaches Claimed CIPP Liner Structure

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 25(EX1005, Fig. 1,  5, 15; Pet., 25-27.)

(EX1001, 20:18-30.)

Hummel Claim 1



Hummel Teaches Removable Inner Film

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 26

(EX1005, 15:7-10, 15:23-24; Pet. 17, 27-29, ; Pet. Reply, 4, 24.)



Hummel Teaches Use of Slip Additives
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(EX1005, 11:18-25; EX1003, ¶¶127-130, 133; Pet., 27-30.)

(EX1005, 12:1-4; Pet., 32; Pet. Reply, 9, 25.)



Schuhmann Teaches a “Coating” Under Any Construction
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(EX1007, 5; Pet., 18.)

(EX1007, 6; Pet., 18; Pet. Reply, 25.)



Schuhmann Teaches Use of Constab PE-SA 270
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(EX1007, 23; Pet. Reply, 4.)



Inventor Dr. Stark is a Co-Inventor on Schuhmann
WO2011/054434 A1 (Schuhmann) (EX1007)

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 30
(EX1007, 2.)



Hummel + Schuhmann = Claim 1

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 31
(EX1005, Fig. 1,  5, 15; Pet., 25-27.)

1. “Applied Over”:  “The layer (a) may be coated 

on one side with the lipophilic compound.” 
(EX1007, 4, 5; Pet., 18.)

2. “Incorporated Into”: “have occupancy on at 

least one of its surfaces by at least one migrated 

lipophilic compound.”  (EX1007, 5, 18; Pet., 18.)

• “Wax” is the preferred “lipophilic compound”.  
(EX1007, 4, 6; Pet. 18; Pet., Reply 4.)

• Constab® PE-SA 270 used, same as the ’882 

Patent.  (EX1007, p. 23; EX1001, 15:15-18, 16:3-65; 

EX1051.) 

Hummel Schuhmann



PO Only Argues “Bodily Incorporation” and Hummel’s “Need”

• PO does not dispute that Hummel as modified by Schuhmann teaches all 

elements of the Challenged Claims. (POR, 45-53; PO Sur-Reply, 8-10; Pet. Reply, 3.)

• PO improperly argues bodily incorporation of Schuhmann into Hummel. (POR, 45-

53; PO Sur-Reply, 8-10; Pet. Reply, 4, 5, 6, 8.) 

• In re Keller, 642 F.2d 413, 425 (C.C.P.A. 1981): “The test for obviousness is not 

whether the features of a secondary reference may be bodily incorporated 

into the structure of the primary reference. . . . Rather, the test is what the 

combined teachings of the references would have suggested to those of 

ordinary skill in the art.” (Pet. Reply, 4, 5, 6, 8.)

• PO improperly ignores the combined teachings of prior art focusing solely on 

Hummel. Application of Wood, 599 F.2d 1032, 1036 (C.C.P.A. 1979) (A POSITA’s 

knowledge is not limited to a single patent reference). (Pet. Reply, 2.)
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Hummel Teaches “Tearing” and “Seizing” Problems
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(EX1005, 23:1-3.) 

(EX1005, 7:3-10.) 



Nagai Teaches “Adhesion” and “Tearing” Problems
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(EX1009, ¶¶0008, 0026, 0029, Fig. 11; Pet. Reply, 2-3.)



Stark-Hummel Teaches “Sticking” and “Tearing” Problems
US2011/0083765 (Stark-Hummel) (EX1011)
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(EX1011, ¶¶0072, 0079, 0093, 0174, 0175; Pet. Reply, 2-3.)



PO’s Embossing Argument Fails Factually

• Hummel teaches that “[p]referably, the multilayer film according to the 

invention can be embossed.” (EX1005, 13:13; Pet. Reply, 5.)

• Schuhmann discloses a non-embossed “smooth” release film in 

Comparative Example V1b containing 4% Constab® PE-SA 270. (EX1007, p. 23; 

EX1001, 15:15-18, 16:3-65; EX1051; Pet. Reply, 5.)

• Schuhmann describes “point-shaped” embossing with heights as small as 5 

μm—similar to the size of calcium carbonate particles in Constab® PE-SA 

270. (EX1007, 15:1-30; EX1051; Pet. Reply, 5.)
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POSITA Motivated to Combine Hummel + Schuhmann

• A POSITA would have been motivated to provide a good release effect to 

prevent adhesion and/or tearing of the inner film. (Pet., 40, 42-44.) 

• A POSITA would have had a reasonable expectation of success using 

well-known techniques.  (EX1003, ¶¶171-225; Pet. 40.)

• PO’s claim that “Schuhmann is not at all concerned with ‘curable’ resin” 

contradicts PO’s failure to test with cured resin, relying instead on tests 

with “adhesive tape.” (POR, 58-59; PO Sur-Reply, 9; EX2004, ¶¶25, 44.)
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Hummel + Nagai
Claims 1, 3-7, 10-13 Are Obvious Over Hummel in View of Nagai
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Nagai Teaches a CIPP Liner With a “Release Layer”
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(EX1009, ¶¶16, 26, 27, Figs. 10, 11; 

Pet., 20-21, 55-58; Pet. Reply, 6-7.)



Nagai Teaches Use of UV Resin and Inflation
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(EX1009, ¶¶12, 22, Fig. 10; Pet., 21; Pet. Reply, 8.)



Hummel + Nagai = Claim 1

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 41(EX1005, Fig. 1,  5, 15; Pet., 25-27.)

Hummel Nagai

“It is preferable to apply a release agent such as 

silicone, fluoridated oil, high melting point wax, 

fatty acid, or surfactant in advance to the inner 

circumferential surface of the thin film 2 or the 

outer circumferential surface of the resin absorbent 

material 1 to form a release layer between the 

resin absorbent material 1 and the thin film 2 so 

that the thermosetting resin does not function as an 

adhesive.” (EX1009, ¶16; Pet., 20-21, 55-58.) 



No Dispute Hummel + Nagai Teach All Elements

• PO does not dispute that Hummel as modified by Nagai teaches all elements of 

challenged claims 1, 3-7, 10, 12 and 13. (PO Sur-Reply, 11-13.) 

• Similar to Hummel and Schuhmann, PO focuses solely on Hummel’s need to 

improve release effect (improperly ignoring the combined teachings), and wrongly 

argues bodily incorporation of Nagai into Hummel. (PO Sur-Reply, 11-13.) 

• PO attempts to rewrite dependent claim 11 to state that the migrating compound is 

added to an “external layer,” rather than using the claim’s actual language of “external 

side.” (Pet. Reply, 6-7.)
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Claim 11: “Added to an External Side”
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• Original claim 8 was canceled and replaced with new dependent claim 25 (now issued claim 11).
(EX1002, 117:22-25, 136:2-3; 137:13-15; EX1001, 20:34-36; Pet. Reply, 7 n. 4.)

(Added at EX1002, 117:22-25.)

(Cancelled at EX1002, 136:2-3.)

(Added at EX1002, 137:13-15.)

(EX1001, 20:34-36.)



PO’s Attacks on Nagai Fail

• PO’s claim that Nagai’s coatings (wax or silicone) “could adversely impact … 

mechanical properties” is baseless and has no support.  (POR, 53; Pet. Reply, 8.)

• Obviousness test is not whether Nagai may be bodily incorporated into 

Hummel, but rather what their combined teachings would suggest to a POSITA.  

In re Keller, 642 F.2d 413, 425 (C.C.P.A. 1981). (POR, 53-36; PO Sur-Reply, 11-13; Pet. Reply, 8.)

• PO improperly asserts that Hummel and Nagai use different curing systems to 

support a baseless claim that the inner film would collapse on UV lamps. (POR, 55; PO 

Sur-Reply, 12-13.)

• The ‘882 Patent discloses “UV or steam curing.” (EX1001, 1:15-17, 30-31, 66-67; Pet. 7-8.)

• Hummel and Nagai both disclose UV-curing of resin where the liner is 

inflated. (EX1005, 5:7-12; EX1009, ¶0012; Pet. Reply, 8.)
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No Secondary Evidence 
of Nonobviousness
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No Unexpected Results Alleged in Lawsuit

• PO only made broad unsupported allegations of copying and 

commercial success. (EX1038, 9-12; Pet., 63.)

• PO has never claimed any “unexpected results” in the over two 

years of litigation. (EX1038, 9-12; EX1081, 35-36; Pet., 63.)
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PO Failed to Compare Results 
to Closest Prior Art

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 47



PO Failed to Rebut Strong Prima Facie Case of Obviousness

• Only compared results to comparative example V1—which is in the 
scope of claim 1. (POR, 62-68; Pet. Reply, 9.)

• For a coating “applied over,” the closest prior art is Nagai which discloses 
applying a “release agent” coating (“wax” or “silicone”) to the film’s external 
surface. (EX1009, ¶0016; Pet. Reply, 9.)

• For a coating formed by “migration,” Hummel is the closest prior art 
which discloses the external layer treated with migrating compounds like 
“lubricants” and “waxes” from “0.01-20% by weight.” (EX1005, 11:18-12:4; Pet. Reply, 9).
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Constab PE-SA 270 Used as 
“Migrating Compound” in 
Examples B4-B6
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Constab PE-SA 270 Datasheet (EX1051)
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(EX1051; Pet. Reply, 10; PO Sur-Reply, 21, 24.)



Composition of Constab PE-SA 270
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Compound Percentage

Polyethylene (Carrier) Unknown

Calcium Carbonate 

(Particle-Based Antiblock)
Unknown

Unknown Slip Additive

(“slow migration antiblock additive”)
Unknown

(EX1051; Pet. Reply, 10; PO Sur-Reply, 21, 24.)



Admissions by PO’s Expert (Constab PE-SA 270)

• PO’s expert admitted that he did not know what was in Constab PE-SA 270 

or the percentage of EBS wax (if any wax) in examples B4-B6. (EX1052, Tr., 166:12-

167-7, 177:9-178-21, 179:16-180:2, 180:20-181:4; Pet. Reply, 17.) 

• PO’s expert testified Constab® PE-SA 270 could contain “88 percent 

polyethylene” which was “normal for a masterbatch.” (EX1052, Tr., 199:21-200:17; Pet. 

Reply, 18.)

• PO’s expert testified the actual percentages of “migrating compound” in 

examples B4, B5, and B6 likely much less than 1%, 4%, and 6%. (EX1052, Tr., 180-

181; Pet. Reply, 18-19.)
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Constab Family - Additive Handbook
• An additive handbook found by Omega—and used by PO’s expert—lists Constab® PE-SA 

family. (EX1050, p. 14, 1:49-2:12; EX1052, Tr., 184; Pet. Reply, 17-18.)

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 53

(EX1050, p. 14, 1:49-2:12; EX1052, Tr., 184; Pet. Reply, 11, 14, 17-18.)

Additive Handbook (Constab PE-SA Family



Results Lack 
Commensurability and Nexus 
to Claim Scope
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No Results of “Applied Over” Migrating Compound

• No results of “applied over” migrating compound as claimed in 
claim 1 of the ‘882 Patent. (Pet. Reply, 10.)

• PO fails to address this issue. (POR; PO Sur-Reply.)
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No Results of Other Claimed Migrating Compounds

• Only an unknown “slow migration antiblock additive” used as 

part of Constab PE-SA 270.  (Pet. Reply, 10.)

• No results of other migrating compounds claimed. (Pet. Reply, 10-11.)

• PO fails to address this issue.  (POR; PO Sur-Reply.)
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Results Not from Claimed “Migrating Compound”

• Increased elongation in examples B4-B6 is from the 
polyethylene in Constab PE-SA 270—a  non-migrating 
compound.  (Pet. Reply, 11-12.)

• Increased release effect in examples B4-B6 is from the calcium 
carbonate in Constab PE-SA 270—a  non-migrating compound.  
(Pet. Reply, 12.)

• PO fails to address this issue. (POR; PO Sur-Reply.)
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Example B5 – Unknown 1%

• Unknown 1% of material in example B5 unaccounted for. (Pet. Reply, 

12.)

• PO fails to address this issue. (POR; PO Sur-Reply.)
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No Testing with “Reactive Plastic Resin”

• Claim 1 requires a “reactive plastic resin.” (EX1001, 20:24-26; Pet., 26; Pet. Reply, 12.)

• PO did no testing with a “reactive plastic resin.” (Pet. Reply, 12.)

• PO fails to address this issue.  (POR; PO Sur-Reply.)
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Comparative Example V1 Had No Unexpected Results

• Claim 1 does not require a minimum amount or thickness of 

migrating compound.  (EX1001, Claim 1; Pet. Reply, 23-24.)

• PO claims example V1 has 0.012% of unknown “slip agent.” (PO Sur-

Reply, 20-21.)

• Example V1 falls within claim 1's scope and has no unexpected 

results. (Pet. Reply, 12.)
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Results Are Expected
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Results Expected for Lubricant + Antiblock

• Using a lubricant (e.g., wax) and a particle filler/anti-block (e.g., 
calcium carbonate) would be expected to lower the COF.  (EX1013, Fig. 

1, ¶¶0080-0090; Pet. Reply, 13.)

• Constab PE-SA 270 is mainly PE and calcium carbonate. (EX1051, Pet. 

Reply, 10, 11, 14, 16-19.)

• PO’s expert said he “anticipated” the increased release effect 
would be “accompanied by a lowering of the [COF].” (EX2004, ¶¶21, 47; 

EX1001, 17:56-57; Pet. Reply, 13.)
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Results Expected from Silicone Coating

• Silicone is well-known for increasing release effect.  (Pet. Reply, 13.)

• Silicone’s high elasticity makes it expected that adding it as a 

layer would enhance elongation at break properties.  (Pet. Reply, 14.)
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PE Added to PA Expected to Increase 
Elongation

• Constab PE-SA 270 is mainly polyethylene which is 

significantly more elastic than polyamide. (EX1050, 14; EX1051; EX1066-EX1067; Pet. 

Reply, 14.)

• Adding polyethylene from Constab PE-SA 270 to the polyamide 
layer would inherently increase elongation at break and improve 
splice formation.  (Pet. Reply, 14.)
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Results Are Not Superior

• Example B1 (silicone coating) shows a small 2% increase for splice 
formation and a small 15.9% increase for elongation at break.

• Example B4 (migrating compound) shows an even smaller 1.1% 
increase for splice formation and an even smaller 8.5% increase for 
elongation at break.

• The splice formation range for examples B1-B6 is only 17.0-22.8% – 
only slightly better than 15.9% for comparative example V1.  

• Furthermore, the elongation at break range for examples B1-B6 is 
only 89-108.3% – only slightly better than 80.5% for comparative 
example V1.
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(Pet. Reply, 14-15.)



Appendix
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Hummel (Anticipation)
Claims 1, 4-7, 10-11 Are Anticipated by Hummel (EX1005) – Using PO’s Claim 
Construction
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Hummel - Elements [1a]-[1d] of Claim 1

[1a] Opaque External Tubular Film (103)

[1b] Inner Tubular Film (105)

[1c] Carrier Material + Reactive Resin (104)

[1d] Inner Film (105) has One or Multiple 
Layers
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(EX1001, 2, 13; Pet., 25-27; EX1005, Fig. 1.) 



Hummel Teaches Use of Slip Additives

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 69

(EX1005, 11:18-25; EX1003, ¶¶127-130, 133; Pet., 27-30.)

(EX1005, 12:1-4; Pet., 32; Pet. Reply, 9, 25.)



Hummel - Elements [1e]–[1f] of Claim 1
Using PO’s Claim Construction

• PO’s Construction: The term “coating” includes “a migrating

compound that is added to the outer polymer layer and migrates

to the surface.”  (POR, 23.)

• Hummel: Discloses that the external layers (a) or (e) may “be treated

with additives selected from the group consisting [of] … ant[i]

blocking agents, … lubricants, …. waxes, … surface-active 

compounds, preferably surfactants …”  (EX1005, 11:18-25; EX1003, ¶¶127-130, 133; Pet., 27-

30.)

• “Waxes” are “migrating compounds” that migrate to the surface

of a polymer. (Pet., 4, 28-30; EX1003, ¶¶65-66.)
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Declarations Lack Credibility

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 71



False Statements About Adhesion Problems

• The inventor declarations falsely claim no adhesion and tearing issues with

PO’s inner film before the “spring of 2012.” (EX2003, ¶¶22-24; EX2004, ¶¶14-19; Pet. Reply, 15-16.)

• 2009 Saertex Complaint: “During several construction projects, our

customers complained on a massive scale because the inner foil you

supplied was extremely difficult to remove from the liner after installation.”
(EX1060, p. 2; EX1061-EX1063; Pet. Reply, 15-16.)

• 2006 Saertex Quality Agreement: “Strong adhesion of the film to the

laminate after curing.” (EX1058, p. 2 at §1, p. 6 at §7; EX1059, p. 1, §1; Pet. Reply, 16.)
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False Statements of Wax Content in B4-B6

• PO falsely asserts that the external layer of examples B4, B5 and B6 contain

1%, 4% and 6% “migrating compound” (wax). (EX1001, 15:15-18, 16:4-50, 18:9-18, 19:58-67;

POR, pp. 65, 66, 67:1-11; Ex. 2001, ¶¶69–72; Ex. 2004, ¶¶36, 41–43, 48, 58; Pet. Reply, 16-17.)

• Constab® PE-SA 270 was used as the “migrating lipophilic compound”

(wax). (Pet. Reply, 17.)

• Constab® PE-SA 270 is mainly comprised of non-migrating

compounds (polyethylene and calcium carbonate) with an unknown

“slow migration antiblock additive.” (EX1051; EX1050, p. 14, 1:49-2:12; Pet. Reply, 17.)

• PO’s expert admitted examples B4, B5, and B6 would most likely contain

much less than the 1%, 4%, and 6% represented to the Board. (EX1052, Tr., 180:20-

181:4; Pet. Reply, 18-19.)
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Dr. Boutrid’s Testimony of Wax Added to Example B6
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(EX2004, ¶58.) 



Dr. Brant’s Testimony of Wax Added to Example B4
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(EX2001, ¶69.) 



Comparative Example V1 False Claims
• ’882 Patent:  Example V1 is “without wax additivation.” (Ex. 1001, 15:20-28; Pet. Reply, 19.)

• PO’s Response: Example V1 has an “amount of wax in the external polymer layer is less

than 0.012%.” (POR, 21.)

• Dr. Boutrid: Example V1 has an unidentified “slip agent” “less than 0.12%.” (EX2004, ¶37; Pet.

Reply, 20.)

• PO’s Expert: Admitted no knowledge of the additives in Example V1. (EX1052, Tr., 112:3-7, 113:5-

13, 114:8-115:2, 116:17-118:5, 138:1-3, 151:2-152-1, 162:11-163:4; Pet. Reply, 20.)

• Datasheet: The datasheet for Durethan® B40FAM reveals it has a “high slip agent and

lubricant content.” (EX1049, 1:3; Pet. Reply, 20.)

• PO’s Sur-Reply:  Fails to specify the amount/type of “slip agent” in Example V1, now

vaguely refers to an unknown “amount of migrating compound.” (PO Sur-Reply, 16-18.)
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German Inventor Declarations Improper

• The inventors signed English-language declarations (EX2003,

EX2004) even though German is their native language and

require a translator. (Paper 18, 2:9-11; Pet. Reply, 20.)

• Declarations were not signed “under penalty of perjury” as

mandated by 28 U.S.C. § 1746. (Pet. Reply, 20-21.)
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PO’s Threats to Lead Inventor Dr. Stark

• May 22, 2024: PO’s counsel threatened lead inventor, Dr. Kurt 
Stark, with legal action and “damages.” (EX1068, p. 3; EX1069; Pet. Reply, 21.)  

• June 21, 2024: PO’s counsel emailed Dr. Stark a declaration to 
sign without prior discussion giving only three business days to 
sign. (EX1070-EX1071; Pet. Reply, 21.)

• June 26, 2024: Dr. Stark emailed Petitioner a marked-up version 
of the declaration identifying false statements. (EX1072; Pet. Reply, 21.)

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 78



“Applied Over” v. “Migration”
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“Applied Over” = External

Specification: Consistently describes “applied” as an external process for providing 
(attaching) a thin layer of material to the surface of a film.  

• Coating “provided on a portion” of external side. (EX1001, 3:41-46; Pet. Reply, 21-22.)

• Strips of material “applied” to the surface. (EX1001, 3:46-56 ; Pet. Reply, 21-22.)

• Coating “applied” by machine. (EX1001, 4:1-3 ; Pet. Reply, 21-22.)

• “Applied” to film by “coating machine.”  (EX1001, 11:12-19 ; Pet. Reply, 21-22.)

• Fig. 3 “applied in stripes.” (EX1001, 12:1-2; 51-54 ; Pet. Reply, 21-22.)

• Testing --  “adhesive applied on an adhesive strip.” (EX1001, 13:14-17 ; Pet. Reply, 21-22.)

• “Applying” by machine. (EX1001, 15:65-16:2 ; Pet. Reply, 21-22.)
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“Migration” = Internal

Specification: Consistently describes “migration” as an internal process 

causing the formation of a thin layer of material on the surface of a film. 

• Migrating compound “contained in” one of the layers. (EX1001, 4:15-19; Pet. Reply,

21-22.)

• “Coating” is “caused” by the “migrating movement.”  (EX1001, 5:26-30; Pet. Reply, 21-

22.)

• “Migration to the surface is facilitated.” (EX1001, 18:19-20; Pet. Reply, 21-22.)

• “A thin wax film (due to migration to the surface).” (EX1001, 20:5-10; Pet. Reply, 21-22.)
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