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42 (new). The method according to claim 37. wherein said determining when said embedded

satellite positioning system module should be powered on is also dependent on at least one

of’ a last satellite position; a last position determined by the satellite positioning system: a last

time determined by the satellite positioning system: a previous position.

43 (new, amended). A mobile wireless communication device for a wireless communications

network_ said mobile wireless communication device possessing wireless communications

capability for said wireless communications network and an embedded satellite positioning
system module for satellite positioning system capability. said satellite positioning system
being Global Positioning Systems technologies using line-of-sight measurements to satellites.
said mobile wireless communication device comprising:

a processor: a memory coupled to said processor; an embedded satellite positioning system

module coupled to said processor providing a satellite positioning capability for said mobile
wireless communication device; and means for

determining when said embedded satellite positioning system module should be powered on,
said embedded satellite positioning system module then being powered on,

said powered on being a switch on of power to said embedded satellite positioning system

module using electronic circuits,
said determining when said embedded satellite positioning system module should be powered

on being dependant on a position determined from the wireless communications network,

said wireless communications network being different from said satellite positioning system.

44 (new). The mobile device according to claim 43, wherein said satellite positioning system
is a Global Positioning System (GPS).

45 (new). The mobile device according to claim 43, wherein said embedded satellite

positioning svstem module comprises an embedded satellite positioning system device.

46 (new). The mobile device according to claim 43, wherein any dependency on said position
determined from the wireless communications network comprises a dependency independent

of the speed of said mobile wireless communication device, said speed derived from said
position determined from the wireless communications network.

47 (new). The mobile device according to claim 43, wherein said powered on comprises
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said module powering up from a low-power mode such as a TricklePower power-down

mode,

48 (new). The mobile device according to claim 43, wherein said determining when said

embedded satellite positioning system module should be powered on is also dependent on at

least one of: a last satellite position; a last position determined bv the satellite positioning

system: last time determined by the satellite positioning system: a previous position,

49 (new. amended). A computer program product for a mobile wireless communication

device for a wireless communication network. said mobile wireless communication device

possessing wireless communications capability for said wireless communications network
and an embedded satfellite positioning system module for satellite positioning system
capability, said satellite positioning system being Global Positioning Systems technologies
using line-of-sight measurements to satellites, said computer program product having a non-
transitory computer readable medium storing a computer program for acquiring a satellite
positioning system position on a said mobile wireless communication device, comprising:
computer program code means for interfacing with the satellite positioning system capability
of said mobile wireless communicatiém device, and computer program code means for
determining when said embedded satellite positioning system module should be powered on,
said embedded satellite positioning system module then being powered on,
said powered on being a switch on of power to said embedded satellite positioning system
module using electronic circuits

' said determining when said embedded satellite positioning system module should be powered
on being dependant on position determined from the wireless communications network, said
wireless communications network being different from said satellite positioning system.

50 (new). The computer program product according to claim 49, wherein said satellite

positioning system is a Global Positioning System (GPS).

51 (new). The computer program product according to claim 49, wherein said embedded

satellite positioning system module comprises an embedded satellite positioning system

device.

52 (new). The computer program product according to claim 49, wherein any dependency on
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said position determined from the wireless communications network comprises a dependencv
independent of the speed of said mobile wireless communication device, said speed derived
from said position determined from the wireless communications network .

53 (new). The computer program product according to claim 49, wherein said powered on

comprises said module powering up from a low-power mode such as a TricklePower power-

down mode.

54 (new). The computer program product according to claim 49, wherein said determining
when said embedded satellite positioning system module should be powered on is also
dependent on at least one of; a last satellite position; a last position determined by the satellite
positioning system; a last time determined by the satellite positioning svystem:; and a previous
position.
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Recipient Information
To: Patent Office P

Company: USPTO
Fax & 15712738300 : ﬁ@}:{z EIR@ com

Sender Information send a fax for free
From: Robert Malaney
Emall address: robert@malaney.net (from 122.106.241.103) RECEIVED -
Phone #: 0294161983 CENTRAL FAX CENTER

Sent on: Friday, August 16 2019 at 11:33 PM EDT

AUG 16 2019

Assignmnet for Application 15/376,627

This fax was sent using the FaxZero.com fax service. Please send your response directly to the sender, not o FaxZero.

FaxZero.com has a zero tolerance policy for abuse and junk faxes. If this fax is spam or abusive, please e-mail support@faxzero.com or send
a fax 10 855-330-1238, or phone 707-400-6360. Specify fax #25061304, We will add your fax number to the block list.
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RECEIVED
CENTRAL FAX CENTFR
PTO/AIA96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031
U.S. Patent and Trademark Ofiice; U.S. DEPARTMENT OF COMMERCE

Linder the Paperwork Reduction Act of 1985, no persons are requi ired 1o respond 1o a collection of information unless it displays a valid OMB control number.
STATEMENT UNDER 37 CFR 3.73(¢)
Robert Anderson Malaney

Application No./Patent No.: 11/661/707 | 8,022.870 Filedllssue Date: a1 Augusl 2005/ 20 Seplember 2011
Tiled: SELF MONITORING GPS ON MOBILE DEVICE

Applicant/Patent Owner:

. a

(Name of Assignes) (Type of Assignee. e.g.. corporation. partnership, university, government agency, etc.)
states that, for the patent application/patent identified above, itis (choose gne of options 1, 2, 3 or 4 below):
1. The assignee of the entire right, title, and interest.

2. |:| An assignee of less than the entire right, title, and interest (check applicable box):

LJ The extent (by percentage) ol its ownership interest is %. Additional Statement(s) by the owners
holding the batance of the interest must be submitted to account for 100% of the ownership interest.

D There are unspecified percentages of ownership. The other parties, including inventors, who tcgether own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

3. D The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
The other parties. including inventors, who together own the entire right. title. and interest are:

Additional Statement(s) by the owner(s) holding the balance ol the interest must be submitted to account for the entire
right, title, and interest.

4. D The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.

The interest identified in option 1. 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):

A, D An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United Stales Patent and Trademark Office at Reel . Frame . or for which a copy
thereof is attached.

B. A chain of title from the inventor(s). of the patent application/patent identified above, to the current assignee as foliows:

1. From: Robert Anderson Malaney To: Nariste Networks Ply Lid
The document was recorded in the United States Patent and Trademark Office at
Reel 020990 , Frame 0609 . of lor which a copy thereol is attached.

> From: MNariste Networks Pty Ltd To: Rebert Anderson Malaney

The document was recorded in the United States Patent and Trademark Office at
Reel 040887 . Frame 0213 . or for which a copy thereof is attached.

{Page 1 of 2}
This collection of information js required by 37 CFR 3.73(b). The information is required o obtain or retain a benelit by the public which is to file {and by the USPTO 10
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14, This collection is estimated o take 12 minutes to complete, incuding
gathering, preparing, and submitting the compteted application form to the USPTO. Time will vary depending upon Lhe individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent 10 the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Depariment ot Commerce, P.QO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissloner tor Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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PTOIAIAGE (08-12)
Approved for use through 01/31/2013. OMB 0651-0031
U.S. Patent and Trademark Office; U.5. DEPARTMENT OF COMMERCE

e binder ihe Paperwork Reduclion Actat 1995, 0o peraons gre requined 1o fespend fo & collestion pf information unless Y iaplays @ valid OMB ganvol number.

STATEMENT UNDER 37 CFR 3.73(c)

3. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel . Frame . or for which a copy thereof is attached.
4. From: To:
The document was recorded in the United States Patent and Trademark Office at
Ree! , Frame . or for which a copy thereof is attached.
8. From: : To:
The document was recorded in the United States Patent and Trademark Office at
Reel . Frame . or for which a copy thereof is attached.
6. From: To:

The document was recorded in the United States Patent and Trademark Office at
Reel . Frame . or for which a copy thereof is attached.

Cl Additional documents in the chain of title are listed on a supplemental sheet(s).

(1 As required by 37 CFR 3.73(c)(1)(i). the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.
/Robert A. Malaney/ 17 August 2019

Signature Date

Robert A. Malaney

Printed or Typed Name Title or Registration Number
(Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose tor which the
information is used by the U.S. Patent and Trademark Office is 10 process and/or examine your submission related
1o a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 5652) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice 10 determine whether disclosure of these records is
required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4, Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirernents of the Privacy Act of 1874, as amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related 10 an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, 1o the International Bureau of the World Intellectual Property
Qrganization, pursuant to the Patent Cooperation Treaty.

6. Arecord in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review {35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management praclices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open 10
public inspection or an issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Unitep STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria. Virginia 22313-1450

www.usplo.goy

| APPLICATION NO I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. I
15/376.627 12/12/2016 Robert Anderson Malaney 2064
132250 7590 08/30/2019 I AN I
Robert Malaney
16 Carlyle Rd PEIKARL BEHZAD
East Lindfield, NSW, 2070
AUSTRALIA I ART UNIT | PAPER NUMBER I
3992
I MAIL DATE | DELIVERY MODE I
08/30/2019 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

15/376,627 Malaney, Robert Anderson
Applicant-Initiated Interview Summary Examiner ArtUnit | AlA (FITF) Status
BEHZAD PEIKARI 3992 No

All participants (applicant, applicants representative, PTO personnel):

(1) B. James Peikari (USPTO). (3) Michelle Tarae (USPTO).

(2) Alexander Kosowski (USPTO). (4) Dr. Robert Malaney (Inventor).

Date of Interview: 15 August 2019.

Type: Telephonic (O3 Video Conference
O Personal [copy given to: [ applicant (3 applicant's representative]

Exhibit shown or demonstration conducted: Yes [ No.
If Yes, brief description: [See Attached Proposed Amendments].

Issues Discussed M101 ™112 [O102 00103 MOthers

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed: 37-54.
Identification of prior art discussed: N/A.

Substance of Interview

(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant raised questions regarding the Office action of August 18, 2017 and the Notice of Non-Compliant
Amendment of June 19, 2019. Applicant provided possible corrections (see attached). The examiners offered specific
guidance on how to correct the errors in the ADS, Form PTO 96, specification, and the format of claim amendments in
reissue, The examiners offered some general guidance regarding the rejections under 35 USC 101 and 112, 1st

paragraph..

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thinty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the
interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

Attachment

/B. James Peikari/ ALK/
Primary Examiner, Art Unit 3992 Supervisory Patent Examiner, Art Unit 3992

U.S. Patent and Trademark Office
PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20190815
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C.
132)

37 CFR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to any
alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. It is the examiners responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing out
typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the conclusion of
the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicants correspondence address either with or prior
to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other circumstances dictate, the
Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

- Application Number (Series Code and Serial Number)

- Name of applicant

- Name of examiner

- Date of interview

- Type of interview (telephonic, video-conference, or personal)

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)

- An indication whether or not an exhibit was shown or a demonstration conducted

- An identification of the specific prior art discussed
An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview unless
it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the substance of the
interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:
1) A brief description of the nature of any exhibit shown or any demonstration conducted,-
2) an identification of the claims discussed,
3) an identification of the specific prior art discussed,
4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on
the Interview Summary Form completed by the Examiner,
5) a brief identification of the general thrust of the principal arguments presented to the examiner,
(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)
6) a general indication of any other pertinent matters discussed, and
7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed
by the examiner.

Examiners are expected to carefully review the applicants record of the substance of an interview. If the record is not complete and accurate,

the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiners version of the statement
attributed to him or her. If the record is complete and accurate, the examiner should place the indication, Interview Record OK on the paper recording
the substance of the interview along with the date and the examiners initials.
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UNITED STATES DEPARTMENT OF COMMERCE
U.S. Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450

APPLICATION NO./ FILING DATE FIRST NAMED INVENTOR/ ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION
15/376,627 12/12/2016 Malaney, Robert Anderson
EXAMINER

Robert Malaney
16 Rd BEHZAD PEIKARI
East Lindfield, NSW, 2070 ART UNIT PAPER

3992 20190815

DATE MAILED:

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner for Patents

[see attached interview summary]

/B. JAMES PEIKARI/
Primary Examiner, Art Unit 3992

PTO-90C (Rev.04-03)
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IN THE CLAIMS

The following is a complete listing of the claims, and replaces all earlier versions and listings.

37 (currently amended). A method of acquiring a satellite positioning system position on a

mobile wireless communication device for a wireless communications network, said satellite

positioning system being Global Positioning Systems technologies using line-of-sight

measurements to satellites, said mobile wireless communication device possessing wireless

communications capability for said wireless communications network and an embedded
satellite positioning system for satellite positioning system capability, said method
comprising:

determining when said embedded satellite positioning system module should be powered on,

said powered on being a switch on of power to said embedded satellite positioning system

module using electronic circuits,

said when said embedded satellite positioning system module should be powered on being

dependant on 2

netwerk—and a position determined from the wireless communications network, said wireless

communications network being different from said satellite positioning system.

38 (original). The method according to claim 37, wherein said satellite positioning system is

a Global Positioning System (GPS).

39 (original). The method according to claim 37, wherein said embedded satellite positioning

system module comprises an embedded satellite positioning system device.

40 (original). The method according to claim 37, wherein any dependency on said position
determined from the wireless communications network comprises a dependency independent
of the speed of said mobile wireless communication device, said speed derived from said

position determined from the wireless communications network.
41 (original). The method according to claim 37, wherein said powered on comprises

said module powering up from a low-power mode such as a TricklePower power-down

mode.

Petitioner Exhibit 1004, Page 210 of 396



42 (original). The method according to claim 37, wherein said determining when said
embedded satellite positioning system module should be powered on is also dependent on at
least one of; a last satellite position; a last position determined by the satellite positioning

system; a last time determined by the satellite positioning system; a previous position.

43 (currently amended). A mobile wireless communication device for a wireless
communications network, said mobile wireless communication device possessing wireless
communications capability for said wireless communications network and an embedded
satellite positioning system module for satellite positioning system capability, said satellite

positioning system being Global Positioning Systems technologies using line-of-sight

measurements to satellites, said mobile wireless communication device comprising:

a processor; a memory coupled to said processor; an embedded satellite positioning system
module coupled to said processor providing a satellite positioning capability for said mobile
wireless communication device; and means for

determining when said embedded satellite positioning system module should be powered on,

said powered on being a switch on of power to said embedded satellite positioning system

module using electronic circuits,

said determining when said embedded satellite positioning system module should be powered
on being dependant on 2

eopnunications—netweork—and a position determined from the wireless communications

network, said wireless communications network being different from said satellite

positioning system.

44 (original). The mobile device according to claim 43, wherein said satellite positioning

system is a Global Positioning System (GPS).

45 (original). The mobile device according to claim 43, wherein said embedded satellite

positioning system module comprises an embedded satellite positioning system device.

46 (original). The mobile device according to claim 43, wherein any dependency on said
position determined from the wireless communications network comprises a dependency
independent of the speed of said mobile wireless communication device, said speed derived

from said position determined from the wireless communications network.
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47 (original). The mobile device according to claim 43, wherein said powered on comprises
said module powering up from a low-power mode such as a TricklePower power-down

mode.

48 (original). The mobile device according to claim 43, wherein said determining when said
embedded satellite positioning system module should be powered on is also dependent on at
least one of; a last satellite position; a last position determined by the satellite positioning

system; last time determined by the satellite positioning system; a previous position.

49 (currently amended). A computer program product for a mobile wireless communication
device for a wireless communication network, said mobile wireless communication device
possessing wireless communications capability for said wireless communications network
and an embedded satellite positioning system module for satellite positioning system

capability, said satellite positioning system being Global Positioning Systems technologies

using line-of-sight measurements to satellites, said computer program product having a non-

transitory computer readable medium storing a computer program for acquiring a satellite
positioning system position on a said mobile wireless communication device, comprising:
computer program code means for interfacing with the satellite positioning system capability
of said mobile wireless communication device; and computer program code means for
determining when said embedded satellite positioning system module should be powered on,

said powered on being a switch on of power to said embedded satellite positioning system

module using electronic circuits,

said determining when said embedded satellite positioning system module should be powered
on being dependant on atleast-ene-of-a—pesition—error-determinedfrom-the—wireless
communications—hetwork—and a position determined from the wireless communications
network, said wireless communications network being different from said satellite

positioning system.

50 (original). The computer program product according to claim 49, wherein said satellite

positioning system is a Global Positioning System (GPS).
51 (original). The computer program product according to claim 49, wherein said embedded

satellite positioning system module comprises an embedded satellite positioning system

device.
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52 (original). The computer program product according to claim 49, wherein any dependency
on said position determined from the wireless communications network comprises a
dependency independent of the speed of said mobile wireless communication device, said

speed derived from said position determined from the wireless communications network.

53 (original). The computer program product according to claim 49, wherein said powered on
comprises said module powering up from a low-power mode such as a TricklePower power-

down mode.

54 (original). The computer program product according to claim 49, wherein said

determining when said embedded satellite positioning system module should be powered on
is also dependent on at least one of; a last satellite position; a last position determined by the
satellite positioning system; a last time determined by the satellite positioning system; and a

previous position.
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DEED

BEED made  13th Decernber 2016,

BETWEEN: ROBERT ANDERSON MALANEY of 16 Carvle Road, Lindfield, New
South Wales {the “Assigriee™)

ANTx MARISTE METWORKS PTY LIMITED {(ACON 117 199 363 of 16
Carlele Road, Lindfield, Neow South Wales dhe “Assigren™)

RECITALS
A, By parent US BOILRTE (the patent™) the Assigonor has obtained & patent in the

d Spares of America for an inventon sattled “SELF MONIT Q}ﬁl\?{'; GPS
MOBILE DEVICE” #the nvention ™.

ON

B, The Assignor has agreed to aesign fo the Assignee ofl his dghe, nithe aned fnderest in
and to the parent and the invenson, iifu:in{imar the rght to apply for aad obtain
patenis 1 ww sountry for the mventon i_zci,srm‘g Al reissue and continuarion
retasue patears degved from the patent US 8022,

THIS DERD WITHESSES AS FOLLOWS:

1 In constderstion of the pevment of the sem of FI0.00 by the Assignes 1o the
Assigrior, the Aseignos horeby (iwgm o the Assignee all his a::ér. grde and
inrereat 10 and w the pawns wxd the wveadon, neluding the sghs o spply for
and ohbiain patents in any country for the Dvensen,

2 The Assignor agrees, at the expense of the Assignes, to do ol soch Buther sots
and execute sif such fother documents as may be pecessare (o rsfor o the
Assigme the patens and any patent that may be m et as o sesult of the pent

3, o the svoidance of doubt, it s sgreed tiat all fees, coms and supenses locrred

by the Assignor (whether befoas o1 after the date of this Deed) i coanection
with enabling the Assigaey w0 be segetered 36 the sole owaer of any patent thae
niay be greatad as 2 resudt of the patens, e to be hore and paid by the As

or {3 the case nay be} reimbursed o the As
of the Assignor,

it by the Assignes, at the

EXBECUYED AS A BEED

Signed, scaled and delivered by
ROBERT AMDERION MALANEY
in the presence of

O
Nt

PATENT
REEL: 040887 FRAME: 0214
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From:

To: Paivan, Banzad Ja

Subject: RE: Inlarwew Request

Date: Thursday Augusi 18, 2019 5 08 16 AM
Atlachments: 18l 3 e

Dear Mr Peikari;

Please find attached an updated claim set which | think is now corrected as you suggested it
should be. | have also attached the last assignment cover - as they should help me
understand the issue re chain of title you refer to. The copy from the USPTO database of the
assignment is also attached - although | am not sure these are whal you are looking for.

| look forward to our call later. Regards, Robert.

———————— Original Message --------
Subject: RE: Interview Request
From: "Peikari, Behzad James"

Date: Wed, August 14, 2019 11 58 pm

To: Robert <umm>

Dear Dr Malaney,

Thank you for your reply. You can reach me at the following numbers:
571-272-4185 (phone)

571-273-4185 (fax)

Sending a proposed amendment prior to the interview could be helpful. | look
forward to speaking with you tomorrow.

Regards,
B. Peikari
Primary Examiner, Art Unit 3992

Sent: Tuesday, August 13, 2019 11:36 PM
To: Peikari, Behzad James <Behzzd-lames. Peikari@UsSPTIO GOV>
Subject: RE: Interview Request

Dear Mr Peikari;

Thank you for your note and | look forward to chatting with you. The purpose of
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the interview is for you to clarify for me some of the issues you raised in your
recent report, especially given the fact that the other re-issue application you
referred to in that report has now been abandoned. Pleased be advised that | am
not an attorney and have no legal training.

Could you also advise if you are open to me attempting to fulfil your requests and
emailing a copy of those attempts to you for your review prior to the interview?
This may facilitate a more efficient call and a speedier resolution.

Please advise the telephone number | should call 4 pm EST on August 15.

Regards, Robert Malaney.

-------- Original Message --------

Subject: Interview Request

From: "Peikari, Behzad James" <Behzad-James.Peikari PTQ.GQV>
Date: Wed, August 14, 2019 12:52 am

To: "robert@malanev.nel” <robert@malangy.net>

Dear Dr Malaney,

| have received your interview request in application no.
15/376,627 and | will be available for a telephonic interview
at 4 pm EST on August 15, 2019, as proposed.

| will endeavor to set up a panel for the interview.

You had previously authorized internet communications.
Therefore, | will use email for scheduling purposes with
regard to the interview.

Please send a proposed interview agenda (i.e., a brief
description of the issues to be discussed) in accordance with
MPEP 713, as soon as possible.

Regards,
B. Peikari
Primary Examiner, Art Unit 3992
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PTO/AIA/S6 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB contral number.

STATEMENT UNDER 37 CFR 3.73(c)
Applicant/Patent Owner: Robert Anderson Malaney
Application No./Patent No.: _11/661/707 / 8,022,870 Filed/Issue Date: 31 August 2005/ 20 September 2011
Titled: SELF MONITORING GPS ON MOBILE DEVICE

»a

{Name of Assignee) (Type of Assignee, e.g., corporaticn, partnership, university, government agency, etc.)
states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1. The assignee of the entire right, title, and interest.

2. |:] An assignee of less than the entire right, title, and interest (check applicable box):

|_| The extent (by percentage) of its ownership interest is %. Additional Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

D There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s}) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

3. D The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

4. D The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (a
complete transfer of ownership interest was made). The certified document(s) showing the transfer is attached.

The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):

A. |:| An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel , Frame , or for which a copy
thereof is attached.

B. A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: Robert Anderson Malaney To: Nariste Networks Pty Ltd
The document was recorded in the United States Patent and Trademark Office at
Reel 020990 , Frame 0609 , or for which a copy thereof is attached.

2 From: Nariste Networks Pty Ltd To: Robert Anderson Malaney

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

[Page 1 of 2]
This collection of information is required by 37 CFR 3.73(b). The informaticn is required to obtain or retain a benefit by the public which is to file {and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTQ. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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PTO/AIA/96 (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are reguired to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

3. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

4. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.
5. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.
6. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

|:| Additional documents in the chain of title are listed on a supplemental sheet(s).

As required by 37 CFR 3.73(c)(1)(i), the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Robert A. Malaney/ 13 Dec 2016

Signature Date

Robert A. Malaney

Printed or Typed Name Title or Registration Number
[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 35
U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the
information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark
Office may not be able to process and/or examine your submission, which may result in termination of proceedings
or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is
required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

3. Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be required
to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. Arecord in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Unitep STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria. Virginia 22313-1450

www.usplo.goy

| APPLICATION NO I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. I
15/376.627 12/12/2016 Robert Anderson Malaney 2064
132250 7590 09/30/2019 I AN I
Robert Malaney
16 Carlyle Rd PEIKARL BEHZAD
East Lindfield, NSW, 2070
AUSTRALIA I ART UNIT | PAPER NUMBER I
3992
I MAIL DATE | DELIVERY MODE I
0943042019 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

15/376,627 Malaney, Robert Anderson
Office Action Summary Examiner Art Unit AlA (FITF) Status
BEHZAD PEIKARI 3992 No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING
DATE OF THIS COMMUNICATION.

Extensions of ime may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing
date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX () MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term
adjustment. See 37 CFR 1.704(b).

Status
1) Responsive to communication(s) filed on 16 August 2019.
(] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon .
2a)(] This action is FINAL. 2b) ¥} This action is non-final.

3)(J An election was made by the applicant in response to a restriction requirement set forth during the interview on
; the restriction requirement and election have been incorporated into this action.

4)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under £x parfe Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5) Claim(s) 37-54 is/are pending in the application.

5a) Of the above claim(s) ____is/are withdrawn from consideration.
6) (J Claim(s) ___ is/are allowed.
7) Claim(s) 37-54 is/are rejected.
8) (O Claim{s) ___is/are objected to.
9) (O Claim{s) ___are subject to restriction and/or election requirement
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)» The specification is objected to by the Examiner.
11} The drawing(s) filed on 12 December 2016 is/are: a)(] accepted or b} objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12} Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a) All b)(J Some**  ¢)[J None of the:
1.7 Certified copies of the priority documents have been received.

2.v] Certified copies of the priority documents have been received in Application No. 11/661,707.

3.(J Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) Notice of References Cited (PTO-892) 3) [] Interview Summary (PTO-413)
. . Paper No(s)/Mail Date
2) [J Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4) [ Other:
Paper No(s)/Mail Date R
U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20190921
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Application/Control Number: 15/376,627 Page 2
Art Unit: 3992

Notice of Pre-AlA or AIA Status
The present application is being examined under the pre-AlA first to invent

provisions.

NON-FINAL OFFICE ACTION

This Office Action addresses U.S. Application No. 15/376,627, which is a
continuation of reissue Application No. 14/031,992 (hereinafter, the '992 application),
which issued as U.S. Patent No. RE46237, which is a reissue of U.S. Application No.
11/661,707 (hereinafter, the '707 application), entitled “SELF MONITORING GPS ON
MOBIL DEVICE”, which issued as U.S. Patent No. 8,022,870, (hereinafter, the '870
patent).

Claims 37-54 are pending. Claims 1-36 were canceled in a preliminary

amendment filed December 12, 2016.

Note: Because the present action includes rejections that could have been made

in the previous Office action on the merits, the present action is made non-final.

PRIOR OR CONCURRENT PROCEEDINGS
Applicant is reminded of the continuing obligation under 37 CFR 1.178(b), to
timely apprise the Office of any prior or concurrent proceeding in which the patent is or
was involved. These proceedings would include interferences, reissues,

reexaminations, and litigation.
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Application/Control Number: 15/376,627 Page 3
Art Unit: 3992

Applicant is further reminded of the continuing obligation under 37 CFR 1.56, to
timely apprise the Office of any information which is material to patentability of the
claims under consideration in this reissue application.

These obligations rest with each individual associated with the filing and
prosecution of this application for reissue. See also MPEP §§ 1404, 1442.01 and

1442.04.

3.73(c) STATEMENT
The previous objection to the Statement Under CFR 3.73(c) is withdrawn due to

the corrected Statement Under CFR 3.73(c) filed August 16, 2019.

APPLICATION DATA SHEET
The previous objection to the Application Data Sheet is withdrawn due to the

corrected Application Data Sheet filed August 16, 2019.

DRAWING OBJECTIONS

The drawings are objected to for the following reasons:

o The drawings are not in accordance with 37 CFR 1.83(a), which requires
that “the drawing in a nonprovisional application must show every feature of
the invention specified in the claims”. The drawings in the application do not
show every feature of new claims 37-54.

o The drawings are not in accordance with 37 CFR 1.84(l), which states,

“Every line, number, and letter must be durable, clean, black (except for color
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Application/Control Number: 15/376,627 Page 4
Art Unit: 3992

drawings), sufficiently dense and dark, and uniformly thick and well-defined ...
This requirement applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views”. The current drawings are
blurry and/or pixelated to the extent that they are difficult to understand.

o The drawings are not in accordance with 37 CFR 1.84(u)(2), which states,
“The view numbers must be larger than the numbers used for reference
characters”. For example, “FIG. 1” should be larger than “100”, “FIG. 2”
should be larger than “210”, etc.

o The drawings are not in accordance with 37 CFR 1.84(p)(5), which states,
“Reference characters not mentioned in the description shall not appear in the
drawings”. Note for example reference character 218 is not mentioned in the
specification. The description “210-220” is not adequate to describe element
218. Also, several elements of Figure 6 were not described in the
specification.

Corrected drawing sheets are required in reply to the Office action to avoid
abandonment of the application. Any amended replacement drawing sheet should
include all of the figures appearing on the immediate prior version of the sheet, even if
only one figure is being amended. Each drawing sheet submitted after the filing date of
an application must be labeled in the top margin as either “Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner,
the applicant will be notified and informed of any required corrective action in the next
Office action. The objection to the drawings will not be held in abeyance.

Note 37 CFR 1.173 for reissue drawing amendments. Note also MPEP 1413.
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Application/Control Number: 15/376,627 Page 5
Art Unit: 3992

SPECIFICATION

The disclosure is objected to because of the following informalities:

o The title of the invention is not descriptive. A new title is required that is
clearly indicative of the invention to which new claims 37-54 are directed.

e The specification must be amended to include “Cross-Reference to Related
Application” section at the beginning of the specification. Should the
application result in a reissue patent, the reissue information will appear in
item [64] on the front page of the reissue patent. An example of the
suggested language to be inserted is as follows:

“Notice: More than one reissue application has been filed for the reissue of
U.S. Patent No. 8,022,870. The present reissue Application No. 15/376.627 is
a continuation of reissue Application No. 14/031,992, which issued as U.S.

Patent No. RE46237, both of which are reissues of U.S. Patent No.
8.022,870.”

¢ Inline 1 of the abstract, “and” should replace “arid”.

e Incolumn 2, line 63, “to determine” should replace “of”.

e Incolumn 5, line 15, “to determine” should replace “of”.
Changes to the specification, other than to the claims, must be made by submission of
the entire text of an added or rewritten paragraph, including markings pursuant to 37
CFR 1.173(b)(1).

Appropriate correction is required.
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Application/Control Number: 15/376,627 Page 6
Art Unit: 3992

CLAIM SUPPORT

In accordance with 37 CFR 1.173(c), the reissue applicant must provide an
explanation of the support in the disclosure of the patent for the changes made to the
claims. The explanation of support must be on page(s) separate from the page(s)
containing the amendment.

The remarks attached to the amendment of December 12, 2016 include a page
of citations in support of the new claims.

However, citations are not the same as explanations.

An explanation of support for each of the amended claims is required in response

to this Office action. Mere citations in the disclosure will not be sufficient.

Note also MPEP 1411.02.

CONSENT
The Consent of Assignee filed December 12, 2016 has been entered and

acknowledged.

CLAIM OBJECTIONS
Claims 37-54 are objected to because all occurrences of “dependant” should be
replaced with “dependent’”.
Claim 49 is objected to because the two “computer program code means” should
be distinguished, i.e., “first computer program code means” and “second computer
program code means’.

Appropriate correction is required.
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Further, applicant is advised that should claim 37, 43 and 49 be found allowable,
claims 38, 44 and 50 will be objected to under 37 CFR 1.75 as being a substantial
duplicate thereof. When two claims in an application are duplicates or else are so close
in content that they both cover the same thing, despite a slight difference in wording, it
is proper after allowing one claim to object to the other as being a substantial duplicate

of the allowed claim. See MPEP § 706.03(k).

OBJECTIONS BASED ON DEFECTIVE OATH/DECLARATION
The statement of error in the declaration filed December 12, 2016 is as follows:

“Original claim 1 specified a GPS system and not a satellite positioning system.

A new claim 37 is added to current application that rectifies that point thus
broadening the original scope of the invention. All new claims have a different allowed
set of parameters used to make determinations on the controlling of power.”

The reissue declaration is objected to as defective for the following reasons:

(1)  The fact that original claim 1 did not include a “satellite positioning system”
is not an error. The original disclosure was directed to a Global Positioning System
(GPS). A “satellite positioning system” was not included in the original disclosure.
Thus, to broaden the claims to a “satellite positioning system” would be to incorporate
new matter. A valid statement of error may not be based on new matter.

(2)  With the amendment filed August 30, 2019 to clarify that the “satellite
positioning system” is limited to a GPS, the claims are no longer broadened by the
“satellite positioning system”, thus rendering the statement of error incorrect.

(83)  The statement of error is not in accordance with 37 CFR 1.175(a), which

requires that the declaration “specifically identify at least one error pursuant to 35
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U.S.C. 251 being relied upon as the basis for reissue”. The language “All new claims
have a different allowed set of parameters used to make determinations on the
controlling of power” does not include a specific example of a new parameter included
in a specific claim.

Any error in the claims must be identified by reference to the specific claim(s)

and the specific claim language wherein lies the error. See MPEP 1414(ll)(c).

REJECTIONS BASED ON DEFECTIVE OATH/DECLARATION
The following is a quotation of the appropriate paragraphs of pre-AlA 35 U.S.C.

§251 that form the basis for the rejections under this section made in this Office action:

(a) IN GENERAL.—Whenever any patent is, through error, deemed wholly or partly inoperative or
invalid, by reason of a defective specification or drawing, or by reason of the patentee claiming more or
less than he had a right to claim in the patent, the Director shall, on the surrender of such patent and
the payment of the fee required by law, reissue the patent for the invention disclosed in the original
patent, and in accordance with a new and amended application, for the unexpired part of the term of
the original patent. No new matter shall be introduced into the application for reissue.

Claims 37-54 are rejected as being based upon a defective reissue declaration
under 35 U.S.C. §251. The declaration is defective for all of the reasons set forth above

with regard to the objections to the declaration. See 37 CFR 1.175.

Furthermore, claims 37-42 and 49-54 lack subject matter surrendered during the
prosecution of the '707 application.
e Claim 37 lacks the following language which was added to claim 1 to
overcome rejections based on the prior art during the prosecution of the '707
application:

“an embedded GPS module” for GPS capability
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“current radio position and error of said mobile device”
e Claim 49 lacks the following language which was added to claim 23 to
overcome rejections based on the prior art during the prosecution of the '707
application:

“current radio position and error of said mobile device”

On May 19, 2010, a non-final Office action was mailed in the '707 application ,
wherein claims 1 and 23 (among others) were rejected based on prior art. In an
amendment filed November 7, 2010, the language “current radio position and error of
said mobile device” was added to both claims 1 and 23. On page 17 of the remarks
submitted with the amendment November 7, 2010, it was argued that the prior art did
not teach “current radio position and error of said mobile device”, among other features.

On January 20, 2011, a final Office action was mailed in the '707 application,
wherein claims 1 (among others) was rejected based on prior art. In an amendment
filed April 20, 2011, the language “an embedded GPS module” (for GPS capability) was
added to claim 1. On page 13 of the remarks submitted with the amendment April 20,
2011, it was argued that the prior art did not teach “an embedded GPS module”, among
other features.

The three step test for recapture:

Step 1 - Is There Broadening?

Are the reissue claims are broader than the original patent claims in at least
some respects? Yes, for example, claim 37 lacks “current radio position and error of

said mobile device”, which is required of claim 1.
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Step 2 - Does Any Broadening Aspect of the Reissued Claim Relate to

Surrendered Subject Matter?

Substep 1 — Did applicant surrender any subject matter in the prosecution
of the original application that became the patent to be reissued? Yes, the
surrendered subject matter is noted above.

Substep 2 - Does the broadening in the reissue claims result from
eliminating limitations surrendered in the original prosecution? Yes, independent
claims 37 and 49 omit limitations that the prosecution record shows as added to
claims 1 and 23 respectively, to overcome prior art during the original
prosecution.

Step 3 - Are the Reissue Claims Materially Narrowed in Other Respects, and

Hence Avoid the Recapture Rule?

The reissue claims are not materially narrowed in other respects. The reissue
claims 37-42 and 49-54 do include some different terminology and some different
aspects of the invention, but do not significantly differ from claim 1-11 and 23-36 of the
'870 patent.

Thus, claims 37-42 and 49-54 are rejected under 35 U.S.C. §251 because they
lack the subject matter added to obtain patentability during prosecution of the original
patent.

See Greenliant Systems, Inc. et al v. Xicor LLC, 692 F.3d 1261, 103 USPQ2d
1951 (Fed. Cir. 2012); In re Shahram Mostafazadeh and Joseph O. Smith, 643 F.3d
1353, 98 USPQ2d 1639 (Fed. Cir. 2011); North American Container, Inc. v. Plastipak

Packaging, Inc., 415 F.3d 1335, 75 USPQ2d 1545 (Fed. Cir. 2005); Pannu v. Storz
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Instruments Inc., 258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir. 2001); Hester Industries,
Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131
F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d
1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect is present in
the reissue which was not present in the application for patent. The record of the
application for the patent shows that the broadening aspect (in the reissue) relates to
claimed subject matter that applicant previously surrendered during the prosecution of
the application. Accordingly, the narrow scope of the claims in the patent was not an
error within the meaning of 35 U.S.C. 251, and the broader scope of claim subject
matter surrendered in the application for the patent cannot be recaptured by the filing of

the present reissue application.

DOUBLE PATENTING

The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory double
patenting rejection is appropriate where the conflicting claims are not identical, but at
least one examined application claim is not patentably distinct from the reference
claim(s) because the examined application claim is either anticipated by, or would have
been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46
USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed.

Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum,
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686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619
(CCPA 1970); In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)
may be used to overcome an actual or provisional rejection based on nonstatutory
double patenting provided the reference application or patent either is shown to be
commonly owned with the examined application, or claims an invention made as a
result of activities undertaken within the scope of a joint research agreement. See
MPEP § 717.02 for applications subject to examination under the first inventor to file
provisions of the AlIA as explained in MPEP § 2159. See MPEP §§ 706.02(1)(1) -
706.02(1)(3) for applications not subject to examination under the first inventor to file
provisions of the AIA. A terminal disclaimer must be signed in compliance with 37 CFR
1.321(b).

The USPTO Internet website contains terminal disclaimer forms which may be
used. Please visit www.uspto.gov/patent/patents-forms. The filing date of the application
in which the form is filed determines what form (e.g., PTO/SB/25, PTO/SB/26,
PTO/AIA/25, or PTO/AIA/26) should be used. A web-based eTerminal Disclaimer may
be filled out completely online using web-screens. An eTerminal Disclaimer that meets
all requirements is auto-processed and approved immediately upon submission. For
more information about eTerminal Disclaimers, refer to
www.uspto.gov/patents/process/file/efs/guidance/eTD-info-l.jsp.

Claims 37-54 are rejected on the ground of nonstatutory double patenting as
being unpatentable over claims 1-39 of U.S. Patent No. RE46237. Although the claims

at issue are not identical, they are not patentably distinct from each other because each
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limitation of independent claims 37, 43 and 49 of the present application is either taught

or suggested by claims 1, 12 and 23 of U.S. Patent No. RE46237. Note the following

side-by-side comparison of the claims:

U.S. Application No. 15/376,627

U.S. Patent No. RE46237

37. A method of acquiring a satellite
positioning system position on a mobile
wireless communication device for a
wireless communications network,

1. A method of acquiring position a
mobile wireless communication device for
a wireless communications network,

said satellite positioning system being
Global Positioning Systems technologies
using line-of-sight measurements to
satellites, said mobile wireless
communication device possessing
wireless communications capability for
said wireless communications network
and an embedded satellite positioning
system for satellite positioning system
capability, said method comprising:

and an embedded Global Positioning
System (GPS) module for GPS capability,
said method comprising:

determining when said embedded
satellite positioning system module
should be powered on, said embedded
satellite positioning system module then
being powered on, said powered on being
a switch on of power to said embedded
satellite positioning system module using
electronic circuits,

adaptively predicting when said GPS
module should be powered on to meet
specifications on at least one of
positioning accuracy and GPS acquisition
time,

said when said embedded satellite
positioning system module should be
powered on being dependent on a
position determined from the wireless
communications network,

said adaptively predicting when said GPS
module should be powered on being
dependent on a position error of said
mobile wireless communication device in
the wireless network, said position error
being determined from the wireless
communications network,

said wireless communications network
being different from said satellite
positioning system.

said wireless communications network
being different from said GPS.

43. A mobile wireless communication
device for a wireless communications
network,

12. A mobile wireless communication
device for a wireless communications
network,

said mobile wireless communication
device possessing wireless
communications capability for said

said mobile wireless communication
device possessing wireless
communications capability for said
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wireless communications network and an
embedded satellite positioning system
module for satellite positioning system
capability, said satellite positioning
system being Global Positioning Systems
technologies using line-of-sight
measurements to satellites, said mobile
wireless communication device
comprising:

wireless communications network, said
mobile wireless communication device
comprising:

a processor,

d Processor,

a memory coupled to said processor,

a memory coupled to said processor;

an embedded satellite positioning system
module coupled to said processor
providing a satellite positioning capability
for said mobile wireless communication
device; and

an embedded Global Positioning System
(GPS) module coupled to said processor
providing a GPS capability for said mobile
wireless communication device; and

means for determining when said
embedded satellite positioning system
module should be powered on, said
embedded satellite positioning system
module then being powered on, said
powered on being a switch on of power to
said embedded satellite positioning
system module using electronic circuits,

means for adaptively predicting when
said GPS module should be powered on
to meet specifications on at least one of
positioning accuracy and GPS acquisition
time,

said determining when said embedded
satellite positioning system module
should be powered on being dependent
on a position determined from the
wireless communications network.

said adaptively predicting when said GPS
module should be powered on being
dependent on a position error of said
mobile wireless communication device in
the wireless network, said position error
being determined from the wireless
communications network, said wireless
communications network being different
from said GPS.

49. A computer program product for a
mobile wireless communication device for
a wireless communication network,

23. A computer program product for a
mobile wireless communication device for
a wireless communication network,

said mobile wireless communication
device possessing wireless
communications capability for said
wireless communications network and an
embedded satellite positioning system
module for satellite positioning system
capability, said satellite positioning
system being Global Positioning Systems
technologies using line-of-sight
measurements to satellites,

said mobile wireless communication
device possessing wireless
communications capability for said
wireless communications network and an
embedded Global Positioning System
(GPS) module for GPS capability,
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said computer program product having a
non-transitory computer readable medium
storing a computer program for acquiring
a satellite positioning system position on
a said mobile wireless communication
device, comprising:

said computer program product having a
computer readable medium storing a
computer program for acquiring position
on said mobile wireless communication
device, comprising:

computer program code means for
interfacing with the satellite positioning
system capability of said mobile wireless
communication device; and

computer program code means for
interfacing with the GPS capability of said
mobile wireless communication device;
and

computer program code means for
determining when said embedded
satellite positioning system module
should be powered on, said embedded
satellite positioning system module then
being powered on, said powered on being
a switch on of power to said embedded
satellite positioning system module using
electronic circuits,

computer program code means for
adaptively predicting when said GPS
module should be powered on to meet
specifications on at least one of
positioning accuracy and GPS acquisition
time

said determining when said embedded
satellite positioning system module
should be powered on being dependent
on a position determined from the
wireless communications network,

said adaptively predicting when said GPS
module should be powered on being
dependent on a position error of said
mobile wireless communication device in
the wireless network, said position error
being determined from the wireless
communications network,

said wireless communications network
being different from said satellite
positioning system.

said wireless communications network
being different from said GPS.

Claims 37, 43 and 49 of the present application include only obvious differences

from claims 1, 12 and 23 of U.S. Patent No. RE46237, including limiting a satellite

positioning system to a GPS or explaining that the module is indeed powered on.

In addition, claims 38-42, 44-48 and 50-54 are rejected as being dependent on

base claims 37, 43 and 49, respectively.
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CLAIM REJECTIONS - 35 USC § 101
The previous rejections under 35 USC § 101 are withdrawn due to the

amendment filed August 16, 2019.

CLAIM INTERPRETATION

The following is a quotation of 35 U.S.C. 112(f):

(f) Element in Claim for a Combination. — An element in a claim for a combination may be
expressed as a means or step for performing a specified function without the recital of
structure, material, or acts in support thereof, and such claim shall be construed to cover the
corresponding structure, material, or acts described in the specification and equivalents
thereof.

The following is a quotation of pre-AlA 35 U.S.C. 112, sixth paragraph:

An element in a claim for a combination may be expressed as a means or step for performing
a specified function without the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding structure, material, or acts
described in the specification and equivalents thereof.

The claims in this application are given their broadest reasonable interpretation
using the plain meaning of the claim language in light of the specification as it would be
understood by one of ordinary skill in the art. The broadest reasonable interpretation of
a claim element (also commonly referred to as a claim limitation) is limited by the
description in the specification when 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth
paragraph, is invoked.

As explained in MPEP § 2181, subsection |, claim limitations that meet the
following three-prong test will be interpreted under 35 U.S.C. 112(f) or pre-AlA 35

U.S.C. 112, sixth paragraph:
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(A)  the claim limitation uses the term “means” or “step” or a term used as a substitute
for “means” that is a generic placeholder (also called a nonce term or a non-
structural term having no specific structural meaning) for performing the claimed
function;

(B) theterm “means” or “step” or the generic placeholder is modified by functional
language, typically, but not always linked by the transition word “for” (e.g.,
“means for”) or another linking word or phrase, such as “configured to” or “so
that”; and

(C) theterm “means” or “step” or the generic placeholder is not modified by sufficient
structure, material, or acts for performing the claimed function.

Use of the word “means” (or “step”) in a claim with functional language creates a
rebuttable presumption that the claim limitation is to be treated in accordance with 35
U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph. The presumption that the claim
limitation is interpreted under 35 U.S.C. 112(f) or pre-AIA 35 U.S.C. 112, sixth
paragraph, is rebutted when the claim limitation recites sufficient structure, material, or
acts to entirely perform the recited function.

Absence of the word “means” (or “step”) in a claim creates a rebuttable
presumption that the claim limitation is not to be treated in accordance with 35 U.S.C.
112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph. The presumption that the claim
limitation is not interpreted under 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth
paragraph, is rebutted when the claim limitation recites function without reciting

sufficient structure, material or acts to entirely perform the recited function.
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Claim limitations in this application that use the word “means” (or “step”) are
being interpreted under 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph,
except as otherwise indicated in an Office action. Conversely, claim limitations in this
application that do not use the word “means” (or “step”) are not being interpreted under
35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph, except as otherwise
indicated in an Office action.

This application includes one or more claim limitations that use the words “means
for’” and also limitations that do not use the word “means,” but are nonetheless being
interpreted under 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph, because
the claim limitation(s) uses a generic placeholder that is coupled with functional
language without reciting sufficient structure to perform the recited function and the
generic placeholder is not preceded by a structural modifier.

Three Prong Analysis

To invoke 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph, a claimed
phrase must meet the three prong analysis as set forth in MPEP § 2181, subsection I.
(A) Regarding Prong (A), the MPEP states:
(A) the claim limitation uses the term "means" or "step" or a term
used as a substitute for "means" that is a generic placeholder (also

called a nonce term or a non-structural term having no specific
structural meaning) for performing the claimed function....

The claim limitations listed below do not use the language "means" or "step".
However, each of these is found to be a generic placeholder. The limitations are listed

below the claim in which they first appear.
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With regard to claim 43,

. satellite positioning system module
o means
. electronic circuits

With regard to claim 49,

. non-transitory computer readable medium
U computer program

o (first) computer program code means

. (second) computer program code means

Note: With regard to the claimed “electronic circuits”, the circuitry as claimed, combined
with a description of the function of the circuits (switching on power), should provide
sufficient structure to one of ordinary skill in the art. See Mass. Inst. of Tech., 462 F.3d
at 1355-1356, 80 USPQ2d at 1332 (“circuitry” is generally determined to have sufficient
structure). However, because the claimed “electronic circuits” do not include sufficient
structure in the claims themselves, this limitation also meets Prong (A) of the analysis.

(B) Regarding Prong (B), the MPEP states:

(B)  the term "means" or "step" or the generic placeholder is modified by
functional language, typically, but not always linked by the transition word
"for" (e.g., "means for") or another linking word or phrase, such as
"configured to" or "so that"...

The claim limitations listed below are each modified by functional language, as
shown.
. satellite positioning system module (“for satellite positioning system

capability”)
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. means (“for’)

. electronic circuits (no functional language)

. non-transitory computer readable medium (“storing”)
. computer program (“for acquiring”)

. (first) computer program code means (“for”)

. (second) computer program code means (“for”)

The limitation “electronic circuits” does not meet Prong (B) and will not be further
considered in this analysis. Each of the other limitations meet Prong (B) of the
analysis.

(C) Regarding Prong (C), the MPEP states:

(C) the term "means" or "step" or the generic placeholder is not
modified by sufficient structure, material, or acts for performing the
claimed function.

With regard to where the limitations may be found in the disclosure, note the
following:
. satellite positioning system module (column 3, lines 49-59, “A

module, and in particular its functionality, can be implemented in
either hardware or software. In the software sense, a module is a
process, program, or portion thereof that usually performs a
particular function or related functions ... In the hardware sense, a
module is a functional hardware unit designed for use with other

components or modules”)
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o means for determining when said embedded satellite positioning
system should be powered on (note column 6, lines 60 et seq.,

which discusses determining the best fit for a power up period)

. non-transitory computer readable medium (adequate structure not
found)

. computer program (adequate structure not found)

. (first) computer program code means (adequate structure not
found)

. (second) computer program code means (adequate structure not
found)

With regard to the claimed “non-transitory computer readable medium”, this was
not mentioned in the disclosure.

With regard to the claimed “computer program”, a particular computer program
for performing the functions listed in the claim was not shown in the disclosure.

With regard to the claimed “computer program code means”, the disclosure notes
“‘method steps may be put into effect by computer code”, but no particular code was
disclosed for the claimed computer program product.

With regard to the “satellite positioning system module” and the “means for
determining when said embedded satellite positioning system should be powered on”,
these limitations do not meet Prong (C) of the analysis and thus do not invoke 35 U.S.C.
§ 112, 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. § 112, sixth paragraph.

With regard to the “non-transitory computer readable medium”, the “computer

program”, and the “computer program code means”, each of these limitations meet
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Prong (C) of the analysis. Because all three prongs of the analysis have been met,
these terms invoke 35 U.S.C. § 112, 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. § 112, sixth
paragraph.

Note: In order to rebut the assertion that the “non-transitory computer readable
medium”, the “computer program”, and the “computer program code means” invoke 35
U.S.C. § 112,35 U.S.C. 112(f) or pre-AlA 35 U.S.C. § 112, sixth paragraph, applicant
must either (a) amend the claims or (b) show where in the disclosure adequate structure

for these limitations is found (cf. the section on “Claim Support” above) or (c) both.

CLAIM REJECTIONS - 35 USC § 112, 1t PARAGRAPH

The previous rejections under 35 U.S.C. §112, first paragraph, are
withdrawn due to the amendment filed August 16, 2019, wherein:

(1)  The claimed “satellite positioning system” is now limited to a GPS
embodiment only.

(2)  The examiner notes that column 6, line 42, discloses “A number of
techniques are known for predicting the next position of a mobile device based on its
past history of positions, such as regression, Kalman filter, particle filter”.

(3)  The claims now clarify that a wireless network (not a satellite network)
determines a position prior to power up of the GPS module.

However, further rejections under 35 U.S.C. §112, first paragraph, are

necessary, as described below.
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The following is a quotation of the first paragraph of 35 U.S.C. 112(a):

(a) IN GENERAL.—The specification shall contain a written description of the invention, and
of the manner and process of making and using it, in such full, clear, concise, and exact terms
as to enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set forth the best mode contemplated by the
inventor or joint inventor of carrying out the invention.

The following is a quotation of the first paragraph of pre-AlA 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and exact terms as to enable any
person skilled in the art to which it pertains, or with which it is most nearly connected, to make
and use the same, and shall set forth the best mode contemplated by the inventor of carrying
out his invention.

Claims 49-54 are rejected under 35 U.S.C. §112 (1st ) as failing to comply with
the written description requirement.

The claims contain subject matter which was not described in the specification in
such a way as to reasonably convey to one skilled in the relevant art that the inventor or
a joint inventor, or for pre-AlA the inventors, at the time the application was filed, had
possession of the claimed invention. As discussed above, the disclosure does not
provide a sufficient corresponding structure and/or algorithm for the following elements

of the computer program product:

o non-transitory computer readable medium
o computer program

. (first) computer program code means

. (second) computer program code means

Since the specification fails to disclose the corresponding structures for these
functional limitations, Applicant has not satisfactorily demonstrated possession of the

corresponding structures of the claimed invention. See MPEP 2181 (ll).
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Additionally, claims 37-54 are rejected under 35 U.S.C. §112 (1st §) as failing to
comply with the written description requirement.

The claims contain subject matter which was not described in the specification in
such a way as to reasonably convey to one skilled in the relevant art that the inventor or
a joint inventor, or for pre-AlA the inventors, at the time the application was filed, had
possession of the claimed invention.

Specifically, the claimed “a switch on of power... using electronic circuits” (i.e., to
the embedded satellite positioning system module) is not described in the disclosure

and appears to be new matter.

CLAIM REJECTIONS - 35 USC § 112, 2"“ PARAGRAPH

The following is a quotation of 35 U.S.C. 112(b):

(b) CONCLUSION.—The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor
regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AlA), second paragraph:

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

Claims 49-54 are rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AlA),
second paragraph, as being indefinite for failing to particularly point out and distinctly
claim the subject matter which the inventor or a joint inventor, or for pre-AlA the
applicant regards as the invention. As discussed above, the disclosure does not
provide a sufficient corresponding structure and/or algorithm for the following elements

of the computer program product:
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. non-transitory computer readable medium
. computer program

. (first) computer program code means

. (second) computer program code means

Since the disclosure fails to describe the corresponding structures for these
functional limitations, claims 49-54 are indefinite under 35 U.S.C. §112 (2nd ). See
also Aristocrat Techs. Austl. Pty Ltd. v. Inter. Game Tech., 86 USPQ2d 1235, 1243
(Fed. Cir. 2008) (means-plus-function limitations lacking sufficient disclosure of

structure renders the claims indefinite). See also MPEP 2181 (ll).

In addition, claims 37-54 are rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112
(pre-AlA), second paragraph, as being indefinite for failing to particularly point out and
distinctly claim the subject matter which the inventor or a joint inventor, or for pre-AlA
the applicant regards as the invention.

. In claims 37-42, “said satellite positioning system module” has no
antecedent basis. [Note: to overcome this rejection, “module”

should be inserted in claim 37, line 6, between “system” an “for”.]

. In claims 39, 45 and 51, the claimed “device” vs “module” is
unclear.
. In claims 40, 46 and 52, the determination of speed is unclear

because only one “position” is referenced. However, speed must
be determined by at least two positions (and the time between at

least two positions).
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. In claims 42, 28 and 54, “previous position” is vague.
. In claims 43-48, the claimed “processor” and “memory” are
confusing as they appear to perform no function with respect to the

rest of the claims.

CLAIM REJECTIONS - 35 USC § 103
The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

Claims 37-54 are rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable
over Pande, U.S. Patent No. 6,703,971, in view of applicant’s admitted prior art.

With regard to claim 37, a method of acquiring a satellite positioning system
position on a mobile wireless communication device (note Figure 1, 104) for a wireless
communications network, said satellite positioning system being Global Positioning
Systems technologies using line-of-sight measurements to satellites (note Figure 1,
102), said mobile wireless communication device possessing wireless communications
capability for said wireless communications network and an embedded satellite
positioning system for satellite positioning system capability (note, e.g., column 3, lines
38-39, “Wireless Aided GPS” or column 4, lines 19-20, “network-centric GPS”), said

method comprising:
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determining when said embedded satellite positioning system module should be
powered on (note column 7, TABLE 1),

said embedded satellite positioning system module then being powered on (note
the “start” of the GPS section, column 6, lines 36-38, “call processor 200 then sends a
session open request to the GPS section 202 to start a position determination in a GPS
standalone mode”),

said powered on being a switch on of power to said embedded satellite
positioning system module using electronic circuits (note in column 6, lines 2-3, that if
position accuracy is not found in the CP centric mode, then the system “will switch GPS
section 202 into the SLS centric mode”),

said when said embedded satellite positioning system module should be
powered on being dependent on a position determined from the wireless
communications network (as stated above, in column 6, lines 2-3, if the mobile device is
in a position / location where position accuracy is not found in the CP centric mode, then
the SLS mode of the system will start by switching “GPS section 202 into the SLS
centric mode”),

said wireless communications network being different from said satellite
positioning system (note the teaching of the two different systems being utilized by the
wireless handset, column 3, lines 30-39, “The wireless handset location technology of
the present invention uses GPS technology ... as well as the wireless network
communication services, the wireless handset location technology of the present
invention provides highly reliable and economical solutions to the Wireless Aided

GPS”).
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To the extent that “starting” the GPS section might not be considered “powering
on”, it would have been obvious to one having ordinary skill in the art at the time the
invention was made to power on the GPS section of Pande at the time of starting, since
this might have the benefit of saving power, which was, in fact, one of the objectives of
the Pande system (note column 3, lines 33-34, “taking the advantage of the ... low
power”) and since applicant’s admitted prior art stated that “Battery power in a mobile
device is a precious resource, and any steps that can be taken to maximize battery life

are adfentageous. Simply keeping a GPS device powered on at all times to avoid the

cold start is generally considered an unacceptable solution” (note the ‘870 patent,

column 1, lines 60-64, emphasis added; cf. column 7, TABLE 1 of Pande)

With regard to claim 38, said satellite positioning system is a Global Positioning
System (note Figure 1, 102).

With regard to claim 39, said embedded satellite positioning system module
comprises an embedded satellite positioning system device (note Figure 2, GPS section
202).

With regard to claim 40, any dependency on said position determined from the
wireless communications network comprises a dependency independent of the speed of
said mobile wireless communication device, said speed derived from said position
determined from the wireless communications network (note column 7, lines 56 et seq.,
can measure speed but does not always rely on it, inasmuch as interface 310 can issue
any one of several types of messages 308 — only one of which is a Speed Over Ground

(SOG) message).
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With regard to claim 41, said powered on comprises said module powering up
from a low-power mode such as a TricklePower power-down mode (note applicant’s
admitted prior art in the '870 patent, column 2, lines 18-32).

With regard to claim 42, said determining when said embedded satellite
positioning system module should be powered on is also dependent on at least one of:
a last satellite position; a last position determined by the satellite positioning system; a
last time determined by the satellite positioning system; a previous position (nofe
column 7, TABLE 1, and column 7, lines 56, et seq.).

With regard to claims 43-54, these are rejected for reasons similar to those given
above for claims 37-42. The following additional limitations of claims 43-54 are noted: a
processor (note column 4, lines 49-50, “digital processor” of GPS section 202) and a
memory coupled to said processor (note column 6, lines 59-61, the RAM storing

information which is sent to GPS section 202).

RESPONSE TO ARGUMENTS
Applicant's arguments and amendments filed August 16, 2019 have overcome all
of the issues raised in the previous Office action.
However the current examiner has made new objections and rejections, some of
which could have been made in the previous Office action. Consequently, this action is

made non-final.
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CONCLUSION

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to B. James Peikari whose telephone number is (571)272-
4185. The examiner can normally be reached on M-F 8:30am - 5:30pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Alexander Kosowski, SPE Art Unit 3992, can be reached at (571) 272-3744.
The fax phone number for the organization where this application or proceeding is
assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/B. James Peikari/ Conferees:
Primary Examiner W/
Art Unit 3992 Primary Examiner, Art Unit 3992

/ALEXANDER J KOSOWSKI/
Supervisory Patent Examiner, Art Unit 3992
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3992
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

15/376,627 Malaney, Robert Anderson
Applicant-Initiated Interview Summary Examiner ArtUnit | AlA (FITF) Status
BEHZAD PEIKARI 3992 No

All participants (applicant, applicants representative, PTO personnel):

(1) B. James Peikari (USPTO). (3) Michelle Tarae (USPTO).

(2) Alex Kosowski (USPTO). (4) Dr. Robert Malaney (Inventor).

Date of Interview: 07 November 2019.

Type: Telephonic (O Video Conference
U Personal [copy given to: [ applicant  (J applicant's representative]

Exhibit shown or demonstration conducted: Yes [ No.
If Yes, brief description: [note attached email comrespondence].

Issues Discussed (3101 ™112 0102 ™103 MOthers

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed: 37-54.

Identification of prior art discussed: Pande, U.S. Patent No. 6,703,971, in view of applicant’s admitted prior art.

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant raised questions regarding the Office action of September 30, 2019. Every issue in the Office action was
discussed. Where possible, the examiners offered guidance on how it might be possible to correct each of these
iSsues..

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thinty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the
interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

Attachment

/B. JAMES PEIKARI/ 1A K/
Primary Examiner, Art Unit 3992 Supervisory Patent Examiner, Art Unit 3992

U.S. Patent and Trademark Office
PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20191125
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C.
132)

37 CFR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to any
alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. It is the examiners responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing out
typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the conclusion of
the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicants correspondence address either with or prior
to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other circumstances dictate, the
Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

- Application Number (Series Code and Serial Number)

- Name of applicant

- Name of examiner

- Date of interview

- Type of interview (telephonic, video-conference, or personal)

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)

- An indication whether or not an exhibit was shown or a demonstration conducted

- An identification of the specific prior art discussed
An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview unless
it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the substance of the
interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:
1) A brief description of the nature of any exhibit shown or any demonstration conducted,-
2) an identification of the claims discussed,
3) an identification of the specific prior art discussed,
4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on
the Interview Summary Form completed by the Examiner,
5) a brief identification of the general thrust of the principal arguments presented to the examiner,
(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)
6) a general indication of any other pertinent matters discussed, and
7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed
by the examiner.

Examiners are expected to carefully review the applicants record of the substance of an interview. If the record is not complete and accurate,

the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiners version of the statement
attributed to him or her. If the record is complete and accurate, the examiner should place the indication, Interview Record OK on the paper recording
the substance of the interview along with the date and the examiners initials.
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UNITED STATES DEPARTMENT OF COMMERCE
U.S. Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450

APPLICATION NO./ FILING DATE FIRST NAMED INVENTOR/ ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION
15/376.627 12/12/2016 Malaney, Robert Anderson
EXAMINER

1Rgberl Mal;ndey BEHZAD PEIKARI
East Lindfield, NSW, 2070 ART UNIT PAPER

3992 20191125

DATE MAILED:

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner for Patents

[See attached interview summary]

/B. James Peikari/
Primary Examiner, Art Unit 3992

PTO-90C (Rev.04-03)
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*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
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This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

/f you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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RECEIVED
CENTRAL FAX CENTEK

DEC 30 2019

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re¢ Application of: Robert Anderson Malaney Group Art Unit: 3992
Application No.: 15/376,627 Examiner: PEIKARI, BEHZAD
Confirmation No.: 2064
For: SELF MONITORING GPS ON MOBILE DEVICE
Comunissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Sir:

In response to the examiner's points I note the following in the attached;

Respectfully Submitted,

/Robert A. Malaney/
Robert A. Malaney, Customer Number 132250
16 Carlyle Rd

East Lindfield, NSW 2070,

Australia
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Please note the remarks below and the potential cancellation of claims are submitted without
prejudice. It is hoped they help expediate prosecution (page numbers refer to examiner report). .

1. Orawing Objections (p3-4)
New drawings supplied (see attached new sheets). Figure labels are increased in size where
appropriate.

With regard to examiner’s statement that drawings are not showing every feature specified in
original claims, applicant notes the claims have been amended and several cancelled. If
examiner believes an important feature of amended claims is not shown, applicant kindly
requests the examiner assist applicant by identifying that feature, and applicant will supply a
new drawing in an amendment. Applicant understands features that are obvious to implement
by someone ordinarily skilled in the art are not required in drawings, and therefore such obvious
features are not included in current drawings.

To remedy fact item 218 of Fig 2 not explicitly mentioned in text of specification, the
specification is to be amended as follows: In column 6 the paragraph at line 23 to be amended
as follows:

FIG. 2is a block diagram of the system 200 that may be

implemented using the PDA of FIG.1. The system 200 comprises a neural network module 230 that
receives various inputs 210-220 to produce a predicted period of the power-up

phase P, 240. The neural network module 230 predicts the

next time to power on the GPS device. This module 230 does

so dependent upon various inputs including the last satellite

positions 210, the last GPS position/time 212, the last GPS

error 214, the current power-up time 216, information about

whether or not the last target (i.e. were the accuracy requirements satisfied or not) was achieved 218,
and the current radio position and error 220. The latter information 220 may be

determined using Cramer-Rao bounds. Further details of the neural network 200 are set forth
hereinafter.

To remedy fact sone items in Fig 6. not explicitly mentioned in text of specification, the
specification is to be amended as follows: In column 10 the paragraph at line 52 to be amended
as follows:

FIG. 6 illustrates the computer system 600 in block diagram form with video display 610, video interface
660, storage device 662, processing unit {e.g. a CPU) 666, memaory 670, and |/O interface 672, coupled
to a wireless network 620. An operator may use the keyboard 630 and/or a pointing device such as the
mouse 632 (or touchpad, for example) to provide input to the

computer 650. The computer system 600 may have any of a

number of output devices, including line printers, laser printers, plotters, and other reproduction
devices connected to the computer. The computer system 600 can be connected to one

or more other computers via a communication interface 664

using an appropriate communication channel 640. The computer network 620 may comprise a wireless
local area network (WLAN), or a 3G network, for example. While not

depicted in FIG. 6 to simplify the drawing, it will be readily

appreciated by those skilled in the art that the computer systerm 600 may be equipped with a GPS
module, for example, in the manner shown in FIG. 1.
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2. Specification (p5)
The specification is to be amended as follows:
On front page of the re-issue
“Notice: More than one reissue application has been filed for the reissue of
U.S. Patent No. 8 022 870. The present reissue Application No. 15/376.627 is

a continuation of reissue Application No. 14/031,992, which issued as U.S.
Patent No. RE46237, both of which are reissues of U.S. Patent No.
8.022.870."

Title to be amended to “Reduced power use in mobile GPS-based technologies”. That is,
(54) page 1 amended as follows

(54) SELE-MOPHTORING-GRS-ON-MOBH-E REDUCED POWER USE IN MOBILE GPS-BASED TECHNOLOGIES

All other recommended corrections on p5 are actioned.

« Inline 1 of the abstract, "and” should replace "arid”.
e Incolumn 2, line 63, “to determine” should replace “of.
+ Incolumn 5, line 15, “to delermine” should replace "of".
More specifically:
Replace abstract as follows:

A method, a mobile device arid-and a computer program product

for acquiring GPS on a mobile device possessing GPS capability are disclosed. The method comprises the
step of setting a current value of the period of the power-up phase of the GPS

dependent upon adaptive predictions of when the GPS should

be powered on to meet specifications on positioning accuracy

and GPS acquisition time.

Replace paragraph commencing column 2 line 54 as follows:

According to yet another aspect of the present invention,

there is provided a computer program product for a mobile

device possessing GPS capability. The computer program

product having a computer readable medium storing a computer program for acquiring GPS on the
mobile device. The computer program product comprises computer program
code means for interfacing with the GPS capability of the

mobile device and computer program code means for setting

a current value of to determine a period of the power-up phase of the GPS
module dependent upon adaptive predictions of when the

GPS module should be powered on to meet specifications on

positioning accuracy and GPS acquisition time.
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Replace paragraph commencing column 5 line 15 as follows:

Adaptive predictions are made of to determine when a GPS device,
embedded in a wireless communication device, should be
powered on to meet specifications on positioning accuracy.
and GPS acquisition time. The embodiments of the invention
address the issue of setting the period of the power-up phase,
P4, whilst retaining the accuracy of the position fix and the
acquisition times of the position fix within acceptable bounds.
Simply setting P, to some value at the onset of operation may
provide the required bounds for some time epoch, but there is
no guarantee that this will also be the case in the future. Also,
this simple approach provides no sense of an optimized value
of P,. By this, what is meant is the maximum value of P,
allowable whilst still retaining the accuracy of the position fix
and the acquisition times of the position fix within acceptable
bounds. An example of an inefficient system design would be
a GPS system reporting positions every second when an
acceptable error bound (accuracy) of 50 meters was required
on a device moving at 1 meter per second. The embodiments
of the invention allow a GPS device to determine dynamically
an optimal P, in response to such a circumstance.
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3. Claim Support (p6)
New claim 1is amended as follows (other independent claims are maodified in same fashion)‘:

In addition to citations in the text supporting these changes we add some additional
explanations below.

Inclusion of “said GPS referring to GPS-based techniques”. Support for the use of' GPS-based
techniques’ is provided at col 1 line 42. That is, the invention is not directed solely at the United
States’ GPS system but all similar satellite positioning systems that use ‘GPS-based techniques’.
In further support we also note the term GPS technologies (col 1 lines 21-24) is meant to convey
all GPS-like systems. ‘GPS-based techniques’ can be thought of as those that use line of sight
measurements to satellites’ (col 1 lines 23-24). In the invention the word ‘GPS’ is meant to refer
to any GPS-based technology, e.g. Glonass (Russia), Galilieo (Europe), QZSS (Japan) BeiDou
(China) as well as the original GPS (USA).

Inclusion of “dependent on at least one of a current radio position and error determined
from the wireless communications network”. Support for this is in Fig 2 which shows an
implementation on a PDA which takes various inputs as part of the decision process of
which the current radio position and error are listed. See also column 6 lines 33-34.
Discussion on adapting how many inputs are then used in the decision-making process are
given in column 9 lines 16-18, lines 34-40. That is, it is made clear that the invention allows
all for all, or only one, of the inputs (or any other combination) to be used in the decision-
making process.

Inclusion of “embedded GPS module” is cited column 5 line 56 and is used to make clear the
GPS is actually embedded in the device (i.e. forms a part of the device — and the device
possesses GPS capability).
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4. Claim Objections (p6-7)
Suggested alteration to claims 37-54 are actioned (dependant replaced with dependent)} as well
as that requested for claim 49 (program codes are now distinguished as requested by examiner).
The new claim set is attached. In order to expediate prosecution, claims 38, 44, 50 are cancelled
(p7) without prejudice.

5. Objections/Rejections Based on Defective Qath/Declaration (p7)
The error in original claims was the fact that as per the specification, the invention was aimed at
all satellite systems using "'GPS-based techniques’ (cal 1 line 42), not only GPS. The term GPS
technologies (col 1 lines 21-24) is meant to convey all GPS-like systerns. That is, the invention is
not directed solely at the United States’ GPS system but all similar satellite positioning systems
that use ‘GPS-based techniques’, i.e.” line of sight measurements to satellites’ (col 1 lines 23-24).
However, examiner notes original declaration invalid due to use of term “satellite positioning
systems” which was not in original specification.
A new oath/declaration is attached which uses the term "GPS-based techniques’ (col 1 line 42).
The new revised claims (see at end of this document) use the term "GPS-based techniques’ (col
1 line 42), specifying that the word GPS is to mean any GPS-based technology, e.g. Glonass
(Russia), Galileo (Europe), Q2SS (Japan) BeiDou (China) as well as the original GPS (USA) -
thereby correcting the error in ariginal claim 1 that specified only a ‘GPS system’.
As one error, is now clearly identified the applicant has remnoved all other original text in the
oath. If this fails to meet requirements, examiner is kindly requested to suggest alternate text
that can be filed in an amendment.

(p8-11)

Matter is argued by examiner as surrendered previously. Putting aside whether applicant agrees
with examiner an this point, applicant proposes the following. To overcome such an objection,
the revised claims now have the following language “an embedded GPS module, where said GPS
module is a module using GPS-based techniques and “at least one of a current radio position
and error of said mobile device”.

6. Double Patenting (p11-15)
Examiner has stated a double patenting issue based on original claims. However, the claims are
now amended. Applicant respectfully submits that the new claims are patently distinct from
original claims, and sorneone ordinarily skilled in the art will understand that the use of
“position” in addition to “position error” enables a distinct physical feature 1o be used in
controlling power in a non-obvious manner. In mobile position technology the phrases
“position” and “position error” are well known. and have unambiguous (and different) meanings
to someone ordinarily skilled in the art. If examiner disagrees and this remains as the sole
objectian, applicant will file a terminal disclaimer in an amendment.
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7. Claim Interpretation (p16-22}
The phrase
“said computer program product having a non-transitory computer readable medium” is
deleted from the revised claims.
The phrase ‘non transitory’ is deleted from the revised claims (computer readable medium is
detailed in the specification col 4 line 56-67).
“computer program code means” is replaced by computer program code designed to” in revised
claim.
The phrase “computer program” is detailed in column 2 line 42-55. Itis applicant’s
understanding a specific code listing is not an absolute requirement, but the requirement is less
stringent in that it is whether a person skilled in the art can read the description given in
specification and understand what program code means in the context of the in\‘/ention‘ Given
the simplicity of any code construction for this stated function applicant believes this to be the
case in this instance.
If the above does not suffice, examiner is kindly requested to suggest alternate modifications to
the claim language. .
Failing this, in order to expediate prosecution, ¢claims 49, 53 and S4 may be cancelled without
prejudice if examiner cannot suggest new text that overcores the objection to his satisfaction.

8. Claim Rejections USC 112 1% Paragraph (p22-24)
To overcome objection raised on p24 the phrase “a switch on of power...using electronic
circuits.” Is removed from the claim. Applicant submits the term “powered on” is well-known to
persons skilled in the art, and that said persons will fully understand the meaning of that phrase
and how itis accomplished by simple means well-known in the art, e,g. the closing of a circuit
to enable electricity to flow.

9. C(laim Rejections USC 112 2nd Paragraph (p24-26)
Claims 49-54 are adjusted as described above.
Regarding claims 37-42, the term “satellite positioning system module” has been removed.
In original claims 39, 45,52 the word module is used only in reference to a GPS module. The
meaning of module is discussed col 3 lines 49-65 in specification. In order to expediate
prosecution claims 39, 45 and 52 are cancelled without prejudice.

In order to expediate prosecution claims 40, 46, 52 are cancelled without prejudice.

In claims 42, 48 (note examiner listed 28 which applicant takes to mean 48) and 54 the term
“previous position” is deleted.

In claims 43-48 any reference to processor and memory is deleted.
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10. Claim Rejections USC 103 2nd Paragraph (p26-29)
On p27 the examiner appears to argue that Pande uses a position determined from a wireless
network said wireless network being different from the satellite positioning systern. However,
applicant respectfully submits that Pande is entirely silent on the use of a position determined
from the wireless communications network, said wireless communications network being
different from said GPS. Pande makes clear that all positions determined and utilised in the
Pande invention are derived from the GPS. Pande refers to the “wireless location technology of
the present invention uses GPS technology”. Pande also refers to ‘wireless communication
services’ and ‘Wireless aided GPS’. All these terms in Pande refer to a GPS-only solution well
known to persons skilled in the art, whereby the GPS technology in a mobile device is aided by
GPS information - received by a base station (part of the wireless network) - and communicated
by the base station to the mobile device over the wireless network. This GPS information
contains frequency settings and positions of the GPS satellites currently in view. This technique,
well-known to those skilled in the art, is used to speed up the mobile devices acquisition of GPS
signals, and is deployed in almost all current smartphones. The GPS information sent by the
base station does not contain any information on the position of the mobile device as
determined by the wireless netwark. Again, Pande is entirely silent on the use of such a position
and makes clear any position of the device referred to by him is one determined only via GPS.
Pande makes clear the aided information sent by base station to the mobile device contains only
information on the GPS system - used to aid the mobile device acquiring a GPS location.

PAGE 9/20 * RCVD AT 12/30/2019 5:13:32 PM [Eastern Standard Time] * SVR:W-PTOFAX-002/13 * DNIS: 2738300 * CSID:FaxZero.com * ANI:9494267206 * DURATION (mm-55):06-35

Petitioner Exhibit 1004, Page 272 of 396



38-Dec-2019 22:17 From Robert Malaney. Phone #61294161983 FaxZero.com p.16

IN THE CLAIMS

The following is a complete listing of the claims and replaces all earlier versions and listings.

37 (new. amended). A method of acquiring a position on a mobile wircless comrmunication device
for a wireless communications network, said mobile wireless communication device possessing
wireless communications capability for said wireless communications network and an embedded

GPS module for GPS capability, said GPS referring to GPS-based techniques, said method
compnsing:

determining when said embedded GPS module should be powered on. said embedded GPS module
then being powered on,

said when said embedded GPS module should be powered on being dependent on at least one of a

current radio position and error of said mobile device detetmined from the wireless communications
network  said wireless communications network being different from said GPS.

38 (cancelled). The method according to claim 37, wherein said satellite positioning system is a Global

Positioning System (GPS).

39 (cancelled). The method according to claim 37, wherein said embedded GPS module comprises an

embedded satellite positioning system device.

40 (cancelled). The method according to claim 37, wherein any dependency on said position determined

from the wireless communications network comprises a dependency independent of the speed of said
mobile wireless communication device, said speed derived from said position determined from the

wireless communications network.

41 (new). The method according to claim 37, wherein said powered on comprises

said module powering up from a low-power mode such as a TricklePower power-down mode.

42 (new). The method according to claim 37, wherein said determining when said embedded GPS

module should be powered on is also dependent on at least one of; a last satellite position; a last

position determined by the GPS; and a last time determined by the GPS.

PAGE 10/20 * RCVD AT 12/30/2019 5:13:32 PM {Eastern Standard Time] * SVRIW-PTOFAX-002/13 * DNIS: 2738300 * CSID:Fax2ero.com * ANI:9494267206 * DURATION (mm-55):06-35

Petitioner Exhibit 1004, Page 273 of 396



38-Dec-2013 22:17 From Robert Malaney. Phone #61294161983 FaxZero.com p.-11

43 (new, amended). A mobile wireless communication device for a wireless communications network,

said mobile wireless communication device possessing wireless communications capability for said

wireless communications network and an embedded GPS module for GPS capability, said GPS

referring to GPS-based techniques, said mobile wireless communication device comprising:

an embedded GPS module providing a GPS capability for said mobile wireless communication device;

and means for

determining when said embedded GPS module should be powered on,

said embedded GPS module then being powered on,

said determining when said embedded GPS module should be powered on being dependent on at
least one of a current radio position and error of said mobile device determined from the wireless
communications network. said wireless communications network being different from said GPS.

44 (cancelled). The mobile device according 1o claim 43, wherein said satellite positioning system is a

Global Positioning System (GPS).

45 (cancelled). The mobile device according to claim 43, wherein said embedded GPS module comprises

an embedded satellite positioning system device.

46 (cancelled). The mobile device according to claim 43, wherein any dependency on said pasition

determined from the wireless communications network comprises a dependency independent of the
speed of said mobile wireless communication device, said speed derived from said position determined

from the wireless communications network.

47 (new). The mobile device according to ¢claim 43, wherein said powered on comprises

said module powering up from a low-power mode such as a TricklePower power-down mode.

48 (new). The mobile device according to claim 43, wherein said determining when said embedded GPS

module should be powered on is also dependent on at least one of; a last satellite position; a last

position determined by the GPS; and a last time determined by the GPS.
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49 (new, amended). A computer program product for a mobile wireless communication device for a

wireless communication network, said mobile wireless communication device possessing wireless

communications capability for said wireless communications network and an embedded GPS module
for GPS capability, said GPS referring to GPS-based techniques, said computer program storing a

computer program for acquiring a GPS position on said mobile wireless communication device,
comprising:

A first computer program code designed to interface with the GPS capability of said mobile wireless

communication device; and a second computer program code designed to determine when said

embedded GPS module should be powered on,

said embedded GPS module then being powered on,

said determining when said embedded GPS module should be powered on being dependent on at least
one of a current radio position and error of said mobile device determined from the wireless

communications netwaork, said wireless communications network being different from said GPS.

50 (cancelled). The computer program product according to claim 49, wherein said satellite positioning

system is a Global Positioning System (GPS).

51 (cancelled). The computer program product according to claim 49, wherein said embedded GPS

module comprises an embedded satellite positioning system device.

52 (cancelled). The computer program product according to claim 49, wherein any dependency on said

position determined from the wireless communications network comprises a dependency independent

of the speed of said mobile wireless communication device, said speed derived from said position

determined from the wireless communications network.

53 (new). The computer program product according to claim 49, wherein said powered on comprises

said module powering up from a low-power mode such as a TricklePower power-down mode.

54 (new). The computer program product according to claim 49, wherein said determining when said

embedded GPS module should be powered on is also dependent on at least one of; a last satellite

position; a last position determined by the GPS; and a last time determined by the GPS.
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CENTRAL FAX Chis e

DEC 30 2019

Doc Code; REIS.DECL
Document Description: Reissue Declarat:on Filed in Accordance VWith MPEP 1414
PTQYAIAQS (08-12)
Appiovad for use through 08:31.2013. OMB 0651.00323
U.S. Palent and Trodermark Office; 1).S. DEPARTMENT OF COMMERCE
Under the Paperwork Reducion Act oF 1995 nec pelsons are required to respond to & collecion of intuimration uniess 1 displays a vaid OME contiol numbes

Docket Number (Qpiional}

REISSUE APPLICATION DECLARATION BY THE INVENTOR

| hereby declare that:

Each inventor's residence and mailing address are stated below next to their name,

| believe | am the original inventor or an original joint inventor of the subject matter which is described and claimed
n patent number 8022870 . granted 08-20-2011 and for which a
reissue patent is sought on the invention titled

Self Monitoring GPS on Mobile Device

the specification of which

is attached hereto.

D was filed on as reissue application number

The above-identified application was made or authorized to be made by me.
| hereby acknowtedge that any willful false statement made in this declaration is punishable under 18 U.5.C, 1001 by
fine or imprisonment of not more than five (5} years. or both.

| believe the original patent to be wholly or partly inoperative or invald, for the reasons described
below. (Check all boxes that apply.)

I:] by reason of a defective specification or drawing.
by reason of the patentee claiming more or less than he had the right to claim in the patent.

I:] by reason of other errors.

At least one error upon which reissue is based is described below. [f the reissue is a breadening
reissue, a claim that the application seaks to broaden must be identified:

Qriginal Claim 1 specified a GPS system only and not other systems relying on GPS-based technigues. A new claim 37
is added to current application that rectifies that point thus broadening the original scope of the invention.
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PTO/AINQS (D6-12)

Approved for use through 08/31/2013. OMB 0651-0032

U.5. Patent and Trodemark Ofice, U.S. DEPARTMENT OF COMMERCE

Under 1he Poparwork Reduction AQ of 1005 no parsons are required to respond to o coBection of informalion unless it displays o volid OMB conol number.

Dackel Numb '
(REISSUE APPLICATION DECLARATION BY THE INVENTOR, page 2) ocket Nurnber (Optional)

Note: To appoint a power of attomey, use form PTO/AIA/SY.
Correspondence Address: Direct all communications about the application to:

The address associated with Customer Number: 132250

Firm or
individual Name

Address

City l State | IZip I
Country

Telephone l Email l

WARNING:
Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as sodial security numbers. bank account numbers, or credil card numbers
(other than a check or credit card authorization form PTO-2038 submutted for payment purposes)} 1s never required by
the USPTO to suppor a petition or an application. If this type of personal information is included in documents submited to
the USPTO. petitionersfapplicants should sansider redacting such personal information from the documents before submitting
them o the USPTO. Petitioner/applicant is advised that the record of a palent application is available to the public after
publication of the applicaton (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application)
or issuance of a patent. Furthermore, the record from an abandoned application may also be available to the public if the
application is referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card

authorization forms PTO-2038 submitted for payment purpeses are not retained in the application file and therefore are not
publicly available.

Legal name of sole or first inventor (E.g.,Given Name (first and middle (if any) and Family name or Surname)
i/?obert Anderson Malaney

e, 4 Fal 0
Inventor's Signature [/ /7 F.07 )_,/ 7 Date (Optional)
/. 4J"N/‘ A ity
[Residence: City State Country
East Lindfield NSW Australia
[Miaiing Address:
16 Carlyle Rd
City State Zip Country
East Lindfield NSW 2052 Australia
D Agaditional joirt inveniors are nanied on the supplemental sheet(sy PTO/AIAMG anached hereto
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Recipient Information
To: . Patent Offlce REEE/{)\:bCIgNTFR
Com’;)an%_ USPTO CENTRA

Fax 12738300 DEC 3 ﬁ
Sender Information 0 ng @X{

From: Robert Malaney

Email address: robert@malaney.net (from 122.106.241.103) v -
Phone #: 61294161983

Sent on: Monday, December 30 2019 at 5:05 PM EST

In re Application of: Robert Anderson Malaney Group Art Unit: 3992
Application No.: 15/376,627

This fax was sent using the FaxZero.com fax service. Please seénd your response directly to the sender, not to FaxZero.
FaxZero.com has a zero tolerance policy for abuse and junk faxes. lf this fax is spam or abusive, please e-mail suppont@faxzero.com or send
a fax 10 855-330-1238, or phone 707-400-6360. Specify fax #25881661. We wilt add your fax number to the block list.

~ B < 4

11
PAGE 1/20 * RCVD AT 12/30/2019 5:13:32 PM [Eastern Standard Time) * SVRIW-PTOFAX-002/13 * DNIS:2738300 * CSID:FaxZero.com * ANI:9494267206 * DURATION (mm-s5):06-35

Petitioner Exhibit 1004, Page 284 of 396



Unitep STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria. Virginia 22313-1450

www.usplo.goy

| APPLICATION NO I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. I
15/376.627 12/12/2016 Robert Anderson Malaney 2064
132250 7590 04/01/2020 I AN I
Robert Malaney
16 Carlyle Rd PEIKARL BEHZAD
East Lindfield, NSW, 2070
AUSTRALIA I ART UNIT | PAPER NUMBER I
3992
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04401/2020 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

15/376,627 Malaney, Robert Anderson
Office Action Summary Examiner ArtUnit | AIA (FITF) Status
BEHZAD PEIKARI 3992 No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondernce address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING
DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing
date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term
adjustment. See 37 CFR 1.704(b).

Status
1) Responsive to communication(s) filed on 30 December 2019.
O A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon .
2a)¥ This action is FINAL. 2b) OJ This action is non-final.

3)(J An election was made by the applicant in response to a restriction requirement set forth during the interview
on ____;the restriction requirement and election have been incorporated into this action.

4)(J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under £x parfe Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5) Claim(s) 37,41-43,47-49 and 53-54 is/are pending in the application.

5a) Of the above claim(s) _____is/are withdrawn from consideration.

6) O Claim(s) ____is/are allowed.

7) Claim(s) 37,41-43,47-49 and 53-54 is/are rejected.

8) (O Claim(s) ____is/are objected to.

9) (O Claim(s) _____ are subject to restriction and/or election requirement
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)» The specification is objected to by the Examiner.

11)@ The drawing(s) filed on 30 December 2019 is/are: a)[] accepted or b)# objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
Priority under 35 US.C. § 119

12)¥ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)v All b)O Some** ¢)d None of the:
1.0 Certified copies of the priority documents have been received.
2.¥) Certified copies of the priority documents have been received in Application No. 11/661,707.

3.[7 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) (] Notice of References Cited (PTO-892) 3) [ Interview Summary (PTO-413)

Paper No(s)/Mail Date
4) (] Other:

2) [J Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b)
Paper No(s)/Mail Date

U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20200325
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Notice of Pre-AlA or AIA Status
The present application is being examined under the pre-AlA first to invent

provisions.

FINAL OFFICE ACTION

This Office Action addresses U.S. Application No. 15/376,627, which is a
continuation of reissue Application No. 14/031,992 (hereinafter, the '992 application),
which issued as U.S. Patent No. RE46237, which is a reissue of U.S. Application No.
11/661,707 (hereinafter, the '707 application), entitled “SELF MONITORING GPS ON
MOBIL DEVICE”, which issued as U.S. Patent No. 8,022,870, (hereinafter, the '870
patent).

Claims 37, 41-43, 47-49 and 53-54 are pending. Claims 1-36 were canceled in a
preliminary amendment filed December 12, 2016. Claims 38-40, 44-46 and 50-52 were

canceled in an amendment filed December 30, 2019.

PRIOR OR CONCURRENT PROCEEDINGS
Applicant is reminded of the continuing obligation under 37 CFR 1.178(b), to
timely apprise the Office of any prior or concurrent proceeding in which the patent is or
was involved. These proceedings would include interferences, reissues,
reexaminations, and litigation.
Applicant is further reminded of the continuing obligation under 37 CFR 1.56, to
timely apprise the Office of any information which is material to patentability of the

claims under consideration in this reissue application.
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These obligations rest with each individual associated with the filing and
prosecution of this application for reissue. See also MPEP §§ 1404, 1442.01 and

1442.04.

DRAWING OBJECTIONS

The drawings are objected to for the following reasons:

» The drawings are not in accordance with 37 CFR 1.83(a), which requires
that “the drawing in a nonprovisional application must show every feature of
the invention specified in the claims”. More specifically, because the
drawings are not clear, they do not clearly show the features of new claims
37-54.

. The drawings are not in accordance with 37 CFR 1.84(l), which states.
“Every line, number, and letter must be durable, clean, black (except for color
drawings), sufficiently dense and dark, and uniformly thick and well-defined ...
This requirement applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views”. The current drawings are
blurry and/or pixelated to the extent that they are difficult to understand.

Note, for example, Figure 1 shown below:

s, 3
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o The drawings are not in accordance with 37 CFR 1.84(p)(5), which states,
“Reference characters not mentioned in the description shall not appear in the
drawings”. Note for example reference character 218 is not mentioned in the
specification. The description “210-220" is not adequate to describe element
218. Also, several elements of Figure 6 were not described in the
specification.

Note: the objection based on 37 CFR 1.84(p)(5) would be overcome if the
proposed amendments to the specification were submitted in proper format
such that the amendments could be entered (see the discussion of the
specification below).

o The amended drawings are not in accordance with 37 CFR 1.173(b)(3),
which requires that each amended drawing figure be labeled “Amended”
(note that this is in addition to the entire sheet being designated
“Replacement Sheet” or “New Sheet”).

Corrected drawing sheets are required in reply to the Office action to avoid
abandonment of the application. Any amended replacement drawing sheet should
include all of the figures appearing on the immediate prior version of the sheet, even if
only one figure is being amended. Each drawing sheet submitted after the filing date of
an application must be labeled in the top margin as either “Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner,
the applicant will be notified and informed of any required corrective action in the next
Office action. The objection to the drawings will not be held in abeyance.

Note 37 CFR 1.173 for reissue drawing amendments. Note also MPEP 1413.
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SPECIFICATION

The disclosure is objected to because of the following informalities:

o The title of the invention is not descriptive. A new title is required that is
clearly indicative of the invention to which new claims 37-54 are directed.

e The specification must be amended to include “Cross-Reference to Related
Application” section at the beginning of the specification. Should the
application result in a reissue patent, the reissue information will appear in
item [64] on the front page of the reissue patent. An example of the
suggested language to be inserted is as follows:

“Notice: More than one reissue application has been filed for the reissue of
U.S. Patent No. 8,022,870. The present reissue Application No. 15/376.627 is
a continuation of reissue Application No. 14/031,992, which issued as U.S.

Patent No. RE46237, both of which are reissues of U.S. Patent No.
8.022,870.”

¢ Inline 1 of the abstract, “and” should replace “arid”.

e Incolumn 2, line 63, “to determine” should replace “of”.

e Incolumn 5, line 15, “to determine” should replace “of”.
Changes to the specification, other than to the claims, must be made by submission of
the entire text of an added or rewritten paragraph, including markings pursuant to 37
CFR 1.173(b)(1).

Appropriate correction is required.
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Note: The amendment to the specification filed December 30, 2019 would, if
entered, have overcome the objections to the specification noted above. However, the
amendment has not been entered because it is not in proper format for entry.

e The amendment is not in accordance with 37 CFR 1.121(h), which requires

that each section of an amendment be presented on a separate sheet (e.g.,
amendment to the claims, amendment to the specification, replacement
drawings, and remarks). The amendment filed December 30, 2019 has the
amendments intermingled with the remarks. Further, some of the
amendments to the specification are included with the discussion of the
drawings and others with the discussion of the specification.

o If any corrected amendment to the specification is to be filed, the following

format is suggested for legibility:
(i) Lines that are 1 1/2 or double spaced;
(i) Text written in a nonscript type font (e.g., Arial, Times Roman, or
Courier), preferably a font size of 12; and

(iii) Only a single column of text.

CLAIM SUPPORT
In accordance with 37 CFR 1.173(c), the reissue applicant must provide an
explanation of the support in the disclosure of the patent for the changes made to the
claims. The explanation of support must be on page(s) separate from the page(s)

containing the amendment.
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An explanation of support for each of the amended claims is required in response

to this Office action. Mere citations in the disclosure will not be sufficient.

Note also MPEP 1411.02.

Note: (i) The remarks submitted with the amendment of December 12, 2016
included a page of citations in support of the new claims. However, citations are not the
same as explanations.

(ii) The remarks submitted with the amendment of December 30, 2019
included a discussion of claim support for the features of claim 1 (presumably meant to
be claim 37).

Thus, a discussion (explanation) of support for each limitation of each of new

claims 37, 41-43, 47-49 and 53-54 is still required.

CLAIM OBJECTIONS
The previous objections to the claims are withdrawn due to the amendment filed

December 30, 2019.
OBJECTIONS BASED ON DEFECTIVE OATH/DECLARATION

The previous objections to the declaration are withdrawn due to the corrected

reissue declaration filed with the amendment of December 30, 2019.
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REJECTIONS BASED ON DEFECTIVE OATH/DECLARATION
The previous rejections based upon a defective reissue declaration under 35
U.S.C. §251 are withdrawn due to the corrected reissue declaration filed with the
amendment of December 30, 2019.
The previous rejections based upon impermissible recapture under 35 U.S.C.

§251 are withdrawn due to the amendment to the claims filed December 30, 2019.

DOUBLE PATENTING

The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory double
patenting rejection is appropriate where the conflicting claims are not identical, but at
least one examined application claim is not patentably distinct from the reference
claim(s) because the examined application claim is either anticipated by, or would have
been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46
USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed.
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum,
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619
(CCPA 1970); In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)
may be used to overcome an actual or provisional rejection based on nonstatutory

double patenting provided the reference application or patent either is shown to be
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commonly owned with the examined application, or claims an invention made as a
result of activities undertaken within the scope of a joint research agreement. See
MPEP § 717.02 for applications subject to examination under the first inventor to file
provisions of the AlIA as explained in MPEP § 2159. See MPEP §§ 706.02(1)(1) -
706.02(1)(3) for applications not subject to examination under the first inventor to file
provisions of the AIA. A terminal disclaimer must be signed in compliance with 37 CFR
1.321(b).

The USPTO Internet website contains terminal disclaimer forms which may be
used. Please visit www.uspto.gov/patent/patents-forms. The filing date of the application
in which the form is filed determines what form (e.g., PTO/SB/25, PTO/SB/26,
PTO/AIA/25, or PTO/AIA/26) should be used. A web-based eTerminal Disclaimer may
be filled out completely online using web-screens. An eTerminal Disclaimer that meets
all requirements is auto-processed and approved immediately upon submission. For
more information about eTerminal Disclaimers, refer to
www.uspto.gov/patents/process/file/efs/guidance/eTD-info-l.jsp.

Claims 37, 41-43, 47-49 and 53-54 are rejected on the ground of nonstatutory
double patenting as being unpatentable over claims 1-39 of U.S. Patent No. RE46237.
Although the claims at issue are not identical, they are not patentably distinct from each
other because each limitation of independent claims 37, 43 and 49 of the present
application is either taught or suggested by claims 1, 12 and 23 of U.S. Patent No.

RE46237. Note the following side-by-side comparison of the claims:
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U.S. Application No. 15/376,627

U.S. Patent No. RE46237

37. A method of acquiring a position on a
mobile wireless communication device for
a wireless communications network,

1. A method of acquiring position a
mobile wireless communication device for
a wireless communications network,

said mobile wireless communication
device possessing wireless
communications capability for said
wireless communications network and an
embedded GPS module for GPS
capability, said GPS referring to GPS-
based techniques, said method
comprising:

and an embedded Global Positioning
System (GPS) module for GPS capability,
said method comprising:

determining when said embedded GPS
module should be powered on, said
embedded GPS module then being
powered on,

adaptively predicting when said GPS
module should be powered on to meet
specifications on at least one of
positioning accuracy and GPS acquisition
time,

said when said embedded GPS module
should be powered on being dependent
on at least one of a current radio position
and error of said mobile device
determined from the wireless
communications network,

said adaptively predicting when said GPS
module should be powered on being
dependent on a position error of said
mobile wireless communication device in
the wireless network, said position error
being determined from the wireless
communications network,

said wireless communications network
being different from said GPS.

said wireless communications network
being different from said GPS.

43. A mobile wireless communication
device for a wireless communications
network,

12. A mobile wireless communication
device for a wireless communications
network,

said mobile wireless communication
device possessing wireless
communications capability for said
wireless communications network and an
embedded GPS module for GPS
capability, said GPS referring to GPS-
based techniques, said mobile wireless
communication device comprising:

said mobile wireless communication
device possessing wireless
communications capability for said
wireless communications network, said
mobile wireless communication device
comprising:

a processor;

a memory coupled to said processor;

an embedded GPS module providing a
GPS capability for said mobile wireless
communication device; and means for

an embedded Global Positioning System
(GPS) module coupled to said processor
providing a GPS capability for said mobile
wireless communication device; and

determining when said embedded GPS
module should be powered on, said

means for adaptively predicting when
said GPS module should be powered on
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embedded GPS module then being
powered on,

to meet specifications on at least one of
positioning accuracy and GPS acquisition
time,

said determining when said embedded
GPS module should be powered on being
dependent on at least one of a current
radio position and error of said mobile
device determined from the wireless
communications network, said wireless
communications network being different
from said GPS.

said adaptively predicting when said GPS
module should be powered on being
dependent on a position error of said
mobile wireless communication device in
the wireless network, said position error
being determined from the wireless
communications network, said wireless
communications network being different
from said GPS.

49. A computer program product for a
mobile wireless communication device for
a wireless communication network,

23. A computer program product for a
mobile wireless communication device for
a wireless communication network,

said mobile wireless communication
device possessing wireless
communications capability for said
wireless communications network and an
embedded GPS module for GPS
capability,

said mobile wireless communication
device possessing wireless
communications capability for said
wireless communications network and an
embedded Global Positioning System
(GPS) module for GPS capability,

said GPS referring to GPS-based
techniques, said computer program
storing a computer program for acquiring
a GPS position on said mobile wireless
communication device, comprising:

said computer program product having a
computer readable medium storing a
computer program for acquiring position
on said mobile wireless communication
device, comprising:

A first computer program code designed
to interface with the GPS capability of
said mobile wireless communication
device; and

computer program code means for
interfacing with the GPS capability of said
mobile wireless communication device;
and

and a second computer program code
designed to determine when said
embedded GPS module should be
powered on,

said embedded GPS module then being
powered on,

computer program code means for
adaptively predicting when said GPS
module should be powered on to meet
specifications on at least one of
positioning accuracy and GPS acquisition
time

said determining when said embedded
GPS module should be powered on being
dependent on at least one of a current
radio position and error of said mobile
device determined from the wireless
communications network,

said adaptively predicting when said GPS
module should be powered on being
dependent on a position error of said
mobile wireless communication device in
the wireless network, said position error
being determined from the wireless
communications network,

said wireless communications network
being different from said GPS.

said wireless communications network
being different from said GPS.
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Thus all of the features of claims 37, 43 and 49 of the present application are
taught or suggested by the features of claims 1, 12 and 23 of U.S. Patent No. RE46237,
including limiting a satellite positioning system to a GPS or explaining that the module is
indeed powered on.

In addition, claims 41-42, 47-48 and 53-54 are rejected as being dependent on

base claims 37, 43 and 49, respectively.

CLAIM INTERPRETATION

The following is a quotation of 35 U.S.C. 112(f):

(f) Element in Claim for a Combination. — An element in a claim for a combination may be
expressed as a means or step for performing a specified function without the recital of
structure, material, or acts in support thereof, and such claim shall be construed to cover the
corresponding structure, material, or acts described in the specification and equivalents
thereof.

The following is a quotation of pre-AlA 35 U.S.C. 112, sixth paragraph:

An element in a claim for a combination may be expressed as a means or step for performing
a specified function without the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding structure, material, or acts
described in the specification and equivalents thereof.

The claims in this application are given their broadest reasonable interpretation
using the plain meaning of the claim language in light of the specification as it would be
understood by one of ordinary skill in the art. The broadest reasonable interpretation of
a claim element (also commonly referred to as a claim limitation) is limited by the
description in the specification when 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth

paragraph, is invoked.
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As explained in MPEP § 2181, subsection I, claim limitations that meet the
following three-prong test will be interpreted under 35 U.S.C. 112(f) or pre-AlA 35
U.S.C. 112, sixth paragraph:

(A)  the claim limitation uses the term “means” or “step” or a term used as a substitute
for “means” that is a generic placeholder (also called a nonce term or a non-
structural term having no specific structural meaning) for performing the claimed
function;

(B) the term “means” or “step” or the generic placeholder is modified by functional
language, typically, but not always linked by the transition word “for” (e.g.,
“means for”) or another linking word or phrase, such as “configured to” or “so
that”; and

(C) theterm “means” or “step” or the generic placeholder is not modified by sufficient
structure, material, or acts for performing the claimed function.

Use of the word “means” (or “step”) in a claim with functional language creates a
rebuttable presumption that the claim limitation is to be treated in accordance with 35
U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph. The presumption that the claim
limitation is interpreted under 35 U.S.C. 112(f) or pre-AIA 35 U.S.C. 112, sixth
paragraph, is rebutted when the claim limitation recites sufficient structure, material, or
acts to entirely perform the recited function.

Absence of the word “means” (or “step”) in a claim creates a rebuttable
presumption that the claim limitation is not to be treated in accordance with 35 U.S.C.
112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph. The presumption that the claim

limitation is not interpreted under 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth
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paragraph, is rebutted when the claim limitation recites function without reciting
sufficient structure, material or acts to entirely perform the recited function.

Claim limitations in this application that use the word “means” (or “step”) are
being interpreted under 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph,
except as otherwise indicated in an Office action. Conversely, claim limitations in this
application that do not use the word “means” (or “step”) are not being interpreted under
35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph, except as otherwise
indicated in an Office action.

This application includes one or more claim limitations that use the words “means
for” and also limitations that do not use the word “means,” but are nonetheless being
interpreted under 35 U.S.C. 112(f) or pre-AIA 35 U.S.C. 112, sixth paragraph, because
the claim limitation(s) uses a generic placeholder that is coupled with functional
language without reciting sufficient structure to perform the recited function and the
generic placeholder is not preceded by a structural modifier.

Three Prong Analysis

To invoke 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth paragraph, a claimed
phrase must meet the three prong analysis as set forth in MPEP § 2181, subsection I.
(A) Regarding Prong (A), the MPEP states:
(A) the claim limitation uses the term "means" or "step" or a term
used as a substitute for 'means" that is a generic placeholder (also

called a nonce term or a non-structural term having no specific
structural meaning) for performing the claimed function....
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The claim limitations listed below do not use the language "means" or "step".
However, each of these is found to be a generic placeholder. The limitations are listed

below the claim in which they first appear.

With regard to claim 43,
o means

With regard to claim 49,

. computer program
. first computer program code
. second computer program code

Each of these limitations meets Prong (A) of the analysis.

(B) Regarding Prong (B), the MPEP states:

(B)  the term "means"” or "step" or the generic placeholder is modified by
functional language, typically, but not always linked by the transition word
"for" (e.g., "means for") or another linking word or phrase, such as
"configured to" or "so that"...

The claim limitations listed below are each modified by functional language, as

shown.
. means (“for’)
. computer program (“for acquiring”)
. first computer program code (“designed t0")
. second computer program code (“designed {o’)

Each of these limitations meet Prong (B) of the analysis.

(C) Regarding Prong (C), the MPEP states:
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(C) the term "means"” or "step" or the generic placeholder is not
modified by sufficient structure, material, or acts for performing the
claimed function.

With regard to where the limitations may be found in the disclosure, note the
following:

o means for determining when said embedded GPS module should
be powered on (note column 6, lines 60 et seq., which discusses
determining the best fit for a power up period)

. computer program (adequate structure not found)

. first computer program code (adequate structure not found)

second computer program code (adequate structure not found)

With regard to the claimed “computer program”, a particular computer program
for performing the functions listed in the claim was not shown in the disclosure.

With regard to the claimed “computer program code”, the disclosure notes
“‘method steps may be put into effect by computer code”, but no particular code was
disclosed for the claimed computer program product. Note also column 2, lines 49-65
of the specification.

With regard to the “means for determining when said embedded GPS module
should be powered on”, this limitation does not meet Prong (C) of the analysis and thus
does not invoke 35 U.S.C. § 112, 35 U.S.C. 112(f) or pre-AIA 35 U.S.C. § 112, sixth
paragraph.

With regard to the “computer program”, and the “computer program code”, these

limitations meet Prong (C) of the analysis.
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Because all three prongs of the analysis have been met, these terms invoke 35
U.S.C. § 112,35 U.S.C. 112(f) or pre-AlA 35 U.S.C. § 112, sixth paragraph.

Note: In order to rebut the assertion that the “non-transitory computer readable
medium”, the “computer program”, and the “computer program code means” invoke 35
U.S.C. § 112, 35 U.S.C. 112(f) or pre-AlA 35 U.S.C. § 112, sixth paragraph, applicant
must either (a) amend the claims or (b) show where in the disclosure adequate structure

for these limitations is found (cf. the section on “Claim Support” above) or (c) both.

CLAIM REJECTIONS - 35 USC § 112, 1 PARAGRAPH

The previous rejections under 35 U.S.C. §112 (1st ) as failing to comply with
the written description requirement for “a switch on of power... using electronic circuits”

is withdrawn due to the amendment filed December 30, 2019.

The following is a quotation of the first paragraph of 35 U.S.C. 112(a):

(a) IN GENERAL.—The specification shall contain a written description of the invention, and
of the manner and process of making and using it, in such full, clear, concise, and exact terms
as to enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set forth the best mode contemplated by the
inventor or joint inventor of carrying out the invention.

The following is a quotation of the first paragraph of pre-AlIA 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and exact terms as to enable any
person skilled in the art to which it pertains, or with which it is most nearly connected, to make
and use the same, and shall set forth the best mode contemplated by the inventor of carrying
out his invention.

Claims 49 and 53-54 are rejected under 35 U.S.C. §112 (1st ) as failing to

comply with the written description requirement.
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The claims contain subject matter which was not described in the specification in
such a way as to reasonably convey to one skilled in the relevant art that the inventor or
a joint inventor, or for pre-AlA the inventors, at the time the application was filed, had
possession of the claimed invention. As discussed above, the disclosure does not
provide a sufficient corresponding structure and/or algorithm for the following elements

of the computer program product:

o computer program
. first computer program code
. second computer program code

Since the specification fails to disclose the corresponding structures for these
functional limitations, Applicant has not satisfactorily demonstrated possession of the

corresponding structures of the claimed invention. See MPEP 2181 (ll).

CLAIM REJECTIONS - 35 USC § 112, 2"“ PARAGRAPH
Some of the previous rejections under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-
AlA), second paragraph, is withdrawn due to the amendment filed December 30, 2019.

These rejections have been removed.

The following is a quotation of 35 U.S.C. 112(b):

(b) CONCLUSION.—The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor
regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AlA), second paragraph:

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.
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Claims 49 and 53-54 are rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-
AlA), second paragraph, as being indefinite for failing to particularly point out and
distinctly claim the subject matter which the inventor or a joint inventor, or for pre-AlA
the applicant regards as the invention. As discussed above, the disclosure does not
provide a sufficient corresponding structure and/or algorithm for the following elements

of the computer program product:

. computer program
. first computer program code
. second computer program code

Since the disclosure fails to describe the corresponding structures for these
functional limitations, claims 49-54 are indefinite under 35 U.S.C. §112 (2nd ). See
also Aristocrat Techs. Austl. Pty Ltd. v. Inter. Game Tech., 86 USPQ2d 1235, 1243
(Fed. Cir. 2008) (means-plus-function limitations lacking sufficient disclosure of

structure renders the claims indefinite). See also MPEP 2181 (ll).

Further:

In claim 49, line 4, “said computer program” has no antecedent basis.
(Presumably, this should read “said computer program product”).

In claim 49, line 4, it is not clear how “said computer program” (or “said computer

program product”) could be “storing” a computer program.
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CLAIM REJECTIONS - 35 USC § 103
The previous rejections of the claims as being unpatentable under 35 U.S.C.
§103, based on prior art, are withdrawn due to the remarks submitted with the
amendment of December 30, 2019. Applicant’s arguments regarding the Pande, U.S.

Patent No. 6,703,971, reference are deemed convincing.

RESPONSE TO ARGUMENTS
Applicant's arguments and amendments filed on December 30, 2019 have been

carefully considered by the examiner.

With regard to the issues of claim interpretation and corresponding rejections
under 35 U.S.C. 101 and 35 U.S.C. 112, first paragraph and second paragraph, the
following is suggested: replace “storing a computer program” in claim 49, line 4, with
“product embodied on a computer readable storage medium, said computer program
product’; then, identify (either by a particular limitation in the claim or in applicant’s
remarks) support for the computer readable medium in the disclosure (note column 4,
lines 56 et seq. of the specification).

If the above suggestions are incorporated into claim 49, the rejections under 35
U.S.C. 101 and 35 U.S.C. 112, first paragraph and second paragraph would be
overcome.

Further, if a proper terminal disclaimer is filed, the double patenting rejections

would be overcome.
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With regard to the objections to the drawings, specification, etc., this Office action
has been structured to address each of these amendments and arguments within their
relevant sections, with guidance added where deemed necessary to assist applicant in

overcoming any outstanding objections.

CONCLUSION

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.
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Any inquiry concerning this communication or earlier communications from the
examiner should be directed to B. James Peikari whose telephone number is (571)272-
4185. The examiner can normally be reached on M-F 8:30am - 5:30pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Alexander Kosowski, SPE Art Unit 3992, can be reached at (571) 272-3744.
The fax phone number for the organization where this application or proceeding is
assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/B. James Peikari/ Conferees:
Primary Examiner
Art Unit 3992 /C.M.T/

Primary Examiner, Art Unit 3992
/ALEXANDER J KOSOWSKI/

Supervisory Patent Examiner, Art
Unit 3992
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C¥NTRAL FAX CENTFR

JUN 30 209

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:  Robert Anderson Malaney Group Art Unit: 3992

Application No.: 15/376,627 Examiner: PEIKARI, BEHZAD
Confirmation No.: 2064

For: SELF MONITORING GPS ON MOBILE DEVICE

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the examiner's last report I note the following in the attached,

Respectfully Submitted,

/Robert A. Malaney/
Robert A. Malaney, Customer Number 132250
16 Carlyle Rd

East Lindfield, NSW 2070,

Australia
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Please note the remarks below and the cancellation of claims are submitted without prejudice. It
is hoped they help expediate prosecution. :
Drawing Objections
New drawings supplied (see attached replacement sheets).
Fig 1 is replaced with a schematic diagram of a PDA rather than an image of a PDA.

Fig. 2, Fig.3, Fig.4, Fig.5, and Fig.6 arereplaced with corrceted labels of numbers
related to elements of the drawing.

To remedy fact item 218 of Fig 2 not explicitly mentioned in text of specification, the
specification is amended. ~

To remedy fact some items in Fig 6. not explicitly mentioned in text of specification. the
specification is amended:
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Amendment to Specification

Title page 1 to be amended as follows:

[SELF MONITORING GPS ON MOBILE DEVICE] REDUCED POWER USE IN MOBILE
GPS-BASED TECHNOLOGIES

On front page of the re-issue add Cross-reference to related Application, add the following;:

Notice: More than one reissue application has been filed for the reissue of U.S. Patent No.
8.,022,870. The present reissue Application No. 15/376,627 is a continuation of reissue
Application No. 14/031,992 which issued as Patent No. RE46237. both of which are reissues of
U.S. Patent No. 8,022,870.

Replace abstract as follows:

A method, a mobile device [arid] and a computer program product

for acquiring GPS on a mobile device possessing GPS capability are disclosed. The method
comprises the step of setting a current value of the perniod of the power-up phase of the GPS
dependent upon adaptive predictions of when the GPS should

be powered on to meet specifications on positioning accuracy and GPS acquisition time.

Replace paragraph commencing column 2 line 54 as follows:

According to yet another aspect of the present invention, there is provided a computer program
product for a mobile device possessing GPS capability. The computer program

product having a computer readable medium storing a computer program for acquiring GPS on
the mobile device. The computer program product comprises computer program code means for
interfacing with the GPS capability of the mobile device and computer program code means for
setting a current value [of] to determine a period of the power-up phase of the GPS module
dependent upon adaptive predictions of when the GPS module should be powered on to meet

specifications on positioning accuracy and GPS acquisition time.
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Replace paragraph commencing cojumn 5 line 15 as follows:

Adaptive predictions are made [of] to determine when a GPS device, embedded in a wireless
communication device, should be powered on to meet specifications on positioning accuracy
and GPS acquisition time. The embodiments of the invention address the issue of setting the
period of the power-up phase, P,, whilst retaining the accuracy of the position fix and the
acquisition times of the position fix within acceptable bounds. Simply setting P. to some value at
the onset of operation may provide the required bounds for some time epoch, but there is no
guarantee that this will also be the case in the future. Also, this simple approach provides no
sense of an optimized value of P,. By this, what is meant is the maximum value of P,

allowable whilst still retaining the accuracy of the position fix and the acquisition times of the
position fix within acceptable bounds. An example of an inefficient system design would be

a GPS system reporting positions every second when an acceptable error bound (accuracy) of 50
meters was required on a device moving at 1 meter per second. The emmbodiments of the
invention allow a GPS device to determine dynamically an optimal Py in response to such a

circumstance.

In column 6 the paragraph at line 23 to be amended as follows:

FIG. 2 is a block diagram of the system 200 that may be implemented using the PDA of FIG.1.
The system 200 comprises a neural network module 230 that receives various inputs 210-220

to produce a predicted period of the power-up phase Py, 240. The neural network module 230
predicts the next time to power on the GPS device. This module 230 does so dependent upon
various inputs including the last satellite positions 210, the last GPS position/time 212, the last
GPS error 214, the current power-up time 216, information about whether or not the last target
(i.e. were the accuracy requirements satisfied or not) was achieved 218, and the current radio
position and error 220. The latter information 220 may be determined using Cramer-Rao bounds.

Further details of the neural network 200 are set forth hereinafter.
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In column 10 the paragraph at line 52 to be amended as follows:

FIG. 6 illustrates the computer system 600 in block diagram form with video display 610. video
interface 660. storage device 662, processing unit (e.g. a CPU) 666. memory 670. and VO

interface 672, coupled to a wireless network 620. An operator may use the keyboard 630 and/or

a pointing device such as the mouse 632 (or touchpad, for example) to provide input to the
computer 650. The computer system 600 may have any of a number of output devices, including
line printers, laser printers, plotters. and other reproduction devices connected to the computer.
The computer system 600 can be connected to one or more other computers via a communication
interface 664 using an appropriate communication channel 640. The computer network 620 may
comprise a wireless local area network (WLAN), or a 3G network, for example. While not
depicted in FIG. 6 to simplify the drawing, it will be readily appreciated by those skilled in the
art that the computer system 600 may be equipped with a GPS module, for example, in the

manner shown in FIG. 1.
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Claim Support

New claim 37 is amended.

Inclusion of “said GPS referring to GPS-based techniques”. Support for the use of GPS-
based techniques’ is provided at col 1 line 42. That is, the invention is not directed solely
at the United States” GPS system but all similar satellite positioning systems that use
"GPS-based techniques’.

In further support we also note the term GPS technologies (col 1 lines 21-24) is meant to
convey all GPS-like systems. 'GPS-based techniques’ can be thought of as those that use
line of sight measurements to satellites’ (col 1 lines 23-24). In the invention the word
‘GPS” is meant to refer to any GPS-based technology, e.g. Glonass (Russia), Galilieo
(Europe), QZSS (Japan) BeiDou (China) as well as the original GPS (USA).

Inclusion of ““dependent on at least one of a current radio position and error determined
from the wireless communications network™. Support for this is in Fig 2 which shows an
implementation on a PDA which takes various inputs as part of the decision process of
which the current radio position and error are listed. See also column 6 lines 33-34.
Discussion on adapting how many inputs are then used in the decision-making process
are given in column 9 lines 16-18, lines 34-40. That is, it is made clear that the invention
allows all for all, or only one, of the inputs (or any other combination) to be used in the
decision-making process.

Inclusion of “embedded GPS module” is cited column 3 line 56 and is used to make clear
the GPS is actually embedded in the device (i.e. forms a part of the device — and the
device possesses GPS capability).

New Claim 41.

The use of Tricklepower and its role is discussed in specification (col 2 lines 24-32, col 7
lines 24-25). This is a functionality well known to all skilled in the art and is used to put
the GPS chipset effectively to sleep or effectively in a power-off mode. This claim speaks
to fact that the invention also refers to powering up the GPS from this effective power-off
mode.

New Claim 42.

The numerous input features that can be used to control the power to the GPS are
discussed throughout the specification (col 6 lines 28-36, col 6 line 10, col 6 line 41, col
6 line 44, col 9 line 25, Fig 2). This new claim describes some more specific inputs that
can be used as part of the invention.

New Claim 43 is amended.

Inclusion in the device of “said GPS referring to GPS-based techniques™. Support for the
use of’ GPS-based techniques’ is provided at col 1 line 42. That is, the invention is not
directed solely at the United States’ GPS system but all similar satellite positonmng
systems that use *GPS-based techniques’.

In further support we also note the term GPS technologies (col 1 lines 21-24) 1s meant to
convey all GPS-like systems. ‘GPS-based techniques’ can be thought of as those that use
line of sight measurements to satellites’ (col 1 lines 23-24). In the invention the word
“‘GPS’ is meant to refer to any GPS-based technology, e.g. Glonass (Russia), Galilieo
(Europe), QZSS (Japan) BeiDou (China) as well as the original GPS (USA).
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Inclusion of “dependent on at least one of a current radio position and error determined
from the wireless communications network™. Support for this is in Fig 2 which shows an
implementation on a PDA which takes various inputs as part of the decision process of
which the current radio position and error are listed. See also column 6 lines 33-34.
Discussion on adapting how many inputs are then used in the decision-making process
are given in column 9 lines 16-18, lines 34-40. That is, it is made clear that the invention
allows all for all, or only one, of the inputs (or any other combination) to be used in the
decision-making process.

Inclusion of “embedded GPS module” is cited column 5 line 56 and is used to make clear
the GPS i1s actually embedded in the device (i.e. forms a part of the device — and the
device possesses GPS capability).

New Claim 47:

The use of Tricklepower by the device and its role is discussed in specification (col 2
lines 24-32, col 7 lines 24-25). This 1s a functionality well known to all skilled in the art
and is used to put the GPS chipset effectively to sleep or effectively in a power-off mode.
This claim speaks to fact that the invention also refers to powering up the GPS from this
effective power-off mode.

New Claim 48.

The numerous input features that can be used by the device to control the power to the
GPS are discussed throughout the specification (col 6 lines 28-36, col 6 line 10, col 6 line
41, col 6 line 44, col 9 line 25, Fig 2). This new claim describes some more specific
inputs that can be used as part of the invention.

New Claim 49 is amended.

Inclusion in the computer program of “said GPS referring to GPS-based techniques”.
Support for the use of' GPS-based techniques’ is provided at col 1 line 42. That is, the
invention is not directed solely at the United States’ GPS system but all similar satellite
positioning systems that use *GPS-based techniques’.

In further support we also note the term GPS technologies (col 1 lines 21-24) is meant to
convey all GPS-like systems. 'GPS-based techniques’ can be thought of as those that use
line of sight measurements to satellites’ (col 1 lines 23-24). In the invention the word
*‘GPS’ is meant to refer to any GPS-based technology, e.g. Glonass (Russia), Galilieo
(Europe), QZSS (Japan) BeiDou (China) as well as the original GPS (USA).

Inclusion of “‘dependent on at least one of a current radio position and error determined
from the wireless communications network™. Support for this is in Fig 2 which shows an
implementation on a PDA which takes various inputs as part of the decision process of
which the current radio position and error are listed. See also column 6 lines 33-34.
Discussion on adapting how many inputs are then used in the decision-making process
are given in column 9 lines 16-18, lines 34-40. That is, it is made clear that the invention
allows all for all, or only one, of the inputs (or any other combination) to be used in the
decision-rmaking process.

Inclusion of “embedded GPS module” is cited column 5 line 56 and is used to make clear
the GPS is actually embedded in the device (i.e. forms a part of the device - and the
device possesses GPS capability).
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The phrase “storing a computer program” is replaced by “product embodied on computer

* readable storage medium, said computer program product”, and is supported in the
specification (col 4 line 56). This specifies in a clearer fashion how the computer
program may be stored. It is made clear in the specification how a variety of readable
mediums can be used for this purpose.

New Claim 53.

The use of Tricklepower by the computer program and its role is discussed in
specification (col 2 lines 24-32, col 7 lines 24-25). This is a functionality well known to
all skilled in the art and is used to put the GPS chipset effectively to sleep or effectively
in a power-off mode. This claim speaks to fact that the invention also refers to powering
up the GPS from this effective power-off mode.

New Claim 54.

The numerous input features that can be used by the computer program to control the

power to the GPS are discussed throughout the specification (col 6 lines 28-36, col 6 line
- 10, col 6 line 41, col 6 line 44, col 9 line 23, Fig 2). This new claim describes some more

specific inputs that can be used as part of the invention.

Double Patenting
A terminal disclaimer has been filed.

Claim Interpretation (Response to Arguments)
The applicant takes advice from Examiner in Response to Arguments regarding Rejected
claim 49
New Claim 49 is amended.
The phrase “storing a computer program” is replaced by **product embodied on computer

readable storage medium, said computer program product™

Applicant respectfully submits the remaining dependent claims 53 and 54 are therefore
also in condition for allowance.
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IN THE CLAIMS

The following is a complete listing of the claims and replaces all earlier versions and listings.

37 (new. amended). A method of acquiring a position on a mobile wireless communication
device for a wireless communications network, said mobile wireless communication device

possessing wireless communications capability for said wireless communications network and an
embedded GPS module for GPS capability, said GPS referring to GPS-based techniques. said

method comprising:
determining when said embedded GPS module should be powered on, said embedded GPS

module then being powered on,

said when said embedded GPS module should be powered on being dependent on at least one of
a current radio position and error of said mobile device determined from the wireless
communications network, said wireless communications network being different from said GPS.

38 (cancelled).

39 (cancelled).

40 (cancelled).

41 (mew). The method according to claim 37, wherein said powered on comprises

said module powering up from a low-power mode such as a TricklePower power-down mode.

42 (new). The method according to claim 37, wherein said determining when said embedded

GPS module should be powered on is also dependent on_at least one of: a last satellite position; a

last position determined by the GPS: and a last time determined by the GPS.

43 (new, amended). A _mobile wireless communication device for a wireless communications

network, said mobile wireless communication device possessing wireless communications

capability for said wireless communications network and an embedded GPS module for GPS
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capability. said GPS referring to GPS-based techniques, said mobile wireless communication

device comprising;

an embedded GPS module providing a GPS capabilitv for said mobile wireless communication

device, and means for

determining when said embedded GPS module should be powered on,
said embedded GPS module then being powered on,

said determining when said embedded GPS module should be powered on being dependent on at

least one of a current radio position and error of said mobile device determined from the wireless
communications network, said wireless communjcations network being different from: said GPS.

44 (cancelled).

45 (cancelled).

46 (cancelled).

47 (new). The mobile device according to claim 43, wherein said powered on comprises

said module powering up from a low-power mode such as a TricklePower power-down mode.

48 (new). The mobile device according to claim 43. wherein said determining when said

embedded GPS module should be powered on is also dependent on at least one of. a last satellite

position: a last position determined by the GPS: and a last time determined by the GPS.

49 (new, amended). A computer program product for a mobile wireless communication device

for a wireless communication network, said mobile wireless communication device possessing

wireless communications capability for said wireless communications network and an embedded

GPS module for GPS capability, said GPS referring to GPS-based techniques, said computer
program product embodied on computer readable storage medium, said computer program

product for acquiring a GPS position on said mobile wireless communication device,
comprising:
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A first computer program code designed to interface with the GPS capability of said mobile
wireless communication device; and a second computer program code designed to determine

when said embedded GPS module should be powerecl on,

said embedded GPS module then being powered on,
said determining when said embedded GPS module should be powered on being dependent on at

least one of a current radio position and error of said mobile device determined from the wireless

communications network. said wireless communications network being different from said GPS.

50 (cancelled).

51 (qancelled ).

52 (cancelled).

53 (new). The computer program product according to claim 49. wherein said powered on

comprises said module powering up from a low-power mode such as a TricklePower power-

down mode.

54 (new). The computer program product according to claim 49, wherein said detenmining when

said embedded GPS module should be powered on is also dependent on at least one of; a last

satellite position; a last position determined by the GPS: and a last time determined by the GPS.
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REPLACEMENT SHEET
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FIG. 1 {Amended}
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REPLACEMENT SHEET
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REPLACEMENT SHEET
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In re Application of:  Robert Anderson Malaney Group Art Unit: 3992

Application No.: 15/376,627 Examiner: PEIKARI, BEHZAD
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For: SELF MONITORING GPS ON MOBILE DEVICE

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the examiner's last report I note the following in the attached,;

Respectfully Submitted,

/Robert A. Malaney/
Robert A. Malaney, Customer Number 132250
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Dear Dr Malaney,

| will be online at that time.

Or you could call right now, if you are available.

Best Regards,

B. James Peikari

Primary Examiner, Art Unit 3992

United States Patent and Trademark Office

+1 (571) 272-4185

From: robert@malaney.net <robert@malaney.net>
Sent: Friday, July 10,2020 7:57 PM
To: Peikari, Behzad James <Behzad-James.Peikari@ USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Yes, | will call you at the number below at noon, which is 2 hours from now.

571272 4185

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: 7/11/209:35 am

To: "robert@ malaney.net" <robert@malaney.net>

Dear Dr Malaney,

Will noon today, Sydney time, work for you?
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Best Regards,

B. James Peikari

Primary Examiner, Art Unit 3992

United StatesPatentand Trademark Office

+1(571) 272-4185

From: robert@ malaney.net <robert@malaney.net>
Sent: Friday, July 10,2020 7:09 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Hi Mr Peikari, just let me know any time that suits you suits you 6am through 6pm Sydney time, any day.
Thanks Robert

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
Date:7/11/20 12:53 am

To: "robert@malaney.net" <robert@malaney.net>

Dear Dr Malaney,

Thank you for your amendment. Could you please set up a phone call as soon as possible? |will be
available through the weekend and even at times that would accommodate your time zone.

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office
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+1(571) 272-4185

From: robert@malaney.net <robert@malaney.net>
Sent: Friday, June 26, 2020 8:32 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

PS. The Terminal Disclaimer form to be filed will be as attached. | have put the original title on this,
which | presume is the correct thing to do. If not so please advise.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]
From: "robert@malaney.net" <robert@malaney.net>
Date: 6/27/20 10:04 am

To: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>

Many thanks, Mr. Peikari for your assistance.

I will officially file the attached response Monday. Please note the amended figures 1 through 6 arein
this word doc should you need themto file an examiner's amendment.

Regards, Robert Malaney.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: 6/26/20 11:34 am

To: "robert@malaney.net" <robert@malaney.net>

DearDr. Malaney,
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Please keep in mind that this is not an official decision, but rather informal guidance directed to your
proposed amendments. | have not considered the amendments on the merits at this time. Rather, |
have focused only on errors in formal mattersin the presentation of your amendments. | hope these
suggestions will be helpful:

Drawings:

All sheets should be labeled “REPLACEMENT SHEET” (the drawing figures are not new, they are
replacements).

The word “Amended” should not be in the upper left hand corner, but after the view number. For
example, the view numbers should read “FIG. 1 (Amended)”, “FIG.2 (Amended)”, etc.

Elements 100, 200, 300, etc. should not be underlined. Elements should be underlined when they
appear within the drawing itself. Otherwise, when outside the drawing (such as 100, 200, 300, etc), they
should have arrows pointing to the drawing. No element should have an both underlining and an arrow.

In Figure 6, element numbers 662 and 664 should be corrected.

Specification:

The title correction does not need (54) in front of it. Also, “DEVICE” is missing.

Mattertobe omitted in reissue applications must be enclosed in brackets. Strikethrough is not
permittedin reissue application amendments. For subject matter added, this should be underlined.
See 37 CFR 1.173(d). This applies to all amendments to the specification.

For example, the proposed amendment to the title should look like this:

[SELF MONITORING GPSON MOBILE DEVICE] REDUCED POWER USE IN MOBILE GPS-BASED
TECHNOLOGIES

In the last line of the Cross-reference language, replace “8022,870” with “8,022,870”.

Claims:

Canceled claims should not be presented. See 37 CFR 1.173(b)(2).
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For example,

45. (Canceled)

Regarding your question about the drawing submissions, | think it would be best if you submit them in
the usual way. If thereis still an issue with legibility, | will contact you for a .pdf copy of the drawings to
see if | would be allowed to enter them by examiner’samendment, should the application be otherwise
in condition for allowance.

Best Regards,

B. James Peikari

Primary Examiner, Art Unit 3992

United StatesPatentand Trademark Office

+1(571) 272-4185

From: robert@malaney.net <robert@malaney.net>
Sent: Thursday, June 25, 2020 3:12 AM
To: Peikari, Behzad James <Behzad-James.Peikari@ USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Thanks Mr Peikari - | would appreciate that very much. One other question is whether you canuse the
images | send to you by email directly as part of the submission - so as to avoid any blurring by the fax
process? Regards, Robert.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
Date: 6/25/20 4:03 am

To: "robert@malaney.net" <robert@malaney.net>

Dear Dr. Malaney,
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I’ve been looking through your proposed response and writing up some quick suggestions.

I hope to have a full response by tomorrow.

Best Regards,

B. James Peikari

Primary Examiner, Art Unit 3992

United StatesPatentand Trademark Office

+1(571) 272-4185

From: robert@malaney.net <robert@malaney.net>
Sent: Monday, June 22, 2020 4:23 AM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari - | would greatlyappreciate it if you could quickly look over the attached draft response
to your report to check if there are any issues you see that are not in order prior to my formal
submission.

Many thanks, Robert Malaney

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: 6/16/209:30 am

To: "robert@ malaney.net" <robert@malaney.net>

DearDr. Malaney,

| sent you anemail about a week ago. As | look over the sent email, it seems that my reply went to an
entirely different address (‘accounts@ solutionsandinnovations.com.au'). | am not sure why that
happened, since | replied to your email.
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Hereis a copy of the email that | sent:

Dear Dr. Malaney,

Thank you for your patience. | will endeavor to answer your questions as accurately as possible:

Q1) Is it ok to replace fig 1 with a new schematic drawing of a generic mobile device? (as currentimage
used in fig 1 is not being reproduced properly by USPTO fax).

Yes, that would be preferable.

Q2) All other drawings have been previously accepted by USPTO as clear, so | am assuming the rest are
ok? If thereis anything else specific, please let me know by pointing to the issue in the specific drawing.

All of the drawings we have received by faxare blurry. Drawings(such as FIG. 2 and FIG. 6) which have
elements that were not described in the specification should either be amended to remove those
elements, or the specification should be amended to include them (without introducing new matter).

Q3) Re Claims Interpretation: Ifunderstand correctly you are stating claim 43 (and dependent claims
44-48) are not rejected under this section?

The claim interpretation section sets the groundwork for the rejections that follow in the next sections.
Claims 43-48 do not appearto include the language “computer program”, “first computer program
code” or “second computer program code”, so claims 43-48 have not been rejected based on the
written description requirement in view of the claiminterpretations.

However, although claim 49 (and dependent claims 50-54) are currently rejected, you state remaining
objections raised can be overcome by use of new claim language outlined by you (page 20, Response to
Arguments, of your report)?

Yes, thisis my best suggestion at the present time. Also, please make sure to demonstrate support in
the disclosure, as recommended in the Response to Arguments section.

PS I can find nothing on USPTO regarding fees associated with after final amendments just that they
must be compliant. | did notice the https://www.uspto.gov/patent/initiatives/after-final-consideration-
pilot-20 scheme. Is this a better way to proceed?

At this time, the pilot programis not available for reissue applications.
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Best Regards,

B. James Peikari

Primary Examiner, Art Unit 3992

United StatesPatentand Trademark Office

+1(571) 272-4185

From: robert@malaney.net <robert@malaney.net>
Sent: Monday, June 15, 2020 7:13 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr. Peikari - The time-limit is almost up. | would greatlyappreciate your help with this pro se
application. Thanks, Robert Malaney

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "robert@malaney.net" <robert@malaney.net>

Date: 6/5/20 1:59 pm

To: "Peikari, Behzad James" <Behzad-James.Peikari@ USPTO.GOV>

Thanks Mr Peikari - | look forward to your answers. Please be aware the deadline is now only about 3
weeks away. Much appreciated. Robert.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]
From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
Date: 5/16/20 10:22 am

To: "Robert" <robert@malaney.net>
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DearDr. Malaney,

| just received a blank email from you. Just tolet you know, | have been reviewing everything to answer
your questions properly.

I will try to have answers for all of your questions by early next week.

From what | gathered, as long as you submit the After Final amendment within 3 months of the mail
date of the Final Rejection, you will avoid a fee.

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1(571) 272-4185

From: Robert <robert@malaney.net>
Sent: Friday, May 15, 2020 8:15PM
To: Peikari, Behzad James <Behzad-James.Peikari@ USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Robert" <robert@malaney.net>

Date: Mon, May 11, 2020 3:06 pm

To: "Peikari, Behzad James" <Behzad-James.Peikari@ USPTO.GOV>

PS I can find nothing on USPTO regarding fees associated with after final amendments just that they
must be compliant. | did notice the https://www.uspto.gov/patent/initiatives/after-final-consideration-
pilot-20 scheme. Is this a better way to proceed?
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Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Robert" <robert@malaney.net>

Date: Mon, May 11, 2020 2:47 pm

To: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>

Dear Mr Peikari; - thank you very much for your response. In order to expedite prosecution and avoid
further delays and costs, it would be much appreciated if you could respond the three
questions/clarifications below regarding this pro se application.

Q1) Is it ok to replace fig 1 with a new schematic drawing of a generic mobile device? (as currentimage
used in fig 1 is not being reproduced properly by USPTO fax).

Q2) All other drawings have been previously accepted by USPTO as clear, so | am assuming the rest are
ok? If thereis anything else specific, please let me know by pointing to the issue in the specific drawing.

Q3) Re Claims Interpretation: Ifunderstand correctlyyou are stating claim 43 (and dependent claims
44-48) are not rejected under this section? However, although claim49 (and dependent claims 50-54)
are currently rejected, you state remaining objections raised can be overcome by use of new claim
language outlined by you (page 20, Response to Arguments, of your report)?

Please note | plan the other following corrections:

Drawings: 37 CFR 1.84(p)(5) objection will be responded to by proper formatting of amendments to
specification .37 CFR 1.173(b)(3) - - all drawings will be labelled “Amended” and entire sheet marked
‘Replacement Sheet”

Specification: | will follow advice on formatting so that previous amendment Dec 30, 2019 be
acceptable:

Claim Support: An explanation of the type given in support of claim 37 in amendment Dec 30, 2019
(incorrectly marked claim 1) will be given for the remaining claims.
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Double patenting: A terminal disclaimer will be filed.

Best regards, Robert Malaney.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: Mon, May 04, 2020 10:10 am

To: Robert <robert@malaney.net>

DearDr. Malaney,

| do not believe that thereis any way to avoid a fee entirely.

Based on what you are proposing, | would recommend that you file an After Final amendment. That fee
should be less thanif you file a fee for a Request for Continued Examination (RCE).

If your After Final amendment is proper and complete, then there may be no need to file an RCE. This
works on a case-by-case basis, depending on the facts of the case and the content of the proposed
amendment, so | cannot be sure until | have had time to review your amendment.

But | think that your best move at this time would be to file an After Final amendment as soon asit is
ready.

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1 (571) 272-4185
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From: Robert <robert@malaney.net>
Sent: Monday, April 27, 2020 12:36 AM
To: Peikari, Behzad James <Behzad-James.Peikari@ USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari;

Thank you for your recent examiner report on application 15/376,627. | propose to adopt all your
suggestions to overcome remaining objections, including providing new drawings, corrected formalities
regarding changesto the specification and filing a terminal disclaimer. Presuming all done to your
satisfaction, can all these changes be acceptedas an amendment and with no further fee for going
examination?

Regards, Robert Malaney.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: Thu, March 26, 2020 8:32am

To: Robert <robert@malaney.net>

DearDr. Malaney,

| regret that | was unable to answer your emails prior to your deadline. | was on extended travel during
the month of December, which ended up going awry due to a measles outbreak in Samoa, and ended up
rerouting to Sydney, where | stayed in Darling Harbor for an extra week. Veryclose to your university,
as | laterrealized. Bythe time | was back in the USA and back to work, your deadline had passed.

However, | am working on your application today and will endeavor to provide as much guidance as
possible in the next Office action.

Best Regards,

B. James Peikari
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Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1(571) 272-4185

From: Robert <robert@malaney.net>
Sent: Monday, December 30,2019 5:18 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari,

Re 15,376, 627

I never heard back from you before the deadline of today. | am assuming you were just too busy. Please
find attached the doc file of the formal response just submitted to the USPTO, should you need this in
order to expedite prosecution. Some minor changes are in this from my previous version sent to you,
including the cancellation of additional claims. Please do not hesitate to contact me by email should any
questions or issues remain.

Regards, Robert Malaney
Subject: RE: [FWD: RE: Proposed Examiner's Amendment]
From: "Robert" <robert@malaney.net>

Date: Sun, December 29,2019 12:19 pm

To: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
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Dear Mr Peikari,

Re 15,376, 627

please find attached the final documentation (pdf and word format) | will be submitting for the formal
response. Hopefully the original files (ratherthan the faxed copy) will assist you if any amendments are
suggested by you and can be returned to me by email. If by quick informal review you see anything that
is amiss in this response | would greatly appreciate if you point it out to me prior to the deadline of 30th
Dec so as to expedite this application.

Regards, Robert Malaney.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Robert" <robert@malaney.net>

Date: Fri, December 27,2019 2:26 pm

To: "Peikari, Behzad James" <Behzad-James.Peikari@ USPTO.GOV>

Dear Mr Peikari;

Re 15,376, 627

As| prepare the formal response letter | note your comments in your report on the figures. Please find
attachedthe original figures as sent to the patent office in 2004, but where | have increased the size of
the font in the figure labels. | believe the issue with the production quality in figures you first looked at
may lie the production office at the USPTO (or by the low resolution of the USPTO fax). Can you please
advise if these figures will now be acceptable to you in light of the now adjusted claims (see end of my
informal report attached)? If not can you please advise how the figures need adjusted exactly. | am
hoping you can do this before | formally respond so as to expedite this process.

Many thanks againfor you time spent on this application attached - it is much appreciated.

Regards, Robert Malaney.
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Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Robert" <robert@malaney.net>

Date: Sun, November 17,2019 10:02 am

To: "Peikari, Behzad James" <Behzad-James.Peikari@ USPTO.GOV>

Dear Mr Peikari - thank you for your call last week. Please find attached an informal response to the
current non-final rejection (pdf and doc format for you convenience). | would greatly appreciate your
informal advice on this. | have focused largely on the method claims as the other claims can be set once
I have your feedback. Thanking you in advance for your time on this -it is greatly appreciated.

Regards, Robert.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
Date: Sat, November 02, 2019 6:28 am

To: Robert <robert@malaney.net>

Dear Dr Malaney,

| have confirmed Thursday, November 7, 2019 at 3:30 pm EST for your interview in this case.

Also participating will be Alexander Kosowski (Supervisor) and Michelle Tarae (Primary
Examiner/Reissue Specialist), both of whom joined us in our previous interview, since they are familiar
with the application.

Please send your agenda as soon as possible. | would like to have some answers/advice preparedfor
you ahead of time, since we may have to cover a lot of topics in a short amount of time.

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United States Patent and Trademark Office

+1(571) 272-4185
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From: Robert <robert@malaney.net>
Sent: Tuesday, October 29, 2019 11:48 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari- Nov 1, Nov 7 or Nov 8 are convenient for me. Regards, Robert

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: Wed, October 30, 2019 2:29 pm

To: Robert <robert@malaney.net>

Dear Dr Malaney,

| have been off work today (October 29) and | will be off work tomorrow (October 30), except to check
and reply to emails. | will be backat work on Thursday and Friday. Next week| will be in training
Monday through Wednesday, and againavailable on Thursday and Friday.

If any of the days Oct 31, Nov 1, Nov 7 or Nov 8 are convenient for you, let me know and | will set up
another reissue interview.

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1(571) 272-4185
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From: Robert <robert@malaney.net>
Sent: Tuesday, October 29, 2019 6:14 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari -1 have not heard back from you on the proposed date/time Wed October 30th 3pm
(EST) . Please advise. The agenda will be to cover all the issues you have raised in your most recent
report.

Thanks, Robert Malaney.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Robert" <robert@malaney.net>

Date: Thu, October 24,2019 8:33 am

To: "Peikari, Behzad James" <Behzad-James.Peikari@ USPTO.GOV>

Thanks Mr Peikari- Wed October 30th 3pm (EST) would be ideal for me. Once the timeis confirmed |
will send you the requested agenda well before the time-slot.

Regards, Robert

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: Wed, October 23,2019 6:42 am

To: Robert <robert@malaney.net>

Dear Dr Malaney,

The interview agenda is important inasmuch as it is required before an interview. Beyond that, thereis
not much toit. You could simply list all of the topics that you wish to address during the time allotted
for the interview. This could be in order that theissues appearin the Office action, in the order of
importance to you, or in no particularorder atall. Preliminary/informal responses to the office action
would be helpful. Itisimportant to note, however, that anything you send would become part of the
permanent file record as an attachment tothe Interview Summary Form.
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Please suggest an interview day and time from October 28-30 and | will tryto set that up today.

One thing that | would like to make available to you is the Inventor Assistance Center. They may be able
to provide some additional help to you. Theirtoll free number is : 800-786-9199

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1(571) 272-4185

From: Robert <robert@malaney.net>
Sent: Sunday, October 20,2019 10:06 PM
To: Peikari, Behzad James <Behzad-James.Peikari@ USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari - | did not realise that an agenda outline in advance from me was a formal requirement
for an interview with the USPTO. Given | am not sure about the importance and form of this written
agenda, and given the late notice for this requirement, | am afraid | will not have time to put this
together before | leave for the airport (in a few hours). As such, please postpone the interview until
October 28 onward (any time after 2pm EST). Apologies for any inconvenience caused.

Canyou please advise the formatand rules (if any) regarding this agenda?E.g, should the listing
necessarily be in the order to be discussed, and must all topics to be discussed necessarily be in the
agenda?Should | also provide some preliminary/informal responses to your new objections (as |
currently understand them) raised in the last report?

Regards, Robert.
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Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
Date: Sun, October 20, 2019 2:17am

To: Robert <robert@malaney.net>

Dear Dr Malaney,

Any interview with the USPTO requires an interview agenda to be sent in advance of the interview.
Please send an agenda with all of the topics that you would like to cover, as soon as possible. You could
send it by email (understanding our policy on email communications) or fax it to me at

FAX NUMBER: +1(571) 273-4185.

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office
+1(571) 272-4185

From: Robert <robert@malaney.net>
Sent: Saturday, October 19, 2019 12:24 AM

To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Thanks Mr Peikairi, | confirm | will call you 3.30pm EST on Tuesday Oct 22. | will call the 4185 number
below. Thanks, Robert.
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Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
Date: Sat, October 19, 2019 8:47am

To: Robert <robert@malaney.net>

Dear Dr Malaney,

Today | received a confirmation from two colleagues, whom you spoke with during our previous
interview. They are both available for an interview on October 22 and 3:30 pm EST (12:30pm in Los
Angeles). If I needto cancel that interview time, please advise.

Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United States Patent and Trademark Office

+1(571) 272-4185

From: Robert <robert@malaney.net>
Sent: Friday, October 18, 2019 5:29 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Hi Mr Peikari;

I have not heard backfrom you on a possible call Tuesday 22 October, and given now | will be airborne
when you are back at work Monday | will now plan to have a call with you anytime Oct 28 onward.
Please arrange the call in your late afternoon (2pm onward) as that will be 6am onward in Sydney,
Australia. Please advise atime and date Oct 28 onward that is suitable for you.
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Regards, Robert.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Robert" <robert@malaney.net>

Date: Thu, October 17,2019 11:17 am

To: "Peikari, Behzad James" <Behzad-James.Peikari@ USPTO.GOV>

Hi Mr Peikari; | will am travellingto LA - arriving LAX early on Oct 22- so we could arrange a call anytime
after 11am (PST) if that makes things easier for you and your colleagues. Otherwise given your schedule
we can arrange for the following week. Please advise.

Regards, Robert.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>
Date: Thu, October 17,2019 10:52 am

To: Robert <robert@malaney.net>

Dear Dr Malaney,

Thank you for passing along your schedule. Doyou think it would be possible to meet on Oct 22, or will
you be en route during thattime? The reason lask is that if you are alreadyin the USA and closer to
the Eastern Standard time zone, it will be easier for me to find a time that would work for two other
colleagues to join the reissue conference.

As for my schedule, | will also be on travel Oct 23 — 26.
Best Regards,

B. James Peikari

Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1 (571) 272-4185
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From: Robert <robert@malaney.net>
Sent: Wednesday, October 16, 2019 4:10 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari, as time is moving on it looks like | will need to alter my preferredtime for our call as |
will be on conference travel Oct 22nd through Oct 26 to the US. As such, can you please ensure our call
is not scheduled in that week. Apologies for any inconvenience this may cause.

thanks, Robert.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]
From: "Robert" <robert@malaney.net>
Date: Wed, October 16, 2019 6:37 am

To: "Peikari, Behzad James" <Behzad-James.Peikari@ USPTO.GOV>

Dear Mr Peikari - Can you please arrange a telephone interview with me regarding your new Office
action. Thanks, Robert.

Subject: RE: [FWD: RE: Proposed Examiner's Amendment]

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: Fri, October 04, 2019 10:59 am

To: Robert <robert@malaney.net>

Dear Dr Malaney,

I will be on leave and then in training for the next several days, but | should be able to start to make
arrangementslate next week for an interview the following week. Thank you for your patience.
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Best Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1 (571) 272-4185

able to start making the arrangementswhen| returnlate next week.

From: Robert <robert@malaney.net>
Sent: Thursday, October 3, 2019 7:23 PM
To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>

Subject: [FWD: RE: Proposed Examiner's Amendment]

Dear Mr Peikari - Can you please arrange a telephone interview with me regarding your new Office
action.

Please arrange atime late in your day due to the time difference with Australia. Any day but your
Tuesday will work for me. Please advise a number and time to call.

Regards, Robert Malaney
Subject: RE: Proposed Examiner's Amendment
From: "Peikari, Behzad James" <Behzad-James.Peikari@USPTO.GOV>

Date: Sun, September 22, 2019 4:15am

To: Robert <robert@malaney.net>
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Dear Dr Malaney,

I will not be able to prepare a notice of allowance at this time. In preparing the Office action, | noticed
some furtherissues which must be addressed. | do apologize for any confusion with earlier
communications.

| will issue an Office action in due course. The action will be made non-final, to give you further
opportunity to respond.

Where applicable, | will include clear instructions on how to resolve the outstanding issues. |will be
available to answer any questions that you might have and provide whatever help | can.

Sincere Regards,
B. James Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1 (571) 272-4185

From: Robert <robert@malaney.net>

Sent: Thursday, September 19, 2019 6:44 PM

To: Peikari, Behzad James <Behzad-James.Peikari@USPTO.GOV>
Subject: RE: Proposed Examiner's Amendment

Dear Mr Peikari;

Yes, you have my permission to cancel claims 38, 44 and 50 by an Examiner’s Amendment.
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Thank you very much for the time spent on my application.

Regards, Robert Malaney.

Subject: Proposed Examiner's Amendment

From: "Peikari, BehzadJames" <Behzad-James.Peikari@USPTO.GOV>
Date: Thu, September 19,2019 11:12 pm

To: Robert <robert@malaney.net>

Dear Dr Malaney,

| have reviewed your amended papers filed August 16,2019 in Application No. 15/376,627.

With the entry of the amendment, it appears that claims 38, 44 and 50 are now redundant claims and
would be objected to on that basis.

Otherwise, the application is in condition for allowance.

Do | have your consent to cancel claims 38, 44 and 50 by an Examiner’s Amendment?

If your answer is yes, then | will prepare a Notice of Allowance with an attached Examiner’s Amendment
canceling those claims.

If your answer is no, or if | do not receive an answer from you within three business days, then | will
prepare an Office actionunder Ex Parte Quayle, withan objection to claims 38, 44 and 50, further noting
that the application is otherwise in condition for allowance.

No other action on your partis required at this time. Please do not hesitate to contact me with any
questions you may have about this matter.
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Regards,
B. Peikari
Primary Examiner, Art Unit 3992

United StatesPatent and Trademark Office

+1(571) 272-4185
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

F.O. Box 1450

Alexandria, Virginia 22313-1450

WWW USPLO.Z0Y

NOTICE OF ALLOWANCE AND FEE(S) DUE

’ EXAMINER |
132250 7590 07/15/2020

Robert Malaney PEIKARL BEHZAD

16 Carlyle Rd

. - : < J "
East Lindfield, NSW, 2070 | i parERNUMBER |
AUSTRALIA 3992
DATE MAILED: 07/15/2020
| APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. | CONFIRMATION NO.
15/376,627 12/12/2016 Robert Anderson Malaney 2064

TITLE OF INVENTION: REDUCED POWER USE IN MOBILE GPS-BASED TECHNOLOGIES

I AFPLN. TYFE | ENTITY STATUS I ISSUE FEE DUE I PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional SMALL $500 $0.00 $0.00 $500 10/15/2020

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS 1S CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGITS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING
DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD
CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES NOT REFLECT A CREDIT
FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS PREVIOUSLY BEEN PAID IN
THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM WILL BE CONSIDERED A REQUEST
TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

II1. All communications regarding this application must give the application number. Please direct all communications prior to issuance to Mail
Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Maintenance fees are due in utility patents issuing on applications filed on or after Dec. 12, 1980.
It is patentee's responsibility to ensure timely payment of maintenance fees when due. More information is available at

www.uspto.gov/PatentMaintenanceFees.
Page | of 3
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PART B - FEE(S) TRANSMITTAL
Complete and send this form, together with applicable fee(s). by mail or fax, or via EFS-Web.

By mail, send to: Mail Stop ISSUE FEE By fax, send to:  (571)-273-2885
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where appropriate. All
further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as indicated unless corrected
below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for maintenance fee notifications.
Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying
papers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

132250 7590 07/15/2020 Certificate of Mailing or Transmission
Robert Malaney I hereby certity that this Fee(s) Transmittal is being deposited with the United
States Postal Service with sufficient postage for first class mail in an envelope
16 Carlyle Rd addressed to the Mail Stop ISSUE FEE address above, or being transmitted to
East Lindfield. NSW. 2070 the USPTO via EFS-Web or by facsimile to (571) 273-2885, on the date below.
AUSTRALIA (Typed or printed name)
(Signature)
(Date)|
| APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
15/376,627 12/12/2016 Robert Anderson Malaney 2064
TITLE OF INVENTION: REDUCED POWER USE IN MOBILE GPS-BASED TECHNOLOGIES
| APPLN. TYPE | ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE | TOTAL FEE(S) DUE | DATE DUE |
nonprovisional SMALL $500 $0.00 $0.00 $500 10/15/2020
| EXAMINER | ART UNIT | CLASS-SUBCLASS |
PEIKARI, BEHZAD 3992 342-357150
1. Change of correspondence address or indication of "Fee Address” (37 2. For printing on the patent front page, list
CFR 1.363). (1) The names of up to 3 registered patent attorneys
or agents OR, alternatively, 1

| Change of correspondence address (or Change of Correspondence

Address form PTO/SB/122) attached (2) The name of a single firm (having as a member a

registered attorney or agent) and the names of up to 2
Q- e N R 2 registered patent attorneys or agents. If no name is
Fee Address” indication (or "Fee Address" Indication form PTO/ listed, 1o name will be printed.
SB/47; Rev 03-09 or more recent) attached. Use of a Customer 3

Number is required.
. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

W

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. 1f an assignee is identified below, the document must have been previously
recorded, or filed for recordation, as set forth in 37 CFR 3.11 and 37 CFR 3.81(a). Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : () Individual [ Corporation or other private group entity [ Government

4a. Fees submitted: (Jissue Fee (IPublication Fee (if required) (JAdvance Order - # of Copies
4b. Method of Payment: (Please first reapply any previously paid fee shown above)

[ Blectronic Payment via EFS-Web [ Enclosed check [ Non-electronic payment by credit card (Attach form PTO-2038)

(1 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any overpayment to Deposit Account No.

5. Change in Entity Status (from status indicated above)

NOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.
NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

| Applicant certifying micro entity status. See 37 CFR 1.29

| Applicant asserting small entity status. See 37 CFR 1.27

| Applicant changing to regular undiscounted fee status.

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications.

Authorized Signature Date
Typed or printed name Registration No.
Page 2 of 3
PTOL-85 Part B (08-18) Approved for use through 01/31/2020 OMB 0651-0033 U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

F.O. Box 1450

Alexandria, Virginia 22313-1450

WWW USPLO.Z0Y

I APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. |

15/376,627 1211272016 Robert Anderson Malaney 2064

’ EXAMINER |
132250 7590 07/15/2000

Robert Malaney PEIKARL BEHZAD
16 Carlyle Rd
East Lindfield, NSW, 2070 | 2RI paper Numser |
AUSTRALIA 3992

DATE MAILED: 07/15/2020

Determination of Patent Term Extension or Adjustment under 35 U.S.C. 154 (b)
A reissue patent is for "the unexpired part of the term of the original patent." See 35 U.S.C. 251. Accordingly, the above-
identified reissue application is not eligible for Patent Term Extension or Adjustment under 35 U.S.C. 154(b).
Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of

Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and Budget
approval before requesting most types of information from the public. When OMB approves an agency request to
collect information from the public, OMB (i) provides a valid OMB Control Number and expiration date for the
agency to display on the instrument that will be used to collect the information and (ii) requires the agency to inform
the public about the OMB Control Number’s legal significance in accordance with 5 CFR 1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 30 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon
the individual case. Any comments on the amount of time you require to complete this form and/or suggestions
for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office,
U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection
of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements
of the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)
(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information
is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent
application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not
be able to process and/or examine your submission, which may result in termination of proceedings or abandonment
of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5§ U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility
to recommend improvements in records management practices and programs, under authority of 44 U.S.C.
2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection
of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall
not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed
in an application which became abandoned or in which the proceedings were terminated and which application
is referenced by either a published application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Application No. Applicant(s)
; . 15/376,627 Malaney, Robert Anderson
Notice of Allowability Examiner ArtUnit | AIA (FITF) Status
BEHZAD PEIKARI 3992 No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included

herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1.[¥) This communication is responsive to the amendment filed 30 June, 2020.

(J A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .

2.[J An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the
restriction requirement and election have been incorporated into this action.

3. The allowed claim(s) is/are See Continuation Sheet . As a result of the allowed claim(s), you may be eligible to benefit from the
Patent Prosecution Highway program at a participating intellectual property office for the corresponding application. For more

information, please see http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to
PPHfeedback@uspto.gov.

4. Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d} or (f).
Certified copies:
a) Al b) O Some  *c) (3 None of the:
1. (3 Certified copies of the priority documents have been received.
2. v Certified copies of the priority documents have been received in Application No. 11/661,707 .
3. Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5[] CORRECTED DRAWINGS (as "replacement sheets") must be submitted.

O including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of each
sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6.} DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1.{J Notice of References Cited (PTO-892) 5. W Examiner's Amendment/Comment

2.0 Information Disclosure Statements (PTO/SB/08), 6. ¥ Examiner's Statement of Reasons for Allowance
Paper No./Mail Date .

3.(J Examiner's Comment Regarding Requirement for Deposit 7. ) Other Email Correspondence / Drawings.

of Biological Material

4.0 Interview Summary (PTO-413),
Paper No./Mail Date.

/B. JAMES PEIKARI/

Primary Examiner, Art Unit 3992

U.S. Patent and Trademark Office i
PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No./Mail Date 20200714
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Continuation Sheet (PTOL-37) Application No. 15/376,627

Continuation of 3. The allowed claim(s) is/are: 37,41-43,47-49 and 53-54
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Application/Control Number: 15/376,627 Page 2
Art Unit: 3992

Notice of Pre-AlA or AIA Status
The present application is being examined under the pre-AlA first to invent

provisions.

EXAMINER’S AMENDMENT

An examiner’'s amendment to the record appears below. Should the changes
and/or additions be unacceptable to applicant, an amendment may be filed as provided
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be
submitted no later than the payment of the issue fee.

Authorization for this examiner's amendment was given in an interview with Dr.

Robert Malaney on July 10, 2020:

e The drawings submitted June 30, 2020 have not scanned properly.

The drawings will be replaced with the drawings attached to this Office action.

¢ The amendment to the “Cross-Reference to Related Application” section at
the beginning of the specification submitted June 30, 2020 has not been
properly formatted (underlined).
Instead, the following language will be inserted at the beginning of the
specification:

“Notice: More than one reissue application has been filed for the reissue of

U.S. Patent No. 8,022,870. The present reissue Application No. 15/376.627 is
a continuation of reissue Application No. 14/031,992, which issued as U.S.

Patent No. RE46237, both of which are reissues of U.S. Patent No.
8.022,870.”
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Application/Control Number: 15/376,627 Page 3
Art Unit: 3992

e The claims will be amended as follows:

37. (New, Amended) A method of acquiring a position on a mobile wireless

communication device for a wireless communications network, said mobile wireless

communication device possessing wireless communications capability for said wireless

communications network and an embedded GPS module for GPS capability, said GPS

referring to GPS-based techniques, said method comprising:

determining when said embedded GPS module should be powered on, said

embedded GPS module then being powered on,

said when said embedded GPS module should be powered on being dependent

on at least one of a current radio position and a position error of said mobile device

determined from the wireless communications network, said wireless communications

network being different from said GPS.

43. (New, Amended) A mobile wireless communication device for a wireless

communications network, said mobile wireless communication device possessing

wireless communications capability for said wireless communications network and an

embedded GPS module for GPS capability, said GPS referring to GPS-based

technigues, said mobile wireless communication device comprising:

an embedded GPS module providing a GPS capability for said mobile wireless

communication device: and means for

determining when said embedded GPS module should be powered on. said

embedded GPS module then being powered on,
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Application/Control Number: 15/376,627 Page 4
Art Unit: 3992

said determining when said embedded GPS module should be powered on being

dependent on at least one of a current radio position and a position error of said mobile

device determined from the wireless communications network, said wireless

communications network being different from said GPS.

49. (New, Amended) A computer program product for a mobile wireless

communication device for a wireless communication network, said mobile wireless

communication device possessing wireless communications capability for said wireless

communications network and an embedded GPS module for GPS capability, said GPS

referring to GPS-based technigues, said computer program product embodied on

computer readable storage medium, said computer program product for acquiring a

GPS position on said mobile wireless communication device, comprising:

a first portion designed to interface with the GPS capability of said mobile

wireless communication device; and a second portion designed to determine when said

embedded GPS module should be powered on,

said embedded GPS module then being powered on,

said determining when said embedded GPS module should be powered on being

dependent on at least one of a current radio position and a position error of said mobile

device determined from the wireless communications network, said wireless

communications network being different from said GPS.
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Application/Control Number: 15/376,627 Page 5
Art Unit: 3992

EXAMINER’S COMMENT
This Office Action addresses U.S. Application No. 15/376,627, which is a
continuation of reissue Application No. 14/031,992, which issued as U.S. Patent No.
RE46237, which is a reissue of U.S. Application No. 11/661,707, which issued as U.S.
Patent No. 8,022,870.
The status of the claims is as follows:

Claims 37, 41-43, 47-49, 53 and 54 are allowed.

All of the issues noted in the final Office action mailed April 1, 2020 have been
overcome.

Applicant has provided proper support and explanations in the disclosure for
each of the new claim limitations.

Applicant has filed a terminal disclaimer which has been accepted and has
overcome the double patenting rejection.

The claims have been amended in a manner that overcomes the rejections
based on claim interpretation.

The drawings have been corrected. A cleaner copy of the drawings is attached

to this office action.
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Application/Control Number: 15/376,627 Page 6
Art Unit: 3992

REASONS FOR ALLOWANCE
The following is an examiner’s statement of reasons for allowance:
All of the outstanding objections have been overcome by the amendment filed

June 30, 2020 and the examiner's amendments herein.

With regard to the prior art, none of the references made of record are deemed to
teach or suggest, either alone or in combination, each and all of the features of the
present claims.

As stated in the Final Office action mailed April 1, 2020:

“The previous rejections of the claims as being unpatentable under 35 U.S.C.
§103, based on prior art, are withdrawn due to the remarks submitted with the
amendment of December 30, 2019. Applicant’s arguments regarding the Pande,

U.S. Patent No. 6,703,971, reference are deemed convincing.”

Briefly stated, Pande does not explicitly teach the use of a position
determined from the wireless communications network, wherein the wireless
communications network is different from the GPS. In the Pande system, all positions
are derived from the GPS.

Pande states, "wireless location technology of the present invention uses GPS
technology". Pande also refers to “wireless communication services” and “Wireless
aided GPS’.

These teachings in Pande refer to a GPS-only solution which would have been

well known to one having ordinary skill in the art of wireless location technologies. In
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the GPS technology, location of a mobile device is aided by GPS information - received
by a base station (part of the wireless network) - and communicated by the base station
to the mobile device over the wireless network. This GPS information contains
frequency settings and positions of the GPS satellites currently in view. This

technique, well known to those skilled in the art, is used to speed up the mobile devices
acquisition of GPS signals, and is deployed in almost all current smartphones. The GPS
information sent by the base station does not contain any information on the position of
the mobile device as determined by the wireless network.

Pande makes clear that the information sent by base station to the mobile device
contains only information on the GPS system, i.e., information used to aid the mobile
device acquiring a GPS location. As stated above, the teachings in Pande do not
include the use of a position determined from the wireless communications network and

thus would not teach the invention as now claimed.

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”
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Any inquiry concerning this communication or earlier communications from the
examiner should be directed to B. James Peikari whose telephone number is (571) 272-
4185. The examiner can normally be reached on M-F 8:30am - 5:30pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Alexander Kosowski, SPE Art Unit 3992, can be reached at (571) 272-3744.
The fax phone number for the organization where this application or proceeding is
assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/B. James Peikari/ Conferees:
Primary Examiner
Art Unit 3992 /C.M.T/

Primary Examiner, Art Unit 3992
/ALEXANDER J KOSOWSKI/

Supervisory Patent Examiner, Art
Unit 3992
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DEED
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BETWEEN: RC ;‘BFR’E' ‘XNI}E.RQON MALAREY of 16 Carlile Boad, Lind8eld, Xew South
Wales {the “Assignor™

ANEx NARISTE NETWORKS PTY LIMITED (ACK 117 199 367 of 16 Carlvie Road,
Lindfeld, New South Wales {the *Assigmee™

RECITALS:

A, vy patent spplication US 15/376,627 {“the ay&p}zamgn y the Assignor has appxe {for and
l‘i‘&.ﬁt.\-é(i a patent i the United States of Amerdea for an inventon entitled “Reduced
Fower Use in Mobile GPS-Based Technologies,” US RE48,206 (“the invention™).

i3 The Assignor has agreed 1o assign to die Assignes all his i'igi"t titte and interest in and o
the application and tim inwention, inchuding the ¢ g\": t to apply for and obeain parests i any

couniry for the myventon.

THIS DEED WITNESSES AS FOLLOWS:

1. In vonsideration of the payment of the s of $10.00 by the Assignes w the Assignor, the
Assignor hepeby 1\&3;};313 o the Assignee alfl hus «“glt gtle @ad interest fn and o the
‘;ppxs\,atmn and the invention, fnchidisg the ;12;{3 v apply for and obmin patents & any

country for the invenuon. The A Ussignon also asngns 31: samme gight, Gde and inwrest to the
Assigiee to the related patents US BUZE 870 and US REA6 327,

<

i g,»

o The Assignor agrees, at the expense of the Assigaes, to do all such further rete and excoue
all sach fusther doconsns as moay be necessary 1w tmasfer to the Assignee the application
andd any patent that may be gra anted a3 2 result of the apphcaton and inveaton,

3. For the avoidance of douby, it is agreed that all foes, costs and exponses incwred by the

Assignor (whether before or after the date of this Dc{.d‘; in commection with ensbiing the
Assignee to be registered as the sole owner of any patent that vy be granted as x resole of
the applivagon, are 1 be borne and paid by the Assignes or (3¢ the case may bej
retmbursed to the Assignor by the Assgree, at the reguest of the Assignos,

EXECUTED AS A DEED

Signed, sealed and delivered by
ROBERT ANDERSON MALAMEY
1 the presence of

Robert Anderson D
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The Common Seal of

NARDITE NETWORKS FUY LIMITED

{AON 117 1599 363
was atfived in accordance with
s Cromstitution

Common /g

s
\ 5\\S§§§/ > 7
N S

;éz(zz’? 199363 ) }
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