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I, Jack Fonss, declare as follows: 
 
I. INTRODUCTION AND QUALIFICATIONS. 


I am the owner of True Return, LLC (“True Return”), a technology and systems 


consulting firm. True Return, LLC is the patent owner of U.S. Patent No. 10,025,797 


(the “‘797 Patent”). I have prepared this declaration in support of a Request for 


Director Review. 


1. I am the sole inventor of U.S. Patent No. 10,025,797, titled “Method 


and system for separating storage and process of a computerized ledger for improved 


function.” I have been working with related systems and methods since at least 2015 


(see for example, my article, “What BlockChain and Ledger Technology Can Do For 


Exchange Traded Products” dated September 2015 at 


https://www.linkedin.com/pulse/what-blockchain-ledger-technology-can-do-


exchange-traded-jack-fonss/). 


2. I am a developer of technologies directed at electronic ledgers such as 


blockchains, securities exchange middleware, and trading systems for national 


securities exchanges. The technologies include new markets systems, systems for 


asymmetrical risks, real-time data integrations, and regulated markets data systems. 


Through True Return, I have advised many leading trading operations, exchanges, 


and asset managers. Prior to True Return, I held the role of Managing Director at 


both Deutsche Bank and UBS, running quantitative trading institutional client 



https://www.linkedin.com/pulse/what-blockchain-ledger-technology-can-do-exchange-traded-jack-fonss/

https://www.linkedin.com/pulse/what-blockchain-ledger-technology-can-do-exchange-traded-jack-fonss/





IPR2023-01388 
Patent No. 10,025,797 


 


 2 
 


coverage, and institutional structuring businesses. Previously, I was a systems 


analyst at McKinsey & Company, and a computer programmer for institutional 


trading systems at Morgan Stanley & Co. in New York and London. 


3. I am the lead inventor on six published patent applications and four 


issued patents.   


4. I have reviewed all the materials filed in connection with IPR2023-


01388, including the Petition (Paper 1), the Expert Declaration (EX1003), all the 


Petitioner art (EX1001 through EX1024), and the Decision (Paper 7), and I am 


familiar with the organizational details of potential party-in-interest the Dai 


Foundation and its direct relationships with MakerDAO. 


II. THE PETITION AND PETITIONER’S ART 


5. In the Institution Decision, the Board appears to have mischaracterized 


the Petitioner’s art and erroneously imported claim limitations into the ‘797 Patent 


to fit the Petitioner’s presentation of “supplemental information” (Petition, p. 38) 


and “supplemental transaction data” (Petition, pp. 1-2); the Petitioner claiming 


“Fonss feigns a novel, solution that, in reality, is indistinguishable from other earlier 


solutions to provide companion storage for supplementary transaction data 


associated with transaction records on a distributed ledger.” Id.  


6. As detailed herein and in conflict with the Decision (Paper 7): 


a.  the ‘797 Patent does not claim “supplemental” items, 
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b. the ‘797 Patent limitations are based on determinative operations 


which require impacting transaction records and imputing values 


on the linked transaction record (in contrast to Petitioner’s 


“supplemental” or “companion” items), which no Petitioner art 


teaches or suggests; 


c. the ‘797 Patent limitations require separation of writing, storage, 


and processing of its parallel storage of differences layer (“PSDL”) 


from a related transaction ledger in conflict with all Petitioner art; 


d. the ‘797 limitations require a PSDL which is either centralized or 


decentralized, and the ‘797 Patent limitations preclude a distributed 


construction as in Zinder (EX1004); 


e.  The Decision erroneously states “Patent Owner does not identify, 


nor do we discern, claim language that prohibits either duplication 


of PSDL storage at every node or collocation of all values stored in 


the PSDL at every node” (Decision, Paper 7, p. 22), which is 


addressed below in “D. Zinder Does Not Teach a PSDL or Required 


Separateness;” and 


f. The ‘797 Patent limitations require the frequency of storage and 


operations of a PSDL be based on its “at least one time-sequenced 


electronically published data stream and at least one descriptive 
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differential” (see, e.g., EX1001, claims 1, 7, and 19) and 


independent of the related transaction ledger; while Zinder 


(EX1004) and Toll’s (EX1005) supplemental data collections on 


already submitted blockchain transactions affirmatively conflict 


with ‘797 Patent limitations—Zinder and Toll affirmatively 


precluding the impacting and imputing required throughout the 


‘797 Patent specification and claims including the ‘797 Patent 


(EX1001) specification pp. 17-19, and claims 1, 7, 12, 13, 15, 19, 


20, pp.19-20. 


7. The Petitioner’s art presents general storage and archival systems or 


archival duplicating operations that may be used with a blockchain (e.g. Zinder, 


EX1004 and Toll, EX1005) and not the separation, impacting and imputing of the 


‘797 Patent specification and limitations.  


8. The Petitioner’s art also presents general storage techniques with 


blockchain-like properties (e.g. Storj, EX1023 and MedRec, EX1009). The 


Petitioner contends that the ‘797 Patent stores supplemental information with a 


ledger or blockchain and not the separation, impacting and imputing of the ‘797 


Patent specification and limitations:  


In fact, the entire point of Fonss is to take conventional DCLs and store 
supplemental information in parallel therewith.  
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(Petition, p. 38).  


Fonss feigns a novel, solution that, in reality, is indistinguishable from 
other earlier solutions to provide companion storage for 
supplementary transaction data associated with transaction records on 
a distributed ledger.  


(Petition, pp. 1-2) (emphasis added). 


 
9. The POPR (Paper 6) was directed at the technical failings of Petitioner 


art, however core to the art’s technical failings are the Petitioner misstatements 


(adopted in the Decision) that the ‘797 Patent is directed at “supplementary 


information” or “supplementary transaction data.” The ‘797 Patent does not claim 


to invent supplemental information such as “wallet” information or “account” 


information (See Petition, Paper 1, p.12,  and  Toll, EX1005, ¶ 52), or post-


transactional detail (where Zinder states “Once the new blockchain transaction has 


been validated, then the computer system updates a record of that blockchain 


transaction that is stored… system includes information that is not included or part 


of the blockchain transaction,” EX1004, p.23). 


10. The ‘797 Patent invents determinative information (not supplemental), 


which requires an impacting, altering or imputing values on blockchain records  (See 


including EX1001, specification pp. 17-19, and claims 1, 7, 12, 13, 15, 19, 20, pp.19-


20), through its PSDL and separately retrieved and stored values which are 


independent of the blockchain transaction records and independent of the frequency, 
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source, occurrence, and storage of already submitted blockchain transactions. For 


the avoidance of doubt, once a blockchain transaction is recorded it cannot be 


altered, precluding the impacting and imputing requirements of the ‘797 Patent 


claims for both Zinder and Toll. The sequencing alone in Zinder (See EX1004 and 


POPR, Paper 6, pp. 26, 27, 29) precludes it from teaching or suggesting “impacting” 


or “imputing,” and Toll’s “information not submitted” (EX1005, ¶ 52) does not 


suggest or teach any value imputing or impacting of blockchain transaction records 


or any other action; Toll’s sole reference to “information not submitted” is limited to 


a single paragraph with no application or use, and the entirety of Toll teaches using 


the blockchain itself for messaging through multiple triggering blockchain 


transactions, Toll writing “transmit the first blockchain transaction to the distributed 


blockchain computer system for storage on the blockchain” and “generate at least 


one further blockchain transaction that includes information for a first 


transaction…and transmit the at least one further blockchain transaction to the 


distributed blockchain computer system for storage on the blockchain.” (See 


including EX1005, Toll, claim 1, p. 18). Neither Zinder nor Toll teach or suggest 


impacting, imputing or altering the values of blockchain records, and both fail in an 


analysis of the limitations of the Decision examined ‘797 Patent claim 1. 


11. The majority of the remaining Petitioner art illustrates non-centralized 


storage techniques in distributed database arrangements. None of the Petitioner’s art 
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teaches or suggests the ‘797 Patent’s required impacting or imputing of values in 


blockchain transaction records as required by a PSDL. 


A. Zinder’s “outside of the blockchain” and Toll’s “not submitted to 
the blockchain” are in Opposition to the ’797 Patent   


12. I believe that the Board has misapprehended Zinder and Toll, and the 


conclusions reached in both the Petition (Paper 1) and the Decision (Paper 7), 


particularly with respect to Zinder and Toll teaching a parallel storage of differences 


layer or PSDL are incorrect. The Decision reaches a mischaracterized interpretation 


of Zinder and its use of the term “outside of the blockchain” (“outside of the 


blockchain” occurring at EX1004 ¶¶ 9, 13), and Toll’s “information not submitted 


to the blockchain” (EX1005, ¶ 52). An analysis of the Decision factors (Paper 7, pp. 


20-28) and a tracking of the Zinder terms “outside of the blockchain,” “other 


information,” “additional information,” and “provenance information” as taught by 


Zinder (EX1004) support the POPR and rebut the conclusions adopted in the 


Decision.  


13. Toll’s sole reference to its “information not submitted” is limited to a 


single sentence in a single paragraph, describing “wallet information, account 


information, business process rules, and other information…” (EX1005, ¶ 52)—


information already incorporated and already stored in a conventional blockchain 


through blockchain keys, addresses, and smart contract deployments. 
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14. As described herein, Zinder’s “outside of the blockchain” is faithful to 


its title “Systems and Methods of Secure Provenance for Distributed Transaction 


Databases” where it teaches a limited storage access, partitioning, and “firewalling” 


of some elements (relating to provenance, confidential items, or “other information”) 


of data records in collocated and fully distributed datasets which are distributed with 


every copy of a blockchain ledger at every node of a blockchain. As detailed below, 


I contend that Zinder does not teach a PSDL, but rather simply populates additional 


data across the all the individual nodes of a blockchain data environment, limiting 


node validator review of “outside of the blockchain” items (EX1004, ¶ 9), but not 


teaching or suggesting: (i) physical or operational separation of storage (see 


including EX1001, p. 17 “the base DCL is stored and transacted independent of the 


PSDL storage,” and EX1001 claim 6, p. 20, which states “…wherein the layers of at 


least one electronic parallel storage of difference layer [PSDL] are modular 


changeable and independent of the distributed electronic ledger containing 


electronic transaction records”), (ii) time sequence independence between a PSDL 


and linked transaction records (see including EX1001, p. 15., “ Each PSDL will store 


at least one system written and system accessible time sequenced differential or 


descriptor, where differentials are created by the system from exogenous and 


electronically published data streams”), (iii) unique time alignment between a 


PSDL’s internet sourced feeds with blockchain transaction records (see including 







IPR2023-01388 
Patent No. 10,025,797 


 


 9 
 


EX1001, p. 16 “The value of differences is generated by the system from one or 


more internet data streams, the values of differences are generated, stored, and linked 


with a frequency which matches or exceeds the frequency used for appending 


transaction records to the database”),  and (iv) actual imputation from a PSDL to a 


transaction ledger (See including EX1001, claims 1, 7, 12, 13, 15, 19, 20, pp. 19-


20.), and other operations and aspects in conformity with a ‘797 Patent PSDL.  The 


related conclusions in the POPR of Zinder’s full distributed duplication of items at 


nodes, and such duplication’s full dependency on already recorded transactions, 


precluding ‘797 Patent’s required impacting and imputing, are correct. See, e.g.,  


POPR, Paper 6, pp. 26-27, 29-30. 


B. Zinders’s “outside of the blockchain” Means Limited Access of 
Collocated Data. 


15. The Petitioner presents an interpretative reading of Zinder where 


“outside of the blockchain” would imply an arrangement of centralized (or 


decentralized) separateness (from a transactional ledger) consistent with ‘797 


Patent’s PSDL. However, as detailed below, Zinder uses “outside of the blockchain” 


to mean a data arrangement that is collocated and duplicated at every blockchain 


node with every instance of every copy of the related blockchain ledger that is in 


irreconcilable conflict with ’797 Patent claims. As detailed below, collocation, 


duplication, waiting for a transaction to already occur before storage, and 
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confidentiality are contrary to the claim limitations of ‘797 Patent and the ‘797 


Patent PSDL. 


16. Relatedly, the Decision makes a critical error in “E. Claim 1—1. 


Limitation 1a,” reaching a conclusion that Zinder “outside of the blockchain” is not 


duplicative is contradicted by Zinder itself. Decision, Paper 7, p. 23. 


C. Zinder Teaches Limited Access Fully Distributed Data in 
Opposition to a ’797 Patent PSDL 


17. Turning first to the Decision (Paper 7) I agree with the statement at page 


22 which states [a]nd Zinder’s asset storage 604 and ledger storage 606, which stores 


“’[o]ther information’” ‘”outside of the blockchain’,” but I disagree with the 


conclusion that Zinder “teaches at least one electronic parallel storage of differences 


layer.” Decision, p. 22. At a minimum, examining Zinder 604, 606, 600, and Zinder’s 


claim 1 disprove the Decision’s conclusion: 


A1. 604 is defined as asset storage or resource storage, Zinder stating: 
“Asset storage 604 (sometimes also referred to as resource storage) 
includes records of all of the assets or resources tracked by digital 
asset repository computer system.” 


(EX1004, ¶ 57). 


A2. 606 is defined as ledger storage, Zinder stating “Other data that 
corresponds to the transaction may be added to ledger storage 606 and 
linked to the created blockchain transaction.”  


(EX1004 ¶ 87). 
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A3. 600 is defined as the digital resource repository computer system 
(EX1004 ¶ 38), and the only reference to “resource repository” in 
Zinder is to 600.  


(EX1004).  


A4. In FIG. 1, asset storage 604 and ledger storage 606 are 
subcomponents of (or components within) the resource repository 600 


(EX1004, FIG. 1 and EX1004, ¶ 57). 


A5. Referring to Zinder Claim 1, Zinder writes “An electronic resource 
tracking and storage computer system that is configured to 
communicate with a distributed blockchain computing system that 
includes multiple computing nodes, [1] each computing node [2[ 
storing a copy of the blockchain of the distributed blockchain 
computing system, the electronic resource tracking and storage 
computer system [3] comprising a computer storage system 
configured to store:… [4] a resource repository that includes a 
plurality of blockchain resource identifiers…”  


(EX1004, claim 1, pp. 35-36)(emphasis and numbering added). 


18. By Zinder’s own terms, its “outside of the blockchain” storage (604 and 


606 contained within 600—“resource repository” is replicated at every node, 


duplicated, and collocated with every copy of the blockchain, consistent with 


Nakamoto principles detailed in the POPR. See including POPR, Paper 6, pp. 4-5, 


15-16. Zinder makes no statements or suggestions that 604, 606, 600, or the term 


“resource repository” which appears to capture and include every instance of 


“additional,” “other,” “provenance,” or “outside of the blockchain” items are stored 


or operated anywhere but at each node as is clearly stated throughout its specification 


and claims. The following subsection repeats the Zinder teachings based on an 
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examination of Zinder’s terminology rather than the figures –the conclusion is the 


same: 


B1. “outside of the blockchain” appears in Zinder (EX1004, ¶¶ 9, 13). 


B2. At paragraph 9, Zinder writes “Other information (e.g. that may be 
confidential in nature) is stored outside the blockchain…” and “This 
can be accomplished without reviewing the supplementary information 
that is not stored as part of the blockchain..”  


(EX1004, ¶ 9). 


19. N.B. Zinder is stating that its “outside of the blockchain” information 


is either “other information” or “supplemental information.”  


B3. At paragraph 13, Zinder writes “In certain example embodiments, 
the generated blockchain transaction includes a hash value of the 
additional transaction data. Accordingly, the provenance information 
that is stored outside the blockchain (e.g. in a separate database) may 
be represented on the blockchain without including it on the 
blockchain.”  


(EX1004, ¶ 13). 


20. N.B.  Zinder Paragraphs 9 and 13 state that “outside of the blockchain 


information,” is “other information,” “supplemental information,” or “additional 


transaction data” or “provenance information.”  


B4. As for where “outside of the blockchain information” is stored, at 
paragraph 15, Zinder, referring to “private assets” states “data that was 
not included in the second blockchain transaction has its record written 
in a “second blockchain transaction” and “…and a transaction 
repository of the electronic resource tracking and storage computer 
system is updated,” and “The record includes additional transaction 
data that was not included in the second generated blockchain 
transaction.”  
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(EX1004, ¶ 15)(emphasis added). 


21. N.B. Zinder here states that the data “not included in the generated 


blockchain transaction” is stored (or written) to a record within “a transaction 


repository of the electronic resource tracking and storage computer system [record],” 


and “The record includes . . . data that was not included in the second generated 


blockchain transaction.” (EX1004, ¶ 15). Further, nonqualifying indications for 


Zinder, include that Zinder means for its “data not included” to also be an actual 


“blockchain transaction” further indicating that Zinder is teaching a mere writing to 


a private partition of the same storage package or to an aggregation of fully 


distributed data as defined by Zinder 600 including the blockchain’s transactions. 


(See, e.g., EX1004, FIG. 1 and EX1004 ¶ 38).  


B5. Referring to Zinder Claim 1, Zinder writes “An electronic resource 
tracking and storage computer system that is configured to 
communicate with a distributed blockchain computing system that 
includes multiple computing nodes, [1] each computing node [2[ 
storing a copy of the blockchain of the distributed blockchain 
computing system, the electronic resource tracking and storage 
computer system [3] comprising a computer storage system 
configured to store:… [4] a resource repository that includes a 
plurality of blockchain resource identifiers… 


(EX1004, claim 1, pp. 35-36)(emphasis and numbering added). 


22. Identical to the earlier conclusion, Zinder stores its “outside of the 


blockchain” items within a resource repository which is written to every node with 


every copy of a blockchain ledger under a “second blockchain transaction,” EX1004, 
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¶ 15)—there is no location or operational separateness or elimination of data 


redundancy, only privacy or supplemental provenance and partitioning.   


23. Zinder specifically distinguishes the term resource repository from 


transaction repository, Zinder stating “The storage system includes an [sic] resource 


repository and transaction repository, where resource repository is also labelled as 


600, and where the Decision records that “[Z]inder’s asset storage 604 and ledger 


storage 606 are subcomponents of the repository storage 600, “which stores “’other 


information’ “outside of the blockchain.” Decision, Paper 7, p.22. Zinder teaches 


and requires that each node, of perhaps 100,000 nodes (see POPR, Paper 6, p. 25), 


contains the resource repository. As detailed in the POPR and fatal to Zinder, Zinder, 


whether examined through its Figure, terms, or a combination thereof all result in 


the same collocated conclusion which is consistent with the POPR (Paper 6). 


24. Further, Zinder cements the duplication and collocation, Zinder stating 


“The availability of the records on the blockchain is also increased because of the 


distributed nature of the distributed blockchain computing system. Thus, the failure 


of one node (or the destruction of records in one location) will not result in loss of 


the digital provenance information.” Provenance data which is “outside of the 


blockchain” (see including EX1004, ¶ 13) is collated with transaction records 


through the combinations of Zinder 604, 606, and 600 as detailed above, which 
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means that this statement at Zinder ¶ 9 should be understood to state what is written 


in Zinder– provenance (supplemental) information is fully distributed to every node.    


D. Zinder Does Not Teach a PSDL or Required Separateness. 


25. The Decision misstates the required separateness and configuration of 


a PSDL, as the PSDL is detailed in the ‘797 Patent specification and as used in the 


’797 Patent claims. The Decision states “Patent Owner does not identify, nor do we 


discern, claim language that prohibits either duplication of PSDL storage at every 


node or collocation of all values stored in the PSDL at every node.” (Decision, Paper 


7, p. 22). 


26. Understanding the nodes are the potentially innumerable duplicated 


blockchain validators where each stores a duplicate copy of the blockchain 


transaction record, in opposition to the Decision, the ‘797 Patent specification states: 


For clarity, the base DCL is stored and transacted independent of the 
PSDL storage. Also for clarity, PSDL storage may impart absolute 
values (where absolute values are subject to differences over time 
sequences), descriptive characteristics, or a mix of absolute values, 
relative values, and descriptors. 


(EX1001, p. 17). 


27. The ‘797 specification precludes “PSDL storage at every node” because 


it specifically requires that a DCL (the blockchain transaction ledger or distributed 


computer ledger) is stored and transacted independent of the PSDL. 
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28. Again, using the common understanding that a blockchain and its 


transaction ledgers are fully node-distributed as detailed in Zinder; that is each node 


contains and operates from a copy of the blockchain transaction ledger along with 


Zinder’s supplemental items (see including Zinder, EX1004, claim 1, p. 35) in 


opposition to the Decision, the ‘797 Patent claim limitations include: 


“The method of claim 1, wherein records of the at least one electronic 
parallel storage of the differences layer are written and stored 
separately from the distributed electronic ledger containing electronic 
transaction records…” EX1001, p. 19, Claim 2. (emphasis added) 


“The method of claim 1, wherein layers of the at least one electronic 
parallel storage of the differences layer linked are modular and 
changeable independent of the distributed electronic ledger containing 
electronic transaction records.” EX1001, p. 20, claim 6. 


“The system of claim 13, wherein the parallel storage of differences 
layer (PSDL) has a time-sequence entry, and each time-sequenced entry 
is independent in the PSDL.” EX1001, p. 20, claim 14. 


“storing the at least one electronic parallel storage of the differences 
layer on at least one of a [X] centralized storage device controlled by 
the specialized computer system or a [Y] decentralized device….” 
EX1001, p.19, Claim 1. (emphasis and annotations added)  


 “store the at least one electronic parallel storage of the difference layer 
on at least one of a [X] centralized storage device…or a [Y] 
decentralized storage device for increasing functionality and utility of 
the DCL.” EX. 1001, p.20, Claim 19. (emphasis and annotations added) 


29. The ‘797 Patent claim limitations state that a PSDL must be 


independent and written [to] and stored separately from a DCL or blockchain 


transaction ledger, and that a PSDL must be centralized or decentralized. It is not 
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possible for a PSDL, as specified and used in the ‘797 Patent to be consistent with 


Zinder’s supplemental “outside of the blockchain ledger) is stored and transacted 


independent of the PSDL. 


30. Zinder, requires location of “outside of the blockchain” as each node, 


(see A1-A5 and B1-B5 above) and Zinder describes and limits its nodes in relation 


to the system and blockchain as requiring “a distributed blockchain computing 


system that includes multiple computing nodes, each computing node storing a copy 


of the blockchain of the distributed blockchain computing system.” See Zinder 


(EX1004), claim 1, p. 35. 


E. Toll’s Data of “Information not Submitted” Has No Teaching or 
Suggestion of Use 


31. Toll’s “information not submitted” (EX1005, ¶ 52) does not suggest or 


teach any value imputing or impacting of blockchain transaction records or any other 


action for its supplemental data. Toll’s sole reference to “information not submitted” 


is limited to a single paragraph with no application or use of “information not 


submitted” (Id.), and the entirety of Toll teaches a use of the blockchain itself for 


messaging through multiple triggering blockchain transactions for storage on one or 


more other blockchains, Toll writing “transmit the first blockchain transaction to the 


distributed blockchain computer system for storage on the blockchain” and 


“generate at least one further blockchain transaction that includes information for a 
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first transaction…and transmit the at least one further blockchain transaction to the 


distributed blockchain computer system for storage on the blockchain.” (EX1005, 


claim 1, p.18). While Toll does not state, teach or write anything regarding its 


supplemental items of “wallet,” “account” and “business process rules” (EX1005, ¶ 


52), when used in their common meaning, Toll merely restates duplication of data 


already on the blockchain, where conventional blockchain addresses are 


representative of wallets and accounts and blockchain deployed smart contracts 


contain business process rules. 


F. No Other Petitioner Art Teaches or Suggests a PSDL 


32. Further, none of MedRec (EX1009), IPFS (EX1021), SIA (EX1022), 


Storj (EX1023), or Swarm (EX1024), suggest, teach or add a PSDL’s centralized or 


decentralized linked storage to a distributed blockchain, and each affirmatively 


discourages or precludes any degree of centralization (or non-distribution). See 


including POPR, Paper 6, pp.10-11, internal citations omitted. Similarly, both 


Chainlink (EX1020) and Zhang (EX1006) do not suggest or teach any linked data 


storage (See including POPR, p. 12, 14, internal citations omitted). Toll (EX1005) 


teaches storage of duplicative administrative items such as wallet and account 


information at “a clearing house computer system” (EX1005, ¶ 52), but Toll does 


makes no teaching or suggestions of any “electronically published data streams” 


(See including EX1001, claims 1, 7, 19, pp. 19-20), independent frequency and 
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process of writing and storing to a PSDL as required by a PSDL (See including 


EX1001, p. 17) , or the use of any items to alter, impact or impute any blockchain 


transaction records values (EX1001, claims 1, 7, 12, 13, 15, 19, 20, pp.19-20). 


G. Patent ‘797 Claim 1 and Zinder. 


1. Limitation 1a: 


“The distributed computer ledger containing the time-sequenced 
value or time sequenced string” 


  
33. I agree that Zinder contains and satisfies Limitation 1a as written in the 


Decision, including:  


The permanent record is stored as a transaction on the blockchain. The 
blockchain transaction that is created may include the following 
information regarding the transaction between the issuer and investor 
entities…. 8) data or hashes for every signature that was executed (e.g. 
the contract name, the signer, timestamp, and additional metadata 
associated with the electronic signature) 


(EX1004, ¶ 127). 


34.   However, when Limitation 1a properly includes the required “creating 


at least one electronic parallel storage of a differences layer linked to…” (EX1001, 


claim 1, p. 19), based on Zinder’s opposition to the requirements and limitations of 


a PSDL as cited earlier, the limitation is not satisfied. 


2. Limitation 1b:  


“Accessing and storing a value through the at least one electronic 
PSDL”  
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35. I  disagree that Zinder teaches or satisfies limitation 1b on at least three 


counts. 


36. First, a PSDL or parallel storage of difference layer is limited to being 


centralized or decentralized under the ‘797 Patent claims. ‘797 Patent claim 


limitations 1 and 19 include: 


storing the at least one electronic parallel storage of the differences 
layer on at least one of a [X] centralized storage device controlled by 
the specialized computer system or a [Y] decentralized device….”  


(EX1001, p.19, Claim 1)(emphasis and annotations added). 


store the at least one electronic parallel storage of the difference layer 
on at least one of a [X] centralized storage device…or a [Y] 
decentralized storage device for increasing functionality and utility of 
the DCL.” 


(EX1001, p.20, Claim 19)(emphasis and annotations added). 


37. ‘797 Patent claims limit the configuration of a PSDL to either 


centralized or decentralized, specifically precluding Zinder’s “outside of the 


blockchain” arrangements, with the locations and operations as detailed in A1-A5 


and B1-B5 above. Patent ’797 defines and depicts the uses of distributed, 


decentralized, and centralized in FIG.s 15, 16, and 17 (EX1001, p. 9) respectively. 


Zinder’s “outside of the blockchain” teaches replication and operations at every node 


as in EX1001, FIG. 15, but a PSDL must store and operate only as decentralized 


(EX1001, FIG. 16) or centralized (EX1001, FIG. 17). Zinder in fact teaches 


firewalled integrated distributed storage consistent with EX1001 FIG. 15, Zinder 
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stating “The storage system includes an [sic] resource repository and transaction 


repository that stores submitted blockchain transactions. A new resource issuance 


request is received, and a new resource is added to the resource repository in 


response.” (EX1004, p. 1), where Zinder’s teaching of the one partitioned data group 


houses components including asset storage 604 and ledger storage 606 in 600 


resource repository (See including Decision Paper7, p. 22 and A1-A5 above), where 


Zinder claim 1 teaches “each computing node storing…a computer storage system 


configured to store…a resource repository that includes a plurality of blockchain 


resource identifiers….” See including EX1004, pp. 1, 23, 35, and claim 1. 


38. Second, under the ‘797 Patent claims and specification, PSDL 


operation and configuration requires separate and independent operations from a 


related blockchain or distributed computer ledger (DCL). ‘797 Patent specification 


and claims stating: 


For clarity, the base DCL is stored and transacted independent of the 
PSDL storage. Also for clarity, PSDL storage may impart absolute 
values (where absolute values are subject to differences over time 
sequences), descriptive characteristics, or a mix of absolute values, 
relative values, and descriptors. 


(EX1001, p. 17, emphasis added). 


The method of claim 1, wherein layers of the at least one electronic 
parallel storage of the differences layer [PSDL] linked are modular and 
changeable independent of the distributed electronic ledger containing 
electronic transaction records.  


(EX1001, claim 6, p. 20)(annotation added). 
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The system of claim 13, wherein the parallel storage of differences 
layer (PSDL) has a time-sequence entry, and each time-sequenced entry 
is independent in the PSDL.  


(EX1001, claim 14, p. 20). 


39. In opposition to the ‘797 Patent claims, Zinder’s specification and 


claims teach dependent operations between its blockchain transaction records and 


“outside of the blockchain,” where in opposition to a PSDL, “outside of the 


blockchain” is limited to the timing of an already submitted blockchain transaction, 


Zinder writing:  


When a new blockchain transaction is submitted to the distributed 
blockchain computing system, the computer system waits to determine 
that the submitted new blockchain transaction has been validated. Once 
the new blockchain transaction has been validated, then the computer 
system updates a record of that blockchain transaction that is stored 
with the computer system. The record that is stored with the computer 
system includes information that is not included or part of the 
blockchain transaction that is validated by the distributed blockchain 
computing system.  


(EX1004, ¶ 35)(emphasis added). 


40. Third, a PSDL describes and requires independent operational 


frequency, which differs from the update and writing frequency of a blockchain or 


DCL—as indicated above, Zinder makes all operations and “outside of the 


blockchain” writings blockchain transaction time and occurrence dependent and 


blockchain sequential. In opposition, the ‘797 Patent states the specifications of a 


PSDL and PSDL operations:   
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Both the DCL and the PSDL have independent record sequences, and 
each record, block or transaction within a DCL will have an attribution 
to a location in the stored PSDL. 


(EX1001, p. 16). 


The value of differences is generated by the system from one of more 
internet data streams, and where practical, the values of differences are 
generated, stored, and linked with a frequency which matches or 
exceeds the frequency used for appending transactions records to 
the base DCL 11 during periods in which the values of difference 
published in an internet data streams are changing.  


(EX1001, p. 16). 


41. Zinder’s post-blockchain transaction recordings requirement is in 


opposition and contrary to the ‘797 Patent claims limitations and would effectively 


defeat the purpose of any PSDL. 


3. Limitation 1c:  


“Storing the DCL containing an electronic transactions record on at 
least one of a distributed network of connected independent computers 
or a decentralized network of computers wherein the electronic 
transaction record is time sequenced,”   
 
42. I agree that Zinder contains and satisfies Limitation 1c, including:   


An electronic resource tracking and storage computer system is 
provided that communicates with a distributed blockchain computing 
system that includes multiple computing nodes.  


(EX1004, p.1)(addressing a distributed blockchain)/ 


 


The blockchain 618 may thus provide secure data provenance, 
immutability, protection from double-spend problems, and distributed 
record keeping” 
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(EX1004, ¶ 49)(loosely addressing a time sequence). 


4. Limitation 1d:  


“Storing the at least one electronic parallel storage of the 
differences layer on at least one of a centralized storage device 
controlled by the specialized computer system or a decentralized 
storage device controlled by the specialized computer system”   
 


43. For the reasons stated in Limitation 1b and above in A1-A5 and B1-B5, 


I disagree that Zinder teaches, suggests, or conforms with Limitation 1d. 


5. Limitation 1e:  


“linking the electronic transaction record in the DCL to records of 
the at least one electronic parallel storage of the differences layer 
utilizing at least one time sequenced value, string, code, or key” 
 


44. For the reasons stated in Limitation 1b, and above in A1-A5 and B1-


B5, the I disagree that Zinder teaches or suggests or conforms with the limitation 1e. 


6. Limitation 1f:  


“imputing at least one measured differential with a descriptive 
identifier or at least one descriptive identifier to the electronic 
transaction record of the DCL through data storage and 
processing on the at least one electronic parallel storage of the 
differences layer”  
 


45. For the reasons stated in Limitation 1b, above in A1-A5 and B1-B5, 


and on two additional counts, I disagree that Zinder teaches or suggests or conforms 


with the limitation 1f. 
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46. First, Zinder uses additional information from the blockchain 


transaction to update and write records to its limited access, “outside of the 


blockchain,” data resource repository for the stated purposes of privacy and 


provenance (See including EX1004, ¶¶ 6, 9), ensuring confidentiality from others 


(including node operators) or historical provenance. That Zinder limits access and 


reviewing (Zinder writing: “This can be accomplished without reviewing the 


supplementary information that is not stored as part of the blockchain…” (EX1004 


¶ 9) of its “outside of the blockchain” items its implausible, and never suggested by 


Zinder, that it would then immediately publish or promote its supplemental contents 


to the publicly observable blockchain, undoing the entire purpose of its proposed 


invention (privacy and limited access provenance), and Zinder makes no statements 


or suggestions relating to imputing from “outside of the blockchain” or any of these 


“additional,” “other,” or “provenance” items as a value impacting a transaction 


record. 


47. Second, and contrary to a ‘797 Patent PSDL, Zinder does not teach a 


PSDL or the separateness required of a PSDL,” Zinder only records its “outside of 


the blockchain” items after a blockchain transaction has already been submitted, 


Zinder writing: 


Once the new blockchain transaction has been validated, then the 
computer system updates a record of that blockchain transaction that is 
stored with the computer system. The record that is stored with the 
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computer system includes information that is not included or part of the 
blockchain transaction that is validated by the distributed blockchain 
computing system.”  


(EX1004, ¶ 35)(emphasis added). 


48. Given that any subject blockchain or other distributed ledger is 


designed to be immutable with respect to all already written records, it is impossible 


for Zinder to be utilizing this information to impute or otherwise impact the 


blockchain in any manner, because Zinder’s related and immutable blockchain 


transaction has already been recorded. Zinder is teaching limited access partitioned 


distributed storage. 


III. THE PETITION FAILS TO NAME REAL PARTIES IN INTEREST 


49. Petitioner, the DeFi Education Fund, has failed to name MakerDAO as 


a real party in interest in the Petition in compliance with 35 U.S.C.§ 312(a)(2) 


50. Petitioner names MakerDAO’s Dai Foundation as a potential real party 


in interest, however it has become apparent during the related litigation matter True 


Return, LLC v. MakerDAO, Case No. 1:22-cv-08478 (S.D.N.Y), that the Dai 


Foundation effectively acts as a MakerDAO’s paid legal department, intellectual 


property administrator, and that MakerDAO has appointed at least one Dai 


Foundation board member to run litigation related to IPR2023-01388. 
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51. The Dai Foundation’s expenses are paid directly by MakerDAO as 


indicated by the Dai Foundation filing “Core Unit” expenses reports reported in the 


report “MakerDAO Funding Overview.” Exhibit One. 


52. MakerDAO recently appointed the lawyer for the Dai Foundation and 


Dai Foundation board member, Payam Samarghandi, to direct its litigation in related 


matter True Return, LLC v. MakerDAO, Case No. 1:22-cv-08478 (S.D.N.Y). 


Exhibit Two, Three and Four respectively. 


53. MakerDAO funds the Dai Foundation as a MakerDAO “Core Unit” to 


hold, safeguard, and defend its intellectual property assets. Exhibit Five. 


54. MakerDAO organized and established the Dai Foundation. Exhibit 6, 


Exhibit 7. 


IV. USE OF THE IPR FILING AND SOCIAL MEDIA BY COUNSEL 
RELATED TO THE PETITIONER TO PROMOTE VIOLENCE AGAINST 
THE PATENT OWNER’S SOLE MEMBER 


55. Counsel within and related to the Petitioner and counsel within real-


parties-in-interest have leveraged the IPR2023-01388 filing to incite armies of 


cryptocurrency fanatics and supporters, through social media, to incite personal 


threats and attacks against me. Concurrent with the IPR filing, Petitioner steering 


committee member (a.k.a board member) and lawyer Chervinsky, tweeting in 


support of the Petitioner on X.com (formally known as Twitter), “There’s a patent 


troll causing problems for DeFi. @funddefi [the Petitioner] is going to kill it 
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[followed by a knife emoji].” Exhibit 8. Separately, legal counsel for the Petitioner 


initiated a twitter campaign selling “troll” NFT depictions of me, the campaign 


promoting “These NFTs are collectibles purely intended to commemorate the filing 


of the DeFi Education Fund's petition to institute an Inter Partes Review for U.S. 


Patent No. 10,025,797.” Exhibit 9. And a lawyer at the Dai Foundation launched a 


series of tweets depicting a GIF knife fight with the caption “Now that Jack has 


hooked into something, he needs to hold on…he may have latched onto something 


bigger than he planned…And one that is not only very pissed off but also has 


considerable teeth.” Exhibit 10. Since engagement with the parties in this IPR, and 


the IPR’s related matters with real-parties-in-interest, I have been the subject of the 


kinds of violent threats, account hacks, and bank account intrusions, all reported to 


law enforcement, that these campaigns likely promoted and exacerbated.   


V. CONCLUSION. 


56. Based on my review of the Petitioner art, including Zinder, Toll and 


Zhang, and for the reasons stated herein, it is my opinion that grounds 1 and 2 


presented in the Petition (Paper 1) and the Declaration of Hudson Jameson (EX1003) 


(based on the Petitioner art), when read as written, teaches away from or 


affirmatively precludes limitations and elements of each of the challenged claims 


and the Decision (Paper 7) erroneously adopted the Petition’s misapprehensions. 
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57. I declare under penalty of perjury under the laws of the United States 


that the foregoing is true and correct. 


 Respectfully submitted, 
 
 


By: /Jack Fonss/    
 
Jack Fonss 


Date: January 24, 2024 
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OCT 2023


Final


LAST UPDATE
09-DEC-2023 00:30 UTC


Accounts Snapshot Actuals Forecast MKR Vesting Transfer Requests


MakerDAO Funding Overview
Totals funds made available to the DAIF Core Unit over its entire lifetime, since September 2021.


2 OCT 2023


3,213,617 DAI
Initial Lifetime Balance


22 NOV 2023


3,213,617 DAI
New Lifetime Balance


0 DAI
Extra Funds Made Available


0 DAI
Funds Returned


0 DAI
Net Change


Total Core Unit Reserves
On-chain and off-chain reserves accessible to the DAIF Core Unit.


Include Off-Chain Reserves


Comments (3)


View Transaction History


Expense Reports 10 of 20


DAIF Dai Foundation Accepted SINCE 23-AUG-2021


Operational Legal


Core Units
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https://expenses.makerdao.network/core-unit/DAIF/finances/reports?section=transfer-requests

https://expenses.makerdao.network/core-unit/DAIF/finances/reports?section=comments

https://mips.makerdao.com/mips/details/MIP39c2SP17

https://daifoundation.org/

https://forum.makerdao.com/c/core-units/dai-foundation

https://www.linkedin.com/company/daifoundation
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2 OCT 2023


298,944 DAI
Initial Core Unit Reserves


22 NOV 2023


234,756 DAI
New Core Unit Reserves


0 DAI
Inflow


64,188 DAI
Outflow


-64,188 DAI
Net Change


On Chain Reserves


Unspent on-chain reserves to the DAIF Core Unit.


Reported Expenses Comparison


Off Chain Reserves


Unspent off-chain reserves to the DAIF Core Unit.


Accountable Payment Processor
0x3c26...236d


Initial Balance 1,500 DAI


Inflow + 1,500 DAI


Outflow - 0 DAI


New Balance 3,000 DAI


Operational


Initial Balance 298,944 DAI


Inflow + 0 DAI


Outflow - 64,188 DAI


New Balance 234,756 DAI


Expense Reports 10 of 20


DAIF Dai Foundation Accepted SINCE 23-AUG-2021


Operational Legal


Core Units
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Members (5) Activity Permissions


username


Dai Foundation Core Unit
daif-core-unit


The Dai Foundation Core Unit is responsible for ensuring that MakerDAO intangible assets, such as
trademarks, copyrights and digital accounts are safeguarded while also being available to the
community.


See more details on MIP39c2-SP17: Dai Foundation (DAIF-001) Core Unit Mandate.


A Core Unit is a building block for organizing work for the DAO. Facilitators define long-term work
areas and cover a broad set of focus and responsibilities for the protocol to be secure and successful.
Core Unit Mandates set the direction of the work that Facilitators must help carry out. To read more
about Core Units, head to MIP39: Core Unit Framework.


daif-core-unit


Username Added Posted Seen


sorenpeter Søren Peter Nielsen
Dai Foundation Core Unit


Jul 28, '21 Nov 20, '23 Jan 11


hhhoffme Hans Henrik Hoffmeyer
Dai Foundation Core Unit Team


Jul 28, '21 Mar 15, '22


jacek Jacek Czarnecki
Dai Foundation Core Unit Team


Jul 7, '22 Mar 7, '23 4 days


Payam Payam Samarghandi
Dai Foundation Core Unit Team


Jul 28, '21 Nov 11, '23 23 hours


wouter Wouter - Powerhouse
Powerhouse Ecosystem Actor


Jul 28, '21 Nov 30, '23 2 hours
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DAI FONDEN


CVR-nummer


40645799


Startdato


21/06 - 2019


Adresse


c/o Samar Law Advokatanpartsselskab


Gammel Kongevej 120, 1. tv.


1850 Frederiksberg C


Kommune


Frederiksberg


Få besked når DAI FONDEN afleverer regnskab, flytter eller lukker.


Skriv din e-mail Tilmeld


Status


Aktiv


Branche


620900 Anden it-servicevirksomhed


Virksomhedsform


90 Fonde og andre selvejende institutioner (FON)


E-mail


payam@samarlaw.dk
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September 2023


2 ansatte


Juni 2023


2 ansatte


Marts 2023


2 ansatte


December 2022


2 ansatte


September 2022


2 ansatte


Juni 2022


2 ansatte


Marts 2022


2 ansatte


Reelle ejere


Hans Henrik Hoffmeyer


Poppel Alle 28


3500 Værløse, Hareskov


Start: 21.06.2019


Søren Peter Nielsen


Lauravej 25, 3. tv.


2500 Valby


Start: 21.06.2019


Payam Samarghandi


Ceresvej 8, 1


1863 Frederiksberg C


Start: 21.06.2019


Jacek Aleksander Czarnecki


Start: 08.06.2022


Wouter Kampmann


Start: 21.06.2019


Paul Imseih Salem


Start: 23.01.2023
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Skattebetalinger


Virksomhedens skattebetaling hører under Fondsbeskatningsloven § 1.1.1. Samlet bidrag er 1.320.000 kr.


Alle tal er i DKK.


Skatteår Skattepligtig indkomst Selskabsskat betalt Underskud trukket fra


2021 6.000.000 1.320.000 0


2020 0 0 0


2019 0 0 0


Denne virksomhed er reklamebeskyttet.


Du kan derfor ikke tage kontakt til denne virksomhed i reklameøjemed. Du bedes videregive denne information til dine egne brugere.


Ved brug af CVR API accepterer du de vilkår der er for brugen af servicen - Læs mere om brugen af data på vores hjælpeside
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https://forum.makerdao.com/t/dao-resolution-for-the-purpose-of-retaining-perkins-coie-llp-as-counsel/21272/print 1/14


DAO Resolution for the purpose of retaining Perkins Coie LLP as
counsel


Payam 1 July 1, 2023, 8:01pm


DAO Resolution for the purpose of retaining Perkins Coie LLP as counsel for the limited purposes of the
Lawsuit (defined herein) and appointing Samar Law as the authorized representative of MakerDAO for the
limited purposes of the Lawsuit.


Background


On October 5, 2022, True Return Systems LLC (“True Return”) filed a lawsuit against MakerDAO in the United
States District Court for the Southern District of New York (“New York Court”), Case No. 1:22-cv-08478 (the
“Lawsuit”). In the Lawsuit, True Return asserts that MakerDAO has infringed U.S. Patent 10,025,797. MakerDAO
has not appeared in the Lawsuit. True Return filed a motion for default judgment against MakerDAO in which True
Return seeks damages of more than $17 million USD.
On June 21, 2023, the New York Court issued an order (the “Order”) requiring that MakerDAO retain counsel. If
MakerDAO does not retain counsel, then it is possible that MakerDAO would be subject to adverse consequences.
For example, the New York Court could enter a default judgment against MakerDAO.


Accordingly, representatives of MakerDAO have engaged in discussions with U.S. counsel regarding possible
representation to comply with the Order. Following these discussions, this proposal recommends that MakerDAO
retains the firm of Perkins Coie LLP for the limited purposes of the Lawsuit and direct Perkins Coie LLP to enter
an appearance in the Lawsuit.


In addition, in order to ensure that Perkins Coie LLP can effectively represent MakerDAO’s interest in the Lawsuit,
this proposal also recommends that MakerDAO appoints Samar Law as the representative of MakerDAO for the
limited purposes of the Lawsuit, with full power and authority to make decisions with respect to the Lawsuit on
behalf of MakerDAO and to provide instructions to Perkins Coie on behalf of MakerDAO in the Lawsuit, including
with respect to material decisions to participate in, appeal, continue, or terminate the Lawsuit. Samar Law will act
in accordance with the Maker Atlas and the scopes defined by The Atlas and will create a special purpose entity
for purposes of carrying out the mandate of this DAO Resolution.


The purpose of this DAO Resolution is to (1) retain Perkins Coie LLP as counsel for MakerDAO for the limited
purposes of the Lawsuit, and (2) appoint Samar Law as the representative of MakerDAO for the limited purposes
of the Lawsuit, with full power and authority to make decisions with respect to the Lawsuit on behalf of
MakerDAO, to create a special purpose entity for purposes of carrying out the mandate of this DAO Resolution,
and to provide instructions to Perkins Coie on behalf of MakerDAO in the Lawsuit.


8 Likes


PALC AD Recognition Submission


MIP102c2-SP14: MIP Amendment Subproposal


CVC Creation (Sovereign Finance CVC)
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Navigator Aligned Delegate Communications


Payam 2 July 1, 2023, 8:05pm


Dear MakerDAO Community,


I’m reaching out to you today to address a crucial matter that currently pertains to MakerDAO. As you may already
know, MakerDAO is facing legal proceedings in Case No. 1:22-cv-08478 at the United States District Court for the
Southern District of New York, involving True Return Systems.


In light of these circumstances, I have submitted a governance proposal requesting the MakerDAO community’s
approval for Samar Law to instruct the renowned U.S. law firm, Perkins Coie, to act on MakerDAO’s behalf in this
lawsuit. For this purpose, Samar Law would create a special purpose entity for purposes of carrying out the
mandate of the governance proposal.


Allow me to provide some background about Samar Law. This Denmark-based firm specializes in legal matters
related to virtual currencies and has developed a strong reputation for its expertise in this unique field. As a partner
at Samar Law, I bring a wealth of experience and deep understanding of the principles and values of the
MakerDAO community.


My involvement with MakerDAO dates back to 2018 when I began working on legal tasks for the Maker
Foundation. Additionally, from the incorporation of Samar Law in 2020 and until the dissolution of the Maker
Foundation in July 2021, Samar Law had the profound honor to serve as legal counsel for the Maker Foundation.
Furthermore, I’ve had the privilege of serving on the board of the Dai Foundation since its inception in 2019
through Samar Law, and I currently serve as the Foundation’s Vice Chairman as well as Danish legal counsel. This
combined experience has endowed me with an intimate understanding of MakerDAO, which I believe positions
Samar Law well to advocate effectively for the community’s best interests in this case.


It’s important for everyone to understand that given the adversarial nature of this lawsuit, there may be details and
updates that Samar Law cannot disclose immediately, at least not until they’ve been presented before the court. We
appreciate your understanding and patience as we navigate through this sensitive matter.


Your trust and support are vital in this endeavor, and we promise to work diligently and transparently to safeguard
the interests of the MakerDAO community. I kindly ask for your approval to proceed.


Best regards,


Payam Samarghandi
Attorney at Law, Samar Law


3 Likes


sorenpeter 3 July 1, 2023, 8:07pm
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Languages
Details
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MIP39c2-
SP17:
Adds Dai
Foundation
Core Unit,
DAIF-001


GitHub Forum Voting


MIP39c2-SP17 adds Core Unit DAIF-001: Dai Foundation.


Planning for the best case scenario for MakerDAO
requires establishing measures to protect Maker's
intangible assets and prepare to mitigate problems in
worst case scenarios.


What if somebody launches a coin on some other
blockchain and calls it Dai?


What if somebody uses the software developed for
the Maker Protocol for purposes that go against the
principles of MakerDAO?


What if there is a governance attack and the
attackers get control over the Maker and Dai
trademarks?


The independent legal entity Dai Foundation has been
created to safeguard what cannot be decentralized in
Maker DAO, such as ownership of trademarks, domains,
software copyrights, etc., which is connected to a real-
world centralized governance body.


Dai Foundation cannot seek profits and is only mandated
to serve its specific purpose: to safeguard the Maker
Assets. The Dai Foundation will make these assets
available for use by the community to support the
sustainability and growth of the Maker Protocol with as
few barriers as possible.


The Dai Foundation Core Unit is proposed to be the
vehicle that enables the practical implementation of these
critical goals.
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DAIF-001


DAI Foundation Core Unit


The Dai Foundation Core Unit is responsible for:


Facilitating the dialogue between the Dai Foundation
and the Community regarding intellectual property
safeguarding, intellectual property usage, and related
activities


Request the necessary budget from Maker DAO
Governance to sustain its operations and adequately
mitigate the related legal risks to its essential role


Implementation of processes for safeguarding of
new intellectual property that is added to the
Protocol at Dai Foundation.


Implementation of processes for making the
intellectual property that Dai Foundation owns
available for use by the broader Maker community
for the good of the protocol with as few barriers as
possible.


Providing transparency around how the Dai
Foundation operates and which assets the Dai
Foundation owns.


In collaboration with Maker Governance, create
transparency around how the usage rights of the
Maker Assets are allocated.


The Dai Foundation Core Unit will carry these
responsibilities following the principles defined in its
Trust Deed.


The Dai Foundation Core Unit will create
transparency into the activities of the Dai Foundation
and engage in dialogue with the Community about
how to safeguard Maker's intellectual property while
also making it available for use with as few barriers
as possible.


The Dai Foundation Core Unit proposes a process by
which Maker Governance decides who utilizes any of
the assets that the Dai Foundation holds, as long as
the users assume responsibility for the use of those
assets, and the Dai Foundation remains the legal
owner of said assets.


As part of the ratification of the Dai Foundation Core
Unit, the Dai Foundation offers Maker Governance
the appointment of two members to join the Dai
Foundation board. This will enable insight into all
activities and make sure the views of Maker
Governance are appropriately taken into account.


Core Unit ID


Core Unit Name


Core Unit Mandate


Community Involvement


Planned near-term activities
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Creating a process together with Maker Governance
for making intellectual property held by the Dai
Foundation available for use by the Community - See
the proposal for discussion here.


Finding owners for
the assets from the Maker Foundation that the Dai
Foundation has accepted for temporary care-taking
.


Creating a process with Maker Governance for giving
copyright/intellectual property ownership to the Dai
Foundation for assets added to the protocol (e.g., the
copyright for the code contained in a new smart
contract).


Creating a process with Maker Governance for
appointing community board members.


Defining a backlog for missing processes (e.g., how a
Contributor or a Core Unit can transfer an asset to
the Dai Foundation)


The Core Unit's Facilitator will be an official member of
the Dai Foundation. Additional members from the Dai
Foundation may participate in activities required to fulfill
the Core Unit’s mandate and third parties that the Dai
Foundation may subcontract.


MIP40c3-S17: Modify Dai Foundation Core Unit
Budget


MIP41c4-SP17: Facilitator Onboarding for the Dai
Foundation Core Unit


Connection with the Dai Foundation


Related Documents


This site is part of MakerDAO ecosystem


 GitHub  Forum  Voting
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Mandate


The Dai Foundation has been formed as an independent and non-profit-oriented entity by the


initiators of the open, decentralized and permissionless MakerDAO system with the virtual


currency Dai. Its mandate is to safeguard what cannot be technologically decentralized in the


Maker Protocol which includes trademarks and other intellectual property, such as open-source


copyrights and other relevant assets.


For more information about the mandate read the Dai Foundation Trust Deed.


Attribution-NonCommercial 4.0 International (CC BY-NC 4.0)


The Dai Foundation


Terms of Service
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FUNDATS	 TRUST	DEED	


Præambel	 Preamble	


Denne	fond	er	stiftet	af	 initiativtagerne	
bag	det	åbne,	decentrale	og	tilladelsesfri	
MakerDAO	system	med	den	virtuelle	va-
luta	Dai.		


This	Foundation	has	been	formed	by	the	
initiators	of	the	open,	decentralized	and	
permissionless	MakerDAO	 system	with	
the	virtual	currency	Dai.		


Visionen	med	MakerDAO	systemet	er	at	
skabe	 et	 decentralt,	 autonomt,	 åbent,	
tilgængeligt	 og	 prisstabilt	 betalingssy-
stem	og	en	finansiel	infrastruktur,	der	er	
baseret	på	blockchain-teknologi.		


The	vision	of	the	MakerDAO	system	is	to	
create	 a	 decentralized,	 autonomous,	
open,	 accessible	 and	 price	 stable	 pay-
ment	system	and	a	 financial	 infrastruc-
ture	based	on	blockchain	technology.	


Fonden	skal	beskytte	visse	immaterielle	
aktiver,	 der	 ligger	 til	 grund	 for	Maker-
DAO	systemet,	og	som	ikke	skal	overta-
ges	af	eller	overføres	til	én	profitorien-
teret	enhed,	men	derimod	anvendes	til	
bæredygtig	 vækst	 af	MakerDAO	 syste-
met	 og	 til	 at	 maksimere	 almenvellet	
heraf	 i	 overensstemmelse	 med	 de	
grundlæggende	 principper,	 som	 er	 ud-
trykt	nedenfor.		


The	Foundation	must	safeguard	certain	
intangible	assets	that	underlie	the	Mak-
erDAO	 system,	 which	 should	 not	 be	
taken	over	by	or	transferred	to	a	single	
for-profit	entity,	but	rather	be	used	for	
sustainable	 growth	 of	 the	 MakerDAO	
system	 and	 for	maximizing	 the	 public	
good	thereof	in	line	with	the	fundamen-
tal	principles	that	are	expressed	below.	


Kernen	 af	 MakerDAO	 systemet	 stilles	
gratis	 til	 rådighed	 som	open	 source	og	
uden	begrænsninger	for	enhver,	på	lige	
vilkår	og	for	alle,	der	ønsker	at	benytte	
MakerDAO	systemet,	borgere	såvel	som	
virksomheder	og	andre	organisationer.		


The	 core	 MakerDAO	 system	 shall	 be	
made	 available	 free	 of	 charge	 as	 an	
open	source	and	without	restrictions,	on	
equal	terms	and	for	anyone	who	wants	
to	use	the	MakerDAO	system,	both	citi-
zens	as	well	as	companies	and	other	or-
ganizations.		


MakerDAO	 systemet	 skal	 sikre	 en	 høj	
grad	af	adgang	og	distribution	til	perso-
ner	uden	bankadgang	og	uden	for	den	fi-
nansielle	 industri, lige	så	vel	som	at	sy-
stemet	skal	tage	højde	for	negative	eks-
ternaliteter	og	sikre	bæredygtigheden	af	
aktiviteterne	 og	 en	 positiv	miljøpåvirk-
ning.		


The	MakerDAO	 system	 shall	 ensure	 a	
high	degree	of	access	and	distribution	to	
the	 unbanked	 and	 financially	 under-
served,	 and	 the	 system	 shall	 consider	
negative	 externalities	 and	 ensure	 the	
sustainability	of	the	activities	and	a	pos-
itive	environmental	impact.		


MakerDAO	systemet	skal	administreres	
således,	 at	 man	 tager	 de	 nødvendige	
hensyn	for	at	undgå	en	skadelig	centra-
lisering	af	protokollen.		


The	MakerDAO	 system	must	 be	man-
aged	in	such	a	way	that	the	appropriate	
checks	and	balances	are	 considered	 to	
ensure	no	harmful	centralization	of	the	
protocol.		
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grant	a	special	power	of	attorney	to	bind	
the	Foundation	in	specific	matters.	


§ 10 § 10


Fondens	regnskabsår	er	kalenderåret.	 The	 Foundation's	 financial	 year	 is	 the	
calendar	year.	


Den	 første	 regnskabsperiode	 løber	 fra	
stiftelsen	til	31.	december	2019.	


The	 first	 accounting	 period	 shall	 run	
from	 the	 formation	 of	 the	 Foundation	
and	until	31	December	2019.	


Regnskab	aflægges	efter	den	til	enhver	
tid	 gældende	 lovgivning	 og	 standarder	
herfor.	


The	annual	 report	shall	be	prepared	 in	
accordance	with	the	 legislation	 in	force	
from	time	to	time	and	any	standards	in	
this	respect.	


§ 11 § 11


Regnskabet	revideres	af	en	statsautori-
seret	revisor,	som	vælges	af	bestyrelsen	
for	ét	år	ad	gangen.	


The	annual	report	shall	be	audited	by	a	
state-authorized	 public	 accountant	
elected	by	the	board	of	trustees	for	one	
year	at	a	time.	


§ 12 § 12


Ændringer	af	fondens	fundats	og	ophæ-
velse	af	fonden	kræver	bestyrelsens	en-
stemmige	 beslutning	 herom	 og	 opnå-
else	af	 tilladelser	hertil	efter	 lovgivnin-
gens	regler.	


Amendments	to	the	Trust	Deed	and	dis-
solution	of	the	Foundation	require	that	
the	full	board	of	trustees	votes	in	favour	
of	such	resolution	and	that	any	permis-
sions	 required	 by	 legislation	 are	 ob-
tained.	


Ved	 fondens	 ophævelse	 skal	 fondens	
midler	og	aktiver	i	videst	muligt	omfang	
anvendes	til	fremme	af	fondens	formål.	


In	 case	 of	 a	 resolution	 to	 dissolve	 the	
Foundation,	 the	 funds	and	assets	must	
to	the	widest	possible	extent	be	used	for	
the	promotion	of	 the	Foundation's	ob-
jective.	


--ooOoo--	 --ooOoo--	


Den	danske	version	af	fundatsen	er	den	
officielle	version.	I	tilfælde	af	uoverens-
stemmelser	mellem	den	danske	og	den	
engelske	 version,	 har	 den	 danske	 ver-
sion	forrang.		


The	Danish	version	of	the	trust	deed	 is	
the	 official	 version.	 In	 case	 of	 discrep-
ancy	between	 the	Danish	and	 the	Eng-
lish	version,	the	Danish	version	shall	pre-
vail.		


(UNDERSKRIFTSSIDE	FØLGER)	 (SIGNATURE	PAGE	FOLLOWS)	
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Denne	 fundats	er	vedtaget	den	21	 juni	
2019.	


This	Trust	Deed	was	adopted	on	21		June	
2019.	


Underskrifter:	 Signatures:	


Søren	Peter	Nielsen	
Chairman	


Jacek	Czarnecki	
Deputy	Chairman	


Richard	Brown	 Michael	Dunworth	


Hans	Henrik	Hoffmeyer	 Wouter	Kampmann	


Payam	Samarghandi
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I. INTRODUCTION 


True Return Systems LLC (“Patent Owner” or “True Return”) submits this 


Request for Director Review (“Request”) of the January 5, 2024 Decision Granting 


Institution of an Inter Partes Review of U.S. Patent 10,025,797 (“Decision”). In 


granting the Petition, the Board made erroneous findings of material fact, and 


conclusions of law relative to the teachings of the ‘797 Patent and the prior art. This 


request is supported by the Declaration of Jack Fonss (EX3001), the inventor of the 


‘797 Patent. 


In granting institution, the Board adopted the Petitioner’s interpretation of the 


terms “supplemental information” and “supplemental transaction data,” and 


erroneously imported those terms into the ‘797 Patent. The ‘797 Patent’s parallel 


storage of difference layers (“PSDL”) require that PSDL values and differences are 


determinative and that they impact or are imputed into blockchain ledger records in 


contrast to being “supplemental.” No Petitioner art teaches imputing or impacting as 


specified and taught by the ‘797 Patent (EX1001). 


Further, the Board erroneously aligned the ‘797 Patent’s PSDL with Zinder’s 


(EX1004) term “outside of the blockchain” and Toll's (EX1005) term “not submitted 


to the blockchain.” This resulted in a misinterpretation of the limited and 


conventional teachings of Zinder (EX1004) and Toll (EX1005) which teach 


collocated distributed storage or no storage of their respective “supplemental” items. 







IPR2023-01388 
Patent No. 10,025,797 


 


 2 


In contrast, the '797 Patent limitations require separateness in storage, separateness 


in operations, and separateness in the frequency of retrieval, writing, and usage 


between the PSDL and a linked transaction record ledger. 


Lastly, the Board erroneously concluded that the ‘797 Patent does not teach a 


prohibition of either duplication of PSDL storage at every node or collocation of all 


values stored in the PSDL at every node. (Decision, Paper 7, p. 22). This conclusion 


is contradicted by the specification of the ‘797 Patent. (See EX1001, p.17, p.19, 


Claim 2, p. 20, Claim 6, p.20, Claim 4, p. 19, Claim 1, and p. 20, Claim 19). 


These erroneous findings of material fact, and conclusions of law relative to 


the teachings of the ‘797 Patent and the prior art respectfully require reversal of the 


institution grant.1 


II. ARGUMENT 


The conclusion of the Board that the ‘797 Patent PSDL requires or is based 


on “supplemental information” or “supplementary transaction data” is erroneous. 


The Petitioner’s art presents general storage and archival systems or archival 


duplicating operations that may be used with a blockchain (see, e.g., Zinder, EX1004 


and Toll, EX1005; see also EX3001, ¶¶ 7,8 or general storage techniques with 


blockchain-like properties (e.g. Storj, EX1023 and MedRec, EX1009). The 


 
1 Separately, the Patent Owner's sole member claims that they have been the subject of personal threats, where 
attorneys of the Petitioner and attorneys at a potential real-party-in-interest have affirmatively used this IPR filing in 
social media to endorse and call for violence against the Patent Owner's sole member. (EX3001, ¶ 55).  
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Petitioner contends that the ‘797 Patent stores supplemental information with a 


ledger or blockchain. (Petition, p. 38). 


Core to the prior art’s technical failings are the Petitioner misstatements 


(adopted in the Decision) that the ‘797 Patent is directed at “supplementary 


information” or “supplementary transaction data.” The ‘797 Patent does not claim 


to invent supplemental information such as Toll’s “wallet” or “account” information 


(see EX3001, ¶¶ 9-10), or Zinder’s post-transactional detail which both precludes 


and omits the ‘797 Patent limitations of impacting and imputing. Id. 


The ‘797 Patent invents determinative information (not supplemental), which 


requires impacting, altering, or imputing values on blockchain records. (See, e.g., 


EX1001, specification pp. 17-19, and claims 1, 7, 12, 13, 15, 19, 20, pp.19-20). This 


occurs through its PSDL and separately retrieved and stored values which are 


independent of the blockchain transaction records and independent of the frequency, 


source, occurrence, and storage of already submitted blockchain transactions. 


(EX3001 ¶ 10).  


 None of the Petitioner’s art teaches or suggests the ‘797 Patent’s required 


impacting or imputing of values in blockchain transaction records as required by a 


PSDL. (EX3001 ¶¶ 12-14). 
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A. The Board’s Interpretation of Zinder’s Term “Outside of the 
Blockchain” and Toll’s Term “Not Submitted to the Blockchain” Are in 
Opposition to ’797 Patent Claims 


The Board misinterpreted the term “outside of the blockchain” in Zinder 


(“outside of the blockchain” occurring at EX1004 ¶¶ 9, 13; see also ¶ 12) and 


“information not submitted to the blockchain” in Toll (EX1005, ¶ 52; See also 


EX3001 ¶¶12-14).  


Toll’s sole reference to its “information not submitted” is limited to a single 


sentence in a single paragraph, describing “wallet information, account information, 


business process rules, and other information . . . .” (EX1005, ¶ 52). This information 


is already incorporated and stored in a conventional blockchain through blockchain 


keys, addresses, and smart contract deployments. (EX3001, ¶ 13). 


Zinder’s “outside of the blockchain” is faithful to its title “Systems and 


Methods of Secure Provenance for Distributed Transaction Databases” where it 


teaches a limited storage access, partitioning, and “firewalling” of elements 


collocated and fully distributed in conflict with ‘797 Patent. (EX3001, ¶ 14). 


Zinder does not teach a PSDL, but rather simply populates additional data 


across the all the individual nodes of a blockchain data environment, limiting node 


validator review of “outside of the blockchain” items (EX1004, ¶ 9; see also 


EX3001, ¶ 14). Neither Zinder (EX1004) nor Toll (EX1005) teach or suggest the 
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‘797 Patent limitations, and all of these ‘797 Patent limitations are in conflict with 


Zinder and Toll’s supplemental data, points including: 


(i) physical or operational separation of storage (see, e.g., EX1001, p. 17 “the 


base DCL is stored and transacted independent of the PSDL storage” and EX1001 


claim 6, p. 20: “[W]herein the layers of at least one electronic parallel storage of 


difference layer [PSDL] are modular changeable and independent of the distributed 


electronic ledger containing electronic transaction records”); 


 (ii) time sequence independence between a PSDL and linked transaction 


records (see, e.g., EX1001, p. 15: “ Each PSDL will store at least one system written 


and system accessible time-sequenced differential or descriptor, where differentials 


are created by the system from exogenous and electronically published data 


streams”); 


(iii) unique time alignment between a PSDL’s internet-sourced feeds with 


blockchain transaction records (see, e.g., EX1001, p. 16: “The value of differences 


is generated by the system from one or more internet data streams, the values of 


differences are generated, stored, and linked with a frequency which matches or 


exceeds the frequency used for appending transaction records to the database”); and  


(iv) actual imputation from a PSDL to a transaction ledger (see, e.g., EX1001, 


claims 1, 7, 12, 13, 15, 19, 20, pp. 19-20), and other operations and aspects in 


conformity with a ‘797 Patent PSDL. (EX3001, ¶ 14). 
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B. Zinders’s “Outside of the Blockchain” Means Only Limited Access 
of Collocated Data 


The Petitioner presented an interpretative reading of Zinder where “outside of 


the blockchain” would imply an arrangement of centralized (or decentralized) 


separateness (from a transactional ledger) consistent with ‘797 Patent’s PSDL. 


(EX3001, ¶ 15). Zinder actually uses “outside of the blockchain” to mean a data 


arrangement that is collocated and duplicated at every blockchain node with every 


instance of every copy of the related blockchain ledger, which is inconsistent with 


claims of the ’797 Patent. (Id.) Zinder’s collocation, duplication, and required 


waiting for a transaction to already occur before storage, and confidentiality are 


contrary to the claim limitations of the ‘797 Patent and its PSDL. (Id.) 


The Board made a critical error in concluding that Zinder’s “outside of the 


blockchain” is not duplicative, which is contradicted by Zinder itself. (Decision, 


Paper 7, p. 23; see also EX3001, ¶¶ 16-23).  


C. Zinder Teaches Restricted Access to Fully Distributed Data and 
Not a ’797 Patent PSDL 


Unlike the ‘797 Patent’s PSDL, Zinder teaches restricted access to fully 


distributed data. By Zinder’s own terms, its “outside of the blockchain” storage (604 


and 606 contained within 600 “resource repository”) is replicated at every node, 


duplicated, and collocated with every copy of the blockchain, consistent with 


Nakamoto principles detailed in the POPR. (See, e.g., POPR, Paper 6, pp. 4-5, 15-
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16, and EX3001 ¶¶ 16-23). Zinder makes no statements or suggestions that 604, 606, 


600, or the term “resource repository” which appears to capture and include every 


instance of “additional,” “other,” “provenance,” or “outside of the blockchain” items 


are stored or operated anywhere but at each node as is clearly stated throughout its 


specification and claims. (EX3001, ¶ 18). An examination of Zinder’s teachings 


based on Zinder’s terminology rather than the figures—compels an identical 


conclusion. (EX3001, ¶¶ 18-22). 


Zinder teaches and requires that each node, of perhaps 100,000 nodes (see 


POPR, Paper 6, p. 25), contains the resource repository.  (EX3001, ¶ 23). As detailed 


in the POPR and fatal to Zinder, Zinder, whether examined through its figures, terms, 


or a combination thereof all result in the same collocated conclusion which is 


consistent with the POPR (Paper 6; see also EX3001, ¶ 23). 


Zinder further cements the duplication and collocation:  


The availability of the records on the blockchain is also increased 
because of the distributed nature of the distributed blockchain 
computing system. Thus, the failure of one node (or the destruction of 
records in one location) will not result in loss of the digital provenance 
information. 


(See, e.g., EX1004, ¶ 13 and EX3001, ¶ 24). This provenance data, which is “outside 


of the blockchain,” is collated with transaction records through the combinations of 


Zinder 604, 606, and 600, meaning that this statement should be understood to state 
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what is written in Zinder– provenance (supplemental) information is fully distributed 


to every node. (EX3001, ¶ 24). 


D. Zinder Does Not Teach a PSDL or the Separateness Required of a 
PSDL 


The Board misstated the required separateness and configuration of a PSDL, 


as the PSDL is detailed in the ‘797 Patent specification and as used in the ’797 Patent 


claims. (EX3001, ¶ 25)  


Understanding the nodes are the potentially innumerable duplicated 


blockchain validators where each stores a duplicate copy of the blockchain 


transaction record, the ‘797 Patent specification states:  


For clarity, the base DCL is stored and transacted independent of the 
PSDL storage. Also for clarity, PSDL storage may impart absolute 
values (where absolute values are subject to differences over time 
sequences), descriptive characteristics, or a mix of absolute values, 
relative values, and descriptors. 


(EX1001, p. 17). 


The ‘797 specification precludes “PSDL storage at every node” because it 


specifically requires that a DCL (the blockchain transaction ledger or distributed 


computer ledger) is stored and transacted independently of the PSDL. (EX3001, ¶ 


27). 


Blockchains as described in Zinder are fully distributed among nodes: “Each 


node that is part of the distributed computer system may also keep a copy or a portion 
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of the blockchain 618 in storage (e.g., on disk or in RAM) that is local to the 


corresponding node.” (EX1004, ¶ 48).  Using Zinder’s teaching that a blockchain 


and its transaction ledgers are fully node-distributed as detailed in Zinder (Id.); that 


is each node contains and operates from a copy of the blockchain transaction ledger 


(along with Zinder’s supplemental items—see, e.g., Zinder, EX1004, claim 1, p. 35, 


and EX3001, ¶ 28), Zinder conflicts with ‘797 Patent claim limitations including 


EX1001, p. 19, Claim 2, EX1001, p.20, claim 6, EX1001, p. 20, claim 14, and both 


independent claims 1 and 19 limiting a PSDL to be either centralized or 


decentralized (and not distributed) (See including EX1001, p. 19, claim 1, and 


EX1001 p. 20, claim 19)—all of which require a separateness in conflict to Zinder. 


(EX3001, ¶ 17-23, 30).  


The ‘797 Patent claim limitations state that a PSDL must be independent and 


written [to] and stored separately from a DCL or blockchain transaction ledger, and 


that a PSDL must be centralized or decentralized. It is not possible for a PSDL, as 


specified and used in the ‘797 Patent to be consistent with Zinder’s supplemental 


“outside of the blockchain.” (EX3001, ¶ 29). 


Toll’s data of “information not submitted” is redundant data already on the 


blockchain without any teaching or suggestion of use. Further, Toll’s “information 


not submitted” (EX1005, ¶ 52) does not suggest or teach any value imputing or 


impacting blockchain transaction records or any other action for its supplemental 
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data. (EX3001, ¶ 31). Toll’s sole reference to “information not submitted” is limited 


to a single paragraph with no application or use of “information not submitted” (id.) 


and the entirety of Toll teaches a use of the blockchain itself for messaging through 


multiple triggering blockchain transactions for storage on one or more other 


blockchains. (EX3001, ¶ 31). While Toll does not state, teach or write anything 


regarding its supplemental items of “wallet,” “account,” or “business process rules” 


(EX1005, ¶ 52), when used in their common meaning, Toll merely restates 


duplication of data already on the blockchain, where conventional blockchain 


addresses are representative of wallets and accounts and blockchain deployed smart 


contracts contain business process rules. (EX3001, ¶ 31.) 


E. No Other Petitioner Art Teaches or Suggests a PSDL 


Further, none of MedRec (EX1009), IPFS (EX1021), SIA (EX1022), Storj 


(EX1023), or Swarm (EX1024), suggest, teach, or add a PSDL’s centralized or 


decentralized linked storage to a distributed blockchain, and each affirmatively 


discourages or precludes any degree of centralization (or non-distribution). (See, 


e.g., POPR, Paper 6, pp.10-11 (internal citations omitted) and EX3001, ¶ 32). 


Similarly, both Chainlink (EX1020) and Zhang (EX1006) do not suggest or teach 


any linked data storage (POPR, p. 12, 14, internal citations omitted, and EX3001, ¶ 


32). Toll (EX1005) teaches storage of duplicative administrative items such as wallet 


and account information at “a clearing house computer system” (EX1005, ¶ 52), but 
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Toll makes no teaching or suggestions of any “electronically published data streams” 


(see, e.g. EX1001, claims 1, 7, 19, pp. 19-20), independent frequency and process 


of writing and storing to a PSDL as required by a PSDL (see, e.g., EX1001, p. 17) , 


or the use of any items to alter, impact or impute any blockchain transaction records 


values (EX1001, claims 1, 7, 12, 13, 15, 19, 20, pp.19-20; EX3001, ¶ 32).  


III. CONCLUSION 


The Patent Owner therefore respectfully requests that the decision to institute 


an inter partes review be reversed. 
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