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Director Vidal,

Petitioner, TP-Link, hereby notifies Patent Owner and the USPTO of the filing of the attached
Request For Director Review (“Request”) of the Institution Decision in IPR2023-01393 (“Decision”).
The Request is being filed pursuant to the Revised Interim Director Review Process
(https://www.uspto.gov/patents/ptab/decisions/revised-interim-directorreview-process).

The Request seeks review of two issues (ranked below):

1. The first issue is the Board’s denial of Petitioner’s request to submit for the Board’s
consideration prior to rendering its Decision a short reply presenting non-confidential post-
Petition deposition testimony from Patent Owner’s technical expert in the parties’ parallel ITC
proceeding (Investigation No. 337-TA-1361), which is inconsistent with the positions Patent
Owner and its separate IPR expert took in Patent Owner’s Preliminary Response (“POPR”)
concerning the prior-art presented in the Petition grounds and the only claim limitation in
dispute, “at the same time.” Petitioner believes the Board’s preclusion of this highly relevant,
non-confidential deposition testimony was an abuse of discretion. It also implicates an
important policy issue: patent owners should be held in PTAB proceedings to the inconsistent
positions taken by their litigation experts in parallel litigation proceedings.

2. The second issue is the Board’s failure to address and resolve a claim-construction dispute
concerning the “at the same time” limitation that is the subject of the inconsistent deposition
testimony discussed above. Petitioner became aware of this dispute after reading the POPR,
and thereafter notified the Board that the POPR raised new claim construction dispute. The
Board denied Petitioner’s request to submit a short reply on this issue, but then in the
Decision did not acknowledge the dispute or render a construction of “at the same time.”
Petitioner believes the Board’s failure to construe “at the same time” in these circumstances
was an abuse of discretion.

Petitioner believes that the Decision raises an issue of first impression, namely whether the Board’s
denial of Petitioner’s request to supplement the record due to a purported Protective Order issue
was an abuse of discretion. In order for the Director to have a more complete record to evaluate
this issue, Petitioner requests leave to file the deposition transcript and the ITC Protective Order as
new exhibits. Patent Owner confirmed to Petitioner on March 27, 2024 that the deposition
transcript does not contain any of its confidential information, resolving the confidentiality issues.

IPR2023-01393
Ex. 3101
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Pursuant to 37 C.F.R. § 42.71(d), Petitioner TP-Link Corporation Limited
(“TP-Link”) requests Director review of the Board’s decision not to institute an IPR
against U.S. Pat. No. 7,936,714 (Paper No. 15, “Decision”). The Decision is an abuse
of discretion in two significant respects. It also presents an important policy issue
regarding the need to hold patent owners to inconsistent positions taken in parallel
litigation proceedings.

First, the Board improperly precluded TP-Link from submitting for the
Board’s consideration certain non-confidential deposition testimony from Dr.
Stephen Wicker, Patent Owner Netgear Inc.’s (“Netgear”) technical expert in the
parties’ parallel ITC proceeding (Investigation No. 337-TA-1361). During his
deposition—which took place more than 3 months after TP-Link filed its Petition—
Dr. Wicker made admissions relating to the prior art presented in the Petition that
are inconsistent with and undermine the positions Netgear and its IPR expert Dr.
Haas took in the Preliminary Patent Owner Response (“POPR”).

In rejecting TP-Link’s request, the Board did not find that Dr. Wicker’s
testimony was irrelevant or not probative. Rather, the Board’s sole reason for
disallowing supplementation of the record was that Dr. Wicker’s deposition
transcript is designated confidential in its entirety under the Protective Order in the
parallel ITC Investigation. But the specific proffered testimony from Dr. Wicker

addresses prior art issues and is not confidential on its face. Indeed, Netgear
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confirmed to TP-Link in writing on March 27, 2024, that Dr. Wicker’s deposition
transcript does not contain any Netgear confidential information. Netgear confirmed
that to TP-Link without any discussion, despite having represented to the Board that
resolving confidentiality issues would require “significant discussion.” Ex. 1032,
8:8-10. Moreover, the ITC Protective Order provides mechanisms for removing
confidentiality designations from non-confidential portions of deposition transcripts,
including via withdrawal of the designation by the designating party or via a motion
to the ITC when the parties disagree—motions the ITC routinely grants, as discussed
below. Given the importance of Dr. Wicker’s testimony, the Board should have
permitted TP-Link to reach agreement with Netgear or at least invoke the relevant
procedures set forth in the ITC Protective Order to submit Dr. Wicker’s testimony,
along with a brief explanation of its relevance. The Board’s denial of TP-Link’s
request is a clear abuse of discretion, and it implicates an important policy matter:
patent owners like Netgear should not be permitted to take one position in a POPR
while shielding contrary admissions by its litigation expert.

Second, after TP-Link notified the Board that Netgear’s POPR raised a new
claim construction dispute over the term “at the same time” (Ex. 3001), the Board
denied TP-Link’s request to submit a short reply on this issue, stating, “We were not
persuaded that this was an unforeseeable issue simply because the term was not in

dispute in the parallel ITC litigation.” Paper No. 12 at 3. Regardless of whether TP-
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Link should have been granted a reply, the Board thereby was made aware of a
critical claim construction dispute between the parties. Indeed, underscoring the
importance of this issue, “at the same time” is the only claim element that Netgear
argues is not taught by the Morikawa and Serizawa references that form the Grounds
of TP-Link’s Petition. Because a construction of “at the same time” was necessary
to resolve the parties’ dispute over Morikawa and Serizawa, Federal Circuit law
obligated the Board to construe this term.

Yet, the Board did not construe “at the same time” in its Decision, or even
acknowledge that this dispute existed. It therefore is unclear what interpretation of
“at the same time” the Board applied. To the extent the Board implicitly adopted the
construction of “at the same time” that Netgear and its expert Dr. Haas applied in
the POPR—requiring overlapping receive and transmit data packets—that
construction is wrong. Overlapping packets are not disclosed anywhere in the
intrinsic record. In fact, when the “at the same time” language was added to
distinguish the Mangal reference during prosecution, the applicant at the time (not
Netgear) made clear that this term merely indicates that two different uplink and
downlink frequencies are used during a bi-directional interaction or communication
session between a base station and a subscriber unit. Under this proper construction,
which TP-Link applied in its Petition, there is no reasonable dispute that the

Morikawa and Serizawa references both teach the “at the same time” requirement.
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I. LEGAL STANDARDS

“Requests for Director Review of the Board’s decision whether to institute an
AlA trial . . . shall be limited to decisions presenting (a) an abuse of discretion or (b)
important issues of law or policy.” Revised Interim Director Review Process at 2(B).
If Director Review is granted, the previous panel’s decision will be reviewed de novo
by the Director, or by a Delegated Rehearing Panel. /d. at 5(A)(iii).

II. BACKGROUND OF THE CASE
A. The >714 Patent

U.S. Pat. No. 7,936,714 (“the *714 patent”) is directed to a wireless base
station (see, e.g., claim 13) or a subscriber unit (see, e.g., claim 1) in which a
downlink communication (base station to subscriber station) and an uplink
communication (subscriber station to base station) take place at the same time over
different frequency bands separated by at least one octave (a frequency ratio of at
least two). This concept is illustrated in Figure 1 of the *714 patent, which shows

base station 10 communicating with subscriber units S1 and S2:
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Ex. 1001, Fig. 1. Using subscriber unit S1 as an example, downlink communication
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102 and uplink communication 101 preferably occur “at the same time” in different
frequency bands that are more than an octave apart, such as 2.4 GHz and 5 GHz.
Representative claims 13 and 32 are both written from the perspective of the base

station, and use different terminology to capture this concept of ‘“same time”

communication:
Claim 13 Claim 32
“wherein at least a portion of said “wherein said transmitting and said
receiving and at least a portion of said | receiving occur during the same
transmitting occur at the same time.” | communication session.”

As TP-Link explained in its Petition, the limitations “at the same time” and
“during the same communication session” were added to the claims during
prosecution to overcome the Mangal prior art reference. Ex. 1004 at 295-307.
Mangal describes a communication system that includes a subscriber unit system
and a base station, each with a pair of wireless transceivers. Ex. 1018 at 2:59-3:16.
One of the two transceivers in each of the subscriber unit system and the base station
operates on a licensed (low interference) frequency, while the other transceiver in
each of the subscriber unit system and the base station operates on an unlicensed
(high interference) frequency. Id. Mangal explains that for the duration of a given
interaction or communication session between them, the base station and the
subscriber station pick only the licensed band or the unlicensed band for the uplink

and downlink—in other words, during a given interaction or session with the
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subscriber station, Mangal’s base station will transmit and receive on the same
frequency, not on two different frequencies. Id. at 6:27-42.

This single-frequency operation of Mangal is precisely what the *714 patent’s
applicant distinguished by adding the “at the same time” and “during the same
communication session” terms. The applicant clearly explained this characterization
of Mangal in its amendment filed with the Patent Office:

Mangal teaches bidirectional communication in one of a licensed
band, e.g., a low interference band, or an unlicensed band, ¢.g., a high

interference band, at the same time. However, Mangal wholly fails to

describe transmitting in one band and receiving in_another band at

the same time. According to Mangal, a base station selects one of a

licensed sub frame or afn] unlicensed sub frame, for communication,
based on a required quality of service for a communication service. See
Mangal, col. 6 lines 35-38. Once the licensed or unlicensed
communication concludes, “the session terminates and wireless
capacity tears down in reverse order ending the session.” /Id. at lines
54-57. Clearly, Mangal describes transmitting and receiving in only

one of an unlicensed or a licensed band during a single

communication session.

Ex. 1004 at 305 (emphasis added). As the amendment makes clear, the applicant
distinguished Mangal because Mangal’s base station uses the same licensed or
unlicensed frequency during a given bidirectional communication or session with a

subscriber station. Notably, as seen in the excerpt above, the applicant equated “at
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the same time” with “during a single communication session”—there is no reference
to data packets having to overlap on the uplink and downlink. The applicant
confirmed this distinction over Mangal multiple times during prosecution. See, e.g.,
id. at 372, 376. The Board of Patent Appeals ultimately agreed with the applicant,
stating: “Mangal, at best, discloses bidirectional communication occurring entirely
in only one of a low interference band or a high interference band at the same time,
and not simultaneously in both bands.” Id. at 455 (emphasis in original).

B. TP-Link’s Petition and Netgear’s POPR

TP-Link filed its IPR Petition on September 7, 2023, alleging claims 1-32 of
the ’714 patent are obvious in view of the Morikawa and Serizawa references. After
explaining the prosecution history and the applicant’s distinction over the Mangal
reference, TP-Link explained how Morikawa and Serizawa both teach using
different uplink and downlink frequencies at the same time/during the same
communication session between a base station and a subscriber.

For example, as shown in Figure 1 of Morikawa (seen below), base station 26
uses a submillimeter-wave frequency for downlink communications to a subscriber
unit using a transmitter that works only at that frequency, and it receives uplink
communications from a subscriber unit at the same time on a 2.4 GHz frequency

using a receiver that works only at that frequency. See, e.g., Paper No. 2 at 12—13.
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Ex. 1005, Fig. 1. Serizawa (Ex. 1006) discloses a similar system in its Figure 19,
where downlink communications from base station 501 to each of the portable
terminals 502 occur in the 60 GHz band, while uplink communications occur at the
same time in the 2.4 GHz band. See, e.g., Paper No. 2 at 14-15.

In its POPR, Netgear argued that Morikawa and Serizawa do not teach “same
time” communication. Netgear based this argument on an unduly narrow
construction of “at the same time” that requires overlapping transmit and receive
packets. For example, with regard to Morikawa, Netgear argued that Morikawa does
not disclose “same time” communication because in a non-limiting embodiment of
Morikawa, a subscriber unit will transmit a “request packet” to the base station and
receive a “response packet group” from the base station, and “[t]he request
necessarily precedes the response group such that the uplink request does not
overlap even partially with the downlink response.” Paper No. 7 at 17. Yet, nothing
in the intrinsic record requires overlapping packets for “same time” communication.

Rather, as discussed above, the prosecution history shows that “at the same time”
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refers to the timeframe during which a bidirectional communication or session
occurs between a base station and a subscriber unit, not whether there is packet
overlap at any single moment in time during that session.

C. Dr. Wicker’s ITC Deposition

Following the submission of Netgear’s POPR, its ITC expert for the *714
patent, Dr. Wicker, sat for a deposition. During that deposition, Dr. Wicker was
asked questions about the knowledge of a person of ordinary skill, as well as the
Morikawa and Serizawa references. Dr. Wicker made numerous admissions that
cannot be squared with Netgear’s POPR and Dr. Haas’s POPR declaration. TP-Link
provided examples of some of these admissions in its email to the Board requesting
leave to submit Dr. Wicker’s testimony. See Ex. 3001. But there were other
examples. For instance, Morikawa discloses and claims a “point-to-multipoint
system,” and Dr. Wicker admitted, without qualification or equivocation, that “in a
point-to-multipoint system, the base station can receive and transmit at the same
time.” Ex. 1033, 24:22-25.! This candid admission shows that a POSITA reading
Morikawa would understand that its base station—the point in Morikawa’s point-to-

multipoint system—can receive and transmit at the same time for the reasons TP-

! Per Section 3.E of the Revised Interim Director Review Process, TP-Link has not
filed new Exhibits 1033 and 1034 with this Request, but has requested permission
to do so via email.





IPR2023-01393
U.S. Patent No. 7,936,714 B1

Link explained in its Petition, which is the only element of claim 13 that Netgear
argues 1s missing from Morikawa. Dr. Wicker’s testimony therefore directly
contradicts Netgear’s and Dr. Haas’s argument that Morikawa does not teach “same
time” communication.

Dr. Wicker also admitted that Morikawa discloses a base station that transmits
and receives on the claimed frequencies in the same communication session. Ex.
1033, 163:8-19. This admission prompted Netgear to later disclaim claims 31-32,
in which this limitation appears. As discussed above, however, Netgear equated
“during the same communication session” with “at the same time” during
prosecution. Indeed, in the POPR Netgear and Dr. Haas treated claims 13 and 32 as
having identical scope. See, e.g., Paper No. 7 at 25 (arguing Morikawa does not teach
claim 32 for same reasons it does not teach claim 13).

Dr. Wicker also admitted that Serizawa’s handsets (elements 502 in Figure 19
of Serizawa) can be used to make telephone calls. Ex. 1033, 205:13-21. In a
telephone call, both callers can talk to each other at the same time. Dr. Wicker
thereby admitted that Serizawa’s base station can transmit and receive at the same
time, consistent with the arguments in TP-Link’s Petition.

D. TP-Link’s Request for a Reply to the POPR

Following Dr. Wicker’s deposition, TP-Link requested leave to file a short

reply to Netgear’s POPR. Ex. 3001. TP-Link pointed out that Netgear was advancing

10
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a new claim construction relating to overlapping data packets that it did not propose
during the ITC proceeding and that TP-Link could not have foreseen. In denying
TP-Link’s request, the Board noted that “[c]laim construction is within our purview,
and we are capable of determining what the claim construction should be,” and stated
that “Petitioner has not demonstrated good cause to permit a reply to introduce its
claim construction”—despite the fact that Netgear’s new construction had never
been disclosed to TP-Link. Paper No. 12 at 4. Although the Board asserted that it is
“capable of determining what the claim construction should be,” when it
subsequently denied institution, it did not construe the disputed “at the same time”
requirement—even though there is a clear dispute between the parties over the
meaning of this term. Decision at 7-8.

TP-Link also informed the Board that Dr. Wicker gave deposition testimony
that directly contradicts Netgear’s POPR and Dr. Haas’s supporting declaration, and
requested leave to submit that testimony to the Board. See Ex. 3001. Although the
Board did not disagree that Dr. Wicker’s testimony was relevant and probative, it
precluded TP-Link from submitting this non-confidential testimony because Dr.
Wicker’s transcript was designated confidential overall under the ITC Protective
Order, noting, “[W]e decline to require the filing of a document covered by an
International Trade Commission protective order.” Paper No. 12 at 4-5. Yet, the

Board was not being asked to “require” the filing of Dr. Wicker’s testimony. Rather,

11
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TP-Link expressly asked the Board to allow it to submit Dr. Wicker’s testimony,
which it would have done either by confirming with Netgear that the testimony does
not contain Netgear confidential information—which TP-Link has since done—or

in accordance with the provisions of the ITC Protective Order.

III. ARGUMENT

A.  Exclusion of Dr. Wicker’s Deposition Testimony Was An Abuse of
Discretion and Implicates an Important Policy Matter.

TP-Link should have been permitted to supplement the record with Dr.
Wicker’s post-Petition deposition testimony that directly contradicts and
undermines the arguments Netgear made in its POPR. As a matter of policy, a patent
owner such as Netgear should not be permitted to take one position before the
Board—namely, that Morikawa and Serizawa do not teach ‘“same time”
communication—while at the same time shielding contradictory deposition
testimony from its litigation expert. Dr. Wicker’s testimony is clearly relevant to and
probative of the issues raised in TP-Link’s petition and in Netgear’s POPR. Indeed,
the Board has previously recognized that ITC deposition testimony that contradicts
a position the patent owner takes in an IPR is relevant information. See Maxlinear,
Inc. v. Cresta Tech. Corp., IPR2015-00594, Paper 35 at 7 (P.T.A.B. Jan. 27, 2016).
Consistent with such prior decisions, the Board did not question the relevance of Dr.

Wicker’s testimony here. Instead, it based its denial of TP-Link’s request on the fact

12
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that Dr. Wicker’s deposition transcript is designated as confidential in its entirety
under the ITC Protective Order. Paper No. 12 at 4-5. Given the undisputed
relevance of Dr. Wicker’s testimony, that denial was a clear abuse of discretion.
Notwithstanding the Board’s conclusion that “we decline to require the filing
of a document covered by an International Trade Commission protective order,” id.,
TP-Link was not seeking an order requiring it to submit Dr. Wicker’s deposition
testimony. Rather, TP-Link was merely seeking leave to do so. Ex. 3001. In order
to exercise that leave, TP-Link would need to confirm with Netgear that the
transcript does not contain any Netgear confidential information—which TP-Link
subsequently did—or follow the procedures set forth by the ITC for submitting such
information in the absence of Netgear’s acquiescence. As the Board has previously
recognized, an ITC protective order governs the conditions under which information
designated as confidential in the ITC may be filed with the Board. See, e.g.,
Maxlinear, IPR2015-00594, Paper 35 at 5. Here, the ITC Protective Order allows a
designating party to withdraw a confidentiality designation, and it also allows a party
to file a motion to remove confidentiality designations. Ex. 1034, 999, 12. The ITC
routinely grants such motions. See, e.g., Certain Touch-Controlled Mobile Devices,
Computers, and Components Thereof, ITC Inv. No. 337-TA-1162, Order No. 60 at
2 (U.S.LT.C. Oct. 15, 2020) (re-classifying portions of deposition transcript related

to prior art as non-confidential).

13
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Notably, the Board itself expressly recognized in its order denying TP-Link’s
request that there are mechanisms available for submitting Dr. Wicker’s testimony,
notwithstanding its designation under the ITC Protective Order: “If Petitioner seeks
to submit this testimony at a future time, to the extent that the parties cannot agree
to confidentiality issues concerning this testimony under the ITC protective order,
the parties shall seek the assistance of the ITC to resolve any issues.” Paper No. 12
at n.1. Given the relevance of Dr. Wicker’s deposition testimony, TP-Link
respectfully submits that it was an abuse of discretion for the Board to preclude TP-
Link from submitting his testimony, thereby allowing Netgear to successfully
advance inconsistent arguments before the Board.

B.  The Board Also Abused Its Discretion by Failing To Properly
Construe “At the Same Time.”

The Board further abused its discretion by failing to construe “at the same
time.” The Board was presented with a clear claim construction dispute, which had
to be resolved before the Board could properly evaluate the prior art applied in the
Grounds. When there is such a dispute, the Federal Circuit requires its resolution.
See, e.g., O2 Micro Int’l Ltd. v. Beyond Innovation Tech. Co., 521 F.3d 1351, 1360
(Fed. Cir. 2008) (court must resolve claim construction disputes between the parties);
Homeland Housewares, LLC v. Whirlpool Corp., 865 F.3d 1372, 1375 (Fed. Cir.

2017) (PTAB must resolve claim construction disputes in the context of IPRs).

14





IPR2023-01393
U.S. Patent No. 7,936,714 B1

Properly construing the term requires reviewing the intrinsic record regarding the
distinction the applicant made over the Mangal reference, and interpreting “at the
same time” consistent with the applicant’s arguments to the Examiner. See, e.g.,
DePuy Spine, Inc. v. Medtronic Sofamor Danek, Inc., 469 F.3d 1005, 1014 (Fed. Cir.
2006) (“In determining the meaning of the disputed claim limitation, we look
principally to the intrinsic evidence of record, examining the claim language itself,
the written description, and the prosecution history, if in evidence.”).

Instead, the Board failed to perform any construction, and it ignored the
applicant’s statement that explained what “at the same time” means. If the Board
had engaged in a proper claim construction analysis—taking into account the
applicant’s argument that “at the same time” means two different uplink and
downlink frequencies are used during a bidirectional interaction or communication
session between a base station and a subscriber unit—there could be no reasonable

dispute that Morikawa and Serizawa both teach “at the same time” communication.

IV. CONCLUSION

For the reasons stated above, TP-Link respectfully requests Director review.
Date: March 28, 2024 Respectfully submitted,

/s/ Todd M. Friedman
Todd M. Friedman, P.C.
Counsel for Petitioners
Reg. No. 42,559
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