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On January 16, 2024, the District Court Action was reassigned to Judge Julia 

E. Kobick, who recently joined the federal bench on November 13, 2023.  Ex. 1030; 

Ex. 1031.  On January 19, 2024, Judge Kobick reset the Markman hearing, originally 

scheduled for March 18, 2024, to May 6, 2024.  Ex. 1032.  This new hearing date is 

after March 29, 2024, the statutory deadline by which the Board will issue its 

institution decision in this proceeding.  35 U.S.C. § 314(b). 

The parties simultaneously filed opening claim construction briefs on January 

12, 2024.  The case still remains in its very early stages.  Even now, little discovery 

has occurred; notably, Patent Owner does not identify what “substantial discovery” 

has supposedly taken place.  Paper 6 at 9.  No depositions have been taken, and the 

only document Patent Owner has produced to date is a copy of the ’050 patent file 

history.  The deadline for serving opening expert reports is over five months away. 

Fintiv factor 2, the trial date and the Board’s statutory deadline, weighs against 

denial.  While the District Court Action remains set for trial on March 24, 2025, that 

date is unlikely to hold.  With the Markman hearing date moving to May, the rest of 

the case schedule—including expert reports, dispositive motions, and trial—will 

likely need to be adjusted as well to provide the Court sufficient time to issue its 

Markman decision.  Indeed, in Massachusetts, the median time between a Markman 

hearing and the court issuing a Markman order is 4.1 months, while the average time 

is 8 months.  Ex. 1033.  Even assuming Judge Kobick, a new judge, takes just 4.1 
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months to issue a Markman order (i.e., in September 2024), all dates from opening 

expert reports to trial (Ex. 1024) likely will need to move by 3–4 months.  With such 

a move, trial will occur well after the statutory deadline for a final written decision. 

Fintiv factor 3 also weighs against denial, as there has been little investment 

by the Court in the District Court Action.  Minimal discovery has occurred, and the 

Court has not yet issued a claim construction order.  Snap, Inc. v. SRK  Tech. LLC, 

IPR2020-00820, Paper 15 at (PTAB Oct. 21, 2020) (“Where the District Court has 

not issued claim construction orders and the discovery process is not yet complete, 

the remaining investment of time and effort likely necessary to bring co-pending 

litigation to trial appears to far outweigh that which has already been invested.”). 

Patent Owner asserts that, under this factor, Petitioner’s filing of the Petition 

near the statutory deadline also warrants denying institution.  Paper 6 at 9–10.  Patent 

Owner, however, did not identify the asserted claims until September 1, 2023.  Ex. 

1007 (Infringement Contentions).  Petitioner then promptly filed the Petition on 

September 18, 2023, within weeks of learning that Patent Owner was asserting all 

18 claims of the ’050 patent.  This fact weighs against denial.  Snap, IPR2020-00820, 

Paper 15 at 11 (“If the evidence shows that a petitioner filed its petition 

expeditiously, such as promptly after becoming aware of the claims being asserted, 

this fact has weighed against denying institution.”). 

Petitioner respectfully submits that the Board should institute IPR. 
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Date:  January 30, 2024 Respectfully submitted, 
 
/Sanjeet Dutta/      
Sanjeet Dutta 
Registration No. 46,145 
Goodwin Procter LLP 
601 Marshall Street 
Redwood City, CA 94063 
Email: sdutta@goodwinlaw.com 
Tel:  (650) 752-3100 
Fax:  (650) 853-1038 
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