10

11

12
13
14
15
16
17

18
19

20

21
22
23
24

Page 1

UNI TED STATES PATENT AND TRADEMARK OFFI CE
BEFORE THE PATENT TRI AL AND APPEAL BOARD

TOAST | NC,
ClVIL ACTI ON
Petitioner,

VS.
GRATUI TY, LLC,

Pat ent Owner. : NO. | PR 2023-01408

FRI DAY, MAY 31, 2024

Zoom deposition of SAMJUEL H. RUSS, PH. D.
taken at W I m ngton, Del aware, commencing at 12:00
p.m, before John P. Donnelly, Registered Diplomte
Reporter, and Notary Public in and for the State of
Del awar e.

VERI TEXT LEGAL SOLUTI ONS
Regi stered Professional Reporters
300 Del aware Avenue, Suite 815
W | m ngton, DE 19801
(302)571-0510

Veritext Legal Solutions
215-241-1000 ~ 610-434-8588 ~ 302-571-0510 ~ 202-803-8830

Gratuity Exhibit 2007




© 00 N o O A~ W N

NN NN R R R R R R R R R
A W N P O © 0 N O O A W N B O

SAMUEL H. RUSS, PH.D.

Page 12

limtations of the dependent clainms." Do you see
t hat ?

A. Yes, | see that. There is a sentence
that begins with "nore specifically.” And there |
tal k about where he or she -- the examner -- relied
on Marshall for denonstrating limtation of
dependent cl ai ms, yes.

Q Now, your understanding is that there
are two types of claims in a patent, right,

I ndependent and dependent. Do you understand that?

A. Yes.

Q And you understand that a dependent
claimtypically depends from another claimin the
pat ent ?

A. Yes, right. In fact, that is the
definition of dependent claim it depends from
another claimin the patent. That's right.

Q So when you say that Marshall was
only applied against the dependent clainms, the
exam ner, in exam ning those dependent clainms, would

al so be considering the independent claimfrom which

t hat dependent claimcane from |Is that correct?
A. The exam ner woul d have been
considering it. The exam ner did not expressly
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apply Marshall to the independent clains and relied
on it for the dependent cl ai ns. Yes, the
exam ner -- he or she -- would have | ooked at
I ndependent clains before turning to the dependent
cl ai ns.

Q. If you | ook at paragraph 78, you note
in 78 that Marshall definitely was of record. |Is
t hat correct?

A. Yes, | say that "there is no dispute
t hat Marshall was on the record.”

Q And during the prosecution history,
t he exam ner made an exam ner's anmendnent where he
t ook sonme of the [imtations regarding cloud

conmputing and essentially included those in the

i ndependent claim |Is that correct?
A. Let's see. Examiner -- |'mreading
from paragraph 78. "Specifically, the Exam ner

i ntroduced to i ndependent clainm 30 and 39 the
[imtation that the gratuity system... 'is a cloud
computing systemrenote fromthe plurality of client
busi ness [systens'] ... and the Applicant never
addressed, nor challenged, the Exam ner's assertions
regardi ng Marshall's teachings. |nstead, Applicant

focused on nore prom nent prior art references."”
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Q. Essentially, what the exam ner told
the applicant was that the limtations of --
regarding the cloud conmputing systemrenote fromthe
plurality of client business systens, the exam ner
found that to be patentable subject matter if it was
included in the independent clainms. 1|s that
correct?

A. Well, the exam ner obviously, at sone
point, found the clains that are here today
patent abl e over the art. And | think I amjust
maki ng the point here that he inserted an examner's
amendnment, and introduced the limtation of cloud
computing systemrenote fromthe plurality of client
busi ness systens.

Let me think. In fact, the top
paragraph 78 | think adds some inportant
information. "The Exam ner determ ned that Marshal
was no | onger relevant to clainms 30-33, 36-39 and
41-45 as presented by the Applicant in a response
filed April 7, 2017 ... Instead, the Exam ner went
one step further and introduced subject matter from
the clains which were previously found to be very
rel evant to Marshall's teachings via an Exam ner's

amendnment."” And introduced the cloud conputing
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limtation that we've referenced before.

That is what the record says. And |
don't express, nor | think is true, that the cl oud
conmputi ng anmendnment was specifically drawn in |ight
of Marshall. | think it is just present -- it was

added in after the exam ner considered Marshall and

then later the claimwas found to be -- the issue
with that limtation in place.

Q If you could take a | ook at paragraph
81. Here, you are tal king about the Phillips

reference. Right?

A. Yes, that is the subject matter of
par agraph 81, yes.

Q You have, | think it is the second to
| ast sentence in this paragraph it says "As | noted
above, the Exam ner never consi dered Marshal

agai nst the newly added cl ains, and so al so never

consi dered Phillips in view of Marshall"'s
di scl osures.” Do you see that?

A Yes.

Q How did you arrive at that

concl usi on; have you spoken with the exam ner of
this patent?

A. No, | haven't. | am just sinply
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pointing out that in the record there is no

mention -- first off, it's clear fromthe record
that Marshall was applied to earlier clainms, not the
claim at issue. And that -- at |east not expressly

consi dered. And the same thing is true for

Phillips, it wasn't brought up again after the
claims got -- after the new clains canme al ong.
Q So | guess that is really ny question

is the termconsidered. Fromny perspective, as a
former examner, it's nmy perspective there are --
you may consi der references, but you may not
necessarily discuss themor apply them Right?

So | want to make sure that when you
say that "the Exam ner never considered Marshal
agai nst the newly added cl ains, and so al so never
consi dered Phillips in view of Marshall"'s
di scl osures,” | was trying to understand how you
determ ned what the exam ner consi dered.

I think what you are telling me is
based upon what the exam ner said, he didn't apply
t hose references again after the initial citation to
them |Is that accurate?

A. | nmean, it's certainly true that he

did not apply those references. And | use that as
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evi dence that they weren't considered. But the
written record is clear that they were not applied,
i ke, expressly listed in the witings.

Q So it could be that the exam ner
consi dered them but he considered the references
overcone by the applicant's statenents and,
therefore, did not discuss themfurther. That is a
possibility. Correct?

A. Well, | nmean, | suppose a theoretical
possibility. But |I find it very telling that there
was a tinme when Marshall and Phillips were applied
and then the clainm changed. So it looks to me |ike
that they weren't -- they weren't applied in
connection with the new clainms and, therefore, they
need to be studied now.

Q Let ne explore that a little nore.

So your opinion that Phillips -- your opinion that
"t he Exam ner never considered Marshall against the
newl y added cl ainms, and al so never consi dered
Phillips in view of Marshall's disclosures,"” is
based upon the fact that the exam ner did not
continue to discuss those references with respect to
these fully added clainms. Is that correct?

A. Well, the way | would put it is the
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fact that the exam ner did not mention them anynore,
first off, neans he certainly did not apply this
art. And it's evidence that he did not consider it,
that he | ooked at other art instead. And you can
see | have the opinion that the exam ner erred in
not applying Marshall and Phillips to the new set of
claims. And that, obviously, in ny report, |
express the opinions of why | think that's
i mportant, that Marshall and Phillips do, indeed,
I nval i date the clains.
But to circle back, so the fact that

he did not expressly apply them | find is evidence
t hat he did not consider them

Q Is it possible that he did consider
them but he did not consider themto be -- he did
not consider themto be worthy of further rejection
based upon the applicant's responses. What | am
essentially saying is; isn't it possible the
applicant convinced the exam ner of the differences
bet ween the invention -- the application for the
'050 Patent and the prior art, and the exam ner
agreed and sinmply stopped di scussing those
references because he felt they were overcone. That

is a possibility. 1s that correct?

Veritext Legal Solutions
215-241-1000 ~ 610-434-8588 ~ 302-571-0510 ~ 202-803-8830

Gratuity Exhibit 2007




© 00 N o O A~ W N

NN NN R R R R R R R R R
A W N P O © 0 N O O A W N B O

SAMUEL H. RUSS, PH.D.

Page 19

MR. ONG Obj ection, calls for
specul ati on.

THE W TNESS: You know, |'m not an
attorney. | amnot a patent exam ner, you know, |
don't know sonmetines how the exact process works. |
mean, |'mjust sinply saying that there's no nmention
of Marshall or Phillips after the new cl ains got put
in. And | am just saying that is evidence they
weren't considered. And it is part of my argunent
that the process needs to go be reexam ned, and |I'm
just sinply saying that this evidence that these
references weren't considered against the newy
added cl ai ns.

BY MR, WRI GHT:

Q. Sure, and | understand and |
appreci ate your opinion. | understand what you are
saying. | amjust putting out there the
possibility -- let me ask it this way: The patent
office issues patents. |Is that correct?

A Yes.

Q The ' 050 Patent was issued. Correct?

A. Yes, it was.

Q And so the exam ner presumably does
his job or her job in exam ning patents. |[|s that
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Q If you were to take different
features or facets, as you say, fromdifferent
enmbodi nents, what would be the nmotivation to conbine
those features and facets if they are not actually
conbi ned in Marshall itself?

A. Well, | have a two-part answer to

that. First is | think my report speaks for itself

in that regard. | tried to explain ny rationale for
doi ng that.

And then secondly, |ike a connon
exanple that | use throughout ny report is if there

were a chain of restaurants and they were running
sonet hing along the Iines of a system of Marshall,
t he managenment of the restaurant chain would be
notivated to have a central system for nmanaging
things |like gratuities because that way the policies
are applied uniformy across the entire restaurant
chain. Enployees could nove from one restaurant to
anot her, for exanple, and gratuities would be
handl ed in a uniform way.

So it would be make sense then for
the GrataSoft systemto be in its web enmbodi ment --
actually in its cloud enbodinent. And then the

poi nt of sale systens at the restaurants woul d
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then -- the person of ordinary skill would be
notivated to set up the system so that the point of
sal e system at the restaurant upl oaded the
information to the central server so the gratuities
can be handl ed uniformy.

So that's an exanple and you can see
this throughout the report. | believe | address
that in ny report with these reasons why sonmeone
woul d do things a certain way.

Q If could you take a | ook at paragraph
117. Just one second here. So if you look that is
actually on page 57 in paragraph 117. This is the
first full sentence that begins with "A POSITA." Do
you see that?

A. Yes.

Q You say "A POSI TA woul d have
understood that all of the aforenentioned automated
processes constitute a 'gratuity distribution rules

on a client-by-client basis' executed by Marshall's

server via its GrataSoft system" Do you see that?
A. Yes, that sentence is in ny report.
Yes.
Q That quote that you have there,

"gratuity distribution rules on a client-by-client
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basis," is that quote from Marshall?
A. The quote is from Claim1l.
Q If you | ook at the second sentence in

paragraph 117, it says "According to Marshall,
GrataSoft is (to use the | anguage of claim 1 of the
"050 patent) 'configurable to i ndependently execute
gratuity distribution rules on a client-by-client
basis.'" Right?

A. Quoting fromclaim1l.

Q If you take a | ook at paragraph 210.
Let nme know when you get there.

A. Ckay.

Q If you |l ook at 210, the very first
sentence in 210 says "And because Marshall and
Webb's systens are so simlar, nodifications to the

system of Marshall to inplenent selected teachings

of Webb would be a straightforward matter." Do you
see that?

A. | do.

Q Is it your understanding there has to

be a notivation to conbine the select teachi ng of
Webb to nodify Marshal |l ?
A. Yes, there has to be a reason why a

person of ordinary skill in the art would sort of
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