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The ’050 Patent Discloses A Cloud-Based 

Gratuity Management System 

Exhibit 1001
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Key Aspects of ‘050 Patent Architecture

* * *

Ex. 1001, Fig 2A, 7:44-56; 8:23-27. 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Claim 1 of ’050 Patent

Ex. 1001 at claim 1.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Marshall (U.S. Patent App. No. 2008/0065396)
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Marshall Discloses Client-Based Processing of Gratuities

Ex. 1004 cover page and Fig. 3.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Marshall Discloses Client-Side Processing of Gratuities

Ex. 1004 at Fig. 3; PO Response at 6.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Marshall’s Embodiments All Relate To The System Disclosed In Figure 3

Ex. 1004 at paragraphs 105-106; PO Response at 6.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Marshall’s “Web-Based” System Still Calculates Gratuities At The Client-Side

Ex. 1004 at paragraph 103; PO Sur-Reply at 4.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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If Marshall Disclosed A Cloud-Based Gratuity Management System, 

There Would Be No Need For Uploading Calculated Tips From The Client or 

Downloading of Software Updates To The Client

Ex. 1004 at paragraph 104; PO Response at 25.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Marshall Discloses Having To Download Updated Sales Information Before 

Gratuities Can Be Calculated By The Client-Side Processing Unit

Ex. 1004 at paragraph 107; PO Response at 23.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Marshall Does Not Disclose A Cloud-Based Gratuity Management System That 

Calculates Gratuities For Multiple Clients Using A Cloud-Based Server That Is 

Separate And Distinct From The Client Business System/POS

Ex. 1004 at paragraph 109; PO Response at 23.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Grounds 2-4
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Webb Does Not Teach or Suggest A

Cloud-Based Gratuity Management System

Directed to a “time clock” system.

No disclosure of cloud-based gratuity management system that calculates 

gratuities on a client-by-client basis using employee and transaction information

extracted from individual client business systems to the remote gratuity

management server to apply stored client-specific gratuity distribution rules to

determine gratuity allocations for each client’s employees.   

Institution Decision does not set forth analysis of how challenged claims

would be obvious based on Marshall in view of Webb—that is, no explanation of

what Webb discloses or why it would have been obvious to combine with Marshall.

PO Response at 41-42

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Phillips Does Not Teach or Suggest A

Cloud-Based Gratuity Management System

Directed to client-side tip calculations at a client’s point-of-sale system.

No disclosure of cloud-based gratuity management system that calculates 

gratuities on a client-by-client basis using employee and transaction information

extracted from individual client business systems and sent to a separate and distinct

remote gratuity management server to apply stored client-specific gratuity distribution 

rules to determine gratuity allocations for each client’s employees.

Institution Decision does not set forth analysis of how challenged claims

would be obvious based on Phillips in view of Marshall — that is, no explanation of

what Phillips discloses or why it would have been obvious to combine with Marshall.

PO Response at 42-44.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Neither Phillips Nor Webb Cure Any Of Marshall’s Deficiencies

No disclosure of cloud-based gratuity management system that calculates 

gratuities on a client-by-client basis using employee and transaction information

extracted from individual client business systems to the separate and distinct remote 

Gratuity management server to apply stored client-specific gratuity distribution rules to

determine gratuity allocations for each client’s employees.   

Institution Decision does not set forth analysis of how challenged claims

would be obvious —that is, no explanation of what Webb and Phillips disclose or why it 

would have been obvious to combine with Marshall.

PO Response at 44-45.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Original Examiner Considered All Art Of 

Record And Correctly Found The Claims 

Patentable In The Reasons for Allowance
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The Original Examiner Considered Marshall, Phillips, and Webb

The original Examiner considered and rejected claims over Marshall:

•  discloses processors/servers as single system/multi-system/combination (Ex. 1008 at 215)

•   teaches multiple employers having different tipping requirements (Ex. 1008 at 218)  

The original Examiner also considered the “later introduced claims”:

• Examiner maintained rejections over Marshall and Phillips with 

respect to some claims but did not reject the “later 

introduced claims” 30-32  (Compare Ex. 1008 at 278 with Ex. 

1008 at 285)  

The original Examiner’s Reasons for Allowance indicates all “later introduced claims” were 

patentable over the prior art of record.  (Ex. 1008 at 432)

PO Response at 14-16.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Russ Confuses “Consideration” of Prior Art with

Application of Prior Art in a Rejection

Dr. Russ admitted his opinion, that the original Examiner did not “consider” the prior art,

was based on his understanding that the Examiner did not apply that art in a rejection.

 (Ex. 2007, Russ Tr. at 13:6-15:8; 17:4-19:13.)

Dr. Russ admitted that the Examiner could have considered the prior art, 

but ultimately allowed the claims over it.

 (Ex. 2007, Russ Tr. at 17:4-15)

The Prosecution History demonstrates that the Examiner considered all the prior art, but 

found the combination of elements in the later-introduced claims to be patentable over the 

prior art of record in view of the Examiner’s Amendment and Reasons for Allowance.  

 (Compare Ex. 1008 at 278 with Ex. 1008 at 285; Ex. 1008 at 425, 427, 429-430, 432) 

PO Response at 15-18.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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The Federal Circuit Has Warned That Extrinsic Evidence That Is 

Contrary To The Intrinsic Record Is To Be Rejected 

Dr. Russ’ opinion that the original Examiner did not consider the prior art of record 

is contrary to the intrinsic record which demonstrates the original

Examiner fully considered the prior art including Marshall, Philips, and Webb.

The Federal Circuit has cautioned against reliance on litigation-driven opinions that 

contradict the intrinsic evidence with respect to claim construction, including the

prosecution history.  

Under the correct claim construction, as applied by the original Examiner, the prior art

does not render the claims unpatentable.

PO Response at 13-18.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



End of Slides
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Patent Owner’s Demonstratives  
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CERTIFICATE OF SERVICE 

 

 Pursuant to 37 C.F.R. § 42.6(e), the undersigned certifies that on January 8, 

2025, the foregoing document is being served via electronic mail upon the 

following counsel of record for Petitioner: 

LEAD COUNSEL 

 

Sanjeet Dutta (Reg. No. 46,145) 

Goodwin Procter LLP  

601 Marshall Street  

Redwood City, CA 94063 

sdutta@goodwinlaw.com 

Tel: (650) 752-3100  

Fax: (650) 853-1038 

BACKUP COUNSEL 

 

Srikanth Reddy (Pro hac vice) 

sreddy@goodwinlaw.com  

Goodwin Procter LLP   

100 Northern Avenue  

Boston, MA 02210  

Tel: (617) 570 1000  

Fax: (617) 523-1231 

 

Andrew S. Ong (Reg. No. 69,076) 

Goodwin Procter LLP  

601 Marshall Street  

Redwood City, CA 94063 

aong@goodwinlaw.com  

 

 

       / Alan Wright / 

       Alan Wright 
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