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I. STATEMENT OF PRECISE RELIEF REQUESTED

Pursuant to 37 C.F.R. § 42.123(a) and in view of the authorization from the
Board by email on May 16, 2024, Petitioners Nokia of America Corporation
(“Nokia”), Ericsson Inc. (“Ericsson”), and T-Mobile USA, Inc. (“T-Mobile”)
(collectively, “Petitioners”) move to submit Exhibits 1017-1035 to include the
Supplemental Declarations of Dr. Daniel van der Weide and Mr. Carl Eklund.!

II. STATEMENT OF MATERIAL FACTS

1. On October 13, 2023, Petitioners filed IPR2023-01416, which included
Ground 2 — Genossar in view of WIMAX. The WiMAX reference (Ex. 1006) is the
IEEE 802.16.1 Draft Standard, “Air Interface for Fixed Broadband Wireless Access
Systems” (“WiMAX”). See Paper 1 at 10.

2. The alleged priority date of the *477 Patent is January 19, 2001.

3. Patent Owner challenged the accessibility of WiMAX in its Preliminary
Response. See generally Paper 8.

4. On April 16, 2024, trial was instituted on all challenged claims based

on all asserted grounds. See Paper 12 at 47.

! Petitioner is filing each of these Exhibits contemporaneously with the instant
motion. See Canon Inc., et al. v. Avigilon Fortress Co., Case IPR2019-00311, Paper

17 at 8 (P.T.A.B. August 14, 2019).



Case No. IPR2023-01416
U.S. Patent No. 6,947,477

5. On May 9, 2024, Petitioners emailed counsel for Patent Owner and
asked whether it would oppose Petitioners’ request to file the instant motion. On
May 14, 2024, counsel for Patent Owner indicated that they would oppose. On May
16, 2024, Petitioners’ request of May 15, 2024, to file the instant motion, was
granted. On May 24, 2024, Petitioners provided Patent Owner with a copy of
Exhibits 1017-1035.

6. Exhibit 1035 is the Supplemental Declaration of Dr. Daniel van der
Weide and Exhibits 1017-1023 are supporting exhibits. Dr. van der Weide describes
that WiMAX was publicly accessible before the 477 Patent’s alleged priority date,
was referenced and incorporated in patent applications dated well before the *477
Patent’s alleged priority, and therefore WiMAX qualifies as prior art under § 102(a).

7. Exhibit 1034 is the declaration of Carl Eklund, who is an employee at
Nokia Corporation, and Exhibits 1024-1033 are supporting exhibits. The Eklund
Declaration confirms the authenticity and public accessibility of the WiMAX
reference. The declaration describes Mr. Eklund’s participation on the 802.16.1
MAC Task Group Chair, his attendance at Sessions #9 and #10 of the IEEE 802.16
Working Group, and his observations that WiMAX had been downloaded over
20,000 times by November 2000 and had resolved over 600 technical comments.

III. ARGUMENT

Under 37 C.F.R. § 42.123(a), a party may file a motion to submit supplemental
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information where (1) the request for the authorization to file a motion to submit
supplemental information is made within one month of trial institution, and (2) the
supplemental information is relevant to a claim for which the trial has been
instituted. Entry of the proposed supplemental information is appropriate because
the exhibits are both timely and relevant to a claim for which trial has been instituted.
See material facts (“MFs™) 5, 6, and 7; see also 37 C.F.R. § 42.123(a).

WiMAX is a reference supporting Ground 2. As set forth in MF 3, Patent
Owner has challenged whether WiMAX was publicly accessible before January 19,
2001, and thus, qualifies as prior art under § 102(a). As a result of these evidentiary
challenges, the issue of public accessibility is ripe and is properly addressed at this
stage of the proceeding. Cisco Systems, Inc., v. Centripetal Networks, Inc., IPR2018-
0144, Paper 14 at 3 (P.T.A.B. May. 2, 2019).

Exhibit 1035, the van der Weide Supplemental Declaration, addresses the
public accessibility of WiMAX. Exhibit 1034 is therefore relevant under 37 C.F.R.
§ 42.123(a). MF 6. Indeed, Exhibit 1035 includes statements from Dr. Daniel van
der Weide explaining how at least three separate patent applications, all filed after
the publication of WiMAX in September 2000 cite to and demonstrate the public
accessibility of WiMAX before the alleged priority date of the *477 Patent.

Exhibit 1034, the Eklund Declaration, also addresses the public accessibility

of WiMAX and thus, the prior art status of WiMAX. MF 7. Exhibit 1034 is therefore
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relevant under 37 C.F.R. § 42.123(a). /d. Indeed, Exhibit 1034 includes statements
from Mr. Carl Eklund explaining how the WiMAX standard was downloaded over
20,000 times by November 2000, demonstrating its public accessibility before the
alleged priority date of the 477 Patent of January 19, 2001.

While Petitioners disagree with the evidentiary challenges by Patent Owner,
the supplemental information presented here responds to the challenges by Patent
Owner. Moreover, Exhibits 1017-1035 do not change the evidence on which
Petitioners relied in the Petition. Petitioners submitted the original van der Weide
Declaration with the Petition. In Exhibit 1003, Dr. van der Weide discussed the
public accessibility of WiMAX and specifically named Carl Eklund as an industry
member who directly worked on and facilitated the production of the draft standard
and identified him as someone with further knowledge of its importance and public
accessibility. See Ex. 1003 at fn. 5. Thus, Petitioners are supplementing evidence
that Patent Owner has been aware of since the Petition was filed.

Finally, Petitioners’ supplemental information is consistent with the type of
evidence the Board has allowed to address public accessibility. Hulu, LLC v. Sound
View Innovations, LLC, IPR2018-01039, Paper 29 at 15 (PTAB Dec. 20, 2019)
(precedential) citing Nikon Corp. v. ASML Netherlands B.V., IPR2018-00688, Paper
16 at 5-6 (PTAB Oct. 29, 2018); Ericsson Inc. v. Intellectual Ventures I LLC,

IPR2014-01149, Paper 19 at 67 (PTAB March 30, 2015).



Case No. IPR2023-01416
U.S. Patent No. 6,947,477

As part this filing, Patent Owner received Exhibits 1017-1035 on May 24,
2024, nearly two months before the Patent Owner Response deadline of July 8, 2024.
MF 5. Patent Owner has sufficient time to address the supplemental information
contained in Exhibits 1017-1035 and is therefore not prejudiced. See Palo Alto
Networks, Inc. v. Juniper Networks, Inc., Case IPR2013-00369, Paper 37 at 5
(P.T.A.B. Feb. 5, 2014) (finding less than two months of time sufficient).

In addition, entry of these exhibits will provide Patent Owner with the benefit
of being able to respond to the supplemental information in its Response. Indeed,
reviewing the information now may avoid costly and/or piecemeal briefing with
respect to public accessibility. Should Patent Owner elect not to argue the prior art
status issue in its Response, neither party need address the issue again. Thus,
addressing this evidence now will further ensure “the just, speedy, and inexpensive
resolution” of the proceeding pursuant to 37 C.F.R. § 42.1(b). Nikon Corp. v. ASML
Netherlands B.V., IPR2018-00688, Paper 16 at 4 (P.T.A.B. Oct. 29, 2018).

IV. CONCLUSION

Entry of Exhibits 1017-1035 as supplemental information under 37 C.F.R. §

42.123(a) is appropriate for the reasons discussed above.

Dated: May 24, 2024 Respectfully submitted,

/John D. Haynes/
John D. Haynes, Reg. No. 44,754
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