From: Lukas, Aaron

To: Trials

Cc: Boezi, Mark; Coblentz, W. Blake; rmurphy@polsinelli.com; jballs@polsinelli.com; James Murphy
Subject: IPR2023-01439

Date: Friday, June 21, 2024 4:18:26 PM

Attachments: 2024.6.21 - USPTO Doc.pdf

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before responding,
clicking on links, or opening attachments.

Trials:

I am lead counsel for Patent Owner in IPR2023-01439. Patent Owner writes to notify the Board
that Patent Owner has filed a Disclaimer under 37 C.F.R. 1.321(a), disclaiming all challenged
claims 1-7, 9-11, 24-26, 28, 29, 35, and 36 of U.S. Patent No. 10,882,803 that are the subject of
IPR2023-01439. The Disclaimer was filed via Patent Center with the U.S. Patent and Trademark
Office today and is attached. As a result of the disclaimer, no challenged claims remain and Patent
Owner therefore requests termination of this proceeding. Please advise whether any additional
filings should be made or any further steps taken to request termination of IPR2023-01439.

Respectfully,
Aaron Lukas

Aaron S. Lukas, Ph.D.
Co-Chair, Hatch-Waxman & Biologics Practice
Registered Patent Attorney
= 1200 19th Street, NW | Washington, DC 20036
P: 202-912-4823 F: 202-618-4829
Email | Bio | LinkedIn | Map | cozen.com

Notice: This communication, including attachments, may contain information that is confidential
and protected by the attorney/client or other privileges. It constitutes non-public information
intended to be conveyed only to the designated recipient(s). If the reader or recipient of this
communication is not the intended recipient, an employee or agent of the intended recipient who is
responsible for delivering it to the intended recipient, or you believe that you have received this
communication in error, please notify the sender immediately by return e-mail and promptly delete
this e-mail, including attachments without reading or saving them in any manner. The unauthorized
use, dissemination, distribution, or reproduction of this e-mail, including attachments, is prohibited
and may be unlawful. Receipt by anyone other than the intended recipient(s) is not a waiver of any
attorney/client or other privilege.
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Doc Code: STAT.DISCLMR

Document Description: Statutory Disclaimers per Manual of Patent Examining Procedure(MPEP) 1490
PTO/SB/43 (11-23)
Approved for use through 05/31/2024. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

DISCLAIMER IN A PATENT UNDER 37 CFR 1.321(a)

Name of Patentee Docket Number (optional)

Inolex Investment Corporation INLX.0198U1/484809

Patent Number1 0’882,803 Date Patent Issued01 /05/202 1

Title of Invention
Natural 1,2-Alkanediols, Compositions Having Natural 1,2-Alkanediols and Processes for Making the Same

Patentee hereby disclaims:

the following complete claim(s) in the above-identified patent: 1-7, 9-11, 24-26, 28, 29, 35, and 36

|:| the terminal part of the term of the above-identified patent beginning on the date:
|:| the entire term of the above-identified patent.
The disclaimer is binding on the patentee and its successors or assigns.

The extent of patentee’s ownership interest in the above-identified patent is: 100%

The fee for this disclaimer is set forth in 37 CFR 1.20(d) and is being paid in the following manner:
payment by the USPTO patent electronic filing system.

I:l the Director is hereby authorized to charge any fees which may be required, or credit any
overpayment, to Deposit Account No.

I:l payment by credit card. Form PTO-2038 is attached.
|:| a check in the amount of the fee is enclosed.

WARNING: Information on this form may become public. Credit card information should not be included on this
form. Provide credit card information and authorization on form PTO-2038.

The undersigned is:

|:| patentee. If patentee is a juristic entity, the undersigned is authorized to act on behalf of the juristic
entity.

attorney or agent of record.

Slgnature naron S. Lukas, Reg.#59,443/ Date06/2 1/2024

Aaron S. Lukas, Ph.D.

Name (printed/typed) Practitioner registration number
99,443

Note: See 37 CFR 1.4(d) for signature requirements and certifications.

A Federal agency may not conduct or sponsor, and a person is not required to respond to, nor shall a person be subject to a penalty for failure to
comply with an information collection subject to the requirements of the Paperwork Reduction Act of 1995, unless the information collection has
a currently valid OMB Control Number. The OMB Control Number for this information collection is 0651-0031. Public burden for this form is
estimated to average 12 minutes per response, including the time for reviewing instructions, searching existing data sources, gathering and
maintaining the data needed, and completing and reviewing the information collection. Send comments regarding this burden estimate or any
other aspect of this information collection, including suggestions for reducing this burden to the Chief Administrative Officer, United States Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450 or email InformationCollection@uspto.gov. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. If filing the completed form by mail, send to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.






Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. The United States Patent
and Trademark Office (USPTO) collects the information in this record under authority of 35 U.S.C. 2. The
USPTO's system of records is used to manage all applicant and owner information including name,
citizenship, residence, post office address, and other information with respect to inventors and their
legal representatives pertaining to the applicant's/owner’s activities in connection with the invention for
which a patent is sought or has been granted. The applicable Privacy Act System of Records Notice for
the information collected in this form is COMMERCE/PAT-TM-7 Patent Application Files, available in the
Federal Register at 78 FR 19243 (March 29, 2013). https://www.govinfo.gov/content/pkg/FR-2013-03-
29/pdf/2013-07341.pdf

Routine uses of the information in this record may include disclosure to:

1) law enforcement, in the event that the system of records indicates a violation or potential violation of
law;

2) a federal, state, local, or international agency, in response to its request;
3) a contractor of the USPTO having need for the information in order to perform a contract;

4) the Department of Justice for determination of whether the Freedom of Information Act (FOIA)
requires disclosure of the record;

5) a Member of Congress submitting a request involving an individual to whom the record pertains,
when the individual has requested the Member’s assistance with respect to the subject matter of the
record;

6) a court, magistrate, or administrative tribunal, in the course of presenting evidence, including
disclosures to opposing counsel in the course of settlement negotiations;

7) the Administrator, General Services Administration (GSA), or their designee, during an inspection of
records conducted by GSA under authority of 44 U.S.C. 2904 and 2906, in accordance with the GSA
regulations and any other relevant (i.e., GSA or Commerce) directive, where such disclosure shall not be
used to make determinations about individuals;

8) another federal agency for purposes of National Security review (35 U.S.C. 181) and for review
pursuant to the Atomic Energy Act (42 U.S.C. 218(c));

9) the Office of Personnel Management (OPM) for personnel research purposes; and
10) the Office of Management and Budget (OMB) for legislative coordination and clearance.
If you do not furnish the information requested on this form, the USPTO may not be able to process

and/or examine your submission, which may result in termination of proceedings, abandonment of the
application, and/or expiration of the patent.
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UNITED STATES _ P.0.Box 1450
m PATENT AND TRADEMARK OFFICE Aexandra, e o oy

ELECTRONIC PAYMENT RECEIPT

APPLICATION # RECEIPT DATE / TIME ATTORNEY DOCKET #
16/262,898 06/21/2024 12:50:32 PM Z ET INLX.0198U1/484809

Title of Invention

Natural 1,2-Alkanediols, Compositions Having Natural 1,2-Alkanediols and Processes for Making the
Same

Application Information

APPLICATION TYPE  Utility - Nonprovisional Application PATENT # 10882803
under 35 USC 111(a)

CONFIRMATION # 3410 FILED BY Valerie Foster
PATENT CENTER # 66063535 AUTHORIZED BY Aaron Lukas
CUSTOMER # 171052 FILING DATE 01/30/2019
CORRESPONDENCE - FIRST NAMED Rocco V. Burgo
ADDRESS INVENTOR

Payment Information

PAYMENT METHOD PAYMENT TRANSACTION ID PAYMENT AUTHORIZED BY

CARD /1642 E20246KC52027619 Valerie Foster

FEE CODE DESCRIPTION ITEM PRICE($) QUANTITY ITEM TOTAL(S)
1814 STATUTORY DISCLAIMER, 170.00 1 170.00

INCLUDING TERMINAL DISCLAIMER

TOTAL $170.00
AMOUNT:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, characterized
by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a Post Card, as
described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for filing date (see 37 CFR 1.53(b)-(d)
and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this Acknowledgement
Receipt will establish the filing date of the application
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National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 U.S.C.
371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a national stage
submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for an
international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number and of the
International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning national security,
and the date shown on this Acknowledgement Receipt will establish the international filing date of the application.
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P.O. Box 1450
Alexandria, VA 22313 - 1450

0 UNITED STATES
PATENT AND TRADEMARK OFFICE WWW.USPLO.goV

ELECTRONIC ACKNOWLEDGEMENT RECEIPT

APPLICATION # RECEIPT DATE / TIME ATTORNEY DOCKET #
16/262,898 06/21/2024 12:50:32 PM Z ET INLX.0198U1/484809

Title of Invention

Natural 1,2-Alkanediols, Compositions Having Natural 1,2-Alkanediols and Processes for Making the

Same

Application Information

APPLICATION TYPE  Utility - Nonprovisional Application PATENT # 10882803
under 35 USC 111(a)

CONFIRMATION # 3410
PATENT CENTER # 66063535

CUSTOMER # 171052

CORRESPONDENCE
ADDRESS

Documents

DOCUMENT

INLX_0198U1_00484809_Dis
claimer_2024-06-21.pdf

Digest

DOCUMENT

INLX_0198U1_00484809 Discl
aimer_2024-06-21.pdf

FILED BY Valerie Foster
FILING DATE 01/30/2019

FIRST NAMED Rocco V. Burgo
INVENTOR

AUTHORIZED BY Aaron Lukas

TOTAL DOCUMENTS: 1

PAGES DESCRIPTION SIZE (KB)

2 Statutory disclaimers per 255 KB
Manual of Patent Examining
Procedure(MPEP) 1490.

MESSAGE DIGEST(SHA-512)

F9772C28C0D5D89CCC832CCFD8CF5E1BB2ACEO80EBAS315
E77BADAEF35FCD3D7DBBDC749F7837CACD4A9F7084D2532
CA9C55DD4098D66C18547807A3E0153F4A

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, characterized
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by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a Post Card, as
described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for filing date (see 37 CFR 1.53(b)-(d)
and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this Acknowledgement
Receipt will establish the filing date of the application

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 U.S.C.
371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a national stage
submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for an
international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number and of the
International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning national security,
and the date shown on this Acknowledgement Receipt will establish the international filing date of the application.










Doc Code: STAT.DISCLMR

Document Description: Statutory Disclaimers per Manual of Patent Examining Procedure(MPEP) 1490
PTO/SB/43 (11-23)
Approved for use through 05/31/2024. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

DISCLAIMER IN A PATENT UNDER 37 CFR 1.321(a)

Name of Patentee Docket Number (optional)

Inolex Investment Corporation INLX.0198U1/484809

Patent Number1 0’882,803 Date Patent Issued01 /05/202 1

Title of Invention
Natural 1,2-Alkanediols, Compositions Having Natural 1,2-Alkanediols and Processes for Making the Same

Patentee hereby disclaims:

the following complete claim(s) in the above-identified patent: 1-7, 9-11, 24-26, 28, 29, 35, and 36

|:| the terminal part of the term of the above-identified patent beginning on the date:
|:| the entire term of the above-identified patent.
The disclaimer is binding on the patentee and its successors or assigns.

The extent of patentee’s ownership interest in the above-identified patent is: 100%

The fee for this disclaimer is set forth in 37 CFR 1.20(d) and is being paid in the following manner:
payment by the USPTO patent electronic filing system.

I:l the Director is hereby authorized to charge any fees which may be required, or credit any
overpayment, to Deposit Account No.

I:l payment by credit card. Form PTO-2038 is attached.
|:| a check in the amount of the fee is enclosed.

WARNING: Information on this form may become public. Credit card information should not be included on this
form. Provide credit card information and authorization on form PTO-2038.

The undersigned is:

|:| patentee. If patentee is a juristic entity, the undersigned is authorized to act on behalf of the juristic
entity.

attorney or agent of record.

Slgnature naron S. Lukas, Reg.#59,443/ Date06/2 1/2024

Aaron S. Lukas, Ph.D.

Name (printed/typed) Practitioner registration number
99,443

Note: See 37 CFR 1.4(d) for signature requirements and certifications.

A Federal agency may not conduct or sponsor, and a person is not required to respond to, nor shall a person be subject to a penalty for failure to
comply with an information collection subject to the requirements of the Paperwork Reduction Act of 1995, unless the information collection has
a currently valid OMB Control Number. The OMB Control Number for this information collection is 0651-0031. Public burden for this form is
estimated to average 12 minutes per response, including the time for reviewing instructions, searching existing data sources, gathering and
maintaining the data needed, and completing and reviewing the information collection. Send comments regarding this burden estimate or any
other aspect of this information collection, including suggestions for reducing this burden to the Chief Administrative Officer, United States Patent
and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450 or email InformationCollection@uspto.gov. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. If filing the completed form by mail, send to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. The United States Patent
and Trademark Office (USPTO) collects the information in this record under authority of 35 U.S.C. 2. The
USPTO's system of records is used to manage all applicant and owner information including name,
citizenship, residence, post office address, and other information with respect to inventors and their
legal representatives pertaining to the applicant's/owner’s activities in connection with the invention for
which a patent is sought or has been granted. The applicable Privacy Act System of Records Notice for
the information collected in this form is COMMERCE/PAT-TM-7 Patent Application Files, available in the
Federal Register at 78 FR 19243 (March 29, 2013). https://www.govinfo.gov/content/pkg/FR-2013-03-
29/pdf/2013-07341.pdf

Routine uses of the information in this record may include disclosure to:

1) law enforcement, in the event that the system of records indicates a violation or potential violation of
law;

2) a federal, state, local, or international agency, in response to its request;
3) a contractor of the USPTO having need for the information in order to perform a contract;

4) the Department of Justice for determination of whether the Freedom of Information Act (FOIA)
requires disclosure of the record;

5) a Member of Congress submitting a request involving an individual to whom the record pertains,
when the individual has requested the Member’s assistance with respect to the subject matter of the
record;

6) a court, magistrate, or administrative tribunal, in the course of presenting evidence, including
disclosures to opposing counsel in the course of settlement negotiations;

7) the Administrator, General Services Administration (GSA), or their designee, during an inspection of
records conducted by GSA under authority of 44 U.S.C. 2904 and 2906, in accordance with the GSA
regulations and any other relevant (i.e., GSA or Commerce) directive, where such disclosure shall not be
used to make determinations about individuals;

8) another federal agency for purposes of National Security review (35 U.S.C. 181) and for review
pursuant to the Atomic Energy Act (42 U.S.C. 218(c));

9) the Office of Personnel Management (OPM) for personnel research purposes; and
10) the Office of Management and Budget (OMB) for legislative coordination and clearance.
If you do not furnish the information requested on this form, the USPTO may not be able to process

and/or examine your submission, which may result in termination of proceedings, abandonment of the
application, and/or expiration of the patent.
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ELECTRONIC PAYMENT RECEIPT

APPLICATION # RECEIPT DATE / TIME ATTORNEY DOCKET #
16/262,898 06/21/2024 12:50:32 PM Z ET INLX.0198U1/484809

Title of Invention

Natural 1,2-Alkanediols, Compositions Having Natural 1,2-Alkanediols and Processes for Making the
Same

Application Information

APPLICATION TYPE  Utility - Nonprovisional Application PATENT # 10882803
under 35 USC 111(a)

CONFIRMATION # 3410 FILED BY Valerie Foster
PATENT CENTER # 66063535 AUTHORIZED BY Aaron Lukas
CUSTOMER # 171052 FILING DATE 01/30/2019
CORRESPONDENCE - FIRST NAMED Rocco V. Burgo
ADDRESS INVENTOR

Payment Information

PAYMENT METHOD PAYMENT TRANSACTION ID PAYMENT AUTHORIZED BY

CARD /1642 E20246KC52027619 Valerie Foster

FEE CODE DESCRIPTION ITEM PRICE($) QUANTITY ITEM TOTAL(S)
1814 STATUTORY DISCLAIMER, 170.00 1 170.00

INCLUDING TERMINAL DISCLAIMER

TOTAL $170.00
AMOUNT:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, characterized
by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a Post Card, as
described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for filing date (see 37 CFR 1.53(b)-(d)
and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this Acknowledgement
Receipt will establish the filing date of the application
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National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 U.S.C.
371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a national stage
submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for an
international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number and of the
International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning national security,
and the date shown on this Acknowledgement Receipt will establish the international filing date of the application.
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, characterized
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by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a Post Card, as
described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for filing date (see 37 CFR 1.53(b)-(d)
and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this Acknowledgement
Receipt will establish the filing date of the application

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 U.S.C.
371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a national stage
submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for an
international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number and of the
International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning national security,
and the date shown on this Acknowledgement Receipt will establish the international filing date of the application.
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