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I, Dr. Tim Arthur Williams, declare the following: 

1. I have been retained as an independent expert in this matter by counsel

for Bright Data Ltd. ( Bright Data ). I have been asked to provide my opinions on

certain issues in connection with at least claims 1-3, 6-9, 11, 13, 16-17, 19-20, 34-

36, 39-42, 44, 46, 49-50, and 52-53 of U.S. Patent No. 7,010,526 to Burckart, et al. 

( the 526 Patent ).

2. I am being paid for my work in preparing this declaration at my normal 

consulting rate plus reimbursement of direct expenses. My compensation is not tied 

to the outcome of this matter and is not based on the substance of the opinions that 

I provide.

3. In preparing my opinions expressed herein, I have reviewed the 526 

Patent, its prosecution history (EX. 1002), and the documents listed in the 

Petitioner . I have also reviewed

contentions and Bright 

Data Ltd. v. Oxylabs, UAB, Case No. 2:23-cv-00171 (E.D. Tex.). I may rely upon 

these materials, my knowledge and experience, and/or additional materials to rebut 

arguments raised by the patent owner. Further, I may also consider additional 

documents and information in forming any necessary opinions, including any 

relevant documents that have not yet have been made available to me.
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4. I am familiar with the technology described in the 526 Patent as of its 

filing date of May 8, 2002. I have been asked to provide my technical review, 

analysis, insights, and opinions regarding the 526 Patent. I have used my experience 

and insight along with my study of the above-identified references as the basis for 

my opinions, which support the grounds of unpatentability set forth in the Petition 

for Inter Partes Review of the 526 Patent.

MY QUALIFICATIONS

5. My background and qualifications as a technical expert for this matter 

are summarized below. A copy of my CV is attached as Exhibit A.

6. I hold degrees from Michigan Technological University (Bachelor of 

Science in Electrical Engineering, 1976) and the University of Texas at Austin 

(Master of Science in Electrical Engineering, 1982; Ph.D. in Electrical Engineering, 

1985; and Master of Business Administration, 1991). I have also been a Registered 

Patent Agent with the U.S. Patent and Trademark Office (the USPTO ) since 2002.

7. I am an industry professional with over 45 years of experience in 

wireless communications, computer networking and telecommunications 

technology. 

8. I am currently active as Chief Executive Officer at Beach Technologies, 

LLC (Danville, CA) a company related to intellectual property consulting. 
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9. I am also currently active as a Member at Calumet Venture 

Management (Madison, WI) a company related to the investment into start-up

companies. 

10. Beginning in 2004, I was the Founder and Chairman at DoceoTech Inc. 

(Danville, CA) which provides training for engineers in wireless, computer 

networking, and telephony technologies. 

11. From 2008 to 2010, I was Founder and Board Member of BitRail 

Networks, Inc (Miami, FL). This company designed and produced computer 

networking equipment. One market the company served was edge devices for 

residential and community access.

12. From 2006 to 2015, I was Founder and Board Member of BEEcube, 

Inc. (Freemont, CA). This company built high speed computing and computer 

networking equipment. One market the company served was networking equipment 

for backhaul networks used in 5G cellular networks.

13. From 2004 to 2008, I was Founder and CEO of SiBEAM, Inc. This 

company designed and produced wireless networking IC and equipment. 

14. From 1999 to 2000, I was Interim CEO and Advisory Board Member 

of Atheros Communications, Inc. (Palo Alto, CA). This company designed and 

produced wireless networking IC and equipment. 
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15. From 1998 to 2000, I was CTO of Picazo Communications, Inc. (San 

Jose, CA). This company-built computer networking equipment to provide VoIP 

PBX functionality.

16. From 1991 to 1998, I was Co-Founder, CTO, VP Engineering of 

Wireless Access, Inc. (Santa Clara, CA). This company developed over the air 

communication protocols for communication between the subscriber device and the 

network.

17. From 1979 to 1991, I was a Member of the Technical Staff at Motorola, 

Inc. (Schaumberg, IL and Austin, TX). In IL, I designed protocols for Digital voice 

communications. In TX, I designed ICs for communications including Telecom, 

Wireless, Cellular and Computer Networking.

18. I believe that I am qualified to provide reliable opinions in the field of 

the 526 Patent, including what a person of ordinary skill in the art (a POSA )

would have understood from the prior art in this field at that time and his or her view 

of anticipation and obviousness based on that prior art.

MY UNDERSTANDING OF CLAIM CONSTRUCTION

19. I understand that, before the PTAB, claims are to be given their plain 

and ordinary meaning in light of the specification and prosecution history as would 

have been read by a POSA.
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MY UNDERSTANDING OF ANTICIPATION

20. I understand that for purposes of an inter partes review (IPR) 

proceeding, the only basis for invalidity that may be considered are patents and 

printed publications, i.e., whether the claims in question are anticipated under 35 

U.S.C. § 102 or rendered obvious under 35 U.S.C. § 103, by patents or printed 

publications.

21. I understand that a claim is considered anticipated (under 35 U.S.C. §

102) if each and every limitation of the claim may be found, expressly or inherently, 

within the disclosure of a single prior art reference (patent or printed publication), 

with the features arranged in the reference in the manner claimed.

22. My understanding of inherent disclosure of a claimed feature by a prior 

art reference is that it means the prior art reference must necessarily reflect the 

presence or operation of the feature (and that a possibility or even a strong likelihood 

that the feature is present is not sufficient disclosure).

MY UNDERSTANDING OF OBVIOUSNESS

23. I understand a patent claim is invalid if the claimed invention would

have been obvious to a POSA at the time the invention was made. This means that

even if all of the requirements of the claim cannot be found in a single prior art

reference that would anticipate the claim, the claim can still be invalid based on a

single prior art reference and the knowledge of a POSA or that a POSA would 
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combine multiple references to arrive at the claimed invention, including showing

that a POSA would be motivated to do so.

24. I also understand that an obviousness analysis requires an

understanding of the scope and content of the prior art, any differences between the

alleged invention and the prior art, and the level of ordinary skill in evaluating the

pertinent art. I further understand that to prove prior art, or a combination of prior

art renders a patent claim obvious, it is necessary to: identify the particular

references, singly or in combination; identify which limitations of the patent claim

appear in the references; and explain how the references would have been combined.

25. I also understand that exemplary rationales that may support a

conclusion of obviousness include: combining prior art elements according to known

methods to yield predictable results; a simple substitution of one known element for

another to obtain predictable results; use of a known technique to improve similar

devices (methods, or products) in the same way; applying a known technique to a

known device (method, or product) ready for improvement to yield predictable

results; choosing from a finite number of identified, predictable solutions, with a

reasonable expectation of success; a known work in one field of endeavor prompting

variations of it for use in either the same field or a different one based on design

incentives or other market forces if the variations are predictable to a POSA; as well

as some teaching, suggestion, or motivation in the prior art that would have led a
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POSA to modify the prior art reference or to combine prior art reference teachings

to arrive at the claimed invention.

26. I further understand that the above list of rationales provided is not all

inclusive. Other rationales may also be sufficient, so long as there is a link between

the factual underpinnings relied on and an articulated rationale for why those factors

render the invention obvious.

27. I understand certain objective indicia can also be important evidence

regarding whether a patent is obvious or nonobvious. Such indicia include:

commercial success of products covered by the patent claims; a long-felt need for

the invention; failed attempts by others to make the invention; copying of the

invention by others in the field; unexpected results achieved by the invention as

compared to the closest prior art; praise of the invention by the infringer or others in

the field; the taking of licenses under the patent by others; expressions of surprise

by experts and those skilled in the art at the making of the invention; and patentee

proceeding contrary to accepted wisdom of the prior art. I understand that to have

legal weight, there must be a nexus, i.e., a connection, between any such secondary

considerations and the alleged invention. I have not received any evidence of any 

secondary considerations in this matter, but reserve the right to review additional 

information as it becomes available and to supplement or amend my declaration 

accordingly.
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28. I also understand that obviousness is a legal conclusion based on the

underlying factual issues of the scope and content of the prior art, the differences

between the claimed invention and the prior art, the level of ordinary skill in the field

of the prior art, and any objective indicia of non-obviousness. For that reason, I am

not rendering a legal opinion on the ultimate legal question of obviousness.

29. Rather, my opinions as set forth herein address the underlying facts and

factual analysis that would support a legal conclusion of obviousness or 

nonobviousness. When I use the term obvious, therefore, it is with reference to the

perspective of a POSA at the time of the claimed invention.

PERSON OF ORDINARY SKILL IN THE ART

30. I believe the qualifications of a POSA in the field of the 526 Patent

would be an individual who, as of May 8, 2002, the filing date of the 526 Patent,

had either: (1) a Bachelor Degree or higher in the field of electrical engineering, 

computer engineering, or computer science and at least one year of related practical 

experience; or (2) at least four years of practical experience in data management.1 I

exceeded that level of skill as of May 8, 2002.

1 In my opinion, exemplary claim 1 recites an age-old method that is regularly 
performed by humans sifting 

-36. Exemplary 
claim 1 merely mimics what humans do to search for information. EX. 1001 at 
1:38-59. 
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31. Based on the foregoing, I believe that I am qualified to provide reliable 

526 Patent, including opinions on what a POSA 

would have understood from the patent itself and the prior art in the field at the time 

of the alleged invention (May 8, 2002).
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526 PATENT AND CHALLENGED CLAIMS

526 Patent

32. The 526 Patent - relates

to data mining systems where data is gathered into a data store using a web crawler

where the data may then be classified into entities. EX. 1001 at Abstract. Data miners 

may use rules to process the entities and append respective keys to the entities that 

represent characteristics of the entities. Id.

33.

-

Id. at 1:11-12. 

because it requires a great deal of mundane sifting through query results by a person. 

Id. at 1:32-

requ Id. at 1:35-36. As recognized by the 

ing his or her 

expert criteria to winnow out a subset of the documents, and a second expert must 

then use his or her expert criteria to locate the required information in the subset 

Id. at 1:37-45.

34. T

analysis, competitive intelligence, trending, discovery, web portal services, 

Id. at 3:13-16. FIG. 2, reproduced below, shows the 
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-14. At block 60, the crawler 

12 crawls the Web 14 to add data to the data store 18. Id. at 8:14-15. At block 64, 

low level miners access and process the data and write the results back to the data 

store 18. Id. at 8:18-31. For example, the low level miners may write back respective 

keys to the corresponding entities. Id. At block 66, customer requests for information 

can be received. Id. at 8:32-33. At block 68, additional low level miners or high level 

miners, if required and not yet written, can be created. Id. at 8:33-39. For example, 

high level miners may specify dependencies on the outputs of other miners, e.g., 

results according to a geospatial key appended to the results of the low level miners. 

Id. at 8:40-49. At block 70, results are provided to the customer and the customer is 

billed. Id. at 8:54-56.
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35. FIG. 5, reproduced below, a specific logic flow that might be 

miner can be invoked to process the page at block 100 by stripping html markups, 

Id. at 9:54-58. miners process the data underlying the entity and can append

their own keys to the entity's data structure entry, in, e.g. both the horizontal table 

representing the entity and the associated vertical table representing the key when 

the data store is implemented as a database Id. at 9:62-

miners might extract information, e.g., a corporate name from, e.g., a page entity and 

create additional entity data storage structures (such as files or tables) representing 

such entities, e.g., corporation entities. Id. at 9:67-10:4.
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36. The underlying application that issued as 526 Patent was filed on 

May 8, 2002 with 54 claims and titled -Based Data Mining System.

EX. 1002 at 119-156.2

37. On March 24, 2005, the examiner issued a Non-final Rejection 

objecting to the title of the specification and rejecting claims 1, 3-5, 19-20, 32-34, 

36-38, and 52-53 as being anticipated by U.S. Pub. No. 2002/0091923 to Chipman

2 I note that the numbering of the claims did not change during prosecution. EX. 
1002 at 15. E.g., original claim 1 corresponds to issued claim 1.
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Chipman . EX. 1002 at 89. The examiner also rejected claims 2 and 35 as 

being obvious over Chipman and U.S. Pub. No. 2002/0049773 to Jaramillo

; claims 6-11, 16-17, 21-27, 29-30, 39-44, and 49-50 as being obvious 

over Chipman and U.S. Patent No. 6,606,659 to Hegli ; claims 12-15, 18, 

28, 31, 45-48, and 51 as being obvious over Chipman and Hegli and U.S. Patent No. 

6,691,105 to Virdy ; and claim 54 as being obvious over Chipman and U.S. 

Pub. No. 2003/0112270 to Newell et al. .

38. On March 29, 2005, Applicant filed Remarks and amended claims 1

and 34 to recite . EX. 1002 at 

73-85.3 Similar amendments were made in dependent claims 3 and 36 for 

consistency. Id. With respect to claims 1 and 34, Applicant argued that these 

amendments overcome Chipman because in the relied-upon section of Chipman 

alleged to teach establishing a miner, no new minors are created; rather, the request 

is passed to pre-existing search engines. EX. 1002 at 83. Applicant argued that 

picking a pre-existing search engine is an overly broad interpretation of claims 1 and 

34. Id. With respect to claim 21, Applicant argued that in Chipman, no representation 

3 As support for the amendments, Applicant relied on, e.g., the portion of the 

miners can be written in response, or high level miners, if required and not yet 
EX. 1002 at 83; see EX. 1001 at 8:33-35.



16

EX. 1002 at 84. Applicant also argued that in Hegli, no score is appended 

to representations of the Web pages from which the scores are derived. Id. Applicant 

also argued that there is no prior art motivation for the combination of Chipman and 

Hegli because Chipman is an information retrieval system that does not appear to be 

concerned at all with the spam/pornography access control of Hegli. Id.

39. On June 16, 2005, the examiner issued a Final Rejection maintaining 

its earlier objection to the title and the anticipation and obviousness rejections. EX. 

1002 at 47-66.

disclosure of a request being parsed and stored would be equivalent to the claim 

e EX. 1002 at 

63. With respect to claim 21, the examiner stated that Chipman discloses a Web page 

class is stored in the catalog that allow[s]

a user to search for and identify the accessed item . EX. 1002 at 63. The examiner 

ages with a key or tagging a 

category with a key are interchangeable since each category represents a particular 

type of Web page. EX. 1002 at 64. The examiner also stated that there is a motivation 

to combine Chipman and Hegli because MLS is limited to real estate agents only in 

order to prevent users without legitimate reasons from accessing the desired data.

EX. 1002 at 64-65.
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40. On July 5, 2005, Applicant filed a Notice of Appeal and an Appeal 

objection/rejections. EX. 1002 at 28-44.

With respect to claims 1 and 34, Applicant challenged how parsing and storing a 

search request could be equated with creating a data miner to explore that search 

request. EX. 1002 at 34. With respect to claim 21, Applicant challenged how 

pages found by the crawler, could be equated with tagging a Web page. EX. 1002 at 

34-35. Applicant also challenged whether assigning a category to a page as taught 

by Hegli meets the language of claim 21 requiring tagging/appending. Id. Applicant 

also challenged the motivation to combine Chipman and Hegli and whether tagging 

could be used as a way to exclude certain users (buyers and sellers) from accessing 

MLS for real-estate agents only, when this is usually done using access control 

principles such as passwords. EX. 1002 at 36. Applicant also challenged the 

motivation to combine Chipman and Jaramillo4, Chipman and Hegli and Virdy5, and 

Chipman and Newell6.

4 Applicant argued that Jaramillo is focused on limiting access, not searching per 
se. EX. 1002 at 36. Applicant also stated that Jaramillo bills only by subscription, 
not query, and so even if Chipman and Jaramillo were combined, they would not 
teach the limitations of claim 2. Id. 
5 Applicant argued that Virdy is directed to organizing businesses and does not 
relate to data mining of the present invention or to access control of Hegli. EX. 
1002 at 36.
6 Applicant argued that Newell is directed to a litigation management system and 
completely unrelated to the technology of Chipman. EX. 1002 at 37.
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41. In response to the Appeal Brief dated July 5, 2005, the Examiner issued 

a Notice of Allowance on October 4, 2005. EX. 1002 at 9-11. The reasons for 

allowance for claims 1-20 and 34-54 states fails to teach 

or fairly suggest creating at least a second data miner in response to the customer 

request for information Id. at 10. The reasons for allowance for claims 21-33 states

teach or fairly suggest at least one lower level 

data mining element receiving information from the data store and based thereon 

tagging at least one representation of a Web page with at least one key representing 

at least one characteristic of the Web page and at least one higher level data mining 

element using the key to output a result useful for responding to a request for 

Id.

The Claims

42. 526 Patent has 54 claims, including three independent claims: 

Nos. 1, 21, and 34. Claim 1 recites a method as described below:

1. A method for data mining, comprising:
crawling the Internet to return Web pages to a data store;
accessing the data store with at least a first data miner to process 

data in the store and output at least one result:
receiving a customer request for information;
creating at least a second data miner in response to the customer 

request for information, the second data miner accessing at least 
the result of the first data miner to generate an output; and

at least partially based on the output of the second data miner, 
responding to the customer request for information.
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43. Dependent claims 2-20 and 54 depend from claim 1 and require 

additional subject matter.

44. Independent claim 21 is a system claim with elements that mirror the 

requirements of claim 1. Claim 21 specifies that a lower level data mining element 

based thereon tagging at least one 

representation of a Web page with at least one key representing at least one 

characteristic of the Web page Claim 21 also recites that the higher level data 

mining element uses the 

45. Dependent claims 22-33 depend from claim 21 and require additional 

subject matter. 

46. Independent claim 34 recites an information service comprising 

o perform the same steps recited in claim 1.

47. Dependent claims 35-53 depend from claim 34 and require additional 

subject matter. 

48. The particular claims at issue are claims 1-20 and 34-54.

Claim Interpretation

49.
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prosecution, in the Remarks dated March 29, 2005 and in the Appeal Brief dated 

July 5, 2005, Applicant expressly distinguished the prior art by arguing that picking 

a pre-existing search engine is an overly broad interpretation of the claim language. 

EX. 1002 at 83 and 34. Applicant also expressly distinguished the prior art by 

Id. Applicant also argued that 

passing the user search request to a pre-existing search engine is not the same as 

creating a data miner to explore that search request. Id. Applicant also stated that 

parsing and storing a search request is not the same as creating a data miner to 

explore that search request. Id. Based on the prosecution history, in my opinion, a 

POSA would understand the limitations of claims 1 and 34 to require creating a new

data miner to search the results of a first data miner to provide customized results to

the user based on the customized parameters of the user search request.7 This 

understanding is consistent with the Merriam-Webster dictionary definition of 

creating as to make or bring into existence something new. EX. 1007 at 2.

50.

29, 2005 and in the Appeal Brief dated July 5, 2005, Applicant expressly stated that 

7 To the extent that Patent Owner considers the use of a pre-existing template to 
search the results of a first data miner to satisfy creating a second data miner, both 
Jacobsen and Seibel still anticipate this limitation as discussed below regarding 
independent claims 1 and 34.
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EX. 1002 

at 84 and 34-35. Applicant argued that assigning a category to a page is not the same 

Id. Based on 

the prosecution history, in my opinion, a POSA would understand the limitation of 

claim 21 to require appending at least one representation of a Web page with at least 

one key.

51. Dependent c ...billing the customer for 

. During prosecution, in the 

Appeal Brief dated July 5, 2005, Applicant expressly distinguished the prior art by 

EX. 1002 at 36.8 In my opinion, this 

statement amounts to clear disclaimer of billing the customer on a subscription 

basis.9 Based on the prosecution history, in my opinion, a POSA would understand 

8 In my opinion, this is a factually inaccurate characterization of the Jaramillo 
reference as discussed below regarding dependent claims 2 and 35.
9 e
provided to the customer at block 70 and the customer is billed, on a per request 

EX. 1001 at 8:54-56.
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the limitations of claims 2 and 35 to require billing the customer on a per request 

basis.10

OVERVIEW OF THE STATE OF THE ART AT THE TIME OF FILING

Applicant Admitted Prior Art

52. 526 Patent describes data mining by 

and pages to which the 

accessed pages hyperlink, generating an inverted index of words that occur on the 

20-23. 526 Patent ueries 

are responded to by accessing the index using the requested key words as entering 

arguments, and then returning from the index the URLs that satisfy the queries

Id. at 1:25-28.

53. The 526 Patent describes issues with crawling for information there 

[d]espite the relevancy ranking used by most commercial search engines, finding 

particular types of information typically entails a great deal of mundane sifting 

through query results by a person. Id. at 1:32-35. 526 Patent describes the 

needs Id.

10 In my opinion, the limitations of claims 2 and 35 are rendered obvious regardless 
of whether Patent Owner agrees these prosecution history statements qualify as 
disclaimer. The grounds discussed below address billing per request or on a 
subscription basis.
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at 2:4-6. The cascading search ng the useless pages 

[that] would require an expert to look at each page and determine whether it was 

the type of page that might contain information

be required to examine the pages passed on from the first expert to determine if, in 

Id. at 

1:64-2:4.

Jacobsen (EX. 1003)

54. U.S. Pub. No. 2003/0163454 to Jacobsen Jacobsen EX. 

1003) was filed on February 26, 2002 and published on August 28, 2003.

Patent was filed on May 8, 2002 at code (22) and issued on March 7, 2006, at code 

(45). Thus, I understand that Jacobsen qualifies as prior art under pre-AIA 35 

U.S.C. § 102(e).

55. In my opinion, Jacobsen 526 Patent at least 

because Jacobsen 526 Patent both relate to the searching and crawling the 

Internet. In addition, Jacobsen 526 Patent were both classified in Intl. Cl. 

sing relating to 

data processing: database, data mining, and file management or data structures.

EX. 1001 at codes (51) and (52); EX. 1003 at codes (51) and (52).

56. invention 

-specific search engine [that] utilizes a smart web crawler 
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EX. 1003 stems, 

methods, and computer program products for performing Internet-based 

EX. 1003 at ¶[0002]. Jacobsen discloses problems including that (a) 

make the Internet useful, because without these tools the chances of finding 

Id. at ¶

search engine technology often leaves one dissatisfied and frustrated, particularly 

where one would like to 

(Id. at ¶ [a] general purpose Search engine (GPSE) will typically 

id.). Jacobsen addresses these problems by 

disclosing a subject specific search engine (SSSE), where the strategy adopted is 

to collect and index only the pages deemed relevant for a specific subject, e.g., law 

Id. at ¶[0010]. 

57. Jacobsen describes the concept of 

, where the smart crawler is designed so as to filter 

each site it traverses and

through the filter and deemed preliminarily relevant may then be filtered one or 

more additional times Id. at ¶[0025], emphasis added, and ¶[0075].
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Seibel (EX. 1004)

58. U.S. Patent No. 7,082,427 to Seibel Seibel EX. 1004) was 

filed on May 24, 2001, issued on July 25, 2006, and claims priority to U.S. 

Provisional application No. 60//206,772, filed on May 24, 2000. 

was filed on May 8, 2002 at code (22) and issued on March 7, 2006, at code (45). 

Thus, I understand that Seibel qualifies as prior art under pre-AIA 35 U.S.C. § 

102(e).

59. In my opinion, Seibel 526 Patent at least 

because Seibel 526 Patent both relate to the analysis and filtering of 

content on the Internet. In addition, Seibel and th 526 Patent were both classified 

relating to data processing: database, data mining, and file management or data 

structures. EX. 1001 at codes (51) and (52); EX. 1004 at codes (51) and (52).

60.

Database Document by Keyword Data Representing the Content of the Documents 

and by Contact Data Associated with the Participant Who Generated the 

components, including a data acquisition process that extracts textual data from 

various Internet sources, a database for storing the extracted data, a text indexing 
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EX. 1004 n disparate locations 

-54) and thus is directed to an

various components, including a data acquisition process that extracts textual data 

Id. at 2:12-14.

Jaramillo ( EX. 1005)

61. U.S EX. 

1005) was filed on May 21, 2001

was filed on May 8, 2002 at code (22) and issued on March 7, 2006, at code (45). 

Thus, I understand that Jaramillo qualifies as prior art under pre-AIA 35 U.S.C. § 

102(e).

62.

content on the Internet. In addition, Jara

or data structures. EX. 1001 at codes (51) and (52); EX. 1005 at codes (51) and 

(52).

63.
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reference standard on a web site on an Internet include[ing] the steps of providing 

EX. 1005

Id. at ¶[0003] 

(field of invention). method includes the steps of providing a web site having 

includes the steps of searching the reference standard database for the reference 

standard using the search criteria and providing the user with the reference 

Id. at 

¶[0012]. Jaramillo describes the advantages of the present invention as including 

ing a reference standard within a web site on the Internet is 

provided that offers a user intermediate access to a reference standard database 

containing reference standards from various sources, including companies, 

industries, and governments; (id. at ¶[

used to locate standards within the reference standard database using different 

search criteria, including name of company, product, service, keyword or 

id s are maintained in a 

id.).

64. Jaramillo further describes that such disclosed features may be offered 

for a fee on a pay per use basis 
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example of a user 12 is an individual who accesses the web site 40 and pays a fee 

for the service provided by the web site 40 on a per-

example is for a user 12 that subscribes to the web site 40 for predetermined access 

to the reference standard services by paying a predetermined subscrip Id.

at ¶[0026].

Hegli ( EX. 1006)

65. U.S. Patent No. 6,606,659 to Hegli et al. Hegli EX. 1006) was 

filed on January 28, 2000, and issued on August 12, 2003.

filed on May 8, 2002 at code (22) and issued on March 7, 2006, at code (45). Thus, 

I understand that Hegli qualifies as prior art under pre-AIA 35 U.S.C. § 102(e).

66. In my opinion, Hegli

because Hegli

content on the Internet. In addition, Hegli

EX. 1001 at codes (51); 

EX. 1006 at codes (51).

67.

[a] method and system for providing flexible 

access to Internet s EX. 1006

at least because Hegli was a published patent application filed before the priority 
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Internet sites that have been categorized so that the system determines the category 

Id. Hegli discloses analysis of lexical 

elements appearing on Internet sites that are strongly associated with a particular 

Id. at 4:20-25.

MY ANALYSIS OF THE GROUNDS

68. As set forth below, my opinions relate to the following grounds:

Ground 1 Claims 1, 3, 19-20, 34, 36, and 

52-53

Anticipation by Jacobsen

Ground 2 Claims 2 and 35 Obviousness based on Jacobsen 

+ General knowledge of a POSA

Ground 3 Claims 2 and 35 Obviousness based on Jacobsen 

+ Jaramillo

Ground 4 Claims 6-9, 11, 16-17, 39-42, 

44, and 49-50

Obviousness based on Jacobsen 

+ Hegli

Ground 5 Claims 1, 6, 9, 11, 13, 19-20, 

34, 39, 42, 44, 46, and 52-53

Anticipation by Seibel

Ground 6 Claims 2 and 35 Obviousness based on Seibel + 

General knowledge of a POSA
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GROUND 1: ANTICIPATION OF CLAIMS 1, 3, 19, 20 34, 36, 52, AND 53
BY JACOBSEN (EX. 1003)

69. In my opinion, Jacobsen discloses each of the limitations of claims 1,

3, 19, 20, 34, 36, 52, and 53 526 patent. 

Claim 1

70. A method for data mining, comprising: In my opinion, to the 

extent the preamble is limiting, Jacobsen discloses this claim limitation. As stated 

ng system data is gathered into a data store 

EX. 1001 at Abstract. Jacobsen discloses systems and 

subject-specific search engine utilizes a smart web crawler and 

includes a capability of filtering out 

EX. 1003 at Abstract.

71. crawling the Internet to return Web pages to a data store;

In my opinion, Jacobsen discloses this claim limitation. For example, Jacobsen 

discloses smart crawler 16 operates in basically the same way as prior-art crawlers, 

e.g., by visiting sites and transmitting information back to host computer 17,

Id. at 

¶[0045]. mart crawler 16 traverses the Internet 1 and then performs a screening 

operation, denoted by site filter 11. Site filter 11 determines, based on terminology 

of the profession to which the SSSE is directed (e.g., law), whether or not each site 

is considered to be relevant to the profession. Id. As one non-limiting example, 
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Jacobsen describes the invention as being able to provide a particular profession 

(e.g., law) with only relevant content, similar to a specialized law library as 

opposed to a regular library. Id. at ¶¶[0018]-[0019]; see also, e.g., claim 1.

72. FIG. 6A, reproduced below, shows filtering operations according to 

the present invention. EX. 1003 at ¶[0041]. Step S11 is an optional step of 

removing extraneous material, e.g., advertisements. EX. 1003 at ¶[0061]. At Step 

S12, the main part of the filter takes the page and compares it with a lexicon of 

terms (e.g, legal terms) whose presence will indicate that the page may be relevant. 

Id. If comparison is favorable in Step S13, then the page is saved in Step S15. Id.
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73. As disclosed in Jacobsen, using a lexicon of legal terms would save 

relevant pages for a legal data store, similar to a specialized law library. Jacobsen 

also discloses that the components of the filter itself may be the same for any 

context/profession, where only the lexicon may be changed. For example, it is only 

necessary to change the lexicon to include medical terms, as opposed to legal

terms, to create a data store for a different profession, e.g., medicine. EX. 1003 at 
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¶[0066]. This may be done for example by referencing a different file in a memory 

for each lexicon for each profession. Id.

74. accessing the data store with at least a first data miner to 

process data in the store and output at least one result; In my opinion, 

Jacobsen discloses this claim limitation. 

75. Jacobsen discloses a first data miner, e.g., word scoring feature. This 

word scoring feature involves accessing the saved (relevant) web pages for 

processing and outputting at least one result, e.g., word scores. 

76.

assign numerical scores to words and to sum the scores of the words on a page to 

EX. 1003 at ¶[0068]. A word score is saved for 

each word on each page. EX. 1003 at ¶[0069]. 

77. receiving a customer request for information; In my 

opinion, Jacobsen discloses this claim limitation. Jacobsen discloses receiving a 

customer request for information, e.g., a user query. 

78. -end 

Id. at ¶[0007]. Jacobsen also discloses a user query, where its method includes 

Id. at claim 28.
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79. creating at least a second data miner in response to the

customer request for information, the second data miner accessing at least the 

result of the first data miner to generate an output; and In my opinion, 

Jacobsen discloses this claim limitation. Jacobsen discloses creating a second data 

miner, e.g., site ranking feature, in response to the customer request for 

information. The second data miner, e.g., site ranking feature, accesses the word 

scores, which correspond to the result of the first data miner, in order to generate 

an output.

80.

EX. 1003

at ¶ ds of the query 

Id. 

Id. 

81. The site ranking feature is a customized feature based on the words in 

the user query. The site ranking feature provides users with ease in retrieving the 

most relevant information. Id. at ¶[0026]. The site ranking feature is used to search 

the results of the first data miner to provide customized results to the user based on 

the user search request. The site ranking feature 

on the word scores and in response to user queries. EX. 1003 at ¶[0069].
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82. at least partially based on the output of the second data

miner, responding to the customer request for information. In my opinion, 

Jacobsen discloses this claim limitation. Jacobsen discloses that the site ranking 

feature is used to determine an order in which to display the results. EX. 1003 at 

¶ s, would 

be displayed earlier in the display and/or more prominently than less high ranking 

Id. This hierarchical display is meant to provide a user-friendly display of 

results. See, e.g., EX. 1003, FIGS. 8A and 8B. With respect to, for example, FIG. 

8A, Jacobsen discloses that the user can click on the document 21 to access the 

information or site. EX. 1003 at ¶[0071].

83. Thus, in my opinion, Jacobsen discloses all the limitations recited in 

claim 1.

Claim 3

84. Claim 3 depends from claim 1 and adds wherein the 

method is provided to the customer as a service, and the acts of crawling, 

accessing, receiving, creating, and responding are undertaken at a vendor 

facility. ion, 

this additional claim limitation is disclosed in Jacobsen. As discussed above, the 

methods of Jacobsen may be provided to the user as a service and the acts of 

crawling, accessing, receiving, creating, and responding are undertaken at a search 
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facility. See, e.g., EX. 1003 at ¶[0008] and ¶[0044]. Jacobsen repeatedly analogizes 

the claimed invention to a specialized law library. E.g., ¶¶[0018]-[0019].

85. Thus, in my opinion, Jacobsen discloses all the limitations of claim 3.

Claim 19

86. Claim 19 wherein the 

data miner includes rules for generating the result I incorporate my above 

discussion of claim 1 in Ground 1. It is unclear which data miner this claim refers 

to, but if the PTAB determines this claim refers to the first data miner because this 

, then in my opinion, 

this additional claim limitation is disclosed in Jacobsen. As discussed above, 

Jacobsen discloses that the first data miner, e.g., word scoring feature, uses a 

. EX. 1003 at ¶[0068].

-

ge and increasing its score 

if it appeared on a relevant page (i.e., a page that passed through filtering) 

Id. Additional examples include, increasing 

the word score according to how many relevant pages that linked to the given page 

contain the word and/or increasing the word score according to where the word 

appeared in a link leading to the page being examiner and/or increasing the word 

score if the word appears closer in proximity to the link to the page being 
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examined. Id. Accordingly, in my opinion, Jacobsen discloses rules for generating 

the result of the first data miner, e.g., word scores.

87. Thus, in my opinion, Jacobsen discloses all the limitations of claim 

19.

Claim 20

88. wherein the 

result of the miner is useful for generating at least one index of the data 

store I incorporate my above discussion of claim 1 in Ground 1. It is unclear 

which data miner this claim refers to, but if the PTAB determines this claim refers 

basis in claim 1, then in my opinion, this additional claim limitation is disclosed in 

Jacobsen. As discussed above, Jacobsen discloses that the result of the first data 

miner, e.g., word scores, are saved and later used by the second data miner. E.g., 

EX. 1003 at ¶¶[0068]-[0069]. Accordingly, in my opinion, the result of the first 

data miner is useful for generating an index of the data store, e.g., pages with saved 

word scores.

89. Thus, in my opinion, Jacobsen discloses all the limitations of claim 

20.
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Claim 34

90. An information service, comprising In my opinion, to the 

extent the preamble is limiting, Jacobsen discloses this claim limitation. As stated 

using, e.g.

subject-specific search engine utilizes a smart web crawler and 

EX. 1003 at Abstract.

91. means for accessing, with at least a first data miner, a data 

store containing information representing at least one Web page to process 

data in the store and output at least one result In my opinion, Jacobsen 

discloses this claim limitation. For example, Jacobsen discloses smart crawler 16 

operates in basically the same way as prior-art crawlers, e.g., by visiting sites and 

transmitting information back to host computer 17, except that it does not operate 

Id. at ¶[0045]. mart crawler 16 

traverses the Internet 1 and then performs a screening operation, denoted by site 

filter 11. Site filter 11 determines, based on terminology of the profession to which 

the SSSE is directed (e.g., law), whether or not each site is considered to be 

relevant to the profession. Id. As one non-limiting example, Jacobsen describes 

the invention as being able to provide a particular profession (e.g., law) with only 
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relevant content, similar to a specialized law library as opposed to a regular library. 

Id. at ¶¶[0018]- [0019]; see also, e.g., claim 1.

92. FIG. 6A, reproduced below, shows filtering operations according to 

the present invention. EX. 1003 at ¶[0041]. Step S11 is an optional step of 

removing extraneous material, e.g., advertisements. EX. 1003 at ¶[0061]. At Step 

S12, the main part of the filter takes the page and compares it with a lexicon of 

terms (e.g., legal terms) whose presence will indicate that the page may be 

relevant. Id. If comparison is favorable in Step S13, then the page is saved in Step 

S15. Id. 
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93. As disclosed in Jacobsen, using a lexicon of legal terms would save 

relevant pages for a legal data store, similar to a specialized law library. Jacobsen 

also discloses that the components of the filter itself may be the same for any 

context/profession, where only the lexicon may be changed. For example, it is only 

necessary to change the lexicon to include medical terms, as opposed to legal 

terms, to create a data store for a different profession, e.g., medicine. EX. 1003 at 
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¶[0066]. This may be done for example by referencing a different file in a memory 

for each lexicon for each profession. Id.

94. Jacobsen discloses a first data miner, e.g., word scoring feature. This 

word scoring feature involves accessing the saved (relevant) web pages for 

processing and outputting at least one result, e.g., word scores. 

95.

assign numerical scores to words and to sum the scores of the words on a page to 

EX. 1003 at ¶[0068]. A word score is saved for 

each word on each page. EX. 1003 at ¶[0069]. 

96. means for receiving a customer request for information

In my opinion, Jacobsen discloses this claim limitation. Jacobsen discloses 

receiving a customer request for information, e.g., a user query. Jacobsen explains 

-end query looks up the search terms in 

Id. at ¶[0007]. Jacobsen also 

discloses a user query, where its method includes

Id. at 

claim 28. 

97. means for creating at least a second data miner in response to 

the customer request for information, the second data miner accessing at least 

the result of the first data miner to generate an output; and In my opinion, 
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Jacobsen discloses this claim limitation. Jacobsen discloses creating a second data 

miner, e.g., site ranking feature, in response to the customer request for 

information. The second data miner, e.g., site ranking feature, accesses the word 

scores, which correspond to the result of the first data miner, in order to generate 

an output.

98. the inventive 

EX. 1003

at ¶

Id. s are 

Id. 

99. The site ranking feature is a customized feature based on the words in 

the user query. The site ranking feature provides users with ease in retrieving the 

most relevant information. Id. at ¶[0026]. The site ranking feature is used to search 

the results of the first data miner to provide customized results to the user based on 

the user searc

on the word scores and in response to user queries. EX. 1003 at ¶[0069].

100. means for responding to the customer request for information 

at least partially based on the output of the second data miner In my opinion, 

Jacobsen discloses this claim limitation. Jacobsen discloses that the site ranking 

feature is used to determine an order in which to display the results. EX. 1003 at 
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¶ ed by their rankings, would 

be displayed earlier in the display and/or more prominently than less high ranking 

Id. This hierarchical display is meant to provide a user-friendly display of 

results. See, e.g., EX. 1003, FIGS. 8A and 8B. With respect to, for example, FIG. 

8A, Jacobsen discloses that the user can click on the document 21 to access the 

information or site. EX. 1003 at ¶[0071].

101. Thus, in my opinion, Jacobsen discloses all the limitations recited in 

claim 34.

Claim 36

102. Claim 36 depends from claim 34 and adds the limitation 

the service is provided to the customer as a service, and the means for 

accessing, receiving, creating, and responding are executed at a vendor 

I incorporate my discussion of claim 34 in Ground 1 discussed above. In 

my opinion, Jacobsen discloses this limitation. For at least the reasons discussed

above with respect to claim 3, Jacobsen discloses wherein the service is provided 

to the customer as a server, and the means for accessing, receiving, creating, and 

responding are executed at a vendor facility. Thus, in my opinion, Jacobsen 

discloses all the limitations recited in claim 36.
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Claim 52

103. Claim 52 depends from claim 34 and adds the limitation 

I incorporate my 

discussion of claim 34 in Ground 1 discussed above. It is unclear which data miner 

this claim refers to, but if the PTAB determines this claim refers to the first data

then in my opinion, this additional claim limitation is disclosed in Jacobsen. For at 

least the reasons discussed above with respect to claim 19, in my opinion, Jacobsen 

discloses the additional limitations recited in claim 52. 

Claim 53

104. Claim 53 depends from claim 52 and adds the limitation 

generating at least one index of the data store at least partially based on the 

I incorporate my discussion of claim 34 in Ground 1, as well 

as my discussion of claim 52 in Ground 1 discussed above. It is unclear which data 

miner this claim refers to, but if the PTAB determines this claim refers to the first 

claim 34, then in my opinion, this additional claim limitation is disclosed in 

Jacobsen. For at least the reasons discussed above with respect to claim 20, in my 

opinion, Jacobsen discloses the additional limitations recited in claim 53.
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GROUND 2: OBVIOUSNESS OF CLAIMS 2 AND 35 BASED ON
JACOBSEN (EX. 1003)

105. In my opinion, the combination of Jacobsen and the general 

knowledge of a POSA renders obvious each of the limitations of claims 2 and 35

526 patent.

Claim 2

106. Claim 2 depends from claim 1 and adds the limitation 

billing the

107. I incorporate my discussion of claim 1 in Ground 1 discussed above. 

In my opinion, this claim limitation would be obvious to a POSA based the 

teachings of Jacobsen combined with his or her general knowledge. 

108. he results are provided to the customer 

at block 70 and the customer is billed, on a per request basis or on a subscription 

basis. -56. 

statements during prosecution amount to clear disclaimer of billing the customer 

on a subscription basis.

general knowledge teaches the limitations of claim 2.

109. I also 

methods for billing the customer, which in my opinion supports that it would have 

been within the general knowledge of a POSA to utilize known means or methods 

for doing so.
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110. In my opinion, it would have been obvious for a POSA to incorporate 

the additional step of billing the user for responding to the user request for 

information on a per request basis into the methods of Jacobsen. For example, a 

POSA would have been motivated to bill the user for responding to the user 

request for information and effectuate payment prior to allowing the user to access 

the desired documents (see e.g., EX. 1003 at ¶¶[0071]-[0072]) in order to ensure 

payment. It would also have been obvious to bill the user for responding to the user 

request for information on a subscription basis, for example, if the user frequently 

used the system of Jacobsen.

111. Billing the user for responding to the user request for information 

it in order to maintain the system 

so that it continues to provide services and products to users. In my opinion, this 

would have been merely combining known methods (subject-specific search 

methods and known methods of billing customers) to yield predictable results 

(profit to continue provision of services).

112. For at least these reasons, in my opinion, Jacobsen combined with the 

general knowledge of a POSA teaches all the limitations recited in claim 2.
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Claim 35

113. Claim 35 depends from claim 34 and adds the limitation 

means for billing the customer for responding to the customer request for 

114. I incorporate my discussion of claim 34 in Ground 1 discussed above. 

In my opinion, this claim limitation would be obvious to a POSA based the 

teachings of Jacobsen combined with his or her general knowledge. For at least the 

same reasons discussed above with respect to claim 2, in my opinion, it would 

have been obvious for a POSA to incorporate the additional means for billing the 

user for responding to the user request for information into the system of Jacobsen. 

Thus, in my opinion, Jacobsen combined with the general knowledge of a POSA 

teaches all the limitations recited in claim 35.

GROUND 3: OBVIOUSNESS OF CLAIMS 2 AND 35 BASED ON
JACOBSEN (EX. 1003) AND JARAMILLO (EX. 1005)

115. In my opinion, the combination of Jacobsen and Jaramillo renders 

obvious each of the limitations of claims 2 and 35 526 patent.

Motivations to Combine Regarding Jacobsen and Jaramillo

116. A POSA would be motivated to combine the teaching of Jacobson 

with his or her own general knowledge of Internet communications and databases,

especially as it concerns web crawling and web pages. This general knowledge is 
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at least because 

Jacobsen was a published patent application filed before the priority date of the 

117.

-specific search engine [that] utilizes a smart web crawler 

an

EX. 1003 at Abstract. See also supra at ¶¶54-57.

118.

methods to facilitate 

searching of reference standards. EX. 1005 at ¶[0022].11 The methods also include

the steps of identifying if a user has permission to access the reference standard 

database on the web site and selecting a search criteria for a reference standard by 

the user, if the user has permission to access the reference standard database EX. 

1005 at Abstract. See also supra at ¶¶61-64.

119. Jaramillo discloses it was known for search engines to use automated 

software programs that traverse the Internet cataloging documents and storing the 

information in a computer database, where it is filtered, categorized and stored. Id. 

at ¶[0006]. Jaramillo discloses it was known to charge a user to access a particular 

11

searching and accessing relevant documents, e.g., reference standards.
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web site and for a user to pay a fee for the service provided by the web site on a 

per-use basis. Id. at ¶[0026]. Jaramillo also discloses it was known to charge a user 

for a subscription to a website for predetermined access to a reference standard for 

paying a predetermined subscription fee. Id. 12

120. A POSA would be motivated to combine the teachings of Jacobsen 

and Jaramillo to achieve the benefits both provide to Internet searching. A POSA 

would be motivated to improve the methods of Jacobsen with the billing methods 

of Jaramillo in order to ensure a user of Jacobsen has permission to use/access the 

subject-specific search engine services. Further, in my opinion, billing the user 

would allo

so that it continues to provide services and products to users. In my opinion, this 

would have been merely combining known methods (subject-specific search 

methods and known methods of billing customers) to yield predictable results 

(profit to continue provision of services).

Claim 2

121. Claim 2 depends from claim 1 and adds the limitation 

billing the

12

billing the customer as claimed at least because Jaramillo expressly discloses 
billing on a per-use basis, as well as billing by subscription.
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122. I incorporate my discussion of claim 1 in Ground 1 discussed above. 

In my opinion, billing the user for responding to the user request for information 

would have been obvious to a POSA based on the teachings of Jacobsen and 

Jaramillo discussed above.

123. he results are provided to the customer 

at block 70 and the customer is billed, on a per request basis or on a subscription 

basis. -56. As discus

statements during prosecution amount to clear disclaimer of billing the customer 

on a subscription basis. Regardless, Jacobsen in combination with Jaramillo

teaches the limitations of claim 2. 

124. I also note that the

methods for billing the customer, which in my opinion supports that it would have 

been within the general knowledge of a POSA to utilize known means or methods 

for doing so.

125. Jaramillo teaches billing the user for responding to the user request 

accesses the web site 40 and pays a fee for the service provided by the web site 40 

on a per-

web site 40 for predetermined access to the reference standard services by paying a 

Id. at ¶[0026]. 
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126. It would have been obvious to a POSA to combine the teachings of 

Jacobsen and Jaramillo to add the step of billing the user for responding to the user

request for information, as disclosed by Jaramillo, into the methods of Jacobsen.

For example, like in Jaramillo, a POSA would have been motivated to bill the user 

for responding to the user request for information and effectuate payment prior to 

allowing the user to access the desired documents (see e.g., EX. 1003 at ¶¶[0071]-

[0072]) in order to ensure payment. Like in Jaramillo, billing the use could be done 

on a per request/use basis or on a subscription basis. For at least these reasons, in 

my opinion, Jacobsen combined with Jaramillo teaches all the limitations recited in 

claim 2.

Claim 35

127. Claim 35 depends from claim 34 and adds the limitation

means for billing the customer for responding to the customer request for 

128. I incorporate my discussion of claim 34 in Ground 1 discussed above. 

In my opinion, this claim limitation would be obvious to a POSA based the 

teachings of Jacobsen and Jaramillo discussed above. For at least the same reasons 

discussed above with respect to claim 2, in my opinion, it would have been 

obvious for a POSA to incorporate the additional means for billing the user for 

responding to the user request for information, as disclosed by Jaramillo, into the 
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system of Jacobsen. Thus, in my opinion, Jacobsen combined with Jaramillo

teaches all the limitations recited in claim 35.

GROUND 4: OBVIOSUNESS OF CLAIMS 6-9, 11, 16-17, 39-42, 44, and 49-
50 BASED ON JACOBSEN (EX. 1003) AND HEGLI (EX. 1006)

129. In my opinion, the combination of Jacobsen and Hegli renders

obvious each of the limitations of claims 6-9, 11, 16-17, 39-42, 44, and 49-50 of 

526 patent.

Motivation to Combine Jacobsen and Hegli

130. A POSA would be motivated to combine the teaching of Jacobsen

with his or her own general knowledge of Internet communications and databases, 

especially as it concerns web crawling and web pages. This general knowledge is 

at least because 

Jacobsen was a published patent application filed before the priority date of the 

131.

-specific search engine [that] utilizes a smart web crawler 

and includes a ca

EX. 1003 at Abstract. Jacobsen addresses these problems by disclosing a specific 

search engine (SSSE), where the strategy adopted is to collect and index only the 
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pages deemed releva Id. at ¶[0010]. 

The analysis disclosed by Jacobsen includes use of a lexicon of terms (e.g., legal 

terms) whose presence will indicate that the page may be relevant. Id. at ¶[0061]. 

The analysis disclosed by Jacobsen further includes use of a word scoring feature 

and a site ranking feature. Id. at ¶¶[0068]-[0069]. See also supra at ¶¶54-Error! 

Reference source not found..

132.

EX. 1006 at Abstract. Hegli is directed to a system that 

Id. Hegli discloses 

ng database that is created by 

analysis of lexical elements appearing on Internet sites that are strongly associated 

plurality of words that appear on the site under analysi Id. at 4:20-25. See also

supra at ¶¶65-67.13

13

categorized database of Internet sites, including relevancy scores at least partially 
defined by lexical terms, as well as controlling user access to categories. See, e.g., 
EX. 1006, claim 1. Hegli is not limited to the context of pornography. I also note 

pornography.
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133. A POSA would be motivated to combine the teachings of Jacobsen 

and Hegli to achieve the benefits both provide to Internet searches. A POSA would 

be motivated to improve the subject specific search engine of Jacobsen with the 

controlled and categorized searching of Hegli in order to improve functionality 

related to the collection, storage, and retrieval of information from the Internet. A

POSA reading Jacobsen would have been motivated to use the analysis of lexical 

elements and determination of categories of information as taught by Hegli. For 

law library would be further 

create sections of the 

library for particular subjects, e.g., patent law. Further, given that Jacobsen 

discloses different lexicons for different professions, a POSA would have been 

motivated to modify Jacobsen to allow certain customers to access the legal search 

results and other customers to access the medical search results depending on, for 

In some cases, a lawyer may need to also access 

medical search results and a doctor may need to also access legal search results,

which would be provided for in a modified system of Jacobsen, based on the 

teachings of Hegli. The combination of Jacobsen and Hegli would have been 

merely combining known known methods (search engines and lexical analysis) to 

yield predictable results (categorized search results).
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Claim 6

134. Claim 6 depends from claim 1 and adds the limitation wherein the 

result output by the first data miner includes at least one key representing at 

I incorporate my 

discussion of claim 1 in Ground 1 discussed above. In my opinion, the combination 

of Jacobsen and Hegli teaches this claim limitation. 

135. As discussed above, Jacobsen discloses word scores corresponding to 

the result output by the first data miner. In my opinion, it would have been obvious 

to incorporate the teachings of Hegli into Jacobsen such that the result output by 

the first data miner additional includes at least one key representing at least one 

characteristic (e.g., word ID, category, relevance score, pair, adjacent) of at least 

one entity in the data store. 

136. For example, Hegli teaches the use of analysis of lexical elements 

EX. 1006 at 4:21-23. 

exical elements include individual words, word 

Id. at 4:25-27. As discussed in Hegli, 

the words, word pairs and word adjacencies from new Internet sites are tested 

against the category prototypes to determine if the new page should be categorized 

within any particular category Id. at 5:23-
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relevance score to the Commerce category. Id. at 4:35-39; see also id. at 7:51-8:14.

137. With respect to Figure 3, reproduced below, Hegli teaches the use of 

word identification table 200 that includes lists of words and a corresponding ID 

for each word. EX. 1006 at 8:31-33. Hegli further teaches the use of a category ID 

table 205 including the alpha score and beta score for each category. EX. 1006 at 

8:49-67. Hegli further teaches the use of the use of a word relevance table 210 that 

provides the relevance scores of word pairs and word adjacencies with particular 

categories in the system. EX. 1006 at 9:1-20. 
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138. Thus, in my opinion, the combination of Jacobsen and Hegli teaches 

all limitations of claim 6.14.

14 I also note that the examiner also relied on col. 4:21-29 and col. 9:13-20 of Hegli 
for teaching the limitations of claim 6, which was not disputed by the applicant 
during prosecution. The applicant only argued that a different primary prior art 
reference (Chipman) was not properly combinable with Hegli. The applicant did 
not argue that Hegli did not disclose the additional claim elements.
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Claim 7

139. Claim 7 depends from claim 6 and adds the limitation 

key is added to a table having therein plural entities, at least some entities 

I incorporate my discussion of claim 1 in Ground 

1, as well as my discussion of claim 6 in Ground 4 discussed above. In my opinion, 

the combination of Jacobsen and Hegli teaches this claim limitation.

140. With respect to Fig. 3 of Hegli, shown above, Hegli teaches wherein 

the key is added to a table having therein plural entities, at least some entities 

having at least one attribute. For example, Hegli teaches the use of a category ID 

category ID number for each category with

includes an alpha and beta score that provide the cut-off values for assigning a 

EX. 1006. at 8:49-54.

141. Thus, in my opinion, the combination of Jacobsen and Hegli teaches 

all limitations of claim 7.15

15 I also note that the examiner also relied on Fig. 3 of Hegli for teaching the 
limitations of claim 7, which was not disputed by the applicant during prosecution.
The applicant only argued that a different primary prior art reference (Chipman) 
was not properly combinable with Hegli. The applicant did not argue that Hegli did 
not disclose the additional claim elements.
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Claim 8

142. Claim 8 depends from claim 6 and adds the limitation 

I incorporate my discussion of claim 1 in 

Ground 1, as well as my discussion of claim 6 in Ground 4 discussed above. In my 

opinion, the combination of Jacobsen and Hegli teaches this claim limitation.

143. With respect to Fig. 3 of Hegli, shown above, Hegli teaches wherein 

the value of the key is a binary value. For example, Hegli teaches the use of a word 

relevance table 210. The word relevance table 210 illustrates binary key values 

indicating whether words are adjacent, i.e.

a pair, i.e.

144. Thus, in my opinion, the combination of Jacobsen and Hegli teaches 

all limitations of claim 8.16

Claim 9

145. Claim 9 depends from claim 6 and adds the limitation 

value of the key is a non-binary value. I incorporate my discussion of claim 1 in 

Ground 1, as well as my discussion of claim 6 in Ground 4 discussed above. In my 

opinion, the combination of Jacobsen and Hegli teaches this claim limitation.

16 I also note that the examiner also relied on Fig. 3 of Hegli for teaching the 
limitations of claim 8, which was not disputed by the applicant during prosecution.
The applicant only argued that a different primary prior art reference (Chipman) 
was not properly combinable with Hegli. The applicant did not argue that Hegli did 
not disclose the additional claim elements.
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146. With respect to Fig. 3 of Hegli, shown above, Hegli teaches wherein 

the value of the key is a binary value. For example, Hegli teaches the use of a word 

relevance table 210. The word relevance table 210 illustrates non-binary key 

values indicating the relevance score. 

147. Thus, in my opinion, the combination of Jacobsen and Hegli teaches 

all limitations of claim 9. 17

Claim 11

148. Claim 11 depends from claim 6 and adds the limitation 

key represents whether the associated entity is a high quality entity. I

incorporate my discussion of claim 1 in Ground 1, as well as my discussion of 

claim 6 in Ground 4 discussed above. In my opinion, the combination of Jacobsen 

and Hegli teaches this claim limitation.

149. a process 328 of analyzing 

the word content of pages to determine their relevance to particular categories is 

Id. at 12:33-35. Hegli further discloses a quality rating of the relevance 

the relevance score of a word pair within a particular category varies 

17 I also note that the examiner also relied on Fig. 3 of Hegli for teaching the 
limitations of claim 9, which was not disputed by the applicant during prosecution.
The applicant only argued that a different primary prior art reference (Chipman) 
was not properly combinable with Hegli. The applicant did not argue that Hegli did 
not disclose the additional claim elements.
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from 0 to 1,000, with 1,000 being a word pair that is perfectly associated with a 

Id. at 12:52-54.

150. Thus, in my opinion, the combination of Jacobsen and Hegli teaches 

all limitations of claim 11. 18

Claim 16

151. Claim 16 depends from claim 6 and adds the limitation 

I incorporate my discussion of claim 1 in Ground 

1, as well as my discussion of claim 6 in Ground 4 discussed above. In my opinion, 

the combination of Jacobsen and Hegli teaches this claim limitation.

152. As discussed above, Jacobsen discloses the entity in the data store

represents a Web page. See, e.g., EX. 1003 at ¶¶[0068]-[0069]. Jacobsen also 

discloses computing a word score associated with each word (except stop words) 

on each web page. See, e.g., EX. 1003 at claim 56. Also, for example, with respect 

to Fig. 8A, Jacobsen discloses the files 20, 22 represent the actual Web pages/sites. 

EX. 1003 at ¶[0071]. As discussed above, Hegli additionally discusses the analysis 

of web pages in a data store. See also, e.g., EX. 1006 at 14:51-53 and 14:58-60.

18 I also note that the examiner also relied on Fig. 6 of Hegli for teaching the 
limitations of claim 11, which was not disputed by the applicant during 
prosecution. The applicant only argued that a different primary prior art reference 
(Chipman) was not properly combinable with Hegli. The applicant did not argue 
that Hegli did not disclose the additional claim elements.
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153. Thus, in my opinion, the combination of Jacobsen and Hegli teaches 

all limitations of claim 16. 

Claim 17

154. Claim 17 depends from claim 6 and adds the limitation 

I incorporate my discussion of claim 1 in Ground 

1, as well as my discussion of claim 6 in Ground 4 discussed above. In my opinion, 

the combination of Jacobsen and Hegli teaches this claim limitation.

155. For example, with respect to Figs. 8A and 8B, Jacobsen discloses the 

s may consist of URLs of sites and contain the sites linked to 

from those URLs. EX. 1003 at ¶[0073].

156. Thus, in my opinion, the combination of Jacobsen and Hegli teaches 

all limitations of claim 17.

Claim 39

157. Claim 39 depends from claim 34 and adds the limitation 

the result output by the first data miner includes at least one key representing 

I incorporate 

my discussion of claim 34 in Ground 1 discussed above. In my opinion, this claim 

limitation would be obvious to a POSA based the teachings of Jacobsen and Hegli

discussed above. For at least the same reasons discussed above with respect to 

claim 6, in my opinion, it would have been obvious for a POSA to incorporate the 
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teachings of Hegli, wherein the result output by the first data miner includes at 

least one key representing at least one characteristic of at least one entity in the 

data store, into the system of Jacobsen. Thus, in my opinion, Jacobsen combined 

with Hegli teaches all the limitations recited in claim 39.

Claim 40

158. Claim 40 depends from claim 39 and adds the limitation 

comprising means for adding the key to a table having therein plural entities, 

I incorporate my discussion 

of claim 34 in Ground 1 discussed above, as well as my discussion of claim 39 in 

Ground 4 discussed above. In my opinion, this claim limitation would be obvious 

to a POSA based the teachings of Jacobsen and Hegli discussed above. For at least

the same reasons discussed above with respect to claim 7, in my opinion, it would 

have been obvious for a POSA to incorporate means for adding the key to a table 

having therein plural entities, at least some entities having at least one attribute, as 

disclosed in Hegli, into the system of Jacobsen. Thus, in my opinion, Jacobsen 

combined with Hegli teaches all the limitations recited in claim 40.

Claim 41

159. Claim 41 depends from claim 39 and adds the limitation wherein 

the value of the key I incorporate my discussion of claim 34 

in Ground 1 discussed above, as well as my discussion of claim 39 in Ground 4 
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discussed above. In my opinion, this claim limitation would be obvious to a POSA 

based the teachings of Jacobsen and Hegli discussed above. For at least the same 

reasons discussed above with respect to claim 8, in my opinion, it would have been 

obvious for a POSA to incorporate the teachings of Hegli, wherein the value of the 

key is a binary value, into the system of Jacobsen. Thus, in my opinion, Jacobsen 

combined with Hegli teaches all the limitations recited in claim 41.

Claim 42

160. Claim 42 depends from claim 39 and adds the limitation 

the value of the key is a non-binary value. I incorporate my discussion of claim 

34 in Ground 1 discussed above, as well as my discussion of claim 39 in Ground 4 

discussed above. In my opinion, this claim limitation would be obvious to a POSA 

based the teachings of Jacobsen and Hegli discussed above. For at least the same 

reasons discussed above with respect to claim 9, in my opinion, it would have been 

obvious for a POSA to incorporate the teachings of Hegli, wherein the value of the 

key is a non-binary value, into the system of Jacobsen. Thus, in my opinion, 

Jacobsen combined with Hegli teaches all the limitations recited in claim 42.

Claim 44

161. Claim 44 depends from claim 39 and adds the limitation wherein 

I

incorporate my discussion of claim 34 in Ground 1 discussed above, as well as my 
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discussion of claim 39 in Ground 4 discussed above. In my opinion, this claim 

limitation would be obvious to a POSA based the teachings of Jacobsen and Hegli 

discussed above. For at least the same reasons discussed above with respect to 

claim 11, in my opinion, it would have been obvious for a POSA to incorporate the 

teachings of Hegli, wherein the key represents whether the associated entity is a 

high quality entity, into the system of Jacobsen. Thus, in my opinion, Jacobsen 

combined with Hegli teaches all the limitations recited in claim 44.

Claim 49

162. Claim 49 depends from claim 39 and adds the limitation 

I incorporate my discussion of claim 34 in 

Ground 1 discussed above, as well as my discussion of claim 39 in Ground 4 

discussed above. In my opinion, this claim limitation would be obvious to a POSA 

based the teachings of Jacobsen and Hegli discussed above. For at least the same 

reasons discussed above with respect to claim 16, in my opinion, it would have 

been obvious for a POSA to incorporate the teachings of Hegli, wherein the entity 

represents a Web page, into the system of Jacobsen. Thus, in my opinion, Jacobsen 

combined with Hegli teaches all the limitations recited in claim 49.

Claim 50

163. Claim 50 depends from claim 39 and adds the limitation 

I incorporate my discussion of claim 34 in 
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Ground 1 discussed above, as well as my discussion of claim 39 in Ground 4 

discussed above. In my opinion, this claim limitation would be obvious to a POSA 

based the teachings of Jacobsen and Hegli discussed above. For at least the same 

reasons discussed above with respect to claim 17, in my opinion, it would have 

been obvious for a POSA to incorporate the teachings of Hegli, wherein the entity 

represents a hyperlink, into the system of Jacobsen. Thus, in my opinion, Jacobsen 

combined with Hegli teaches all the limitations recited in claim 50.

GROUND 5: ANTICIPATION OF CLAIMS 1, 6, 9, 11, 13, 19, 20, 34, 39, 42, 
44, 46, 52, AND 53 BY SEIBEL (EX. 1004)

164. In my opinion, Seibel discloses each of the limitations of claims 1, 6, 

9, 11, 13, 19, 20, 34, 39, 42, 44, 46, 52, and 53 526 patent. 

Claim 1

165. In my opinion, to the 

extent the preamble is limiting, Seibel discloses this claim limitation. As stated in 

e.g. EX. 1001 at Abstract. 

166. Seibel describes a customer lead generation system 10 that uses the 

Internet and multiple data sources to mine text data to enhance businesses:

167.

customer lead generation system 10 in accordance with the invention. System 10 is 
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in communication, via the Internet, with unstructured data sources 11, an 

administrator 12, client systems 13, reverse look-up sources 14, and client 

EX. 1004 at 2:47-52.

168.

conduct more effective marketing campaigns. These users may be direct marketers 

who wish to maximiz[e] the effectiveness of direct sales calls, or e-commerce web 

Id. at 2:53-57. FIGS. 1 and 2 are reproduced 

below:
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169.

7 illustrate a data mining system 61, which may be used within system 10 of FIGS. 

Id. at 7:48-49. FIGS. 6 and 7 are reproduced below:
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170.

In my opinion, Seibel discloses this claim limitation. For example, Seibel discloses 

a lead generation system 10, shown in Figs. 1 and 2. The processes of the lead 

generation system 10 include crawling the Internet using a prospect harvester 

process 21 or crawler process 31.

171. Seibel describes

of external data sources, client internal data sources and user parameter extraction 

interfaces, in conjunction with a search, recognition and retrieval system, to 

harvest contact information from the web 

Id. at 3:63-4:1. 
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172. Seibel further discloses that crawler process 31 is a text mining tool 

that provides access to data sources. E.g., id. at 4:63-65. Fig. 3, reproduced below, 

provides additional detail of the data sources of Figs. 1 and 2. 

173. Seibel further discloses that one such data source obtained from a

crawler process are his function of 

the crawler process is similar to the functionality associated with web-discussion-

forums earches are controlled by user-specified parameters such as 

web site URL, starting page, the number of traversal levels and crawling 

Id. at 5:52-57.

174. Seibel further discloses a database server system 41, which may be 

used within lead generation system 10 of Figs. 1 and 2. Fig 4, reproduced below, 
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shows database server system 41, including a data acquisition component 41a. 

Seibel ition component 41a collects and extracts data 

from different data sources, applying appropriate transformation, aggregation and 

cleansing to the data collected. This component consists of predefined data 

conversions to accomplish most commonly used data transformations, for as many 

Id. at 6:12-18.

175. Thus, Seibel discloses crawling the Internet using processes 21, 31 to

return Web pages to a data store, e.g., database server system 41.

176.

In my opinion, 

Seibel discloses this claim limitation. Seibel discloses a first data miner, e.g.,

profiles generation process 25, which processes customer data in the store to create 

a user (client) profiles database 26, which stores profiles of the client and its 

customers. 
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177. For example, Seibel discloses that 

implement the profiles generation process 25, which collects profile data about the 

Id. at 5:62-54. Seibel describes profiles generation process 25 which 

-house files and records related to the user's existing 

customers to identify and group those customers into profile categories based on 

the customer's buying patterns and purchasing volumes

and purchasing volumes of the existing customers on the salient contact 

information previously harvested to allow the aggregation of the revenue-based 

leads into prioritized demand generation sets. Id. at 4:23-39

178. Seibel further 

the data obtained by [prospects harvester] process 21 to facilitate more accurate 

revenue projections and to enhance the sales and marketing process. The client 

may add certain value judgments (rankings) in a table that is linked to a unique 

lead id that can subsequently be analyzed by data mining or OLAP analytical 

Id. at 4:39-45.

179. In my 

opinion, Seibel discloses this claim limitation.

180. Seibel discloses database server system 41, discussed above, which 

also includes a charts repository 41d. Id. at Fig. 4. Seibel discloses receiving a



73

Id. at Fig. 5. 

181.

user requests a chart, system 41 first queries the chart repository 41d to see if there

is an existing chart. If there is a preexisting chart, server 41e pulls that chart 

directly from the repository. If there is no preexisting chart, server 41e runs the 

corresponding predefined query from the query repository 41c in order to extract 

data Id.

at 6:58-7:2.

182.

customer request for information, the second data miner accessing at least the 

result of the first In my opinion, Seibel

discloses this claim limitation. Seibel discloses creating at least a second data 

miner in response to the customer request for information. For example, Seibel 

discloses a second data miner, e.g., server 41e runs a query using different 

parameters (e.g., a quarterly revenue query where the parameters passed are the 

specific region, the specific year, and the specific quarter) to extract data from data 

mart 41b to feed the data to the requested chart. Id. at 6:44-7:2. Seibel further 

discloses that users may request charts by regions, by quarters, by products, by 



74

companies, and by chart style (e.g., pie chart, bar chart, map view, or data view). 

Id. at 7:29-39.

183. Server 41e extracts (e.g., mines) data in response to a user (e.g.,

customer) request. This is a customized extraction based on the parameters of the 

user request. This provides customized results to the user based on the user request. 

184. Seibel discloses the second data miner accessing at least the result of 

the first data miner to generate an output. For example, profiles generation process 

25 (e.g., the first data miner) generates resulting deliverable data 24 and user

profiles 26, as seen in Fig. 2:

185. Seibel further discloses multiple other data miners, including server 

41e, accessing those results to generate an output: 

connection with FIG. 2, the profiles generation process 25 may be used to generate 

a profiles database 26. This [profiles] database 26 stores information about the 

client and its customers that may be used to better identify prospective customers. 

... as illustrated in FIG. 5, the database server 41e of database server system 41 
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may access database 24 [(which contains Profiles Database 26 - Fig. 5)] to 

determine user preferences in formulating queries and presenting outputs. Id. at 

10:60-11:8; see also id. at Fig. 9.

186. Seibel further discloses that server 41e is distinct from profiles 

generation process 25 (e.g., a first data miner). For example, Fig. 5 shows that

server 41e accesses user profiles and data 24 and 26, which, as discussed above, 

were already separately generated by profiles generation process 25.

187.

miner, responding to the customer In my opinion, 

Seibel discloses this claim limitation.

188. Seibel discloses responding to the customer request for information at 

least partially based on the output of the second data miner. For example, Seibel 

discloses that server 41e generates output 43, which is sent to client system 13, as 

seen in Fig. 4, reproduced below:
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189. Seibel further discloses a response to a customer request for 

information based at least partially on output 43. For example, Seibel discloses that 

output 43 can comprise business intelligence tailored to specific customer requests:

organization's sales performance as charts over the Internet or corporate Intranet. 

Users can pick and choose charts by regions, by quarters, by products, by 

companies and even by different chart styles. Users can drill-down on these charts 

to reveal the underlying data sources, get detailed information charts or detailed 

raw data. All charts are drill-down enabled allowing users to navigate and explore 

information either vertically or horizontally. Pie charts, bar charts, map views and 

Id. at 7:29-39.

190. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 1. 
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Claim 6

191. Claim 6 depends from claim 1 and adds the limitation 

result output by the first data miner includes at least one key representing at 

least one characteristic of at least one entity in the data store

discussion of claim 1 in Ground 5 discussed above. In my opinion, Seibel discloses 

this claim limitation.

192. For example, Seibel discloses the profiles generation process 25 

creates profiles of the client and its customers, e.g., the result output. Seibel further 

rofiles include items such as purchasing criteria, buying cycles and 

trends, cross-selling and up-selling opportunities, and effort to expense/revenue 

correlations Id. at 4:37-39. Seibel further discloses profiles include data obtained 

other contact information. Id. at 4:9-22. Seibel further discloses that a client may 

add certain value judgments (rankings) in a table that is linked to a unique lead id 

for later analysis. Id. at 4:42-45. 

193. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 6.

Claim 9

194. Claim 9 depends from claim 6 and adds the limitation 

value of the key is a non- I incorporate my discussion of claim 1 in 
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Ground 5, as well as my discussion of claim 6 in Ground 5, discussed above. In my 

opinion, Seibel discloses this claim limitation.

195. As discussed above with respect to claim 6, as one example, the value 

of the key (e.g., purchasing criteria) is a non-binary value. As another example, the 

value of the key (e.g., pro -binary value.

196. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 9.

Claim 11

197. Claim 11 depends from claim 6 and adds the limitation 

key represents whether the associated entity is a high quality en I

incorporate my discussion of claim 1 in Ground 5, as well as my discussion of 

claim 6 in Ground 5, discussed above. In my opinion, Seibel discloses this claim 

limitation.

198. As discussed above with respect to claim 6, as one example, Seibel 

discloses the client may add certain value judgments (rankings) to show that the 

profile is associated with a high value contact. Id. at 4: 42-44. Seibel also discloses 

that the contact data provided by process 21 may include a related document to 

verify the high level value of the contact. Id. at 4:18-22.

199. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 11.
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Claim 13

200. Claim 13 depends from claim 6 and adds the limitation 

key represents whether the associated entity represents a I

incorporate my discussion of claim 1 in Ground 5, as well as my discussion of 

claim 6 in Ground 5, discussed above. In my opinion, Seibel discloses this claim 

limitation.

201. As discussed above with respect to claim 6, as one example, the value 

of 

a person.

202. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 13.

Claim 19

203. wherein the 

data mine I incorporate my 

discussion of claim 1 in Ground 5 discussed above. It is unclear which data miner 

this claim refers to, but if the PTAB determines this claim refers to the first data 

then in my opinion, this additional claim limitation is disclosed in Seibel.

204. For example, Seibel discloses the profiles generation process 25 

creates profiles of the client and its customers, e.g., the result output. Seibel further 
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discloses that the process 25 may include rules to identify and group customers 

volumes. Id. at 4:23-27. Process 25 may also include rules to aggregate leads into 

prioritized demand generation sets. Id. at 4:27-31. Process 25 may also be used to 

create profiles of the most profitable customers. Id. at 4:34-37.

205. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 19.

Claim 20

206. Claim 20 depends from claim 1 and adds the limitation 

result of the miner is useful for generating at least one index of the data 

I incorporate my discussion of claim 1 in Ground 5 discussed above. It is 

unclear which data miner this claim refers to, but if the PTAB determines this 

claim refers to the first data miner because this claim refers to 

antecedent basis in claim 1, then in my opinion, this additional claim limitation is 

disclosed in Seibel.

207. For example, Seibel discloses the profiles generation process 25 

creates profiles of the client and its customers, e.g., the result of the first data 

miner. The resultant profiles are useful for generating at least one index (e.g., 

profiles database 26) which may be accessed during various data and text mining 

processes to better identify prospective customers of the client. Id. at 4:47-52.
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208. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 20.

Claim 34

209. In my opinion, to the 

extent the preamble is limiting, Seibel discloses this claim limitation. As stated in 

EX. 6 patent further states that 

Id. at 2:21-22. Seibel

10 may be described as a web-based Application 

Id. at 2:58-59.

210.

store containing information representing at least one Web page to process 

data in In my opinion, Seibel

discloses this claim limitation. Seibel discloses a lead generation system 10, shown 

in Figs. 1 and 2. The processes of the lead generation system 10 include crawling 

the Internet using a process 21 or crawler process 31 and then storing the results in 

a data store, e.g., database server system 41.

211. For example, 

external data sources, client internal data sources and user parameter extraction 

interfaces, in conjunction with a search, recognition and retrieval system, to 
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harvest contact information from 

Id. at 3:63-4:1.

212. Seibel further discloses that one such data source obtained from a

crawler process are his function of 

the crawler process is similar to the functionality associated with web-discussion-

forums earches are controlled by user-specified parameters such as 

web site URL, starting page, the number of traversal levels and crawling 

Id. at 5:52-57.

213. Seibel discloses a first data miner, e.g., profiles generation process 25, 

which processes customer data in the store to create a user (client) profiles 

database 26, which stores profiles of the client and its customers.

214. For example, Seibel discloses that 

analyzes the user s in-house files and records related to the user's existing 

customers to identify and group those customers into profile categories based on 

the customer's buying patterns and purchasing volumes. The patterns and 

purchasing volumes of the existing customers are overlaid on the salient contact 

information previously harvested to allow the aggregation of the revenue-based 

leads into prioritized demand generation sets. Process 25 uses an analysis engine 

and both data and text mining engines to mine a company s internal client records, 

digital voice records, accounting records, contact management information and 
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other internal files. It creates a profile of the most profitable customers, reveals 

additional prospecting opportunities, and enables sales cycle improvements. 

Profiles include items such as purchasing criteria, buying cycles and trends, cross-

selling and up-

Id. at 4:23-39.

215. Seibel further

the data obtained by [prospects harvester] process 21 [(which harvest[s] contact 

information from the web )] to facilitate more accurate revenue projections and to 

enhance the sales and marketing process. The client may add certain value 

judgments (rankings) in a table that is linked to a unique lead id that can 

Id. at 4:39-45.

216.

In my opinion, Seibel discloses this claim limitation. Seibel discloses database 

server system 41, discussed above, which also includes a charts repository 41d. Id.

at Fig. 4. Seibel discloses receiving a customer request for information which 

Id. at Fig. 5.

217. Seibel further disclo

user requests a chart, system 41 first queries the chart repository 41d to see if there 

is an existing chart. If there is a preexisting chart, server 41e pulls that chart 

directly from the repository. If there is no preexisting chart, server 41e runs the 
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corresponding predefined query from the query repository 41c in order to extract 

Id.

at 6:58-7:2.

218. second data miner in response to 

the customer request for information, the second data miner accessing at least 

In my opinion, 

Seibel discloses this claim limitation.

219. Seibel discloses creating at least a second data miner in response to 

the customer request for information. For example, Seibel discloses a second data 

miner, e.g., server 41e runs a query using different parameters (e.g., a quarterly 

revenue query where the parameters passed are the specific region, the specific 

year, and the specific quarter) to extract data from data mart 41b to feed the data to 

the requested chart. Id. at 6:44-7:2. Seibel further discloses that users may request 

charts by regions, by quarters, by products, by companies, and by chart style (e.g., 

pie chart, bar chart, map view, or data view). Id. at 7:29-39.

220. Server 41e extracts (e.g., mines) data in response to a user (e.g.,

customer) request. This is a customized extraction based on the parameters of the 

user request. This provides customized results to the user based on the user request.

221. Seibel discloses the second data miner accessing at least the result of 

the first data miner to generate an output. For example, profiles generation process 
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25 (e.g., the first data miner) generates resulting deliverable data 24 and user 

profiles 26, as seen in Fig. 2:

222. Seibel further discloses multiple other data miners, including server 

41e, accessing those results to generate an output: 

connection with FIG. 2, the profiles generation process 25 may be used to generate 

a profiles database 26. This [profiles] database 26 stores information about the 

client and its customers that may be used to better identify prospective customers. 

... as illustrated in FIG. 5, the database server 41e of database server system 41 

may access database 24 [(which contains Profiles Database 26 - Fig. 5)] to 

determine user preferences in formulating queries and presenting outputs. Id. at

10:60-11:8; see also id. at Fig. 9.

223. Seibel further discloses that server 41e is distinct from profiles 

generation process 25 (e.g., a first data miner). For example, Fig. 5 shows that 

server 41e accesses user profiles and data 24 and 26, which, as discussed above,

were already separately generated by profiles generation process 25
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224.

at least partially based on the output of the second data miner. In my opinion, 

Seibel discloses this claim limitation. 

225. Seibel discloses responding to the customer request for information at 

least partially based on the output of the second data miner. For example, Seibel 

discloses that server 41e generates output 43, which is sent to client system 13, as 

seen in Fig. 4, reproduced below:

226. Seibel further discloses a response to a customer request for 

information based at least partially on output 43. For example, Seibel discloses that 

output 43 can comprise business intelligence tailored to specific customer requests:

227.

intelligence about an organization's sales performance as charts over the Internet or 

corporate Intranet. Users can pick and choose charts by regions, by quarters, by 

products, by companies and even by different chart styles. Users can drill-down on 
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these charts to reveal the underlying data sources, get detailed information charts 

or detailed raw data. All charts are drill-down enabled allowing users to navigate 

and explore information either vertically or horizontally. Pie charts, bar charts, 

Id. at 7:29-39.

228. Thus, in my opinion, Seibel discloses all the limitations recited in 

claim 34.

Claim 39

229. Claim 39 depends from claim 34 and adds the limitation 

the result output by the first data miner includes at least one key representing 

at least one characteristic of at least one entity in the data store. I incorporate 

my discussion of claim 34 in Ground 5 discussed above. For at least the reasons 

discussed above with respect to claim 6, in my opinion, Seibel discloses this claim 

limitation.

Claim 42

230. Claim 42 depends from claim 39 and adds the limitation 

the value of the key is a non- I incorporate my discussion of claim 

34 in Ground 5, as well as my discussion of claim 39 in Ground 5, discussed 

above. For at least the reasons discussed above with respect to claim 9, in my 

opinion, Seibel discloses this claim limitation.
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Claim 44

231. Claim 44 depends from claim 39 and adds the limitation 

the key represents whether the associated entity is a high quality entity. I

incorporate my discussion of claim 34 in Ground 5, as well as my discussion of 

claim 39 in Ground 5, discussed above. For at least the reasons discussed above 

with respect to claim 11, in my opinion, Seibel discloses this claim limitation.

Claim 46

232. Claim 46 depends from claim 39 and adds the limitation wherein 

the key represents whether the associated entity represents a person I

incorporate my discussion of claim 34 in Ground 5, as well as my discussion of 

claim 39 in Ground 5, discussed above. For at least the reasons discussed above 

with respect to claim 13, in my opinion, Seibel discloses this claim limitation.

Claim 52

233. Claim 52 depends from claim 34 and adds the limitation 

I incorporate my 

discussion of claim 34 in Ground 5 discussed above. It is unclear which data miner 

this claim refers to, but if the PTAB determines this claim refers to the first data 

then in my opinion, this additional claim limitation is disclosed in Seibel. For at 
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least the reasons discussed above with respect to claim 19, in my opinion, Seibel 

discloses the additional limitations recited in claim 52.

Claim 53

234. Claim 53 depends from claim 52 and adds the limitation 

generating at least one index of the data store at least partially based on the 

I incorporate my discussion of claim 52 in Ground 5 

discussed above. It is unclear which data miner this claim refers to, but if the 

PTAB determines this claim refers to the first data miner because this claim refers 

my opinion, this 

additional claim limitation is disclosed in Seibel. For at least the reasons discussed 

above with respect to claim 20, in my opinion, Seibel discloses the additional

limitations recited in claim 53.

GROUND 6: OBVIOUSNESS OF CLAIMS 2 AND 35 BASED ON SEIBEL 
(EX. 1004)

235. In my opinion, the combination of Seibel and the general knowledge 

Patent.

Claim 2

236. Claim 2 depends from claim 1 and adds the limitation 

billing the customer for responding to the cus
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237. I incorporate my discussion of claim 1 in Ground 5 discussed above. 

In my opinion, this claim limitation would be obvious to a POSA based the 

teachings of Seibel combined with his or her general knowledge. 

238. he results are provided to the customer 

at block 70 and the customer is billed, on a per request basis or on a subscription 

basis. -

statements during prosecution amount to clear disclaimer of billing the customer 

knowledge teaches the limitations of claim 2. 

239.

methods for billing the customer, which in my opinion supports that it would have 

been within the general knowledge of a POSA to utilize known means or methods 

for doing so.

240. In my opinion, it would have been obvious for a POSA to incorporate 

the additional step of billing the user for responding to the user request for 

information on a per request basis into the methods of Seibel. For example, Seibel 

expressly discloses administrative system 14 manages user accounts and billing. 

EX. 1004 at 3:47-52. In my opinion, a POSA would have been motivated to bill 

the user for responding to the user request for information, e.g., bill the user per 

chart. It would also have been obvious to bill the user for responding to the user 
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request for information on a subscription basis, for example, if the user frequently 

used the system of Seibel.

241. Billing the user for responding to the user request for information 

that it continues to provide services and products to users. In my opinion, this 

would have been merely combining known methods (data mining and known 

methods of billing customers) to yield predictable results (profit to continue 

provision of services).

242. For at least these reasons, in my opinion, Seibel combined with the 

general knowledge of a POSA teaches all the limitations recited in claim 2.

Claim 35

243. Claim 35 depends from claim 34 and adds the limitation 

means for billing the customer for responding to the customer request for 

244. I incorporate my discussion of claim 34 in Ground 5 discussed above. 

In my opinion, this claim limitation would be obvious to a POSA based the 

teachings of Seibel combined with his or her general knowledge. For at least the 

same reasons discussed above with respect to claim 2, in my opinion, it would 

have been obvious for a POSA to incorporate the additional means for billing the 

user for responding to the user request for information into the system of Seibel.
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Thus, in my opinion, Seibel combined with the general knowledge of a POSA 

teaches all the limitations recited in claim 35.
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In signing this declaration, I recognize that the declaration will be filed as 

evidence in a contested case before the Patent Trial and Appeal Board of the 

United States Patent and Trademark Office, and that I may accordingly be 

subject to cross-examination. If such cross-examination is required of me, I 

will appear for cross-examination within the United States during the time 

allotted for cross-examination.

This declaration represents the opinions I have formed to date. I reserve the 

right to revise, supplement, and/or amend my opinions stated herein based on 

new information and on my continuing analysis of the materials produced in 

this proceeding. 

I declare that the foregoing is true and correct under penalty of perjury of the 

laws of the United States of America.

Signed in _____________ on __________, 2023.

Dr. Tim Arthur Williams
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