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Petitioner Whatfix Inc. (“Petitioner” or “Whatfix”) seeks inter partes review 

of U.S. Patent No. 10,819,664 (“the ‘664 patent” (EX1001)) in two filed Petitions.  

Pursuant to the November 2019 Patent Trial and Appeal Board Consolidated Trial 

Practice Guide published by the USPTO, Petitioner submits this paper to “identify: 

(1) a ranking of the petitions in the order in which it wishes the Board to consider 

the merits, if the Board uses its discretion to institute any of the petitions, and (2) a 

succinct explanation of the differences between the petitions, why the issues 

addressed by the differences are material, and why the Board should exercise its 

discretion to institute additional petitions if it identifies one petition that satisfies 

petitioner’s burden under 35 U.S.C. § 314(a).”  See Patent Trial and Appeal Board 

Consolidated Trial Practice Guide November 2019 at 59-61.   

I. ORDERING OF PETITIONS 

Although Petitioner believes that its two Petitions are meritorious and 

justified in light of the positions Patent Owner may take, at this stage, Petitioner 

requests that the Board consider the Petitions in the following order: 
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Rank Petition Prior Art References Claims Challenged 

1 
IPR2023-01368 
(Petition 1 of 2) 

Symons 
Williams 

Allen 
Dayanandan 

Krishnan 
Radhakrishnan 

1-9, 12-16, 18-23, 25, 
26, 28-31, 33 

2 
IPR2023-01443 
(Petition 2 of 2) 

Symons 
Williams 

Allen 
Ben-Itzhak 

10, 24 

 
II. MATERIAL DIFFERENCES 

A. Public Availability Date 

Petition 1 relies on two prior art references (Symons and Williams) that are 

not patent publications.  The Symons Article and the Symons Video (collectively 

“Symons”) are a publicly available blog post and a Vimeo video, respectively.  

Williams is a white paper.  Due to the need to establish the authenticity and printed 

publication status of the Symons Article, the Symons Video, and Williams, 

Petitioner was not able to fit all grounds against all challenged claims into a single 

petition, but rather needs two petitions to demonstrate unpatentability of the 

challenged claims.  

B. Large Number of Claims 

Further a large number of claims of the ’664 patent are potentially being 

asserted in the co-pending litigation.  There, Patent Owner has not yet served its 
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infringement contentions, but the complaint leaves open the option to assert all 33 

claims in the litigation.  Accordingly, Petitioner is challenging a large number of 

claims, i.e., 29 claims.  Based on USPTO statistics, in fiscal year 2019, an average 

of about 12 claims were challenged per Petition--well below the 29 claims at issue 

here.  (EX1035, pp. 7, 9 (e.g., 20,247 total challenged claims / 1,641 total Petitions 

= 12.34 claims per Petition).)  Thus, due to the large number of challenged claims, 

Petitioner needs two. 

C. Prior Art Reference Teachings 

The claims challenged and the corresponding prior art references of the 

Grounds of Petitions 1 and 2 differ.  More specifically, Petition 2 relies on the prior 

art reference, Ben-Itzhak, to challenge dependent claims 10 and 24.  Dependent 

claims 10 and 24 are not challenged in Petition 1, nor does Petition 1 rely on 

Ben-Itzhak in any of its Grounds. 

III. TABLE SUMMARIZING MATERIAL FACTORS 

Material Factors Petition 1 Petition 2 

Challenges Claims  
1-9, 12-16, 18-23, 25, 26, 28-31, 33? 

Yes No 

Challenges Dependent  
Claims 10 and 24? 

No Yes 

Relies on Ben-Itzhak Prior Art 
Reference? 

No Yes 
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In view of the material factors shown above, the Board should exercise its 

discretion to institute both Petitions.  Both Petitions are necessary to show the 

breadth of prior art that reads on the overly broad claims.  Each Petition provides a 

strong showing of unpatentability, without being redundant or duplicative.   

 

Dated: September 22, 2023 Respectfully submitted, 

By  /s/ Alex S. Yap  
Alex S. Yap  
Registration No.: 60,609 
MORRISON & FOERSTER LLP 
707 Wilshire Boulevard Suite 6000 
Los Angeles CA 90017-3543 
Tel: (213) 892-5688 
Fax: (213) 892-5454 
Email: AYap@mofo.com  
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Certificate of Service (37 C.F.R. § 42.6(e)(4) and 42.205(a)) 

I hereby certify that the attached PETITIONER’S PETITION RANKING 

AND EXPLANATION OF MATERIAL DIFFERENCES BETWEEN 

PETITIONS was served as of the below date by September 22, 2023, which is a 

means at least as fast and reliable as U.S. Express Mail, on the Patent Owner at the 

correspondence address indicated for U.S. Patent No. 10,819,664:  

Mark Koffsky 
Gary Serbin 
Koffsky Schwalb LLC 
Customer Number: 106928 
500 Seventh Avenue 
8th Floor 
New York, NY 10018 

Dated: September 22, 2023 Respectfully submitted, 

By  /s/ Alex S Yap
Alex S. Yap  
Registration No.: 60,609 
MORRISON & FOERSTER LLP 
707 Wilshire Boulevard Suite 6000 
Los Angeles CA 90017-3543 
Tel: (213) 892-5688 
Fax: (213) 892-5454 
Email: AYap@mofo.com  


