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UNITED STATES PATENT AND TRADEMARK OFFICE 
_______________________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

_______________________ 
 

BIOCON BIOLOGICS INC.,  
Petitioner, 

 
v. 

 
JANSSEN BIOTECH, INC.,  

Patent Owner. 
_______________________ 

Case IPR2023-01444 
Patent 10,961,307 

_______________________ 
 

PATENT OWNER’S MANDATORY NOTICES  
UNDER 37 C.F.R. § 42.8 
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Pursuant to 37 C.F.R. § 42.8, Patent Owner Janssen Biotech, Inc., (“Patent 

Owner”) submits the following Mandatory Notices in response to the Petition for 

Inter Partes Review of U.S. Patent No. 10,961,307 (hereinafter “the ’307 patent”). 

A. Real Parties-In-Interest (37 C.F.R. § 42.8(b)(1)) 

For purposes of 35 U.S.C. § 312(a)(2) and 37 C.F.R. § 42.8(b)(1), Patent 

Owner identifies Janssen Biotech, Inc. as the real party-in-interest of the ’307 

patent.  

B. Notice of Related Matters (37 C.F.R. § 42.8(b)(2)) 

The ’307 patent was at issue in Janssen Biotech, Inc. v. Amgen Inc., No. 

1:22-cv-01549-MN (D. Del.) and in Samsung Bioepis Co., Ltd. v. Janssen Biotech, 

Inc., IPR2023-01103, but those matters are no longer pending. 

Pending US Patent Application Nos. 17/174,201 and 18/383,310 claim the 

benefit of the priority of the filing date of the ’307 patent. 

C. Designation of Lead and Backup Counsel (37 C.F.R. § 42.8(b)(3)) 

LEAD COUNSEL BACKUP COUNSEL 

Michael A. Morin (Reg. No. 40,734) 
michael.morin@lw.com 
Postal & Hand-Delivery Address: 
Latham & Watkins LLP 
555 Eleventh Street, NW, Ste. 1000 
Washington, D.C. 20004-1304 
Telephone: 202.637.2298 
Fax: 202.637.2201 

Roger J. Chin (pro hac vice motion to be 
filed) 
roger.chin@lw.com 
Postal & Hand-Delivery Address: 
Latham & Watkins LLP 
505 Montgomery Street, Ste. 2000 
San Francisco, CA 94111-6538 
Telephone: 415.395.8122 
Fax: 415.395.8095 
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 David P. Frazier (Reg. No. 47,576) 
david.frazier@lw.com  
Postal & Hand-Delivery Address: 
Latham & Watkins LLP 
555 Eleventh Street, NW, Ste. 1000 
Washington, D.C. 20004-1304 
Telephone: 202.637.2259 
Fax: 202.637.2201 

 Inge A. Osman (Reg. No. 74,480) 
inge.osman@lw.com 
Postal & Hand-Delivery Address: 
Latham & Watkins LLP 
555 Eleventh Street, NW, Ste. 1000 
Washington, D.C. 20004-1304 
Telephone: 202.637.3308 
Fax: 202.637.2201 

 Ernest Yakob (Reg. No. 45,893) 
ernest.yakob@lw.com 
Postal & Hand-Delivery Address: 
Latham & Watkins LLP 
1271 Avenue of the Americas 
New York, NY 10020 
Telephone: 212.906.1370 
Fax: 212.751.4864 

 Michael R. Seringhaus (Reg. No. 76,440) 
michael.seringhaus@lw.com 
Postal & Hand-Delivery Address: 
Latham & Watkins LLP 
140 Scott Drive 
Menlo Park, CA 94025 
Telephone: 650.463.3059 
Fax: 650.463.2600 
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D. Service of Information (37 C.F.R. § 42.8(b)(4)) 

Service of any documents via hand-delivery may be made at the postal 

mailing addresses of the respective lead and back-up counsel designated above. 

Patent Owner consents to electronic service at the email addresses listed above, in 

addition to JANSSENIPRS.LWTEAM@lw.com. 

 

Respectfully submitted, 

Dated: December 13, 2023  By: / Michael A. Morin / 

Michael A. Morin (Reg. No. 40,734)  
 michael.morin@lw.com 

      Latham & Watkins LLP 
      555 Eleventh Street, NW, Ste. 1000 
      Washington, D.C. 20004-1304 
      Telephone: 202.637.2200 
      Fax: 202.637.2201   

 
Counsel for Patent Owner 

     Janssen Biotech, Inc.  
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CERTIFICATE OF SERVICE 
 

Pursuant to 37 C.F.R. § 42.6(e), I certify that on this 13th day of December, 

2023, a true and correct copy of the foregoing Patent Owner’s Mandatory Notices 

Under 37 C.F.R. § 42.8 was served by electronic mail on Petitioner’s lead and 

backup counsel at the following email addresses:  

Scott Border   
Charles B. Klein  
Jovial Wong         
WINSTON & STRAWN LLP  
1901 L Street NW  
Washington, DC 20036  
Tel.: 202.282.5054 
Fax: 202.282.5100 
sborder@winston.com 
cklein@winston.com      
jwong@winston.com     
BioconBiologics-UstekinumabSTELERAIPR@winston.com   

 
 
By: / Michael A. Morin / 

 
Michael A. Morin (Reg. No. 40,734) 
michael.morin@lw.com 
Latham & Watkins LLP 
555 Eleventh Street, NW, Ste. 1000 
Washington, DC 20004 
Telephone: 202.637.2200 
Fax: 202.637.2201 
       
Counsel for Patent Owner 

     Janssen Biotech, Inc.  

 


