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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

PRIME TIME TOYS LLC, PRIME TIME TOYS LTD., 
and EASEBON SERVICES LTD., 

Petitioner, 

v. 

SPIN MASTER, INC., 
Patent Owner. 

 

IPR2023-01461 
Patent 8,596,255 B2 

 

Before HYUN J. JUNG, NEIL T. POWELL, and BRENT M. DOUGAL, 
Administrative Patent Judges. 

JUNG, Administrative Patent Judge.  

DECISION  
Granting Institution of Inter Partes Review 

35 U.S.C. § 314 
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I. INTRODUCTION 

A. Background and Summary 

Prime Time Toys LLC, Prime Time Toys Ltd., and Easebon Services 

Ltd. (collectively “Petitioner”) filed a Petition (Paper 2, “Pet.”) requesting 

institution of an inter partes review of claims 1, 2, 13, and 15–20 of U.S. 

Patent No. 8,596,255 B2 (Ex. 1001, “the ’255 patent”).  Spin Master, Inc. 

(“Patent Owner”) filed a Preliminary Response.  Paper 8 (“Prelim. Resp.”).   

On February 12, 2024, we denied institution of inter partes review in 

this proceeding.  Paper 10 (“Decision Denying Institution”).  On March 6, 

2024, Petitioner requested that the Director review the Decision Denying 

Institution.  Paper 11.  On July 9, 2024, the Director reversed and remanded 

our Decision Denying Institution.  Paper 12 (“Remand Dec.”).  The Director 

ordered institution of inter partes review.  Id. at 21.   

Accordingly, we institute an inter partes review of claims 1, 2, 13, 

and 15–20. 

B. Real Parties in Interest 

Petitioner identifies Prime Time Toys LLC, Prime Time Toys Ltd., 

and Easebon Services Ltd. as real parties in interest.  Pet. 8.  Patent Owner 

identifies Spin Master, Inc. and Hasbro, Inc. as real parties in interest.  

Paper 6, 2.   

C. Related Matters 

The ’255 patent issued from a continuation-in-part of an application 

that is now U.S. Patent No. 8,371,282 (Ex. 1025, “the ’282 patent”).  

Ex. 1001, code (63); see also Pet. 3 (noting the ’282 patent).  U.S. Patent 

No. 8,640,683 (“the ’683 patent”) issued from a divisional of the application 

that is now the ’282 patent.  See Pet. 9 (identifying the ’683 patent). 
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The parties indicate that the related ’282 and ’683 patents are at issue 

in In the Matter of Certain Soft Projectile Launching Devices, Components 

Thereof, Ammunition, and Products Containing Same, Investigation No. 

337-TA-1325 (ITC).  Pet. 9; Paper 6, 2.  According to the parties, the same 

related patents have been involved in district court litigation and inter partes 

reviews, most of which are no longer pending.  Pet. 9–10; Paper 6, 2–3.   

The ’282 patent is challenged in IPR2023-01348, and the ’683 patent 

is challenged in IPR2023-01339.  Pet. 9–10; Paper 6, 2–3. 

D. The ’255 Patent (Ex. 1001) 

The ’255 patent issued on December 3, 2013 from an application filed 

on December 20, 2010 that is a continuation-in-part of an application filed 

on May 10, 2010.  Ex. 1001, codes (22), (45), (63), 1:7–10.  It describes 

using a super absorbent polymer as ammunition in projectile launching 

devices.  Id. at 1:23–2:3, 3:18–28, 3:59–62, 4:62–5:34.   

E. Illustrative Claim 

The ’255 patent includes 20 claims, of which Petitioner challenges 

claims 1, 2, 13, and 15–20.  Of the challenged claims, claims 1 and 13 are 

independent and reproduced below is claim 1. 

1. A device for projecting a soft-projectile made from 
a super absorbent polymer, the device comprising:  

a feed chamber including a plurality of soft-projectiles 
having the same shape, each soft-projectile being formed from a 
hydrated super absorbent polymer, wherein the device is adapted 
to load a soft-projectile from the feed chamber to a firing 
position;  

a firing mechanism operatively arranged to accelerate the 
soft-projectile made from a super absorbent polymer, from the 
firing position, down a barrel; and  

a safety mechanism obstructing an end of the barrel and 
designed to prevent access to the interior of the barrel but allow 
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a soft-projectile accelerated by the firing mechanism to exit the 
barrel. 

Ex. 1001, 18:22–35. 

F. Asserted Prior Art and Proffered Testimonial Evidence 

Petitioner identifies the following references as prior art in the 

asserted grounds of unpatentability: 

Name Reference Exhibit 
Moorhouse US 4,834,059, issued May 30, 1989 1006 
Peev BG 110343, published July 31, 2009 10031 
Spitballs ThinkGeek Spitballs Internet Archive Webpage, 

Nov. 30, 2009 
10022 

Petitioner contends that Peev and Spitballs are prior art under § 102(a) and 

that Moorhouse is prior art under § 102(b).3  Pet. 12, 16.  Petitioner also 

provides a Declaration of Mr. Joel Delman (Ex. 1016) and Dr. Maureen T. 

F. Reitman, Sc.D., F.S.P.E., P.E. (Ex. 1017). 

 
1 Includes an English language translation.  Ex. 1003, 22–41. 
2 Exhibit 1002 includes a declaration from the Records Request Processor at 
the Internet Archive (Ex. 1002, 1–2), as well as multiple copies of the 
Spitballs webpage and related category pages (id. at 5–28).   
3 The relevant sections of the Leahy-Smith America Invents Act (“AIA”), 
Pub. L. No. 112–29, 125 Stat. 284 (Sept. 16, 2011), took effect on March 16, 
2013.  Because the ’255 patent issued from an application filed before that 
date, our citations to 35 U.S.C. §§ 102 and 103 are to their pre-AIA versions.  
See also Pet. 12 (noting that “[t]he earliest date of invention claimed [in the 
ITC proceeding] was February 21, 2010”). 
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G. Asserted Grounds 

Petitioner asserts that claims 1, 2, 13, and 15–20 are unpatentable on 

the following grounds:  

Claims Challenged 
35 

U.S.C. 
§ 

References/Basis 

13, 15–20 103(a) Peev, Spitballs 
1, 2 103(a) Peev, Spitballs, Moorhouse 

 

II. DISCUSSION 

An inter partes review may not be instituted “unless . . . the 

information presented in the petition . . . shows that there is a reasonable 

likelihood that the petitioner would prevail with respect to at least 1 of the 

claims challenged in the petition.”  35 U.S.C. § 314(a).  The Director 

“determine[d] that Petitioner has shown a reasonable likelihood of prevailing 

in showing that at least one of the claims challenged . . . would have been 

obvious over Peev and Spitballs.”  Remand Dec. 17.  Additionally, having 

considered arguments from Patent Owner vying for discretionary denial of 

inter partes review, the Director “decline[d] to exercise . . . discretion under 

§ 314(a) to deny institution of inter partes review.”  Id. at 21.  Accordingly, 

the Director “reverse[d] [our Decision Denying Institution] and remand[ed] 

to the Board to institute trial.”  Id. 

 

III. CONCLUSION 

For the reasons stated in the Director Review Decision (Paper 12), the 

Director has determined there is a reasonable likelihood that Petitioner 

would prevail with respect to at least one of the claims challenged.   
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At this stage of the proceeding, the Board has not made a final 

determination as to the patentability of any challenged claim or any 

underlying factual and legal issues. 

 

IV. ORDER 

In consideration of the foregoing, it is hereby: 

ORDERED that, pursuant to 35 U.S.C. § 314(a), an inter partes 

review of claims 1, 2, 13, and 15–20 of U.S. Patent No. 8,596,255 B2 is 

instituted with respect to all grounds set forth in the Petition; and  

FURTHER ORDERED that, pursuant to 35 U.S.C. § 314(c) and  

37 C.F.R. § 42.4(b), inter partes review of U.S. Patent No. 8,596,255 B2 

shall commence on the entry date of this Order, and notice is hereby given of 

the institution of a trial. 
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For PETITIONER: 

Kenneth P. George 
Brian A. Comack 
AMBER, ROTHSTEIN & EBENSTEIN LLP 
kgeorge@arelaw.com 
bcomac@arelaw.com 
 
 
FOR PATENT OWNER: 

Kenneth W. Darby 
Linhong Zhang 
Ethan Rubin 
FISH & RICHARDSON  
kdarby@fr.com 
lwzhang@fr.com 
rubin@fr.com 
 
 
Jennifer C. Bailey  
Megan Redmond 
ERISE IP, P.A. 
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