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I. INTRODUCTION

This paper was authorized by the Board’s February 20, 2024 order (Paper 9)
to address: (1) PO’s unforeseen and unsupportable §325(d) argument and (2) PO’s
unsupportable Fintiv argument in view of Petitioner’s Sotera stipulation.

II. THE BOARD SHOULD NOT DENY INSTITUTION UNDER §325(d)
A. Patent Owner’s Argument Has No Basis In Law

PO erroneously argues published patent application 2006/0097991
(“Hotelling-991”), Ex-1006, which Petitioner relies on as a secondary reference,
was considered during prosecution and should preclude institution. POPR, 25-28.
PO argues the Examiner considered a different Hotelling published patent
application 2006/0026535 (“Hotelling-535) that incorporates Hotelling-991°s
application 10/840,862 by reference. Id. Because the Examiner considered
Hotelling-535, PO argues the Examiner also must have looked up and considered
application 10/840,862. PO’s conclusion has no basis in law.

The Manual of Patent Examining Procedure (“MPEP”) establishes
procedures for citation of considered art. See MPEP §707.05. A first, uncited
reference does not become “considered” art merely through incorporation by
reference in a second, cited reference. See MPEP §609.05(a) (“The listing of
references in the specification is not a proper information disclosure statement....

[U]nless the references have been cited by the examiner on form PTO-892, they
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have not been considered.””). Hotelling-991 was not cited in the 922 patent’s
record, so it was not considered. Board precedent confirms this principle. In
Qualcomm v. Daedalus Prime, IPR2023-00567, Paper 13 at 18-19 (PTAB Oct. 11,
2023), the Board was not “willing to presume” that a prior art reference (Sutardja
’785) was considered by the examiner “simply because it was incorporated by
reference” in a different Sutardja reference (Sutardja *748) that was cited during
prosecution. See also TRW Auto. LLC v. Magna Elecs Inc., IPR2015-01013, Paper
9 at 17 (PTAB Oct. 13, 2015) (rejecting §325(d) challenge to grounds based on art
incorporated by reference in the challenged patent). Petitioner can find no contrary
precedent.?

Even if Hotelling-991 were deemed considered, PO still fails part 1 of the
Advanced Bionics, LLC v. MED-EL Elektromedizinische Gerdte GmbH, IPR2019-
01469, Paper 6 at 8 (PTAB Feb. 13, 2020) (precedential) (“4B”) framework.
Specifically, there is no basis to conclude that substantially the same art or
arguments were previously before the Office because of “(d) the extent of the
overlap between the arguments made during examination and the manner in which

petitioner relies on the prior art.” AB at 9-10 n. 10 (noting factor (d) of Becton,

2 Nor does PO’s argument make practical sense. An Examiner cannot reasonably
be presumed to have considered every piece of prior art in the record and every
additional application, patent, and publication incorporated by reference.
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Dickinson & Co. v. B. Braun Melsungen AG, IPR2017-01586, Paper 8 (Dec. 15,
2017) (precedential as to §III.C.5, q1) pertains to whether the “same or
substantially the same” art was presented to the Office). Indeed, none of the
alleged novel features PO enumerates with reference to the Notice of Allowance
(POPR, 27-28) are features for which Petitioner relies on Hotelling-991, nor is
Hotelling-991 alleged to be cumulative of Hotelling-535 (it is not). See AB at 9-10
n. 10 (noting factor (b) “the cumulative nature of the asserted art and the prior art
evaluated during examination™). Petitioner relied on Hotelling-991 for its teaching
that multi-touch matrix displays and touchscreens with a cover made from glass
were well known in the art at the time of the alleged invention, an unremarkable
fact that PO does not even dispute on the merits. For these additional reasons,
§325(d) does not apply.

B.  Petitioner Could Not Have Reasonably Foreseen PO’s Argument

Petitioner could not have reasonably foreseen PO’s §325(d) argument.
Petitioners cannot reasonably be required to search the record not only for cited art,
but to also examine every cited reference for any additional references cited
therein, when such incorporated art has “not been considered” as a matter of
examination practice set forth in the MPEP. Because PO’s §325(d) argument has

no basis in established law, Petitioner could not reasonably have foreseen it.



U.S. Patent No. 9,651,922
Petition for Inter Partes Review

III. PATENT OWNER’S §314(a) ARGUMENT IS MOOT

On January 31, 2024, Petitioner stipulated in the parallel EDTX litigation
that if this IPR is instituted, “Samsung will not pursue as to the challenged claims
any ground raised or that could have been reasonably raised in the IPR in” district
court. Ex-1034, 2 (filed February 7, 2024). PO admitted that under “the current
guidance we understand that it’s very unlikely that discretionary denial would be,
would be granted.” Ex-1035, 5:3-14. PO thus has no basis to impose further costs
on Petitioner and the Board to respond to a meritless argument. Director Vidal’s
Memo?® is dispositive, stating “the PTAB will not discretionarily deny institution in
view of parallel district court litigation where a petitioner presents a stipulation not
to pursue in a parallel proceeding the same grounds or any grounds that could have
reasonably been raised before the PTAB.” Petitioner’s stipulation makes precisely
that representation, and “[u]nder the mandatory Fintiv guidance discussed above,
this stipulation is dispositive.” BMW v. Northstar, IPR2023-01017, Paper 12 at 10
(PTAB Dec. 8, 2023). The only exception is for a stipulation made after denial of
institution. NXP US4, Inc. v. Impinj, Inc., IPR2021-01556, Paper 13 (PTAB Sept.
7,2022) (precedential). Otherwise, Board precedent holds that Sotera and the

Director’s Memo are not to be questioned, and PO’s discussion of the Fintiv

3 Interim Procedure for Discretionary Denials in AIA Post-Grant Proceedings with
Parallel District Court Litigation, 2 (June 21, 2022)
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factors i1s moot. Meta Platforms, Inc. v. Eight Khz, LLC, IPR2023-01005, Paper 9
atl2 (PTAB Jan. 9, 2024) (“Patent Owner’s argument essentially attacks the
reasoning of Sotera itself and the Director’s Memo, which we are bound to follow.
Accordingly, Patent Owner’s argument is unavailing.”).

PO’s allegation that Petitioner’s Sotera stipulation is untimely 1is
unsupported by any precedent or allegation of undue prejudice. POPR 29-30.
Petitioner stipulated within 2 weeks of the POPR in this case. Under similar
circumstances, the Board has rejected PO’s argument, stating: “It is within our
discretion to permit Petitioner to file a stipulation prior to institution.” Meta,
IPR2023-01005, Paper 9 at 12 (distinguishing NXP, IPR2021-01556, Paper 13 at
4); BMW, 1PR2023-01017, Paper 12 at 9 (declining to deny institution under
§314(a) where Petitioner made a Sotera stipulation several days after the POPR).
In fact, Petitioner has found no instance in which the Board did not give effect to a
Sotera stipulation filed in circumstances such as these.

Petitioner filed its Sotera stipulation in this case well before the deadline for
institution and according to established PTAB practice. Such a stipulation is
dispositive under the Director’s Memo. Thus, this petition should not be

discretionarily denied.
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Respectfully Submitted,

/s/ William M. Fink
William M. Fink (Reg. No. 72,332)
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