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I. Summary of the Argument 

In an effort to avoid prior art1 that invalidates the patents at issue, Patentee C&M 

proposes a strained definition for “mounting pole” in U.S. Patent Nos. 10,976,016 and 

10,900,626. C&M disguises its strained construction by calling it “plain and ordinary 

meaning”, yet its proffered 19 word definition nowhere appears in the specification or 

file history of either patent. C&M says “mounting pole” is not simply “a pole used for 

mounting” but instead proposes to add uncertainty to the claim scope with four 

requirements:“[(1)] elongated structure [(2)] fixed at one end and [(3)] for mounting 

where [(4)] the length of the structure far exceeds the width.” C&M’s suggested added 

limitations “elongated”, “fixed at one end”, and “the length far exceeds the width” do 

not appear in either asserted patent. 

In addition to “mounting pole” not being a specially defined term in either 

patent’s specification, the C&M construction is also wrong because it creates greater 

uncertainty by the use of indefinite and vague phrases – “far exceeds the width” – and 

is thus the antithesis of patent construction.2 C&M’s expert confirmed the proposed 

construction was impermissibly indefinite and vague when he repeatedly testified that 

he could not provide any clarity about how much the length must “far exceed” the 

width, such as a percentage or number.  

 
1 Defendant Ensign US has filed a Petition for Inter Partes Review of U.S. Patent No. 10,976,016 at the 

USPTO to invalidate the patent.  C&M’s response is due July 28, 2023.  Ensign US Southern Drilling LLC 
v. C&M Oilfield Rentals, LLC d/b/a C-MOR Energy Services, PTAB-IPR2023-00804. 

2 See Chimie v. PPG Indus. Inc., 402 F.3d 1371, 1377 (Fed. Cir. 2005) (“Courts construe claim terms in order 
to assign a fixed, unambiguous, legally operative meaning to the claim.”). 
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He instead testified, “You show me an application and I will let you know 

whether it appears to be a mounting pole to a person of ordinary skill in the art.”3 

However, when confronted with specific photos of lighting systems, C&M’s expert 

repeatedly refused to answer if the picture depicted a mounting pole at the instruction 

of C&M’s counsel.4   

C&M’s “I know it when I see it” (but will not tell you if I see it) construction is 

not proper and its strained “mounting pole” definition does not appear in the patents or 

any dictionary. It is not the “plain and ordinary meaning”, and should be rejected. 

Ensign US’s construction that a “mounting pole” is simply a pole used for mounting 

something should be adopted just as Judge Albright did when expressly rejecting 

C&M’s ambiguous proposal and adopting precisely what Ensign US suggests here.5 

II. Statement of the Issues to be Ruled Upon By the Court 

Whether Patentee C&M has met its burden to show that the term “mounting 

pole” has some sort of special definition and means an “elongated structure fixed at one 

end and for mounting where the length of the structure far exceeds the width”? 

III. Statement of the Nature and Stage of the Proceeding 

A jury trial is set in this case for January 21, 2025.6  Ensign US’s related USPTO 

invalidity proceeding on the ’016 Patent was filed on March 30, 2023 and by statute 

 
3 Exhibit 1, Wooley deposition, pp. 26-27 and p.86-89. 

4  Exhibit 1, Wooley deposition, pp. 72-76 and light photos marked as deposition Exhibits 2-3. 

5 Dkt. 50-8, Exhibit H to C&M’s Opening Brief (Judge Albright’s claim construction ruling expressly 
rejecting C&M’s proposal that the length of the mounting pole far exceeds the width). 

6 Dkt. 35. 
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must be resolved by the USPTO by September 30, 2023. Nabors Drilling Technologies 

USA, Inc. filed a related case claiming to be the true owner of at least the ’016 and ’626 

patent at issue here and that case is scheduled for trial May 17, 2024.7  

IV. Overview of the Claimed “Technology” 

Lights with various mounting poles and brackets have been used on handrails, 

rigs, and in other applications long before C&M filed for a patent in 2018.  

Representative prior art images from Ensign US’s USPTO invalidity petition are shown 

below and may explain why C&M seeks its strained and ambiguous “construction for 

mounting pole.8 

  

 

 
7 See Dkt. 36 in Nabors Drilling Technologies USA, Inc. v. C&M Oilfield Rentals, LLC d/b/a C-MOR Energy 

Services, SDTX-4-22-cv-02140. 

8  2013 YOUTUBE videos reference the same “technology” of mounting lights on rails with brackets that 
is patented by C&M.  See, e.g., https://www.youtube.com/watch?v=EWXJeKNRs00    
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V. Legal Background of Claim Construction - Plain and Ordinary Meaning Is the 
Default 

The “words of the claim” “begin” the “claim construction analysis” and are 

generally given their “plain and ordinary” meaning, i.e., “the meaning that the term 

would have to a person of ordinary skill in the art at the time of the invention.”9 The 

Federal Circuit has instructed that one “ cannot overcome the ‘heavy presumption’ that 

a claim term takes on its ordinary meaning simply by pointing to the preferred 

embodiment or other structures or steps disclosed in the specification or prosecution 

history.”10 The specification—the patent’s written description and figures illustrating 

the invention—is the second type of intrinsic evidence and is “always highly 

relevant.”11 What is described, however, does not limit the claims; it merely informs the 

meaning of claim terms.12 Courts “will not read unstated limitations into claim 

language.”13   

The Federal Circuit has instructed that there are only two circumstances where a 

claim term is not entitled to its ordinary and customary meaning: (1) when a patentee 

acts as his or her own lexicographer and sets out a definition in the written description, 

 
9 Nystrom v. Trex Co., Inc., 424 F.3d 1136, 1142 (Fed. Cir. 2005). 

10 Teleflex, Inc. v. Ficosa N. Am. Corp., 299 F.3d 1313, 1327 (Fed. Cir. 2002) (citing CCS Fitness, Inc. v. 
Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002)). 

11 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996); see also Phillips v. AWH Corp., 415 
F.3d 1303, 1315 (Fed. Cir. 2005). 

12 See Phillips, 415 F.3d at 1323 (“[A]lthough the specification often describes very specific embodiments of 
the invention, we have repeatedly warned against confining the claims to those embodiments); Ventana 
Med. Sys., Inc. v. BioGenex Labs., Inc., 473 F.3d 1173, 1181 (Fed. Cir. 2006) (district court reversed for 
limiting the scope of a claim term to the preferred embodiment). 

13 Northern Telecom Ltd. v. Samsung Electronics Co., Ltd., 215 F.3d 1281, 1290 (Fed. Cir. 2000). 
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or (2) when the patentee unmistakably disavows the full scope of the claim term either 

in the specification or during prosecution.14 

The methodology above is used below to discuss the proper construction of the 

disputed language. The Court, however, need not engage in this exercise except “when 

necessary to explain what the patentee covered by the claims.”15 The Court need 

not “always parse the claims for the jury,” even if there is a “material dispute as to 

the meaning or scope of the claims.”16 Therefore, if a construction cannot improve 

the jury’s understanding of the claim terms, those terms can be left unconstrued. 

VI. Claim Construction – C&M Cannot Meet its Heavy Burden to Depart from the 
Plain and Ordinary Meaning of “Mounting Pole” as a Pole for Mounting 
Something 

Ensign US’s Proposed Construction C&M’s Proposed Construction 

A “mounting pole” is a pole used for 
mounting something.  Both “mounting” 
and “pole” have their plain and 
ordinary meanings. A pole can be cut 
shorter and still remain a pole, even if 
its length no longer far exceeds the 
width. 
 

Plain and ordinary meaning, which is: 
“elongated structure fixed at one end and for 
mounting where the length of the structure 
far exceeds the width” 

The term “mounting pole” is in asserted claims 1, 2, and 23 of the ’016 Patent and 

claims 9 and 19 of the ’626 Patent. It is not expressly defined in the specification of 

 
14 GE Lighting Sols., LLC v. AgiLight, Inc., 750 F.3d 1304, 1309 (Fed. Cir. 2014), reh'g denied (June 17, 2014) 

(citing Thorner v. Sony Computer Entm't Am. LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012)) (“the specification 
and prosecution history only compel departure from the plain meaning in two instances: lexicography 
and disavowal.”); Walker Digital, LLC v. Microsoft Corp., 590 F. App'x 956, 958 (Fed. Cir. 2014) (“The 
words of a claim generally receive their ordinary and customary meaning as understood by one of 
ordinary skill in the art.  If, however, the patentee has clearly and unmistakably disavowed claim scope 
or, acting as a lexicographer, has expressly defined the disputed claim term in the specification or 
prosecution history, then we will deviate from the claim term's ordinary and customary meaning.”) 
(internal quotations and citations omitted)). 
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either patent and has its plain and ordinary meaning that was not discussed or changed 

during prosecution. The term “mounting pole” simply means a pole used for mounting 

something as Judge Albright already found when construing the same term in the same 

’016 Patent.15 Judge Albright rightly rejected C&M’s proposal that “length of the 

structure far exceeds the width” and instead found that “A pole can be cut shorter and 

still remain a pole, even if its length no longer far exceeds the width.” There is simply 

no reason to look further than that.   

Neither the patent specifications nor the prosecution histories suggest that 

“mounting pole” was somehow specially defined by C&M in the specifications or 

prosecution histories. As described below, C&M’s proposal is not supported by the 

specifications or file histories and is ambiguous. What’s more, C&M’s extrinsic evidence 

in the form of its expert’s declaration should not be relied upon—even C&M’s own 

expert could not define what “far exceeds” means. 

A. C&M Cannot Meet Its Burden to Depart From Plain and Ordinary 
Meaning and Adopt its New Definition Which is Not Plain, Not 
Ordinary, and Not Supported by the Intrinsic Evidence 

C&M cannot meet its burden to deviate from the plain and ordinary meaning of 

“mounting pole” because neither circumstance where the Federal Circuit permits 

deviation from a term’s plain and ordinary meaning is present here.16 That is, there is 

 
15 Dkt. 50-8, Exhibit H to C&M’s Opening Brief (Judge Albright’s claim construction ruling expressly 

rejecting C&M’s proposal that the length of the mounting pole far exceeds the width). 

16 GE Lighting Solutions, LLC v. AgiLight, Inc., 750 F.3d 1304, 1309 (Fed. Cir. 2014), reh'g denied (June 17, 
2014) (citing Thorner v. Sony Computer Entm't Am. LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012)) (“the 
specification and prosecution history only compel departure from the plain meaning in two instances: 
lexicography and disavowal.”). 
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no lexicography or disavowal that suggests “mounting pole” has anything other than 

its usual meaning as “a pole for mounting something” and C&M’s suggestion otherwise 

should be rejected. 

First, the intrinsic evidence of the patent specifications do not provide the special 

definition offered by C&M. C&M goes through various embodiments described in the 

patents at pages 6-9 of its opening brief. All of the embodiments described by C&M 

there are consistent with Ensign US’s proposed plain and ordinary meaning.17 C&M 

concedes on page 9 of its brief  “that the patentees did not as their own lexicographer to 

expressly define “mounting pole” in the Asserted Patents’ specifications.”18 That alone 

shows C&M’s 19 word, four limitation definition should be rejected. 

Second, C&M admits in its brief on page 1 that intrinsic evidence includes the 

prosecution file histories yet C&M does not discuss either file history or submit them 

with its brief. Of course that is because the examiner in the ’016 file history did not share 

C&M’s view that a mounting pole’s “length far exceeds the width.” Nor did the 

examiner share C&M’s view expressed on page 10 of its brief that a “mounting pole” is 

somehow different than a “post.” Instead, the Examiner twice said in the ’016 file 

history that the short and wide post 210 highlighted in the prior art figure below 

constituted a mounting pole. And the prior art reference itself referred to 210 as a “light 

 
17 The dictionary definitions offered by C&M are not inconsistent with Ensign US’s proposal.  

18  Dkt. 50, C&M Brief p.9. 
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support post” in paragraph [0043].19 C&M never proffered the proposed specific 

definition it is offering now in either patent or either file history. 

 

This is another independent reason that C&M’s contorted, litigation-created definition 

for the “plain and ordinary meaning” of “mounting pole” should be rejected. 

 
19 Exhibit 2, 1/29/2021 Final Office Action in SN 17/016,083 in ’016 Patent file history; Exhibit 3 

12/9/2020 Office Action in SN 17/016,083 in ’016 Patent file history; and Exhibit 4, US2015/0184840. 
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B. C&M’s Proposal for “Mounting Pole” Creates Ambiguity 

Another independent reason to reject C&M’s proposal is that it creates a less 

clear meaning, rather than resolving any ambiguity. Under C&M’s strained 

construction, to demonstrate infringement or invalidity a party would have to show 

that a pole’s “length far exceeds its width.” Neither length, nor width, nor any ratio of 

length to width for a pole are provided in the patent. In fact, the terms do not appear in 

the patents at all. C&M’s own expert confirmed the indefiniteness of C&M’s proposal 

when he could not quantify it saying “it’s not that clear. It’s a matter of what the 

application is.”20 Thus, adding this strange requirement that the pole’s “length far 

exceeds its width” could render the claims indefinite and vague. See Chimie v. PPG 

Indus. Inc., 402 F.3d 1371, 1377 (Fed. Cir. 2005) (“Courts construe claim terms in order to 

assign a fixed, unambiguous, legally operative meaning to the claim.”) 

C&M’s proposed claim construction is not based on claim construction principles 

but instead is based on a strained argument to try and escape invalidity. C&M’s 

proposal should be rejected for this independent reason. 

C. C&M’s Extrinsic Evidence Should Not Be Relied Upon 

C&M concedes on page 2 of its brief that extrinsic evidence is “less significant 

than the intrinsic record in determining the legally operative meaning of claim 

language.”21 Yet, C&M heavily relies on a declaration from its expert Gary Wooley to 

deviate from the plain and ordinary meaning of “mounting pole” to adopt its special 

 
20 Exhibit 1, Wooley deposition, p. 87. 

21  Dkt. 50, C&M Brief p.2. 
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definition which is not in the intrinsic record. As explained in detail below, the Court 

should reject this. 

Ensign US took a short deposition of Dr. Wooley in part to explore the meaning 

of his unsupported requirement that “the length of the structure far exceeds the width.” 

Dr. Wooley could not and would not provide a specific percentage or number as to how 

much the length must “far exceed” the width. He instead said, “You show me an 

application and I will let you know whether it appears to be a mounting pole to a 

person of ordinary skill in the art.”22 Accepting Dr. Wooley’s invitation, Ensign US 

counsel then showed him the below photos and asked whether there was a mounting 

pole according to his proposed claim construction. 

 

 
22 Exhibit 1, Wooley deposition, pp. 26-27 and p.86-89. 
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C&M counsel made a number of speaking objections and then improperly instructed 

Dr. Wooley not to answer.23 Dr. Wooley’s declaration should be stricken and not relied 

upon for this reason alone. Fed. R. Civ. P. 30(c)(2), (d)(3); see also Ferring Pharm. Inc. v. 

Serenity Pharm., LLC, 331 F.R.D. 75, 79 (S.D.N.Y. 2019) (holding party acted improperly 

and committed “deposition misconduct” by instructing the expert witness not to 

 
23  Exhibit 1, Wooley deposition at pp. 72-76 and light photos marked as deposition Exhibits 2-3. 
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answer questions related to certain claim construction positions).24 What’s more, the 

refusals to answer and the C&M witness’s inability to quantitatively or otherwise define 

how much the length must “far exceed” the width further confirm that C&M’s 

construction is not helpful to a jury and should be rejected. Phillips v. AWH Corp., 415 

F.3d 1303, 1318 (Fed. Cir. 2005) (“[C]onclusory, unsupported assertions by experts as to 

the definition of a claim term are not useful to a court[; s]imilarly, a court should 

discount any expert testimony ‘that is clearly at odds with the claim construction 

mandated by the claims themselves, the written description, and the prosecution 

history, in other words, with the written record of the patent.’”).25   

This Court would not be alone in disagreeing with Dr. Wooley’s proposed claim 

constructions as Dr. Wooley is “pretty sure that’s occurred” before and what’s more it 

has occurred so frequently that as a professional witness he has “no idea” how many 

times.26 A cursory search revealed that USPTO administrative law judges have rejected 

Dr. Wooley’s proposed claim constructions on at least two occasions stating: 

On the whole, the intrinsic evidence is clearly at odds with Dr. Wooley’s 
testimony. We find this especially because Dr. Wooley provides limited 
objective support for many of his statements, which rely, for example, on 
“common sense.” Ex. 2008 ¶¶ 124, 154. Given the circumstances, we find 

 
24  Ensign US takes no position as to whether C&M or its counsel should be sanctioned for the improper 

speaking objections and instructions not to answer questions about C&M’s proposed claim construction. 

25  If C&M’s construction is adopted then the claims should be held invalid as indefinite because they do 
not inform those skilled in the art about the scope of the invention with “reasonable certainty” as 
required.  Nautilus, Inc. v. Biosig Instruments, Inc, 572 U.S. 898 (2014). 

26  Exhibit 1, Wooley deposition at pp. 9-10. 
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Dr. Wooley’s testimony of little persuasive value with respect to the 
proper constructions of the disputed claim limitations.27   

On the whole, the intrinsic evidence is clearly at odds with the position of 
Patent Owner and Dr. Wooley’s declaration testimony that the correct 
claim construction excludes separation of any metal portion of the tubular 
member from the adjacent preexisting structure, such as by external 
elastomeric seals. 28   

Once again Dr. Wooley is presenting a proposed construction that is at odds with 

the intrinsic evidence since the specification does not provide a definition for 

“mounting pole” and the examiner expressly disagreed with two aspects of Dr. 

Wooley’s proposal in the ‘016 Patent file history. Dr. Wooley’s disguised “plain and 

ordinary” meaning definition for “mounting pole” that is nowhere in the specifications 

and contrary to the ’016 Patent file history should be rejected. 

VII. Conclusion 

Ensign US’s proposed construction should be adopted and C&M’s should be 

rejected. Alternatively, if the Court is inclined to adopt a version of C&M’s proposal it 

should reject the ambiguous and indefinite requirement that “the length of the structure 

far exceeds the width.” 

 
27  Exhibit 5, Weatherford U.S., L.P. vs. Enventure Global Tech., Inc., No. IPR2020-01580, 42 (P.T.A.B. April 13, 

2022). 

28  Exhibit 6, Weatherford U.S., L.P. vs. Enventure Global Tech., Inc., No. IPR2020-01648, 41 (P.T.A.B. April 13, 
2022). 
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Respectfully submitted, 
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1           IN THE UNITED STATES DISTRICT COURT

           FOR THE SOUTHERN DISTRICT OF TEXAS

2                     HOUSTON DIVISION

3  C&M OILFIELD RENTALS,     :

 LLC D/B/A C-MORE          :

4  ENERGY SERVICES,          :

                           :

5          Plaintiff,        :

                           :  CIVIL ACTION

6  Vs.                       :  NO. 4:22-CV-00965

                           :

7  ENSIGN US SOUTHERN        :
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8                            :

         Defendant.        :

9
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11

12       ********************************************

13             ORAL and REALTIMED DEPOSITION OF

14                  GARY R. WOOLEY, Ph.D.

15                      JUNE 13, 2023
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Page 2

1      ORAL and REALTIMED DEPOSITION of GARY R. WOOLEY,

2 Ph.D., produced as a witness at the instance of the

3 Defendant, and duly sworn, was taken in the above-styled

4 and numbered cause on Tuesday, the 13th day of June,

5 2023, from 9:02 a.m. to 11:49 a.m., before

6 Pat English-Arredondo, CSR (TX), RMR, CRR, CLR, in and

7 for the State of Texas, reported by machine shorthand in

8 realtime translation to iPads, at the law offices of

9 Morgan, Lewis & Brockius, LLP, 1000 Louisiana Street,

10 Suite 4000, Houston, Texas, pursuant to the Federal

11 Rules of Civil Procedure; that the Witness will read the

12 deposition.

13

14

15

16

17

18

19

20

21

22

23

24

25

Page 3

1                   A P P E A R A N C E S

2 COUNSEL FOR PLAINTIFF C&M OILFIELD RENTALS, LLC D/B/A

3 C-MORE ENERGY SERVICES:

4      Ms. Karon Fowler

5      MORGAN, LEWIS & BROCKIUS, LLP

6      110 North Wacker Drive

7      Chicago, Illinois 60606-1511

8      Phone:  312.324.1142

9      Karon.fowler@morganlewis.com

10

11 COUNSEL FOR DEFENDANT ENSIGN US SOUTHERN DRILLING LLC:

12      Mr. Greg L. Porter

13      HUNTON ANDREWS KURTH, LLP

14      600 Travis Street, Suite 4200

15      Houston, Texas 77002

16      Phone:  713.220.4200

17      GregPorter@HuntonAK.com

18

19 COURT REPORTER:

20      Ms. Pat English-Arredondo

21      CSR (TX), RMR, CRR, CLR

22

23

24

25

Page 4

1                    EXAMINATION INDEX

2 WITNESS:  GARY R. WOOLEY, Ph.D.

                                                    PAGE

3

4      EXAMINATION BY MR. PORTER                         6

5      FURTHER EXAMINATION MS. FOWLER                   82

6      FURTHER EXAMINATION BY MR. PORTER                85

7      FURTHER EXAMINATION BY MS. FOWLER                89

8

9

10

11 SIGNATURE REQUESTED                                   90

12

13 REPORTER'S CERTIFICATION                              92

14

15

16

17

18

19      (REPORTER'S NOTE: All quotations from exhibits are

20 reflected in the manner in which they were read into the

21 record and do not necessarily denote an exact quote from

22 the document.)

23

24

25
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2
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4  WOOLEY EXHIBIT NO. 1                                 11
5      Declaration of Gary Wooley Regarding Claim
6      Construction in subject case with 7 tabs
7      attached
8  WOOLEY EXHIBIT NO. 2                                 72
9      Photo prepared by Defendant purportedly

10      showing mounting pole according to
11      Dr. Wooley's proposed construction
12  WOOLEY EXHIBIT NO. 3                                 75
13      Photo prepared by Defendant purportedly
14      showing a light mounted to a pole
15      according to Dr. Wooley's  proposed
16      construction
17  WOOLEY EXHIBIT NO. 4                                 76
18      Drawing prepared by Defendant purportedly
19      showing mounting pole according to
20      Dr. Wooley's proposed construction
21  WOOLEY EXHIBIT NO. 5                                 80
22      Photo produced by Defendant purportedly
23      showing a handrail on part of a rig site
24      in the wintertime
25
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Page 6

1                (Proceedings commence at 9:03 a.m.)

2                THE REPORTER:  We are on the record at

3 9:03 a.m., taking this pursuant to Federal Rules.

4                Sir, will you raise your right hand to be

5 administered the oath?

6                  GARY R. WOOLEY, Ph.D.

7 being called as a witness, and having been duly sworn,

8 testified as follows:

9                THE WITNESS:  I do.

10                       EXAMINATION

11 BY MR. PORTER:

12      Q.   Good morning, Mr. Wooley.

13      A.   Good morning.

14      Q.   You've been deposed before.  Correct?

15      A.   I have.

16      Q.   So you understand the procedures?

17      A.   Yes.

18      Q.   Will you ask me for clarification if you don't

19 understand any of my questions?

20      A.   I will.

21      Q.   What did you do, if anything, to prepare for

22 today's deposition?

23      A.   I had a meeting yesterday for a few hours.

24      Q.   And who was that meeting with?

25      A.   Karon Fowler and Melissa Story.

Page 7

1      Q.   Did anybody else attend?

2      A.   No.

3      Q.   And how long was that meeting?

4      A.   A few hours.  Maybe two or three.

5      Q.   Was it in the morning?

6      A.   Yes.

7      Q.   Did you look at any documents?

8      A.   Yes.

9      Q.   What documents did you review?

10      A.   I'm not sure I can tell you all of them, but

11 the obvious ones.  I looked at my declaration, I looked

12 at the patent-in-suit, and I maybe looked at one or two

13 others.  I don't recall.

14      Q.   One or two other documents or one or two other

15 patents?

16      A.   One or two other documents.

17      Q.   Do you recall what those other one or two

18 documents were?

19      A.   No.  As I said, I don't recall what those

20 were.

21      Q.   And which patent did you review?

22      A.   The '016.

23      Q.   Did you review the '626 patent?

24      A.   I don't remember.

25      Q.   And you've written one report in this case.

Page 8

1 Is that correct?

2      A.   I wrote a declaration, is my understanding of

3 the language.

4      Q.   And is that the only thing you've done as far

5 as this case goes?

6      A.   In terms of writings, I believe that's

7 correct.

8      Q.   What else have you done in terms of this case

9 besides that declaration?

10      A.   Do you mean besides writing the declaration,

11 what else have I done?

12      Q.   Yes.

13      A.   Well, I've read a few documents and talked on

14 the phone and had some emails.

15      Q.   And what documents did you review as part of

16 this case?

17      A.   Just -- I don't recall.  I didn't prepare a

18 list for you.  The ones I mentioned I've certainly

19 looked at.

20      Q.   The ones mentioned in your declaration?

21      A.   Yes.

22      Q.   How much time did you spend in preparing the

23 declaration?

24      A.   I don't know.  I didn't keep track of that for

25 you for today.

Page 9

1      Q.   Are there billing records that would reflect

2 that?

3      A.   Oh, sure.

4      Q.   Do you recall how much you've billed on this

5 case, approximately?

6      A.   Sorry.  I don't.

7      Q.   Would it be more than $20,000?

8      A.   I just don't know the number.  I could perhaps

9 look it up for you if the client wanted to do that.

10      Q.   Have you testified before about claim

11 construction?

12      A.   Yes.

13      Q.   About how many times?

14      A.   I don't keep track of how many times.

15      Q.   Have you ever been excluded from testifying in

16 any case?

17      A.   Not that I'm aware of, no.

18      Q.   Has a court ever declined to rely on your

19 proposed claim constructions?

20      A.   I'm not sure I know what that means, and I'm

21 not sure I would be aware of whether or not the court

22 relies on it.

23      Q.   Are you aware of any court disagreeing with

24 your proposed claim constructions?

25      A.   Oh, I'm pretty sure that's occurred.
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Page 10

1      Q.   About how many times has that occurred?

2      A.   No idea.

3      Q.   When did you first become involved in this

4 case?

5      A.   I don't have a date.  I would have to look

6 that up for you; and I can do that, too, if you would

7 like.

8      Q.   On your computer?

9      A.   Karon's firm probably has documents; but I

10 could look some up, too.

11      Q.   Have you spoken with anybody from C&M about

12 this case?

13      A.   I don't think so, no.

14      Q.   You haven't spoken with any of the inventors

15 of the patents?

16      A.   No.

17      Q.   Are you involved in any other cases for C&M?

18      A.   Yes.

19      Q.   What other cases are you involved in for C&M?

20      A.   It's my understanding there is another case

21 referred to as C&M Nabors related to Nabors Drilling.

22      Q.   What have you done in connection with the

23 Nabors Drilling case?

24      A.   With my shallow understanding they seem to be

25 very similar, so I've done similar things.  Just read a

Page 11

1 patent and spent some time discussing constructions

2 and -- I'm trying to recall.  I think I wrote a separate

3 declaration for that one.

4      Q.   Is that -- is the patent in the Nabors case

5 the same as the patents involved in the C&M case here?

6      A.   Some, yes.  There may be some differences I'm

7 not aware of.

8      Q.   Have you heard of Ensign before this lawsuit?

9      A.   I don't think so.  It's possible.  I hear a

10 lot of names, but I don't think so.

11      Q.   You haven't consulted or worked for Ensign, to

12 your recollection?

13      A.   No.

14                (Marked was Wooley Exhibit 1.)

15      Q.   (By Mr. Porter)  Does that appear to be the

16 declaration that you prepared in this case?

17      A.   (Reviewing.)  Yes, that appears to be the

18 case.

19      Q.   And in preparing the declaration, did you

20 review the file history of either patent?

21      A.   Yes, I think I saw parts of it.

22      Q.   Do you recall which parts of the file history

23 you saw?

24      A.   No.  I would have to look up what I've seen.

25      Q.   Did you rely on any part of the file history

Page 12

1 for the opinions in your report?

2      A.   Only to the extent I referenced it in the

3 declaration.

4      Q.   So if there is not a reference to the file

5 history in the declaration, then you didn't rely upon

6 it.  Is that correct?

7      A.   I would expect that's the case, yes.

8      Q.   What's your understanding of how courts should

9 go about construing claims of the patent?

10      A.   You're probably asking the wrong person.  I'm

11 an engineer.  I'm not a lawyer.  I have a limited

12 understanding of what courts do.

13      Q.   What did you do as far as construing the claim

14 terms that you did in your declaration?

15      A.   Well, it's my understanding that I am to

16 interpret the claim language as a person of ordinary

17 skill at the appropriate time.

18      Q.   And Do you consider yourself a person of

19 ordinary skill?

20      A.   Yes.

21      Q.   You construed in your report the term

22 "mounting pole."  Is that correct?

23      A.   Yes.

24      Q.   And what's your understanding of the dispute

25 that surrounds that term in this case?

Page 13

1      A.   Two different interpretations of the words.

2      Q.   What's your understanding of what impact that

3 would have on the case as to whether one construction is

4 adopted or the other?

5                MS. FOWLER:  Objection, vague.

6      A.   I don't think I can answer that question.

7      Q.   (By Mr. Porter)  So you don't know what impact

8 it would have on the case if your construction is

9 rejected?

10      A.   I think that's a legal question.  I don't know

11 the answer.

12      Q.   Now, you construed the term "mounting pole" as

13 an "elongated structure fixed at one end and for

14 mounting where the length far exceeds the width."

15                Is that right?

16      A.   Where are you reading from?

17      Q.   I'm reading from your report at...

18                MS. FOWLER:  I believe it's Page 10, if

19 that's helpful, Counsel.

20                PORTER:  Thanks.

21      Q.   (By Mr. Porter)  It's Section 7 of your

22 report, right below Paragraph 33.

23      A.   Yes.  And what was your question?

24      Q.   Is your construction of "mounting pole" an

25 "elongated structure fixed at one end and for mounting

4 (Pages 10 - 13)

Veritext Legal Solutions
346-293-7000

Case 4:22-cv-00965   Document 51-1   Filed on 06/30/23 in TXSD   Page 5 of 73

Petitioner Ensign 
Exhibit 1057 - 24 of 338



Page 14

1 where the length of the structure far exceeds the

2 width"?

3      A.   What I would suggest is that it be interpreted

4 as the plain and ordinary meaning for a person of

5 ordinary skill.  Now, in my view, those words fit that

6 plain and ordinary meaning.

7      Q.   And when you say "plain and ordinary meaning,"

8 what do you mean by that?

9      A.   I think that's pretty obvious.  It's simple

10 language.  That's the common understanding of a person

11 of ordinary skill.

12      Q.   And when you say "fixed on one end," what do

13 you mean by that?

14      A.   Again, I don't think those words need

15 interpreting.  "Fixed" means not moving at one end.

16      Q.   Could it -- under your construction, could it

17 be fixed at both ends?

18      A.   That's not what this says.  This says fixed at

19 one end.

20      Q.   So fixed at only one end?

21      A.   That's what it says.

22      Q.   So under your interpretation, if something was

23 fixed at both ends, then it wouldn't be covered by the

24 claims.

25      A.   It depends on the circumstances.  If you'll

Page 15

1 give me an example, I will be glad to discuss it with

2 you.

3      Q.   I guess, just so we're clear, when you say

4 "fixed at one end," you mean only at one end.

5      A.   Yes, that's the common understanding.  Now, if

6 there's a special case that's fixed at two ends, I would

7 be happy to look at it; but I would not expect that to

8 be a mounting pole.

9      Q.   What can the mounting pole be fixed to under

10 your construction?

11      A.   The construction refers to this patent, and

12 it's fixed to some portion or component of a drilling

13 derrick.

14      Q.   And when you say "portion or component of a

15 drilling derrick," is there a particular portion or part

16 that you're referring to?

17      A.   Generally, the patent refers to the area of

18 the crown deck; but I don't recall that it's actually

19 limited to that.  We would have to look at the patent to

20 answer that.

21      Q.   And which part of the patent would you look at

22 to answer that?

23      A.   I would have to look at the claims and the

24 spec.

25      Q.   Why don't we do that.  I think you have the

Page 16

1 patents in front of you as Exhibits 1 and 2.

2                (Reporter clarification.)

3      A.   Yes.

4      Q.   (By Mr. Porter)  The question was:  What part

5 or portion of the derrick are you referring to that the

6 mounting pole is affixed to?

7                MS. FOWLER:  Objection, vague.

8      A.   You're asking where in the spec does it refer

9 to that?  I'm not sure what your question is.

10      Q.   (By Mr. Porter)  Yes, where in the spec does

11 it refer to the mounting pole being fixed to a part or

12 portion of the derrick?

13      A.   Is there a preference which patent I start

14 with?

15      Q.   No.  You can start with either one.

16      A.   (Reviewing.)  Okay, I've briefly scanned the

17 '016 patent, if you would like to talk about it

18 separately; or do you want me to go ahead and continue

19 with the next patent?

20      Q.   No, let's go ahead and talk about the '016.

21      A.   First, to make it clear, I have briefly

22 scanned at your request the '016 patent.  I had not

23 studied in detail or tried to compile the list that you

24 asked for.

25                But in my brief scanning I've identified

Page 17

1 those places where it refers to mounting of the pole on

2 the -- either the crown deck or other places.

3                And you asked for locations where it

4 would be mounted, so I can give you those.

5      Q.   Okay.

6      A.   In the abstract -- and I should add that

7 clearly there are -- it is likely there are other places

8 besides the ones I've quickly scanned and identified.

9                In the abstract it refers to the lighting

10 system may be used on drilling rigs, so we're talking

11 with drilling rigs.

12                And other applications, including

13 drilling production, refining, frac sites, construction

14 and other industrial applications; so it's talking about

15 other possibilities in addition, so you can mount the

16 poles at other sites.

17                And it may be used for tower mast-type

18 equipment.  That's all in the abstract.

19                And then it talks to the style or design

20 of crown section or the derrick, referring to the crown

21 deck on a drilling derrick.  Okay, that's in the

22 abstract.

23                Figure 1 is an illustration that clearly

24 shows what appears to be a crown deck.  I would have to

25 look in more detail at the labels and do that.  If you
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Page 18

1 would like, I can do that.

2      Q.   No, that's okay.

3      A.   Figure 2 is labeled existing crown deck, so

4 they got a mounting on a crown deck.

5                Figure 3 does not have that kind of

6 label, so I would have to go read through the spec and

7 get the label numbers identified; but I suspect that's

8 depicting a crown deck also.

9                Same thing with Figures 4A and B and

10 Figure 5.  And if you would like, I can go through and

11 get those labels, if you want, and identify them.

12      Q.   Maybe we can do that later.

13      A.   Okay.  Figure 6 is the same.

14                Figure 7A is the same.

15                Figure 7B is the same.

16                Figure 8 is the same.

17                Figure 9 is the same.

18                Figure 9B is the same.

19                Figure 9C is the same.

20                Figure 9D is the same.

21                Figure 9E is the same.

22                Figure 9F appears to be a crown deck

23 because you can see the pulleys; but again, I would have

24 to read through the spec to see what it says about that

25 figure.

Page 19

1                Figure 10A, I can't tell; but as I recall
2 there is a description that may describe that as being
3 on a crown deck.
4                Figure 10B is not labeled.
5                Figure 10C is not labeled.
6                Figure 10D is not labeled.
7                In the background there is a reference to
8 drilling rigs.  If you like, I can give you the column
9 and number.

10      Q.   Okay.
11      A.   Column 1, Line -- it looks like 12 -- a
12 reference to drilling rigs.
13                Column 1, Line 17, refers to the crown of
14 the rig.
15                Column 1, Line 30, refers to a derrick;
16 so those are specific locations.
17                Column 1, Line 43, refers to an elevated
18 structure mounted.  It's not specific, but it's talking
19 about an elevated structure.
20                Line 44 refers to -- in addition to being
21 used on rigs, that's referring to drilling rigs in the
22 context of this patent.
23                And then it goes on to talk about the
24 different applications that are mentioned in the
25 abstract:  drilling production, refining -- refineries,

Page 20

1 frac sites, construction and other industrial

2 applications that may use tower mast-type equipment.  So

3 all the other types of locations that it could be

4 mounted.

5                Column 1, Line 50, talks about design of

6 crown section of a drilling rig; so that's specific

7 about where it's located.

8                Column 1, Line 63, refers to a

9 crown-mounted frame, talking about Figure 1.

10                Column 1, Line 67, refers to depicted

11 relative to a crown block, talking about Figure 2.

12                Column 2, Line 3, it looks like, talks

13 about depicted relative to a crown deck, referring to

14 Figure 3.

15                Column 2, Line 21, refers to the crown

16 deck of a rig, referring to Figures 10A through 10D.

17                Column 1, Line 31, refers to a crown or

18 top of a drilling rig, referring again to Figure 1.

19                Column 2, Line 36, refers to a crown

20 deck, referring to Figure 3.

21                Column 2, Line 37, refers to a lighting

22 system that may be mounted on the crown deck of a

23 drilling rig or other elements of a frame structure.  So

24 it's specific about the crown deck but gives other

25 places it can be mounted.

Page 21

1                Column 2, Line 67, refers to a crown deck

2 of a drilling rig, talking about Figure 3 again.

3                Column 4, Line 4, talks about the crown

4 decks or other structures with a wide range of different

5 dimensions and configurations.  So there it's talking

6 about a specific crown deck and others.

7                Column 4, Line 60, talks about at the top

8 of a structure such as a rig, referring to a drilling

9 rig.

10                Column 4, Line 63, refers to Figures 2

11 through 8 and says light units will extend above the

12 crown deck and handrails, referring to the crown deck on

13 the drilling rig.

14                Column 5, Line 46, refers to the fixtures

15 being attached to the rig or other structure using

16 mounting poles.

17                Column 5, Line 54, refers to a derrick or

18 a mast structure of a rig, referring to a drilling rig,

19 and says it may be installed on the top, side, or bottom

20 of the crown deck.

21                Column 5, Line 59, refers to the crown

22 deck.

23                Column 6, Line 3, refers to the handrail

24 of the crown deck.

25                Column 6, Line 4, refers to the top of a
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Page 22

1 crown deck.
2                Column 6, Line 5, refers to handrails on
3 the crown deck.
4                Column 6, Line 18, refers to accommodate
5 various configurations of rigs, referring to drilling
6 rigs.
7                Column 6, Line 22, refers to the crown,
8 which is reference to the crown deck on a drilling rig.
9                Column 6, Line 30, refers to running the

10 power from the crown to the ground; so it's obviously
11 intending to mount it on the crown.
12                Column 7, Line 2, refers to the crown
13 deck of a drilling rig.
14                Column 7, Line 23, refers to the fact
15 that it is -- the systems described here are not to be
16 limited to the specific implementation.
17                So in addition to the crown deck and all
18 the other structures, the refineries, the stimulation,
19 it's not limited to the specific implementations
20 disclosed; so it opens the doors to a lot of other
21 possibilities.
22                Okay, Column 7, Line -- I think that's
23 34 -- Claim 1 refers to the crown deck of the rig.
24                Column 8, Line 8, refers to the rig as a
25 drilling rig; and that's in Claim 14.

Page 23

1                Claim 15 is Column 8, Line 9, refers to
2 the crown deck of the rig.
3                Claim 16, Column 8, Line -- I think it's
4 12 -- refers to the crown deck of the rig.
5                Claim 17, Column 8, Line 14, refers to
6 the crown deck of the rig.
7                Claim 19, Column 8, Line 26, refers to a
8 crown deck of a rig.
9                Claim 22, Column 8, refers to the crown

10 deck.
11                Claim 23, Column 8, Line 43, refers to
12 the crown deck.  Each time it refers to the crown deck
13 it's talking about the crown deck of a drilling rig.
14                Claim 26, Column 8, Line 56, talks about
15 the orientation away from the rig, talking about a
16 drilling rig.
17                Claim 27, Column 8, Line 50 -- Line 60, I
18 guess it is, talks about oriented towards the rig.  So
19 it's about orientation, but it's referring to a drilling
20 rig.
21                Claim 29, Column 8, Line 64, refers to
22 the crown deck of the rig.
23                And that's all I was able to catch in
24 that very brief skimming.  I am sure there are other
25 references that I missed, and there are also all of

Page 24

1 those labels on the drawing that we did not go through

2 the trouble to identify.

3      Q.   Thank you.

4      A.   Do you want me to go on to the next patent?

5      Q.   It shares the same specifications, so I think

6 we can skip that one.

7      A.   Your call.

8      Q.   You mentioned the word "derrick" in some of

9 your answers and the word "drilling rig" in some of your

10 answers.

11                What's the difference between those two

12 words, if there is one?

13      A.   A derrick is usually the specific structure

14 that holds the heavy equipment, the rotating equipment,

15 and the crown block.

16                The drilling rig is the entire operation,

17 which would include the derrick.

18      Q.   You mentioned that the patent left room for

19 lots of other possibilities.  What did you mean when you

20 said that?

21      A.   Just the language of the patent.

22      Q.   That it could go beyond drilling rigs and

23 derricks?

24      A.   Yes.  Would you like me to read those again?

25      Q.   I saw one in the abstract that I wanted to ask

Page 25

1 you about.  It refers, in the abstract, that the

2 lighting system may be used on drilling rigs or with

3 other applications, including for drilling, production,

4 refineries, frac sites, construction and other

5 industrial applications that may use tower mast-type

6 equipment.

7                What is meant there by "tower mast-type

8 equipment"?

9                MS. FOWLER:  I'm going to object.  We're

10 going a little bit beyond the scope of what we're here

11 to testify about, which is the construction and

12 Mr. Wooley's opinion on the construction of a mounting

13 pole.

14      A.   Would you repeat your question?

15      Q.   (By Mr. Porter)  Yes.  In the abstract it uses

16 the term "tower mast-type equipment."  What is your

17 understanding of what is being referred to there?

18                MS. FOWLER:  Same objection.

19      A.   What it's suggesting in the abstract is a

20 derrick is a tower mast-type equipment and there are

21 other applications that use that same type of setup.

22      Q.   (By Mr. Porter)  Do you know what other

23 applications those might be?

24      A.   I don't know what the inventor is referring

25 to.
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Page 26

1      Q.   Coming back to your report and specifically

2 your construction that was on Page 10, you used the word

3 "elongated structure" and then you go on and you say

4 that the structure far exceeds -- "the length of the

5 structure far exceeds the width."

6                Why do you think the plain and ordinary

7 meaning has to have both "elongated" and that "the

8 length of the structure far exceeds the width"?

9      A.   That is what my understanding that a person of

10 ordinary skill would have for a pole, a mounting pole.

11 It would be elongated in a sense also means that its

12 length would be much greater than its width.

13      Q.   But aren't they kind of the same thing,

14 "elongated" and "the length far exceeding the width"?

15      A.   They are similar.

16      Q.   When you say "the length of the structure far

17 exceeds the width," what do you mean by "far exceeds"?

18      A.   It's what a person of ordinary skill would

19 understand a mounting pole to mean.  It would not mean

20 something that is nearly the same length and width.

21      Q.   Would a 5 percent difference be -- of the

22 length being greater than the width, would that far

23 exceed under your proposal?

24      A.   No, I don't think that would be anywhere

25 close.  Again, show me a specific application and I will

Page 27

1 look at it.  I don't think you can narrow it down to a

2 specific number, which is what you're attempting to do.

3      Q.   Would a 20 percent length greater than the

4 width meet your definition or not meet your definition?

5      A.   That's what I was just talking about.  I do

6 not think you can pin it down to a specific number.  You

7 show me an application, and I will let you know whether

8 it appears to be a mounting pole to a person of ordinary

9 skill.

10      Q.   What would you have to look at in the specific

11 application to determine whether the length is far

12 exceeding the width, as you propose?

13      A.   I'd probably look at a drawing that depicts

14 how it's used and where it's placed.

15      Q.   And what about how it's used would you use to

16 determine whether the length far exceeds the width?

17      A.   I was talking about whether it would be a

18 mounting pole or not.  The length and width are just

19 geometric dimensions.

20      Q.   And what about where it's placed would you

21 have to look at to determine whether the length far

22 exceeds the width under your proposal?

23      A.   Well, I just answered that, that that was a

24 reference to how it would -- how it would be used and

25 whether or not it would be a mounting pole; but the

Page 28

1 length and width are simply geometric dimensions.

2      Q.   So you would have to look at whether something

3 was mounted to it to determine whether its a mounting

4 pole?

5      A.   No, you're not understanding what I'm saying.

6                The length and the width are geometric

7 dimensions, separate from how it's used.  How it's used

8 is important in determining whether it's a mounting pole

9 but not important in terms of determining the geometry,

10 the dimensions.

11      Q.   How would one determine if the length is far

12 exceeding the width by looking at a particular

13 application?

14      A.   I'm pretty sure you've asked that already, and

15 I've answered it.  I don't think I've got anymore to

16 add.

17      Q.   Does the cross-section of the mounting pole

18 have to be any particular shape?

19      A.   I don't think there's a reference to that

20 requirement; but again, I would have to go back through

21 the patent to see if it's in there.

22                Typically a person of ordinary skill

23 would expect a pole to be a circular cross-section, but

24 it's -- in a generic sense that's certainly not a

25 requirement.

Page 29

1      Q.   So if you're talking about a pole with a

2 circular cross-section, then its width would be the same

3 as its diameter?

4      A.   Yes.

5      Q.   What about a rectangular cross-section of a

6 pole?  Would you look at the length of the rectangle or

7 the width of the rectangle under your proposed

8 construction?

9      A.   It would be fairly unusual to have either a

10 square or a rectangular cross-section; but if you had a

11 square cross-section, of course your question is moot

12 because the length and the width would be the same.

13                Their use of length has two different

14 meanings, so we have got to be a little careful there.

15                But if it's a rectangle, then I would

16 probably be inclined to look at the larger of the two,

17 of the width and length, of the cross-section.  Not the

18 other length we referred to.

19      Q.   And so in that case your construction would be

20 where the length of the structure far exceeds the

21 longest width of the cross-section.

22                MS. FOWLER:  Objection, vague.

23      A.   That would -- I would have to give that some

24 thought and maybe get a specific example from you.  But

25 I think that would be a reasonable detail to add for a
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Page 30

1 rectangular cross-section, which I've already suggested

2 would be rather unusual.

3      Q.   Do you think a rectangular cross-section would

4 be covered under your definition of mounting pole?

5      A.   Yes.

6      Q.   So your particular definition of mounting pole

7 is not limited by what cross-section the pole is or what

8 type of cross-section?

9      A.   It's not intended to limit that.  That's

10 correct.

11      Q.   In coming to your report, the table of

12 exhibits on II, Page II, second or third page of the

13 report, you list there some dictionary definitions under

14 Exhibit Nos. 5, 6 and 7.

15                Do you see that?

16      A.   I do, yes.

17      Q.   Are you referring to the most recent editions

18 of those dictionaries?

19      A.   I have no idea if there are more recent

20 editions.  That's your question, I'm assuming.  I cited

21 the ones that I used.

22      Q.   And why did you select those particular

23 dictionaries to use?

24      A.   Just that's the ones that I looked at.

25      Q.   And those particular dictionaries, No. 5 is

Page 31

1 December 2021; as is No. 6.  And then No. 7 is 2020.

2                Do you see that?

3      A.   (Reviewing.)  Yeah, I think you're mixing

4 dates a bit.  The editions for 5 and 6 are 2006 and

5 2003.  And the edition for 7 is 2020.  The most recently

6 updated for No. 5 is December 2021.  And the most

7 recently updated for No. 6 is December 2021.  There is

8 no such date for No. 7.

9      Q.   What's your understanding about what time

10 frame should be looked at when trying to construe a

11 patent claim term?

12      A.   It's generally the time frame of the patent

13 when it was originally filed or prior to that, if there

14 is some history.

15      Q.   And do you know whether these dictionary

16 definitions that you used were the definitions at the

17 time the patent was filed?

18      A.   Well, there are two answers.  Yes, those are

19 the definitions at the time the patent was filed.

20 Whether that's the exact language that was in those

21 dictionaries, I don't know.  I would have to go check.

22      Q.   So the dictionaries at the time of filing may

23 be different -- have different definitions than the ones

24 that you used?

25      A.   It's possible, but I doubt it.  And certainly

Page 32

1 the understanding of a person of ordinary skill would
2 not have changed.
3      Q.   Now, do those dictionaries, do they talk
4 anywhere about fixed -- being fixed at one end for a
5 mounting pole?
6      A.   We would have to look at them.  Do you have
7 them?
8      Q.   You attached them to your report, sir.
9      A.   Oh, the actual cite?  Yes.

10      Q.   They are at Exhibits 5, 6 and 7.
11      A.   (Reviewing.)  What is your question?
12      Q.   Whether the dictionaries you used talk about a
13 mounting pole being fixed at one end.
14      A.   (Reviewing.)  Well, it certainly could.  It
15 doesn't specifically describe that in Definition A for
16 Exhibit 5.
17                Give me a moment and I will look at B.
18 (Reviewing)  Same thing with B.  It certainly could be
19 fixed.  It doesn't specifically state that it's fixed,
20 other than the implications of how it's used.  That's
21 for B.
22                Give me a moment (Reviewing)
23                See, again, the definition doesn't cite
24 fixed ends, but the application it describes certainly
25 has a fixed end.

Page 33

1                And D, I think, is a different
2 interpretation of the word that's not related to the use
3 in the patent.
4                Again, E, I think is a different use of
5 the word, not related to the patent.
6                F is a different use of the word, not
7 related to the patent.
8                G is related; but as it states, it's now
9 a rare use of the word.

10                H does not refer to a fixed end, but in
11 that application one end does become fixed in use.
12                Same thing with I.  All of those letters
13 I just recited to you were under No. 1.
14      Q.   Exhibit 5 of your report, correct?
15      A.   Yes, Exhibit 5.  It starts with a No. 1 and
16 then goes through the letters.  Then it skips to a No. 2
17 and starts over with letters A.  That's a different type
18 of use.  It's used as a measuring stick, if you will.
19 That's unrelated to the application that's described in
20 the patent.  Same thing with B, 2B.
21                MS. FOWLER:  For clarification, he's
22 discussing the page and then Bates No. 1359.
23                THE WITNESS:  Correct.  Thank you.
24      A.   Now on Bates 1360, there is No. 3A.  It's a
25 different use of the word, but I think it's because of
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Page 34

1 the physical pole that was used in the early days for

2 horse racing.  So I think it would -- it would be a

3 similar structure.  Same thing with B.  It's used in the

4 sense that it's used in horse racing.

5                Also on Bates 1360, No. 4, for hunting,

6 is a different application.  No. 5A, again, does not

7 refer to a fixed end, specifically; but in its

8 description that would be a fixed end.

9                Flipping to Bates 1361, No. 5B, Botany, I

10 think that's a different application than what's used in

11 the patent.

12                There are some colloquial interpretations

13 on Bates 1361 that I don't think are related to the use

14 on the patent.

15                On Bates 1362, the same conclusion.  At

16 the top of the page there is a P2 that refers to a pole

17 that would be similar, but its application would

18 probably not be fixed except with respect to the fact

19 that it's being held by a person which could fix one end

20 in a sense.

21                On Bates 1363, it's referring to a pole

22 barn.  There it's used as a -- the pole is used as a

23 structural member.  Certainly a different application

24 than a mounting pole.

25                A pole bridge, similar to pole corral, a

Page 35

1 pole end and a pole fence.  I think they're all

2 different applications than mounting poles.

3                On Bates 1364, a pole-top mast is again a

4 different application, although it would probably

5 involve a fixed end.

6                Pole plantation is referring to trees,

7 which certainly would have a fixed end but a different

8 application than a mounting pole.

9                Then, also on Bates 1364 is

10 pole-balancing.  That's a skill or entertainment that is

11 unrelated to the mounting pole.

12                And being a pole-bearer is defined there.

13 Again, that's not a mounting pole.  Same thing with the

14 pole-setter.

15                Pole-armed is an adjective.  That is

16 unrelated to a mounting pole.  Pole shaped refers to

17 something that may be used in these examples, such as a

18 pole-shaped stick, unrelated to a mounting pole, but

19 probably a similar shape.

20                A pole beam, that's really referring to

21 beams on a pole; so I think that's completely different.

22                A pole board is on Bates 1365.  It's a

23 completely different interpretation of the word.

24                And a pole boat, on Bates 1365, refers to

25 a means of propelling a boat; and it's certainly not a

Page 36

1 mounting pole.

2                Pole-boating refers to using a boat with

3 a pole, again, not a mounting pole.  A pole bracket is

4 used on Bates 1366 with reference to a telephone pole

5 and a bracket for supporting, which is completely

6 different.

7                A pole bullock is something completely

8 different.

9                THE REPORTER:  A pole what?

10                THE WITNESS:  Bullock, B-U-L-L-O-C-K.

11      A.   On Bates 1366 is a pole burn, referring to

12 burning, something which is different.  And there are

13 two interpretations of that.

14                There is a pole cap, again referring to a

15 telephone pole and a cap.  Obviously, not a mounting

16 pole.

17                Flipping to Bates 1367, there is a

18 definition of a pole carriage, which is a certain type

19 of carriage unrelated to a mounting pole.

20                There is a pole cart.  It's a vehicle

21 that's drawn by animals using a central pole, not a

22 mounting pole.

23                There is a pole chain on Bates 1367,

24 which is unrelated to a mounting pole.  A pole-crab on

25 Bates 1367, and a pole-cure, both unrelated to a

Page 37

1 mounting pole.

2                Three versions of pole dance on

3 Bates 1368.  Obviously, unrelated to a mounting pole.

4                On Bates 1369 there is a pole dray,

5 D-R-A-Y.  Pole fishing, pole ground, a pole hedge, and a

6 pole hook and a pole horse, none of which are related to

7 mounting poles.

8                On Bates 1370 there is a pole house,

9 analogous to a pole barn.  I assume that's built with

10 upright poles, which is obviously not a mounting pole.

11                There is a pole jump much like pole

12 vault, which we've dealt with.  A pole jumper is a pole

13 vaulter.  Pole jumping is related to pole vaulting.  And

14 a pole lamp, which is a lamp at the top of a pole, which

15 is not a mounting pole.

16                A pole lathe on Bates 1371.  Obviously, a

17 pole lathe is a device for woodworking.  That's not a

18 mounting pole.

19                And then there's three versions of pole

20 leap related to pole vault.  A pole mast, again, related

21 to the mast of a ship.

22                On Page 1372, pole-masted is an adjective

23 form of pole mast.  Pole mule is much like the pole for

24 horses or wagons that we referred to earlier.

25                A pole net is a fishing device unrelated
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Page 38

1 to a mounting pole.  A pole pad is something used for

2 gun carriage to prevent injury to horses.  Obviously not

3 a mounting pole.  A pole piece, again referred to

4 carriages and animals.

5                A pole pike is a spike at the end of a

6 pole, which is unrelated to a mounting pole.

7                On Bates 1373 there is a pole plate,

8 which is an architecture term.  That means a beam

9 supported by joists, more of a structural item, not a

10 mounting pole.

11                Pole position, again referring to horse

12 racing or automobile racing.

13                Pole prop, again referring to carriage

14 and horses.  Pole-puller is an agriculture term, and

15 that's the person that draws the poles in a hot field.

16 And pole pulling, the same agricultural term; and those

17 are unrelated to a mounting pole.

18                On Bates 1374 there is a pole wreck,

19 which is a frame for holding poles.  A pole railroad is

20 for railroads or trucks with iron wheels.  A pole

21 railway is a temporary track using BART poles.

22                Ex 5 of Exhibit 1A, pole reed is a giant

23 reed.  Those are all unrelated to mounting pole.

24                On Bates 1375 there is a pole road, pole

25 rows, pole rush, pole screen, pole shank and pole

Page 39

1 sitter, none of which are related to mounting poles.

2                On Bates 1376 there is a pole sling, a

3 pole square, a pole screamer, a pole staff, a pole

4 strap, a pole tip, and a pole tool, in my opinion none

5 of which is related to a mounting pole.

6                Bates 1377, there is a pole torpedo, a

7 pole trailer, a pole trap, a pole trawl, T-R-A-W-L, none

8 of which are related to mounting poles.

9                On Bates 1378 there is pole trawling,

10 T-R-A-W-L-I-N-G, a pole wagon, a pole wedge, pole wood,

11 none of which are related to mounting poles.

12                Bates 1379 there is pole-wound,

13 W-O-U-N-D, with a dash.  And I think it's pronounced

14 "wound," because it's referring to a wound that would

15 have been inflicted with a pole, unrelated to a mounting

16 pole.  That's Exhibit 5.

17      Q.   So in Exhibit 5, most of the definitions were

18 unrelated to a mounting pole.  Is that fair to say?

19      A.   That's correct, yes.

20      Q.   Why did you attach those pages to your report?

21      A.   Because that's what was cited.

22      Q.   That's what was cited for what purpose?

23      A.   As a dictionary definition.

24      Q.   And in your review of the dictionary

25 definition at Exhibit 5 you didn't find any express

Page 40

1 support for fixed at one end, did you?

2      A.   There wasn't any language that said that.

3 There were applications that required that.

4      Q.   That's your interpretation of the definitions

5 in Exhibit 5.

6      A.   I think that's what's at issue here, is a

7 person of ordinary skill's understanding.

8      Q.   Of that particular dictionary definition?

9      A.   Okay.

10                MS. FOWLER:  Objection, vague.

11      A.   Of all of the language in the patents and

12 dictionaries.

13                PORTER:  Why don't we take a short break.

14                MS. FOWLER:  Sure.

15                THE REPORTER:  Off the record at 10:22.

16                (Recess taken at 10:22 a.m., resuming at

17                10:30 a.m.).

18      Q.   (By Mr. Porter)  Mr. Wooley, did you draft the

19 report at Exhibit 1 yourself?

20      A.   What do you mean by "draft"?

21      Q.   Did you write it?

22      A.   Sure, parts of it; and parts of it the lawyers

23 wrote with respect to the legal principles.

24      Q.   And when you say "legal principles," what are

25 you referring to in your report?  The claim construction

Page 41

1 principles under Section 4?

2      A.   Generally anything that starts with "I

3 understand."  But if you want me to go through, I can

4 give you a list.

5      Q.   No, that's helpful.

6                Did anybody assist you, besides the

7 lawyers, with the report?

8      A.   No.

9      Q.   And looking at Paragraph 3 of your report,

10 there is a list of agreed constructions there.

11                Do you see that?

12      A.   Yes.

13      Q.   Do you disagree with any of those

14 constructions that are listed there?

15      A.   I'm not sure that has any meaning.  These are

16 constructions that we're going to work with.  I'm not

17 sure...

18      Q.   You don't see anything wrong with those,

19 though, from a technical perspective?

20      A.   No.

21      Q.   What would you say that the plain and ordinary

22 meaning of "mounted" is in that table?

23                MS. FOWLER:  Objection, outside the scope

24 of today's deposition.

25      A.   Well, we will have to look at Claim 1 if you
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Page 42

1 want me to try to interpret that for you.

2                MS. FOWLER:  Counsel, we're not here to

3 have Mr. Wooley render opinions on-the-fly as to terms

4 that are not in dispute and not proper for the claim

5 construction here today.

6      A.   (Reviewing.)

7                MS. FOWLER:  So I will maintain by

8 objection.  It's outside the scope of today's

9 deposition.

10      A.   Do you want to ask your question again,

11 please?

12      Q.   (By Mr. Porter)  Sure.  What's your

13 understanding of what the plain and ordinary meaning of

14 "mounted" is in the context of this patent?

15                MS. FOWLER:  Same objection.

16                Dr. Wooley, you may answer if you know;

17 but as I've stated on the record, you're not here to

18 testify as to that issue today.

19      A.   I have not prepared an opinion on that.  I've

20 not looked into that.  As my declaration clearly points

21 out, this is what I understood to be agreed to.

22                And I could offer guesses as to what a

23 person of ordinary skill might interpret the word to

24 mean, but that's not something I'm prepared to do this

25 morning.

Page 43

1      Q.   What would you have to do in order to

2 understand what the plain and ordinary meaning of

3 "mounted" was?

4      A.   What would I have to do?  I would just spend a

5 little more time looking at the patent, the specs, and

6 how it's used in the patent and try to understand what

7 was intended by the word "in the claim."

8      Q.   And you haven't done that to this point?

9      A.   No, I have not.

10      Q.   And if you could turn the page on Paragraph 5

11 of your report, you talk about, "if called as a witness

12 to testify at a claim construction hearing."

13                Do you expect to testify at the claim

14 construction hearing?

15      A.   That's not up to me.  I don't know.

16      Q.   Do you have it on your calendar?

17      A.   I don't --

18                MS. FOWLER:  Objection, scope.  Sorry.

19                THE WITNESS:  Go ahead.  Finish.

20                MS. FOWLER:  Objection, scope.  You can

21 answer.

22      A.   I don't think the date is on my calendar, no.

23      Q.   (By Mr. Porter)  And then on the compensation

24 and prior testimony on the following page, you say there

25 that you're compensated at your firm's usual and

Page 44

1 customary rate of $720 per hour.

2                Do you see that?

3      A.   No, that's not what that says.

4      Q.   Is $720 your firm's usual and customary rate?

5      A.   Yes.

6      Q.   Is there anybody else in your firm besides

7 yourself?

8      A.   I have a number of associates that are not

9 involved with this.

10      Q.   And when you say "not involved with this,"

11 this case?

12      A.   That's correct.

13      Q.   And then in Paragraph 17, the last sentence,

14 it talks about -- it says there, (as read):  "It's my

15 understanding that when an applicant's statements are

16 amendable to multiple reasonable interpretations, they

17 cannot be deemed clear and unmistakable."

18                What did you mean there?

19      A.   Again, that's one of those "it's my

20 understanding" phrases that a lawyer wrote.  I can tell

21 you what I think the lawyer meant, but that's a lawyer

22 question.

23      Q.   You didn't write Paragraph 17?

24      A.   The parts that do not say "I understand," I

25 did.  The parts that say "I understand" or "it's my

Page 45

1 understanding," those are legal points.
2      Q.   So, really, the whole of Section 4,
3 Paragraphs 15 through 18, that's not part of your
4 testimony, then.
5      A.   (Reviewing.)  It is to the extent of my
6 understanding.  I made it clear earlier the language is
7 something that a lawyer told me, and I have to apply
8 that here and I used my understanding of that legal
9 principle.

10      Q.   And in section -- in Paragraph 20 there you
11 talk about the factors and, again, you used the term "I
12 understand."
13                Did you consider Factors 1 through 6 of
14 Paragraph 20 in your testimony?
15      A.   Yes.
16      Q.   And what did you consider about the
17 educational level of the inventors that's listed there
18 in Factor 1?
19      A.   I simply referred to whether or not the
20 inventors seem to be qualified; and I don't know a lot
21 of detail about them, but just from their writings they
22 seem to be qualified.
23      Q.   And what writings are you referring to?
24      A.   The inventors wrote the patent.
25      Q.   Did you investigate anything else about the
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Page 46

1 educational level of the inventors besides that?

2      A.   I didn't have any motivation to try to see if

3 they're disqualified.

4      Q.   And Factor 2 says "the type of problems

5 encountered in the art."

6                What did you do to investigate the type

7 of problems encountered in the art?

8      A.   Well, I have pretty good experience in the oil

9 field.  I have a good understanding of the problems

10 encountered in the art; that is, the needs of the

11 drilling industry.

12      Q.   And what type of problems did you find when

13 you studied that?

14      A.   Well, in particular, the subject matter here

15 is the ability to clearly see in the dark with the need

16 for lighting systems.

17      Q.   Anything else?

18      A.   Well, that's the motivation for needing the

19 lighting systems.

20      Q.   But here you're talking about problems.  Any

21 problems with what was encountered with lighting the

22 site?

23                MS. FOWLER:  Counsel, it may help if you

24 point him to the particular paragraph in which he opined

25 on that issue.

Page 47

1      Q.   (By Mr. Porter)  Did you understand my

2 question?

3      A.   Yes.  I mean, your question is pretty general.

4 There is a very long answer to all the problems in the

5 drilling industry that are encountered.

6      Q.   I was just talking about the lighting

7 specifically.  What problems were encountered in the art

8 with respect to lighting?

9      A.   I write about that in the declaration.  If you

10 like, we can go through that.  But there are many issues

11 of operations and safety issues related to the need to

12 see clearly in the drilling industry.

13                We can spend a couple of hours on that,

14 if you would like; but I don't know how much detail you

15 want.

16                I wrote about it.  It's in my

17 declaration.

18      Q.   Okay.  So the extent of your opinions are

19 covered in your declaration?

20      A.   Generally, yes.

21      Q.   We will get to that.  And No. 3 factor is

22 "prior art solutions to those problems."

23                Did you investigate any prior art as part

24 of writing the declaration?

25      A.   I didn't do any independent research.  I have

Page 48

1 a great deal of experience with what those are.

2      Q.   And what are the prior art solutions to the

3 lighting problems?

4      A.   Well, it starts a long way back with

5 flashlights and lights on safety helmets.  It just goes

6 through a long sequence of lighting systems that were

7 implemented on drilling rigs and at well sites.

8      Q.   What about as of the time frame of 2018 when

9 the provisional application was filed?  What types of

10 solutions were available at that point in time?

11      A.   I would have to go back and look at what was

12 available at that point in time, but I have a fairly

13 good feel that there were some -- a number of lighting

14 systems that were available.

15      Q.   And what types of lighting systems were

16 available?

17      A.   Well, there were mobile lighting systems that

18 were brought -- and those are still used -- brought out

19 to a well site and can be placed anywhere around a well

20 site.  And there were various means of attaching lights

21 to a derrick.  There are several of those.

22      Q.   And what types of means were there to attach

23 lights to a derrick?

24                MS. FOWLER:  Objection, vague.

25      Q.   (By Mr. Porter)  As of 2018.

Page 49

1      A.   Well, you're implying something that doesn't

2 exist, it's not true; and that is that they are all the

3 same.

4                Every drilling rig at every site is

5 different, so I can't talk about a state of the art at a

6 point in time as if they are all the same because every

7 drilling rig at every site is different.

8                Some will have spent very little expense

9 on lighting; and others will spend a great deal on it,

10 depending on the particular circumstances.  Some use

11 very simple systems, and others have much more

12 sophisticated systems.

13      Q.   And what would be an example of a

14 sophisticated system as of 2018?

15      A.   Systems similar to the types that are

16 described by the invention, but not with all features

17 that the invention has.

18      Q.   Like what features were lacking?

19                MS. FOWLER:  Objection, vague.

20      A.   I can't answer that.  I mean, there were a

21 variety of floodlights and fluorescent lighting and all

22 types of standard lighting systems that were applied to

23 drilling rigs.

24      Q.   Attached to various portions of the derrick?

25      A.   Yes.
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Page 50

1      Q.   With brackets, for example?

2      A.   Yes.

3      Q.   Mounting poles?

4      A.   I don't know.  I would have to go back and

5 look.

6      Q.   Factor 5 refers in Paragraph 20 to

7 "sophistication of the technology."

8                Did you find that the technology

9 described in the patents to be sophisticated technology?

10      A.   As compared to what?  These are fairly simple

11 devices.  If you compare it to something else, you would

12 consider it not sophisticated.  That doesn't say that

13 these are very sophisticated.  It simply considers the

14 factor.

15      Q.   And then Factor 6, the "educational level of

16 active workers in the field," did you investigate that?

17      A.   I don't need to investigate.  I've been doing

18 this a very long time.

19      Q.   That's part of your background and experience?

20      A.   Correct.

21      Q.   You refer in Paragraph 19 to the "provisional

22 application."  Did you review the provisional

23 application?

24      A.   First of all, it's not about the application

25 itself.  It's about the timing.  And this is something I

Page 51

1 was provided of what the timing was, which was the
2 filing date of the provisional application.
3                That's the only thing that I used here.
4      Q.   Okay.  You didn't review the provisional
5 application?
6      A.   I don't recall having seen it.  It's possible.
7      Q.   None of your opinions rely on anything in the
8 provisional application?
9      A.   I don't know.  I would have to look at it.  If

10 you let me see it, I will go through it and see if any
11 of them are based on that.
12      Q.   Well, I will ask you as we go through the
13 report, if that's okay.
14      A.   Any time you would like.
15      Q.   Okay.  In Paragraph 21 you say there, in part,
16 (as read):  "It's my opinion that a POSITA would have
17 had at least a bachelor's degree in mechanical and/or
18 electrical engineering with at least one year of
19 experience working on rotary drilling rigs, either a
20 drilling rig or a well servicing rig and their
21 associated lighting systems."
22                Do you see that part?
23      A.   Yes.
24      Q.   Are the patents here limited to rotary
25 drilling rigs?

Page 52

1      A.   No.

2      Q.   Why did you choose to focus on that part

3 of -- why did you require a POSITA to have at least one

4 year of experience working on rotary drilling rigs?

5      A.   The patent makes it clear that's the primary

6 focus of the invention.

7      Q.   Even though it can also be used for other

8 mast-type structures as we talked about?

9      A.   I think that's the wording it used, yes.

10      Q.   So the primary focus of the patent is "rotary

11 drilling rigs"?

12      A.   Yes.  We're still drilling in essentially the

13 same process as we did a hundred years ago.

14      Q.   You mentioned mechanical and/or electrical

15 engineering.  Why did you select those particular

16 degrees?

17      A.   There are others that could apply.

18      Q.   What other degrees might apply?

19      A.   Petroleum.

20      Q.   Petroleum engineering?

21      A.   Yes.

22      Q.   What about civil engineering or construction?

23      A.   It's possible, depending on, you know, what

24 they studied, where they studied it, and what the

25 experience level is that goes with it.

Page 53

1      Q.   What about architecture degree?  Potentially
2 applicable?
3      A.   Generally not.  There may be exceptions.
4      Q.   What about a person that had experience with
5 stadium lighting, for example?  Would they meet your
6 definition of a POSITA, if they had one of those
7 degrees?
8      A.   Not with respect to the primary application
9 that's listed in the patent.

10      Q.   What's different about a rotary drilling rig
11 as opposed to, for example, stadium lighting?
12      A.   The operations are completely different.
13      Q.   Of the lighting?
14      A.   The lighting needs are completely different.
15      Q.   What's different about the lighting needs for
16 rotary drilling versus a stadium?
17      A.   What's being lit up is dramatically different.
18      Q.   In what way?
19      A.   You know the answer to that question.  I will
20 be happy to give it to you, if you would like.
21                In a stadium they are playing a ball
22 game.  In the oil field operation they are conducting
23 a -- many difficult tasks.
24      Q.   So would you need more or less lighting on a
25 rotary drilling rig than a stadium?
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Page 54

1                MS. FOWLER:  Objection, outside the

2 scope.  Vague.

3      A.   Yeah, I don't know what that means.  I mean,

4 you're comparing apples and oranges.  People doing

5 important work that can have safety risks versus people

6 enjoying a game.

7                Now, they clearly need good lighting to

8 catch a football, for example; but I put that in a very

9 different category than somebody doing something safely

10 to avoid injury or death to a person.

11      Q.   (By Mr. Porter)  Have you seen any examples of

12 lighting systems that are covered by the patent?

13      A.   I'm not sure what you're asking.  Are you

14 talking about physically have I been at a well site when

15 one was installed?

16      Q.   Yes.

17      A.   I don't know.  I've better at well sites with

18 lighting systems installed.  I don't know if they were

19 these lighting systems.

20      Q.   So you just don't know if you've ever seen a

21 lighting system that's covered by the patent?

22      A.   I can't answer that question.  I don't have

23 that information.  I was at the well site for a

24 different purpose.

25      Q.   Have you ever seen the C&M lighting system?

Page 55

1      A.   Installed at a well site?  I don't know.

2      Q.   What other alternatives are there besides the

3 C&M lighting system that are available?

4      A.   I can't list those.  I haven't done a market

5 search.  I'm familiar with the fact that there are a

6 number of other lighting systems, but I can't give you a

7 market list.

8      Q.   Do you know any of the vendors for those other

9 lighting systems?

10      A.   Well, some of the drilling contractors have

11 their own and some of them contract out to other people,

12 third parties.  But again, I haven't prepared a list for

13 you.

14      Q.   Can you identify any specific vendor for a

15 lighting system?

16      A.   "Ensign" or Ensign.

17      Q.   Anything else?

18      A.   Well, there's the Nabors matter that you asked

19 about earlier.

20      Q.   Anybody else that you can think of?

21      A.   There are others that I've heard about.

22 Again, I haven't prepared a list for you.  So anything

23 we do here would be an incomplete list.

24      Q.   I'm just asking what others come to mind.  Are

25 there any others that come to mind?

Page 56

1      A.   Nothing at this point.

2      Q.   In Paragraph 22 you say, "I've used this level

3 of ordinary skill in the art in forming my opinions as

4 set forth in this declaration."

5                And you're referring to the level that

6 you've described in Paragraph 21, right?

7      A.   Yes.

8      Q.   Would your opinions change on what a mounting

9 pole means if you change the level of ordinary skill in

10 the art?

11      A.   It depends on what the change is.  What is

12 your hypothetical change?

13      Q.   What if the level of ordinary skill in the art

14 was simply a rig hand?  Would that change your opinion

15 on what a mounting pole means?

16      A.   Well, I think those people are covered with

17 what's described here.  It depends on who it is.

18      Q.   What about a person with a high school degree

19 with a couple of years of experience on a drilling rig?

20 Would that change your opinion as to what a mounting

21 pole means?

22      A.   What I've expressed is an opinion of high

23 school diploma and five years.  So I assume your

24 "couple" means two.  So that would not qualify under

25 what I have here.

Page 57

1      Q.   So that hypothetical person would have a

2 different view of what a mounting pole would be in the

3 context of this patent?

4      A.   Perhaps.  It depends on the person.  There are

5 people with one year of experience five times and there

6 are people with five years of experience.  It depends on

7 the person.

8      Q.   Then, in Paragraph 23 you refer to the "types

9 of problems encountered in the art."

10                Do you see that?

11      A.   Yes.

12      Q.   When you refer to "hazardous substances," what

13 particular hazardous substances are you referring to?

14      A.   The oil field has got quite a few of them.

15      Q.   At the crown deck of a derrick?

16      A.   Potentially.  Most of it is not that high.

17      Q.   What potential hazardous substances would be

18 at the crown deck?

19      A.   Blowouts go right through the crown deck.

20      Q.   So does the patent solve that problem of a

21 blowout of a hazardous substance when you have lights at

22 the crown deck?

23      A.   I didn't say anything like that.  You just

24 made that up.

25      Q.   That's why I asked you the question.

15 (Pages 54 - 57)

Veritext Legal Solutions
346-293-7000

Case 4:22-cv-00965   Document 51-1   Filed on 06/30/23 in TXSD   Page 16 of 73

Petitioner Ensign 
Exhibit 1057 - 35 of 338



Page 58

1      A.   What is your question?

2      Q.   Does the patent solve the problem having to do

3 with hazardous substances from a blowout?

4                MS. FOWLER:  Objection, outside the scope

5 and vague.

6      A.   I have no idea what that means.  And it's got

7 nothing to do with the patent, I don't think.

8      Q.   (By Mr. Porter)  When you say "the ability to

9 withstand shock and vibrations," what are you referring

10 to there?

11      A.   Shock and vibrations are phenomenon that exist

12 at a drill site.

13      Q.   At the crown deck?

14      A.   Throughout a derrick and at other locations

15 throughout the well site.

16      Q.   You say, "My opinion on the level of skill in

17 the art takes into account the types of problems

18 encountered in the art."

19                How does your opinion take these problems

20 into account?

21      A.   I think that's really obvious.  A person would

22 need some level of education and some experience at a

23 rig site to understand those problems.

24      Q.   On Paragraph 25 you say there, "I understand

25 that at least two of the named inventors had upwards of

Page 59

1 ten years of experience working on drilling rigs."

2                What's the basis for that statement?

3      A.   Just what I've been told.

4      Q.   Do you know which two inventors are being

5 referred to there?

6      A.   Well, it says "at least two," so...

7                That's just what I was told.

8      Q.   Then you say (as read):  "I've had the

9 opportunity to work with persons having a broad range of

10 education and experience in connection with drilling a

11 well -- a well and working on drilling rigs, including

12 persons having the education and/or experience above;

13 and I've acted as a supervisor of or co-worker with

14 these persons and I'm intimately aware of their

15 knowledge and skill in the art."

16                Did you discuss the term "mounting pole"

17 with any of the particular people you're referring to in

18 that paragraph?

19      A.   No.

20      Q.   When you say you've "acted as a supervisor,"

21 is that with respect to your business now; or what are

22 you referring to?

23      A.   Now and over the last 50 years.

24      Q.   And then in Paragraph 28 you've cited

25 Claims 1, 17, 19, 22 and 23 and 26.

Page 60

1                Do you see that?

2      A.   Yes.

3      Q.   Why did you select those claims to put in

4 Paragraph 28?

5      A.   Those are the ones I was asked to opine on.

6      Q.   Those are the claims with mounting pole in the

7 text of the claim?

8      A.   Yes, that's what Paragraph 28 says, "The

9 disputed claim term 'mounting pole' on which I've been

10 asked to opine appears in the following claims."

11                Those are the claims that the term

12 appears in, and I've been asked to opine on those.

13      Q.   So in each of those claims, I guess your view

14 would be the mounting pole must be fixed on one end as

15 we talked about earlier and also have the length that's

16 far longer than its width?

17                MS. FOWLER:  Objection, misstates prior

18 testimony.

19      A.   I would use the exact language that I had in

20 my testimony or in my declaration.

21      Q.   (By Mr. Porter)  The term "mounting pole" or

22 "mounting poles" means the same thing throughout those

23 claims that you've cited in Paragraph 28?

24      A.   Yes, it better; otherwise, we will have a

25 problem.

Page 61

1      Q.   And the same for the '626 patent?  It has the

2 same meaning in the '626 patent?

3      A.   I believe that to be correct, yes.

4      Q.   You've cited the '626, Patent Claim 1 in

5 Paragraph 32.  Do you see that?

6      A.   What about Paragraph 32?

7      Q.   I was looking at Claim 1 that you've cited

8 there.

9      A.   Yes.

10      Q.   It refers to the "light fixture may be coupled

11 to the mounting pole in a first position or a second

12 position."

13                What is meant by that?

14                MS. FOWLER:  Objection, vague and outside

15 the scope.

16      A.   What part do you want to talk about?  We've

17 talk about mounting pole.  Is that your question?

18      Q.   (By Mr. Porter)  Yes.  Is the light fixture

19 coupled to the mounting pole in only one position, one

20 of the first position or the second position?  Or what's

21 your understanding of what's coupled to the mounting

22 pole and where?

23                MS. FOWLER:  Objection, vague, compound

24 and outside the scope.

25      A.   So you're not asking about the words "mounting
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1 pole."  You're asking about the other words in that
2 claim?
3      Q.   (By Mr. Porter)  I'm asking about what's being
4 coupled to the mounting pole that you've opined on.
5                MS. FOWLER:  Same objections.
6      A.   Well, this describes that the light fixture
7 may be coupled to the mounting pole, so that's what's
8 coupled to it.
9      Q.   (By Mr. Porter)  And is that what you mean by

10 "fixed at one end"?
11                MS. FOWLER:  Objection, vague.  Outside
12 the scope.
13      A.   I haven't said anything about that right here.
14      Q.   (By Mr. Porter)  But you agree with me that
15 your definition of "mounting pole" includes "fixed at
16 one end," right?
17      A.   And other words, yes.
18      Q.   And when you say that the mounting pole is
19 "fixed at one end," is it coupled to the light fixture?
20 Is that part of what it's being fixed to?
21                MS. FOWLER:  Objection, vague.
22 Ambiguous.
23      A.   I guess I don't understand what you're asking.
24                Are you asking if the mounting pole is
25 coupled to the light fixture?

Page 63

1      Q.   (By Mr. Porter)  Right.  And by that, that is

2 why you chose the term "fixed at one end" in your

3 mounting pole definition.

4                MS. FOWLER:  Objection, vague and

5 ambiguous, misstates prior testimony.

6                You may answer if you know, Dr. Wooley.

7      A.   That sounds a lot like the question you asked

8 a moment ago, and I said that indeed the light fixture

9 is coupled to the mounting pole in that claim.

10      Q.   (By Mr. Porter)  And in that claim how is the

11 mounting pole fixed at one end?

12      A.   You're asking apples and oranges, but I'm

13 happy to try to figure out what it is you're trying to

14 ask.

15                But I don't understand exactly what

16 you're asking.  You're asking about the proposed

17 interpretation of the plain and ordinary meaning of the

18 word "mounting pole."

19                And you want to know -- yet, you're

20 asking, is the light fixture coupled to the mounting

21 pole?  And this claim says that it may be.  And those

22 are like apples and oranges to me.  I'm not sure how to

23 answer it.

24      Q.   Well, at least part of your definition of

25 mounting pole is "fixed at one end."  Right?

Page 64

1      A.   At least a part of it, yes.

2      Q.   Okay.  At what point is the mounting pole

3 fixed at one end in this particular claim?

4                MS. FOWLER:  Objection, vague.  Are you

5 talking about Claim 1 of the '626 patent, Counsel?

6                PORTER:  Yes.

7      A.   What this first claim talks about are one or

8 more lights on a light fixture that is coupled to the

9 mounting pole, and then that light fixture may be

10 coupled to the mounting pole in a first position or a

11 second position; so there is more than one option in the

12 claim language.

13                And it's talking about the two different

14 positions that it could be in.  Again, I'm not sure how

15 that relates to your question.

16      Q.   (By Mr. Porter)  Well, what is the mounting

17 pole fixed at one end to under your definition in this

18 claim?

19                MS. FOWLER:  Objection, vague and outside

20 the scope.

21      A.   This is talking about having light fixtures

22 coupled to the mounting pole; and I think your question

23 is asking about the other end of the mounting pole, not

24 anything related to this claim.  That's where I'm having

25 trouble.  I just don't know what you're asking.

Page 65

1      Q.   (By Mr. Porter)  In the claim, what is the

2 mounting pole fixed to, if anything?

3      A.   There is no reference to that in this portion

4 that you're asking me about.  This portion that you're

5 asking me about talks about the light fixture being

6 couple to the mounting pole.

7      Q.   So in this particular claim is the mounting

8 pole not fixed at one end?

9                MS. FOWLER:  Counselor, are you talking

10 about the entirety of the claim?  I think that's

11 maybe -- if I may interject -- where there's ships

12 passing in the night here between question and answer,

13 versus just the singular limitation.

14      Q.   (By Mr. Porter)  I take it you don't

15 understand my question.

16      A.   That's true.

17      Q.   Okay.  Let me --

18      A.   Do you want to try it again?

19      Q.   -- break it down a little bit.

20                Under your definition of "mounting pole,"

21 which we looked at under Section 7, you say it's the

22 plain and ordinary meaning, which is "elongated

23 structure fixed at one end and for mounting where the

24 length of the structure far exceeds the width."

25                Is that right so far?
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1      A.   That's what it says, yes.

2      Q.   So as part of your definition it has to be an

3 elongated structure fixed at one end.  Now, what is the

4 mounting pole in Claim 1 of the 626 fixed at one end to?

5      A.   You took me to the fourth item listed

6 underneath "comprising" in Claim 1.  That's what you

7 asked me questions about.

8                Are you now asking questions about the

9 entirety of Claim 1?

10      Q.   Yes.

11      A.   Okay (reviewing).  The third item under

12 Claim 1 of the '626 patent describes a bracket

13 configured to connect the mounting pole to a handrail of

14 the rig.

15                I would describe that as being fixed.

16 The bracket -- the mounting pole is fixed to the

17 handrail with a bracket.

18      Q.   Okay.  So the end of the mounting pole is

19 fixed to the bracket in that particular claim?

20                MS. FOWLER:  Objection, vague.

21      A.   By means of the bracket, to the handrail of

22 the rig.

23      Q.   (By Mr. Porter)  Looking at Claims

24 9 -- Claim 9 of that particular patent, to what is the

25 mounting pole -- where is the mounting pole fixed at one

Page 67

1 end, or what is the mounting pole attached at one end to

2 under Claim 9?

3                MS. FOWLER:  Objection, vague.  Compound

4 and outside the scope.

5      A.   So you're now in Claim 9 of the '626 there in

6 Paragraph 32 of my declaration.  You're not asking about

7 the word "mounting pole," which I understand is the

8 subject of this deposition.

9                You're, instead, asking about the

10 entirety of Claim 9?

11      Q.   I'm asking, as part of your definition for

12 mounting pole, it's fixed at one end; and my question

13 is:  In the context of Claim 9, what's fixed at one end

14 to the mounting pole?

15                MS. FOWLER:  Objection, vague and outside

16 the scope.

17      A.   What's fixed at one end to the mounting pole?

18 Would you reask that?  I'm not if sure your words are

19 what you meant to say.

20      Q.   Okay.

21      A.   And it could be me, but please reask it.

22      Q.   I will try again.

23                As part of your definition for mounting

24 pole, you agree it's fixed at one end.

25      A.   Yes.

Page 68

1      Q.   Correct?

2                In the context of Claim 9, what is the

3 mounting pole fixed to at the one end?

4      A.   Oh, that's different.  Thank you.

5                MS. FOWLER:  Objection, vague and outside

6 the scope.

7                Answer if you know.

8      A.   Sure.  Let me see if I can figure that out.

9                (Reviewing)  Okay, in Claim 9 it

10 describes light units.  Light units are comprised of a

11 mounting pole and a light fixture, and it says that a

12 plurality of those light units attach to the handrail.

13                And that handrail is referring to the

14 sentence above about a crown deck.  So the plurality of

15 light units are attached to the handrail of the crown

16 deck in Claim 9.

17      Q.   And what's fixed at one end to the mounting

18 pole?

19                MS. FOWLER:  Same objections.

20      A.   I don't understand that.

21      Q.   (By Mr. Porter)  In regard to Claim 9, you

22 agree that a mounting pole has to be fixed at one end as

23 part of your definition.  Correct?

24      A.   Yes.

25      Q.   What is it fixed to in Claim 9?

Page 69

1                MS. FOWLER:  Same objections.

2      A.   I think I just answered that.  The claim says

3 that the "light unit comprises a mounting pole in a

4 light fixture and the light units that comprise those

5 two pieces are attached to the handrail of the crown

6 deck."

7      Q.   (By Mr. Porter)  So the mounting pole is

8 attached at one end to the handrail?

9      A.   Yes.

10      Q.   And is the same true for Claim 19?

11                MS. FOWLER:  Same objections.

12      A.   (Reviewing.)  19 is similar.  It uses

13 different words.  It says, "Each of the plurality of

14 mounting poles is attached to a handrail at the crown

15 deck."

16      Q.   (By Mr. Porter)  So that's where the mounting

17 pole is fixed at one end to the handrail?

18      A.   Yes.

19      Q.   Coming back -- or going to Paragraph 39 of

20 your declaration, at the very bottom of Paragraph 39,

21 you say, "A mounting pole is able to transfer loads from

22 the lights to the crown deck" -- I'm sorry.  I didn't

23 realize you weren't there yet, Doctor.

24      A.   (Reviewing.)

25      Q.   At the bottom of Paragraph 39 it says, "A
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Page 70

1 mounting pole is able to transfer loads from the lights

2 to the crown deck to which it is attached."

3                What do you mean by that?

4      A.   I think the language is fairly plain.

5      Q.   Why is the ability to transfer loads from the

6 light to the crown deck important, if it is?

7      A.   That's what happens when you attach something,

8 when you fix it at one end.

9      Q.   And would that only be in the upward

10 direction, or would that -- could that also be in, you

11 know, a mounting pole extending downward from the crown

12 deck?

13                MS. FOWLER:  Objection -- sorry.  I

14 didn't mean to interrupt.  Please go ahead.

15      Q.   (By Mr. Porter)  Would the be -- would the

16 mounting pole in that instance be transferring a load?

17                MS. FOWLER:  Objection, vague, compound,

18 outside the scope.

19      A.   Are you asking if a pole is mounted

20 vertically, would it transfer load?  If it's fixed and

21 attached, it will transfer load.

22      Q.   Would a post do the same thing?

23                MS. FOWLER:  Objection, vague.  Outside

24 the scope.

25      A.   What post are you referring to?  There is no

Page 71

1 post in the patent.

2                Is there a place in the patent you're

3 referring to?

4      Q.   (By Mr. Porter)  I was actually looking at

5 your declaration, Paragraph 41.  You say there, "A

6 POSITA would understand that a post does not have a

7 length that far exceeds its width."

8                What's your basis for saying that?

9      A.   Just what it says there.  Generally a person

10 of ordinary skill would understand that.

11      Q.   But a post would also transfer a load the same

12 as a mounting pole.  Correct?

13      A.   Not the same as, but it will transfer a load.

14      Q.   Would it be able to transfer more of a load or

15 less than a load -- less load than a mounting pole

16 would?

17      A.   Yeah, it depends entirely on the application.

18      Q.   On the size of the pole and the size of the

19 post?

20                MS. FOWLER:  Objection, vague, compound.

21      A.   And other things.

22      Q.   (By Mr. Porter)  How do you distinguish

23 between a mounting pole and a post?

24      A.   That's what my declaration describes.

25      Q.   Can you put any kind of quantitative analysis

Page 72

1 on that as far as the size or load capability of a post

2 versus a pole?

3      A.   Not unless you give me the circumstances.  If

4 you create a hypothetical, I will give you some numbers.

5                (Marked was Wooley Exhibit 2.)

6      Q.   You have what's -- a photo that's been marked

7 as Exhibit 2, Dr. Wooley.

8                Is there a mounting pole according to

9 your proposed construction in this photo?

10                MS. FOWLER:  Objection, this is outside

11 the scope.  We're not having Dr. Wooley provide any sort

12 of infringement or invalidity analysis on-the-fly here

13 today.

14                You're welcome to ask him about his

15 opinions within the scope of his declaration as to the

16 meaning of the term "mounting pole."  But we are not

17 here to answer questions about any images of any system

18 you're putting in front of him.

19      Q.   (By Mr. Porter)  Should I repeat my question?

20      A.   I haven't prepared any opinions about this

21 photograph.  I've never seen it.  I don't know what it

22 is.  And I don't think it's addressed in my declaration

23 at all.

24      Q.   So you are not able to tell us whether there

25 is a mounting pole according to your proposed

Page 73

1 construction here?

2                MS. FOWLER:  Same objection, outside the

3 scope.  He's not here to render an opinion on any photos

4 of any system that you put in front of him.

5                PORTER:  I am just trying to understand

6 his definition of mounting pole and what's covered.

7                MS. FOWLER:  Same objection.

8      A.   I think my definition of mounting pole is

9 pretty clearly covered in the declaration, and I'm not

10 prepared to provide opinions on Exhibit 2 or other

11 photographs like it.

12      Q.   (By Mr. Porter)  So you can't tell us whether

13 there's a mounting pole according to your definition.

14                MS. FOWLER:  Same objection.  Outside the

15 scope.  We're not here to answer questions about

16 infringement, invalidity or the like, applying

17 Dr. Wooley's construction of "mounting pole."  It's

18 outside the scope.

19      Q.   (By Mr. Porter)  Are you going to refuse to

20 answer my question?

21      A.   Well, I agree with her objection.  That's not

22 something I'm prepared to do; and I've never seen this

23 photo before, so the answer is no.

24      Q.   What would you need to do to determine whether

25 there was a mounting pole in this photograph?
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1                MS. FOWLER:  Same objection, outside the

2 scope.

3      A.   Well, that's apparently a question about

4 either infringement or invalidity, whether or not this

5 is infringing an accused product or if it's a prior art

6 product.

7                And I just haven't looked at either of

8 those issues.  This is about claim construction, as I

9 understand it, regarding just that one phrase, "mounting

10 pole."

11      Q.   (By Mr. Porter)  Do you see any particular

12 pole that's fixed at one end and far longer than it is

13 wide in that -- in Exhibit 2?

14                MS. FOWLER:  Mr. Porter, I will object

15 again as outside the scope.  Dr. Wooley will not be

16 offering his opinions on the application of his proposed

17 construction of the term "mounting pole."

18      Q.   (By Mr. Porter)  Do you see any particular

19 pole there that's fixed at one end?

20                MS. FOWLER:  Same objection.

21      A.   I'm not going to offer any opinions on that.

22 It involves things other than just the claim

23 construction that's in my declaration.

24      Q.   (By Mr. Porter)  I'm getting exactly what's in

25 your declaration.  I'm trying to understand what's fixed

Page 75

1 at one end.

2                Is this particular pole that's on the

3 light in Exhibit 2 fixed at one end?

4                MS. FOWLER:  Objection, outside the

5 scope.  We will not be offering opinions today on

6 whether or how Dr. Wooley's proposed construction of the

7 term "mounting pole" applies to any particular system in

8 the context of infringement, invalidity, or the like.

9                We're here only to testify with respect

10 to Dr. Wooley's proposed construction of "mounting pole"

11 as offered in his declaration.

12      A.   I think we've discussed being fixed at one end

13 at length already, and I'm not prepared to give any

14 opinions on the photograph in Exhibit 2.

15                (Marked was Wooley Exhibit 3.)

16      Q.   (By Mr. Porter)  You've been handed what has

17 been marked as Exhibit 3, which is a photo of a light.

18                Is there a mounting pole, according to

19 your proposed construction, in this photo?

20                MS. FOWLER:  Objection, outside the

21 scope.  Dr. Wooley is not here to testify as to the

22 application of any proposed construction of the term

23 "mounting pole."

24                This deposition today is limited to the

25 opinions that he's offered in his declaration with
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1 respect to a proposed construction of the term "mounting

2 pole."  He will not apply it to any system of any

3 picture you put in front of him with respect to

4 invalidity or infringement here today.

5                PORTER:  I'm not asking about

6 infringement or invalidity.  I'm asking about whether

7 this photo -- he asked for hypotheticals earlier; I'm

8 giving him one.

9                MS. FOWLER:  Same objection.

10      Q.   (By Mr. Porter)  Does this particular photo

11 have any mounting pole according to your proposed

12 construction?

13                MS. FOWLER:  Same objection.  Outside the

14 scope.  He will not be applying any proposed

15 construction to any picture you put in front of him that

16 he has not seen before today.

17      A.   I will follow the advice of the lawyer.

18      Q.   (By Mr. Porter)  And refuse to answer?

19      A.   Yes.  I think I've fairly described a mounting

20 pole a number of times today, and the declaration is

21 pretty clear.  I will be happy to answer any questions

22 about the declaration, if you want to ask those.

23      Q.   But not any about any particular photos?

24      A.   Correct.

25                (Marked was Wooley Exhibit 4.)

Page 77

1      Q.   (By Mr. Porter)  Do you see the drawing that's

2 been marked as Exhibit 4, Mr. Wooley?

3      A.   Yes, I see it.

4      Q.   Is there any mounting pole according to your

5 construction in this drawing?

6                MS. FOWLER:  Objection, outside the

7 scope.  We don't even know the source of this, and it is

8 not an image on which Dr. Wooley opines in the context

9 of his claim construction declaration.

10                He will not be applying any proposed

11 construction to any image you put in front of him.

12      A.   I've not seen the drawing.  And Exhibit 4, I

13 don't believe it's from the patent.  Would you show it

14 to me, please?  Is it in the patent?

15      Q.   (By Mr. Porter)  This is a hypothetical.

16      A.   It's not in the patent?

17      Q.   This is not a patent.

18      A.   Then I don't have any opinion on it.  I've

19 not -- I don't know what it is, don't know anything

20 about it.

21      Q.   So you can't tell if Exhibit 4 has a mounting

22 pole, according to your definition, or not?

23                MS. FOWLER:  Same objection, outside the

24 scope.  This is not an exercise in application of

25 proposed constructions.
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1      A.   I don't have any opinion on Exhibit 4.

2      Q.   (By Mr. Porter)  Well, is the structure on the

3 right-hand side, does that -- does the length of the

4 structure of that particular pole or post far exceed the

5 width in Exhibit 4?

6                MS. FOWLER:  Objection, outside the

7 scope.  Dr. Wooley is not here to testify today about

8 the application in the proposed construction.

9                You're more than welcome to ask him

10 questions about the context of his opinions related to

11 his declaration.

12      A.   I don't think that drawing is in my

13 declaration or the patent.  I've never seen it before

14 and don't have any opinion on it.

15      Q.   (By Mr. Porter)  So you just don't -- you

16 can't tell us right now whether there is a mounting

17 pole, according to your definition, in Exhibit 4?

18                MS. FOWLER:  Same objection.

19      A.   I don't have any opinions on Exhibit 4.

20      Q.   (By Mr. Porter)  You mentioned earlier you

21 would have to see an actual system to tell me whether

22 the length far exceeds the width.  You would have to see

23 where it was used.

24                Exhibit 4 is an example of a system.  Can

25 you explain whether that length far exceeds the width in

Page 79

1 Exhibit 4?

2                MS. FOWLER:  Objection, outside the

3 scope, vague, ambiguous.

4      A.   I cannot.  I don't know anything about that

5 exhibit.  I've never seen it before.  I'm not sure what

6 you're referring to.

7      Q.   (By Mr. Porter)  I was referring to the

8 structure on the right-hand side, which is a pole of

9 some sort.  Is that a mounting pole, according to your

10 construction, where the length far exceeds the width?

11                MS. FOWLER:  Objection, outside the

12 scope, vague and ambiguous.

13      A.   I don't see anything in that drawing that

14 appears to be a pole.

15      Q.   (By Mr. Porter)  What would you refer to the

16 structure on the right hand of Exhibit 4?

17                MS. FOWLER:  Objection, outside the

18 scope.

19      A.   On the right-hand side there appears something

20 that is illustrated to be a rectangular shape with, I

21 don't know, perhaps an illustration of an illumination.

22 I'm not sure.

23      Q.   (By Mr. Porter)  But you don't see anything

24 that would fit your definition of mounting pole in

25 Exhibit 4?

Page 80

1      A.   I do not.

2                (Marked was Wooley Exhibit 5.)

3      Q.   (By Mr. Porter)  I've handed you a photo

4 that's been marked as Exhibit 5.  What does that photo

5 appear to be to you?

6                MS. FOWLER:  Objection, outside the

7 scope.

8      A.   (Reviewing.)  It's hard to tell, but it

9 appears it could be part of a rig site in the wintertime

10 where it's snowing.

11      Q.   (By Mr. Porter)  And do you see anything in

12 Exhibit 5 that would meet your proposal for what a

13 mounting pole is?

14                MS. FOWLER:  Objection, outside the

15 scope.  Dr. Wooley is not here to testify today about

16 the application of the term "mounting pole" as it's

17 recited in the asserted claims, any picture that you put

18 in front of him.

19                You're more than welcome to ask him about

20 his opinion on the plain and ordinary meaning of the

21 term "mounting pole," which is in dispute today; but he

22 will not be applying his proposed construction to any

23 image you put in front of him.

24      A.   I don't know anything about Exhibit 5.

25      Q.   (By Mr. Porter)  Do you see anything in

Page 81

1 Exhibit 5 that looks like a handrail?

2                MS. FOWLER:  Objection, outside the

3 scope.  Vague and ambiguous in the context of the image

4 as well.

5      A.   It's possible there is a handrail in that

6 photograph.

7      Q.   (By Mr. Porter)  It's possible, or there is?

8      A.   It looks like there may be a handrail in the

9 photograph.

10      Q.   And where is what -- where are you referring

11 to a handrail?

12                MS. FOWLER:  Objection, outside the

13 scope.

14      A.   I don't think that's got anything to do with

15 the mounting pole, but there appears to be a handrail

16 over a wall in the upper right-hand side.

17      Q.   And the handrail you're referring to is the

18 top yellow structure?

19                MS. FOWLER:  Objection, outside the

20 scope.

21      A.   There appears to be a handrail with some

22 stairs to climb over some cables or something I cannot

23 identify in the photograph.  And I had no idea what that

24 is.

25      Q.   (By Mr. Porter)  Is there a bracket connected

21 (Pages 78 - 81)

Veritext Legal Solutions
346-293-7000

Case 4:22-cv-00965   Document 51-1   Filed on 06/30/23 in TXSD   Page 22 of 73

Petitioner Ensign 
Exhibit 1057 - 41 of 338



Page 82

1 to the handrail in Exhibit 5?

2                MS. FOWLER:  Objection, outside the

3 scope, vague and ambiguous.  Dr. Wooley will not be

4 offering any opinion on the application of any proposed

5 construction to any system image you put in front of him

6 that he's not had an opportunity to analyze before

7 today.

8      A.   I don't see one on the handrail I was

9 describing.

10                MR. PORTER:  I've got some other images

11 here.  Are you going to do the same objection to these

12 other images that I have?

13                MS. FOWLER:  I am.

14                PORTER:  Let's take a short break.

15                THE REPORTER:  We are going off the

16 record at 11:33.

17                (Recess taken at 11:33 a.m., resuming at

18                11:40 a.m.)

19      Q.   (By Mr. Porter)  Dr. Wooley, I have no further

20 questions, other than the ones that your counsel

21 instruct you you not to answer?

22                MR. PORTER:  So I pass the witness.

23                   FURTHER EXAMINATION

24 MS. FOWLER:

25      Q.   Dr. Wooley, I have a few brief questions for
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1 you.

2                You recall that Mr. Porter provided you

3 with certain images or figures marked as Exhibits 2

4 through 5 today, correct?

5      A.   Yes.

6      Q.   And in preparation for today's deposition did

7 you form any opinion on the application of your proposed

8 construction of the term "mounting pole" to any of the

9 images or figures shown in Exhibits 2 through 5 to

10 today's deposition?

11      A.   No.  I had never seen those before.

12      Q.   If you were provided an opportunity to apply

13 the appropriate legal principles to these images or

14 figures marked as Exhibits 2 through 5, would you be

15 able to form an opinion on whether anything shown in

16 those images or figures meets your proposed construction

17 of the term "mounting pole"?

18      A.   Yes, I think I could.

19      Q.   If you could please turn to Figure 9A in the

20 '016 patent, which is Exhibit 1 to your declaration,

21 which is marked as Exhibit 1 for today's deposition.

22      A.   (Reviewing.)

23      Q.   Do you recall Mr. Porter asking about the

24 images -- strike that.

25                Do you recall Mr. Porter asking about the

Page 84

1 figures in the '016 patent today?

2      A.   Not specifically the figures, no.

3      Q.   But you recall Mr. Porter asking you about the

4 asserted patent's specification?

5      A.   Yes.

6      Q.   In your opinion, does Figure 9A show a

7 mounting pole attached to the crown deck?

8      A.   No.

9      Q.   In your opinion, does Figure 9B show a

10 mounting pole attached to the crown deck?

11      A.   No.

12      Q.   In your opinion, does Figure 9C of the '016

13 patent show a mounting pole attached to the crown deck?

14      A.   No.

15      Q.   In your opinion, does Figure 9D of the '016

16 patent show a mounting pole attached to the crown deck?

17      A.   No.

18      Q.   And in your opinion, does Figure 9E of the

19 '016 patent show a mounting pole attached to the crown

20 deck?

21      A.   No.

22                MS. FOWLER:  I have no further questions

23 at this time.

24           (Following commenced at 11:43 a.m.)

25                MR. PORTER:  I just wanted to follow up

Page 85

1 on one thing.

2                FURTHER EXAMINATION

3 BY MR. PORTER:

4      Q.   On Figures 9A through 9E, which you said did

5 not have a mounting pole attached to the crown deck, can

6 you explain why you do not believe there is a mounting

7 pole attached to the crown deck in Figures 9A through

8 9E?

9      A.   In my opinion, those do not show a mounting

10 pole as the term is described in the patent.

11      Q.   And what's missing from those particular

12 images as reflected in your definition of mounting pole?

13      A.   Generally in the plain and ordinary meaning

14 that I describe in my declaration, it's the

15 length-to-width ratio.

16      Q.   So Figures 9A through 9E do not have a

17 mounting pole which is longer than it is wide?

18      A.   Well, you left some words out.

19      Q.   Let's look at that specifically then.  I think

20 it's in Section 7 of your report.

21                So Figures 9A through E do not have an

22 elongated structure.  Is that correct?

23      A.   In the sense of the length of the structure

24 far exceeds its width.

25      Q.   And which part are you looking at on Figure 9A
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1 has the length not far exceeding the width?
2      A.   Well, there is a -- on 9A there is a light and
3 a bracket, and the bracket is directly attached to a
4 bolted device on the -- probably a handrail or a deck.
5      Q.   And which part -- maybe you can just mark it
6 on your copy -- are you referring to that the length
7 does not far exceed the width?
8      A.   Well, there is nowhere on there that that's
9 the case.  I'm not sure I could point to where it's not.

10      Q.   What about this structure right here
11 (indicating)?  And we can mark that.
12                Is that what you're referring to, that
13 the length does not far exceed the width?
14      A.   This part here (indicating) is how the bracket
15 attaches to the frame (circling).
16      Q.   And that's not a mounting pole, in your
17 testimony?
18      A.   That's correct.
19      Q.   Can you just write "not a mounting pole" next
20 to that so we have a clear record?
21      A.   (Complying).
22      Q.   And your answer would be the same for 9B
23 through 9E?
24      A.   That's correct.
25      Q.   How much longer would that particular piece

Page 87

1 have to be in order for the length to far exceed the

2 width in Figure 9A?

3      A.   That would be something that would be

4 determined by the opinion of a person of ordinary skill,

5 but "far exceeding" means a multiple of, not a fraction

6 of.

7      Q.   So it would have to be at least two times or

8 more longer?

9      A.   I'm not going to put a number on it.  It

10 depends on the application.

11      Q.   And the application in Figure 9A, if you

12 doubled the length of that particular structure, would

13 that then meet your definition of mounting pole?

14      A.   I'm not --

15                THE WITNESS:  Go ahead.

16                MS. FOWLER:  Objection, vague and

17 ambiguous.

18      A.   I'm not going to put a number on it.  I can't

19 tell you that.

20      Q.   (By Mr. Porter)  Well, why are you hesitant to

21 put a number on that?

22      A.   Because it's not that clear.  It's a matter of

23 what the application is.

24      Q.   And I'm asking about a very specific

25 application in Figure 9A.  If you doubled the size of
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1 that piece between the bracket and the light, would that

2 meet your definition of a mounting pole?

3                MS. FOWLER:  Objection, vague and

4 ambiguous?

5      A.   Ask your question again.  If I doubled what?

6      Q.   (By Mr. Porter)  If you doubled the size of

7 that piece that you circled in Figure 9A, if you doubled

8 the length of that, would it then have a length that far

9 exceeds the width?

10                MS. FOWLER:  Same objection.

11      A.   The part that I circled is a mounting device

12 to mount it on the rail or the deck or whatever that

13 structure is.

14                And you're wanting to extend -- if I

15 understand your hypothetical correctly, you're wanting

16 to extend the bracket away from the frame a much greater

17 distance.  Is that what you're asking?

18      Q.   (By Mr. Porter)  Correct.

19      A.   I can't put a number on it, but that

20 wouldn't -- that would not look like a mounting pole to

21 me.

22      Q.   What if it was ten times longer?  Would it

23 then meet your definition of a mounting pole?

24                MS. FOWLER:  Objection, vague and

25 ambiguous.

Page 89

1      A.   I don't know.

2                PORTER:  No further questions.

3                (Following commenced at 11:49 a.m.)

4                   FURTHER EXAMINATION

5 BY MS. FOWLER:

6      Q.   One follow-up, Dr. Wooley.

7                With respect to Figure 9A in the '016

8 patent, do you see any details in Figure 9A as to the

9 use and application of the lighting system identified

10 therein?

11                PORTER:  Objection, vague.

12      A.   No.  All I can see here is just the lighting

13 fixture itself.  I'm not sure what the frame behind it

14 is.

15                MS. FOWLER:  No further questions.  Thank

16 you.

17                THE REPORTER:  We are off the record at

18 11:49.

19          (Proceedings concluded at 11:49 a.m.)

20                         *  *  *

21

22

23

24

25
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13 Certified Shorthand Reporter in and for the State of
14 Texas, hereby certify to the following:
15      That the witness, GARY R. WOOLEY, Ph.D., was duly
16 sworn by the officer and that the transcript of the oral
17 deposition is a true record of the testimony given by
18 the witness;
19      I further certify that pursuant to FRCP Rule
20 30(f)(1) that the signature of the deponent:
21      __X___ was requested by the deponent or a party
22 before the completion of the deposition and returned
23 within 30 days from date of receipt of the transcript.
24 If returned, the attached Changes and Signature Page
25 contains any changes and the reasons therefor;
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1      _____ was not requested by the deponent or a party
2 before the completion of the deposition.
3      I further certify that I am neither counsel for,
4 related to, nor employed by any of the parties or
5 attorneys in the action in which this proceeding was
6 taken, and further that I am not financially or
7 otherwise interested in the outcome of the action.
8      Certified to by me this 16th day of June, 2023.
9

10
11
12                <%12649,Signature%>

               Pat English-Arredondo,
13                CSR (TX), RMR, CRR, CLR, CCR (LA)

               Texas CSR 3828
14                Expiration Date:  4/30/2022
15 Independent Contract Reporter for:

Veritext Legal Solutions
16 Certificate No.:  571

300 Throckmorton, Suite 1600
17 Fort Worth, Texas 76102

817.336.3042
18
19
20
21
22
23
24
25 Job No.: 5959080
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1 Karon.fowler@morganlewis.com

2                        June 16, 2023

3 C&M Oilfield Rentals v. Ensign US Southern Drilling

4 DEPOSITION OF: Gary R. Wooley, Ph.D. (# 5959080)

5      The above-referenced witness transcript is

6 available for read and sign.

7      Within the applicable timeframe, the witness

8 should read the testimony to verify its accuracy. If

9 there are any changes, the witness should note those

10 on the attached Errata Sheet.

11      The witness should sign and notarize the

12 attached Errata pages and return to Veritext at

13 errata-tx@veritext.com.

14      According to applicable rules or agreements, if

15 the witness fails to do so within the time allotted,

16 a certified copy of the transcript may be used as if

17 signed.

18                          Yours,

19                          Veritext Legal Solutions

20

21

22

23

24

25
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Federal Rules of Civil Procedure

Rule 30

(e) Review By the Witness; Changes.

(1) Review; Statement of Changes. On request by the 

deponent or a party before the deposition is 

completed, the deponent must be allowed 30 days 

after being notified by the officer that the 

transcript or recording is available in which:

(A) to review the transcript or recording; and

(B) if there are changes in form or substance, to 

sign a statement listing the changes and the 

reasons for making them.

(2) Changes Indicated in the Officer's Certificate. 

The officer must note in the certificate prescribed 

by Rule 30(f)(1) whether a review was requested 

and, if so, must attach any changes the deponent 

makes during the 30-day period.

DISCLAIMER:  THE FOREGOING FEDERAL PROCEDURE RULES 

ARE PROVIDED FOR INFORMATIONAL PURPOSES ONLY.  

THE ABOVE RULES ARE CURRENT AS OF APRIL 1, 

2019.  PLEASE REFER TO THE APPLICABLE FEDERAL RULES 

OF CIVIL PROCEDURE FOR UP-TO-DATE INFORMATION.   
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VERITEXT LEGAL SOLUTIONS 

COMPANY CERTIFICATE AND DISCLOSURE STATEMENT 

 

Veritext Legal Solutions represents that the 

foregoing transcript is a true, correct and complete 

transcript of the colloquies, questions and answers 

as submitted by the court reporter. Veritext Legal 

Solutions further represents that the attached 

exhibits, if any, are true, correct and complete 

documents as submitted by the court reporter and/or  

attorneys in relation to this deposition and that 

the documents were processed in accordance with 

our litigation support and production standards. 

 

Veritext Legal Solutions is committed to maintaining 

the confidentiality of client and witness information, 

in accordance with the regulations promulgated under 

the Health Insurance Portability and Accountability 

Act (HIPAA), as amended with respect to protected 

health information and the Gramm-Leach-Bliley Act, as 

amended, with respect to Personally Identifiable 

Information (PII). Physical transcripts and exhibits 

are managed under strict facility and personnel access 

controls. Electronic files of documents are stored 

in encrypted form and are transmitted in an encrypted 

fashion to authenticated parties who are permitted to 

access the material. Our data is hosted in a Tier 4 

SSAE 16 certified facility. 

 

Veritext Legal Solutions complies with all federal and  

State regulations with respect to the provision of 

court reporting services, and maintains its neutrality 

and independence regardless of relationship or the 

financial outcome of any litigation. Veritext requires 

adherence to the foregoing professional and ethical 

standards from all of its subcontractors in their 

independent contractor agreements. 

 

Inquiries about Veritext Legal Solutions' 

confidentiality and security policies and practices 

should be directed to Veritext's Client Services  

Associates indicated on the cover of this document or 

at www.veritext.com. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

17/016,083 09/09/2020 

9629 7590 01/29/2021 

Morgan, Lewis & Bockius LLP (WA) 
1111 Pennsylvania Avenue, N.W. 
Washington, DC 20004 

FIRST NAMED INVENTOR 

JOSHUA C. ALLISON 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. 

120257-5001 US04 

CONFIRMATION NO. 

6643 

EXAMINER 

HINES. ANNE M 

ART UNIT PAPER NUMBER 

2879 

NOTIFICATION DATE DELIVERY MODE 

01/29/2021 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

karen.catalano@morganlewis.com 
patents@morganlewis.com 

PTOL-90A (Rev. 04/07) 
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Office Action Summary 

Application No. 
17/016,083 

Examiner 

ANNE M HINES 

Applicant(s) 
ALLISON et al. 

Art Unit 

2879 

AIA (FITF) Status 

Yes 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -­
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING 
DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing 
date of this communication. 
If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term 
adjustment. See 37 CFR 1.704(b). 

Status 

1 )~ Responsive to communication(s) filed on 1/8/2021. 

□ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

2a)~ This action is FINAL. 2b) □ This action is non-final. 

3)□ An election was made by the applicant in response to a restriction requirement set forth during the interview 
on __ ; the restriction requirement and election have been incorporated into this action. 

4)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims* 
5) ~ Claim(s) 1-14 and 22-33 is/are pending in the application. 

5a) Of the above claim(s) is/are withdrawn from consideration. 

6) D Claim(s) is/are allowed. 

7) ~ Claim(s) 1-2,14,22-24,27,30-31 and 33 is/are rejected. 

8) ~ Claim(s) 3-13,25-26 and 28-29 is/are objected to. 

9) □ Claim(s) __ are subject to restriction and/or election requirement 
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a 

participating intellectual property office for the corresponding application. For more information, please see 

http://www.uspto.gov/patents/init events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov. 

Application Papers 
10)0 The specification is objected to by the Examiner. 

11 )~ The drawing(s) filed on 9/9/2020 is/are: a)~ accepted or b)□ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

Priority under 35 U.S.C. § 119 
12)□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

Certified copies: 

a)□ All b)D Some** c)□ None of the: 

1.□ Certified copies of the priority documents have been received. 

2.□ Certified copies of the priority documents have been received in Application No. __ . 

3.□ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

** See the attached detailed Office action for a list of the certified copies not received. 

Attachment{s) 

1) D Notice of References Cited (PTO-892) 

2) D Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 11-13) Office Action Summary 

3) D Interview Summary (PTO-413) 

Paper No(s)/Mail Date __ . 

4) D Other: __ . 

Part of Paper No./Mail Date 20210125 
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Application/Control Number: 17/016,083 
Art Unit: 2879 

DETAILED ACTION 

Notice of Pre-A/A or AJA Status 

Page 2 

The present application, filed on or after March 16, 2013, is being examined under the first 

inventor to file provisions of the AIA. 

Claim Rejections - 35 USC§ 102 

In the eventthe determination of the status of the application as subject to AIA35 U.S.C. 102 

and 103 (or as subject to pre-Al A 35 U.S.C. 102 and 103) is incorrect, any correction of the statutory 

basis for the rejection will not be considered a new ground of rejection if the prior art relied upon, and 

the rationale supporting the rejection, would be the same under either status. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 

for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(a )(1) the claimed invention was patented, described in a printed publication, or in public use, on sale, 

or otherwise available to the public before the effective filing date of the claimed invention. 

(a )(2) the claimed invention was described in a patent issued under section 151, or in an application 

for patent published or deemed published under section 122(b), in which the patent or application, as 

the case may be, names another inventor and was effectively filed before the effective filingdate of 

the claimed invention. 

Claim(s) 1-2, 14, 22-24, 21, 30-31, and 33 is/are rejected under 35 U.S.C. 102(a)(l) and 102(a)(2) 

as being anticipated by Gowanlock et al. (US 2015/0184840). 

Regarding claim 1, Gowan lock discloses a lighting system mounted on a rig, the lighting system 

comprising a plurality of light units (210 & 215; Paragraph [0043]), each light unit comprising a mounting 

pole (210; Paragraph [0043]), a light fixture comprising one or more lights (215; Paragraph [0043]), and a 

bracket configured to attach the mounting pole to a crown deck of the rig (285; Paragraph [0048]). 
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Application/Control Number: 17/016,083 
Art Unit: 2879 

Page3 

Regarding claim 2, Gowan lock further discloses wherein the bracket is connected to the crown 

deck of the rig using bolts (Paragraph [0050]). 

Regarding claim 14, Gow a nlock further discloses wherein the rig is a drilling rig (Paragraph 

[0042]). 

Regarding claim 22, Gowanlock discloses a method of illuminating a wellsite comprising the 

steps of mounting a plurality of mounting poles on a crown deck of a rig (210; Paragraph [0043]), 

mounting a plurality of lights to the plurality of mounting poles (215; Paragraph [0043]), wherein each of 

the plurality of mounting poles supports at least one of the plurality of lights, and each of the plurality of 

lights is mounted to only one of the plurality of mounting poles, and illuminating a wellsite using the 

plurality of lights (Paragraph [0043]). 

Regarding claim 23, Gowan lock further discloses individually adjusting each of the plurality of 

lights (Paragraph [0043]). 

Regarding claim 24, Gow a nlock further discloses attaching a removable bracket to one or more 

of the mounting poles, and using the removable bracket to attach one or more of the mounting poles to 

the rig(285; Paragraph [0044,0048]). 

Regarding claim 27, Gowanlock discloses a rig comprising a derrick (Fig. 7; Paragraph [Paragraph 

[0004], Paragraph [0042]), and a plurality of light units attached to the crown deck, each light unit 

comprising a mounting pole (210; Paragraph [0043]), wherein each light unit comprises a separate 

mounting pole, such that the system comprises a plurality of mounting poles, and a light fixture 

comprising one or more lights (215; Paragraph [0043]), the light fixture coupled to the mounting pole. 

Regarding claim 30, Gowanlock further discloses wherein the light fixture may be coupled to the 

mounting pole in a first position or a second position and, when the light fixture is in the first position, 

the one or more lights of the light fixture are oriented away from the rig (Paragraph [0043]). 

Case 4:22-cv-00965   Document 51-4   Filed on 06/30/23 in TXSD   Page 5 of 8

Petitioner Ensign 
Exhibit 1057 - 188 of 338



Application/Control Number: 17/016,083 
Art Unit: 2879 

Page4 

Regarding claim 31, Gowanlock further discloses wherein when the light fixture is in the second 

position, the one or more lights of the light fixture are oriented towards the rig (Paragraph [0043]). 

Regarding claim 32, Gowa nlock further discloses wherein the rig is a drilling rig (Paragraph 

[0042]). 

Regarding claim 33, Gowanlock further discloses wherein the bracket is welded to the crown 

deck of the rig (Paragraph [0048]). 

Allowable Subject Matter 

Claims 3-13, 25-26, and 28-29 are objected to as being dependent upon a rejected base claim, 

but would be allowable if rewritten in independent form including all of the limitations of the base claim 

and any intervening claims. 

Response to Arguments 

Applicant's arguments filed January 8, 2021 have been fully considered but they are not 

persuasive. 

With respect to the Gowan lock reference, Applicant argues that Gowanlock's invention is 

materially different from Applicant's claimed invention and that Gowanlock discloses a lighting system 

that is the same as the rig lighting frame systems that Applicant's invention distinguishes itself over. 

Applicant argues that their claimed invention is modular and assembled using multiple standalone 

pieces that may be configured to different structures and that Gowa nlock' s disclosure does not disclose 

the invention of claim 1 of the application because the 'light support posts' and 'light holding platforms' 

a re not attached tot he crown deck of the rig but to the outer structural frame which is attached tot he 

adjustable frame portion which is attached to the crown deck of the rig via corner support posts. 

Applicant argues that their invention has been commercially successful. 
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Application/Control Number: 17/016,083 
Art Unit: 2879 

Pages 

The Examiner respectfully disagrees. The Examiner notes that claim 1 does not require thatthe 

bracket and mounting pole be directly attached to the crown deck of the rig; as such, Gowa nlock's 

disclosure of a plurality of light units with mounting poles, a light fixture comprising one or more lights, 

and a bracket that are attached tot he crown deck of the rig via the outer structural frame and the 

adjustable frame portion is considered as meeting the claimed limitations. Further the Examiner notes 

thatthe feature of a modular system that is assembled using multiple standalone pieces is not claimed 

in the claims and that claims are treated based on their broadest reasonable interpretation and that 

limitations cannot be read in from the specification. Finally, with regards to commercial success, the 

Examiner notes that no evidence has been provided to support this argument and that arguments of 

Applicant's attorney cannot take the place of evidence in the record. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 

action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 

extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this fina I action is set to expire TH REE MONTHS from 

the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 

of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 

shortened statutory period, then the shortened statutory period will expire on the date the advisory 

action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 

date of the advisory action. In no event, however, will the statutory period for reply expire later than 

SIX MONTHSfrom the date of this final action. 
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Application/Control Number: 17/016,083 
Art Unit: 2879 

Any inquiry concerning this communication or earlier communications from the examiner 

Page6 

should be directed to ANNE M HINES whose telephone number is (571)272-2285. The examiner can 

normally be reached on M-F: 8:00-4:30. 

If attempts to reach the examiner by telephone a re unsuccessful, the examiner's supervisor, 

Georgia Epps can be reached on 571-272-2328. The fax phone number for the organization where this 

application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 

Information Retrieval (PAIR) system. Status information for published applications may be obtained 

from either Private PAIR or Public PAIR. Status information for unpublished applications is available 

through Private PAIR only. For more information about the PAIR system, see http://pair-

direct. uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

/Anne M Hines/ 

Primary Examiner 

Art Unit 2879 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

17/016,083 09/09/2020 

9629 7590 12/09/2020 

Morgan, Lewis & Bockius LLP (WA) 
1111 Pennsylvania Avenue, N.W. 
Washington, DC 20004 

FIRST NAMED INVENTOR 

JOSHUA C. ALLISON 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONERFORPATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. 

120257-5001 US04 

CONFIRMATION NO. 

6643 

EXAMINER 

HINES. ANNE M 

ART UNIT PAPER NUMBER 

2879 

NOTIFICATION DATE DELIVERY MODE 

12/09/2020 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

karen.catalano@morganlewis.com 
patents@morganlewis.com 

PTOL-90A (Rev. 04/07) 
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Office Action Summary 

Application No. 
17/016,083 

Examiner 

ANNE M HINES 

Applicant(s) 
ALLISON et al. 

Art Unit 

2879 

AIA (FITF) Status 

Yes 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -­
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING 
DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing 
date of this communication. 
If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term 
adjustment. See 37 CFR 1.704(b). 

Status 

1 )~ Responsive to communication(s) filed on 11/19/2020. 

□ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

2a)D This action is FINAL. 2b) ~ This action is non-final. 

3)□ An election was made by the applicant in response to a restriction requirement set forth during the interview 
on __ ; the restriction requirement and election have been incorporated into this action. 

4)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims* 
5) ~ Claim(s) 1-14 and 22-32 is/are pending in the application. 

5a) Of the above claim(s) is/are withdrawn from consideration. 

6) D Claim(s) is/are allowed. 

7) ~ Claim(s) 1-2, 14,22-24,27 and 30-32 is/are rejected. 

8) ~ Claim(s) 3-13,25-26 and 28-29 is/are objected to. 

9) □ Claim(s) __ are subject to restriction and/or election requirement 
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a 

participating intellectual property office for the corresponding application. For more information, please see 

http://www.uspto.gov/patents/init events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov. 

Application Papers 
10)0 The specification is objected to by the Examiner. 

11 )~ The drawing(s) filed on 9/9/2020 is/are: a)~ accepted or b)□ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

Priority under 35 U.S.C. § 119 
12)□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

Certified copies: 

a)□ All b)D Some** c)□ None of the: 

1.□ Certified copies of the priority documents have been received. 

2.□ Certified copies of the priority documents have been received in Application No. __ . 

3.□ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

** See the attached detailed Office action for a list of the certified copies not received. 

Attachment{s) 

1) ~ Notice of References Cited (PTO-892) 

2) ~ Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 11-13) Office Action Summary 

3) D Interview Summary (PTO-413) 

Paper No(s)/Mail Date __ . 

4) D Other: __ . 

Part of Paper No./Mail Date 20201203 
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Application/Control Number: 17/016,083 
Art Unit: 2879 

DETAILED ACTION 

Notice of Pre-A/A or AJA Status 

Page 2 

The present application, filed on or after March 16, 2013, is being examined under the first 

inventor to file provisions of the AIA. 

Claim Rejections - 35 USC§ 102 

In the eventthe determination of the status of the application as subject to AIA35 U.S.C. 102 

and 103 (or as subject to pre-Al A 35 U.S.C. 102 and 103) is incorrect, any correction of the statutory 

basis for the rejection will not be considered a new ground of rejection if the prior art relied upon, and 

the rationale supporting the rejection, would be the same under either status. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 

for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(a )(1) the claimed invention was patented, described in a printed publication, or in public use, on sale, 

or otherwise available to the public before the effective filing date ofth e claimed invention. 

(a )(2) the claimed invention was described in a patent issued under section 151, or in an application 

for patent published or deemed published under section 122(b), in which the patent or application, as 

the case may be, names another inventor and was effectively filed before the effective filingd ate of 

the claimed invention. 

Claim(s) 1-2, 14, 22-24, 27, and 30-31 is/are rejected under 35 U.S.C. 102(a)(l) and 102(a)(2) as 

being anticipated by Gowanlock et al. (US 2015/0184840). 

Regarding claim 1, Gowan lock discloses a lighting system mounted on a rig, the lighting system 

comprising a plurality of light units (210 & 215; Paragraph [0043]), each light unit comprising a mounting 

pole (210; Paragraph [0043]), a light fixture comprising one or more lights (215; Paragraph [0043]), and a 

bracket configured to attach the mounting pole to a crown deck of the rig (285; Paragraph [0048]). 
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Regarding claim 2, Gowan lock further discloses wherein the bracket is connected to the crown 

deck of the rig using bolts (Paragraph [0050]). 

Regarding claim 14, Gowanlock further discloses wherein the rig is a drilling rig (Paragraph 

[0042]). 

Regarding claim 22, Gowanlock discloses a method of illuminating a wellsite comprising the 

steps of mounting a plurality of mounting poles on a crown deck of a rig ( 210; Paragraph [0043]), 

mounting a plurality of lights to the plurality of mounting poles (215; Paragraph [0043]), wherein each of 

the plurality of mounting poles supports at least one of the plurality of lights, and each of the plurality of 

lights is mounted to only one of the plurality of mounting poles, and illuminating a wellsite using the 

plurality of lights (Paragraph [0043]). 

Regarding claim 23, Gowanlock further discloses individually adjusting each of the plurality of 

lights (Paragraph [0043]). 

Regarding claim 24, Gow a nlock further discloses attaching a removable bracket to one or more 

of the mounting poles, and using the removable bracket to attach one or more of the mounting poles to 

the rig (285; Paragraph [0044, 0048]). 

Regarding claim 27, Gowanlock discloses a rig comprising a derrick (Fig. 7; Paragraph [Paragraph 

[0004], Paragraph [0042]), and a plurality of light units attached to the crown deck, each light unit 

comprising a mounting pole (210; Paragraph [0043]), wherein each light unit comprises a separate 

mounting pole, such that the system comprises a plurality of mounting poles, and a light fixture 

comprising one or more lights (215; Paragraph [0043]), the light fixture coupled to the mounting pole. 

Regarding claim 30, Gowanlock further discloses wherein the light fixture may be coupled to the 

mounting pole in a first position or a second position and, when the light fixture is in the first position, 

the one or more lights of the light fixture are oriented awayfrom the rig (Paragraph [0043]). 

Case 4:22-cv-00965   Document 51-5   Filed on 06/30/23 in TXSD   Page 5 of 7

Petitioner Ensign 
Exhibit 1057 - 196 of 338



Application/Control Number: 17/016,083 
Art Unit: 2879 

Page4 

Regarding claim 31, Gowanlock further discloses wherein when the light fixture is in the second 

position, the one or more lights of the light fixture are oriented towards the rig (Paragraph [0043]). 

Regarding claim 32, Gowanlock further discloses wherein the rig is a drilling rig (Paragraph 

[0042]). 

Allowable Subject Matter 

Claims 3-13, 25-26, and 28-29 are objected to as being dependent upon a rejected base claim, 

but would be allowable if rewritten in independent form including all of the limitations of the base claim 

and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to ANNE M HINES whose telephone number is (571)272-2285. The examiner can 

normally be reached on M-F: 8:00-4:30. 

If attempts to reach the examiner by telephone a re unsuccessful, the examiner's supervisor, 

Georgia Epps can be reached on 571-272-2328. The fax phone number for the organization where this 

application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 

Information Retrieval (PAIR) system. Status information for published applications may be obtained 

from either Private PAIR or Public PAIR. Status information for unpublished applications is available 

through Private PAIR only. For more information about the PAIR system, see http://pair-

direct. uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

/Anne M Hines/ 

Primary Examiner 

Art Unit 2879 
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ABSTRACT 
A lighting system for a drilling rig including a lighting frame 
attachable to a crown of the drilling rig, wherein the lighting 
frame includes a fixed or adjustable frame portion attached to 
the crown of the drilling rig and a light bearing frame portion 
supported by the frame portion. Also provided is at least one 
light support post attached to the light bearing frame portion 
for holding a lighting fixture and at least one lighting fixture 
attached to each light support post. 
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ATTACHABLE LIGHTING SYSTEM FOR 
DRILLING RIG 

CROSS-REFERENCE TO RELATED 
APPLICATION 

[0001] The present application is a continuation-in-part of 
U.S. patent application Ser. No. 14/093,097 filed Nov. 29, 
2013, the disclosure of which is expressly incorporated herein 
by reference. 

FIELD OF THE INVENTION 

[0002] The present inventionrelates generally to the field of 
drilling apparatuses, such as oil drilling rig arrangements, and 
in particular to a lighting system for use in an oil drilling rig. 

BACKGROUND OF THE INVENTION 

[0003] Drilling rigs are used to form wellbores for the pur­
pose of extracting oil, natural gas or other fluids from subsur­
face deposits. Drilling rigs can also be used for sampling 
subsurface mineral deposits, testing rock or ground fluid 
properties and for installing subsurface utilities, instrumen­
tations, tunnels or wells. In implementation, drilling rigs may 
be mobile equipment transportable by truck, rail, trailers, or 
similar, rigs may also be semi-permanent and permanent 
fixtures as in the case for oil drilling of large wells. Marine­
based structures are also widely known. Generally, the tenn 
drilling rig refers to an arrangement of equipment that is used 
to penetrate the subsurface of the earth's crust. 
[0004] A conventional drilling rig 30 is illustrated in FIG. 7, 
where the drilling rig 30 includes a derrick 14, which provides 
a support strncture for a majority of the equipment used to 
raise and lower drillstring 25 into and out of a well bore. The 
drillstring 25 may be an assembled collection of drillpipe, 
drill collars, or any other assembled collection of assorted 
tools and equipment connected together and rnn into the 
well bore to facilitate the drilling of a well. The drillstring 25 
may be raised and lowered into an dout of the well bore by the 
draw-works 7, which includes a spool powered by a motor or 
other power source 5. A drill line 12, which may be a thick, 
stranded metal cable, is nm through a travelling block 11 . 
Typically, the crown block 13 remains stationary while trav­
elling block 11 moves vertically with the drillstring 25. The 
combination of the crown block 13 and the travelling block 11 
provides a significant mechanical advantage for lifting the 
drillstring 25. Further, a swivel 18 may be attached to the 
travelling block 11 to allow rotation of the drillstring 25 
without twisting the travelling block 11. Drill pipes 16 and 
hole casing 26 are also shown. 
[0005] The drilling rig 30 further includes a rotary table 20 
mounted in a rig floor 21, which is used to rotate the drillstring 
25 along with a kelly drive 19. Kelly drive 19, attached at an 
upper end to the swivel 18 and at a lower end to the drillstring 
25, is inserted through the rotary table 20 to rotate the drill­
string 25 ( drill string rotation shown by arrow "R"). Kelly 
drive 19 may be square, hexagonal, or any other polygonal­
shaped tubing and is able to move freely vertically while the 
rotary table 20 rotates it. Alternatively, drilling rig 30 may 
include a top drive (not shown) in place ofkelly drive 19 and 
rotary table 20. Additionally, blowout preventers ("BOPs") 
may be located below the rig floor 21 and installed atop a 
wellhead 27 to prevent fluids and gases from escaping from 
the wellbore. An armular BOP 23 and one or more ram BOPs 
24 are shown and are commonly understood in the art. 
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[0006] During drilling operations, drilling fluid may be cir­
culated through the system to carry cuttings away from the 
bottom of the wellbore as drilling progresses. Drilling fluid 
may be stored in mud tanks 1 before being drawn through 
suction line 3 by mud pumps 4. Drilling fluid ( drilling fluid 
route is indicated by arrows "F") is then pumped from mud 
pumps 4 through a hose 6, up a stand pipe 8, through a flexible 
hose 9, and down into the wellbore. Drilling fluid returning 
from the wellbore is routed through a flow line 28 to shakers 
2, which are used to separate drill cuttings from the drilling 
fluid before it is pumped back down the wellbore. 
[0007] Drilling operations typically occur during daylight 
hours and visibility in and around the drilling rig has histori­
cally only been required when manual work is being done, 
inspection and calibration, for example. There is a desire to 
increase productivity by providing visibility during hours of 
low daylight, and this has thus far been accomplished by 
providing mobile lighting arrangements on vehicles proxi­
mate the drilling rig, or otherwise manually adding 
impromptu lighting arrangements. 
[0008] These arrangements are inadequate and not readily 
adaptable to systematic visibility improvements in appropri­
ate locations around a drilling rig. 

SUMMARY OF THE INVENTION 

[0009] It is an object of the invention to improve upon one 
or more of the aforementioned deficiencies with the prior art. 
Accordingly, in one embodiment of the invention, there is 
provided a lighting system for a drilling rig including a light­
ing frame attached to a crown of the drilling rig, wherein the 
lighting frame includes a fixed or adjustable frame portion 
attached to the crown of the drilling rig and a light bearing 
frame portion supported by the frame portion; at least one 
light support post attached to the light bearing frame portion 
for holding a lighting fixture; and, at least one lighting fixture 
attached to each the light support post. 
[0010] According to an aspect of this first embodiment, the 
frame portion is adjustable and includes at least four support 
posts for rigidly fixing the adjustable frame portion to the 
crown, and further includes, between at least two adjacent 
support posts, a first tubular load bearing member connected 
to one of the adjacent support posts; a second tubular load 
bearing member connected to the other of the adjacent sup­
port posts; an extendable frame member extending between 
and into each of the first and second tubular members; such 
that the first and second tubular load bearing members are 
moveable with respect to the extendable frame member to 
thereby adjust a distance between adjacent support posts. 
[0011] Another aspect of this first embodiment, includes a 
pin extending through the respective tubular load bearing 
member and the extendable frame member for fixing each of 
said first and second tubular members with respect to said 
extendable frame member. 
[0012] According to another aspect of this first embodi­
ment, the at least two adjacent support posts comprises all of 
the at least four support posts; wherein the at least four sup­
port posts are arranged to form a generally rectangular shape. 
[0013] According to another aspect of this first embodi­
ment, the light bearing frame portion comprises an outer 
strnctural frame consisting of a plurality of connected beams 
fainting a perimeter around which the at least one light fixture 
is attached. 
[0014] According to another aspect of this first embodi­
ment, the light bearing frame portion further includes at least 
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two cross-braces connecting a first side of the outer structural 
frame to a second side of the outer structural frame; the first 
and second sides being generally parallel to each other; at 
least one support brace connecting the at least two cross­
braces to each other; and a locating brace connecting one of 
the at least one support brace to a third side of the outer 
structural frame; the third side being generally perpendicular 
to the first and second sizes. 
[0015] According to another aspect of this first embodi­
ment, there is provided a second locating brace connecting a 
second of the at least one support brace to a fourth size of the 
outer structural frame; the fourth side being generally perpen­
dicular to the first and second sizes. 
[0016] According to another aspect of this first embodi­
ment, at least one of the extendable frame members comprise 
a recess at a midpoint thereof sized and otherwise dimen­
sioned to receive a main body portion of the locating brace, 
such that the recess restricts movement of the locating brace 
in a direction parallel to the extendable frame member. 
[0017] According to another aspect of this first embodi­
ment, at the at least of the extendable frame members com­
prises two of the extendable frame members positioned par­
allel to each other. 
[0018] According to another aspect of this first embodi­
ment, the light bearing portion further comprises a plurality of 
light holding platforms spaced around a perimeterofthe outer 
structural frame; the light holding platforms each comprising 
a first portion for attaching to the outer structural frame and a 
second portion for holding the light support posts. 
[0019] According to another aspect of this first embodi­
ment, each of the light support posts are adapted to hold at 
least two light fixtures. 
[0020] According to another aspect of this first embodi­
ment, the at least two light fixtures are spaced vertically from 
each other. 
[0021] According to another aspect of this first embodi­
ment, the comer support posts are rigidly affixed to the crown 
by a bracket positioned proximate a bottom end of each the 
corner support posts; the bracket being attachable to a body of 
the crown, proximate a base of the crown. 
[0022] According to another aspect of this first embodi­
ment, each lighting fixture can swivel or tilt. 
[0023] According to a second embodiment of the invention, 
there is provided a frame for holding at least one light fixture 
in a drilling rig arrangement; the frame including a fixed or 
adjustable frame portion, a light bearing frame portion sup­
ported by the frame portion, at least one light support post 
attached to the light bearing frame portion for holding a 
lighting fixture, and at least one lighting fixture attached to 
each the light support post. 
[0024] According to one aspect of this second embodiment, 
the frame portion is adjustable and includes at least four 
support posts for rigidly fixing the adjustable frame portion to 
the crown, and further includes, between at least two adjacent 
support posts: a first tubular load bearing member connected 
to one of the adjacent support posts; a second tubular load 
bearing member connected to the other of the adjacent sup­
port posts; an extendable frame member extending between 
and into each of the first and second tubular members; such 
that the first and second tubular load bearing members are 
moveable with respect to the extendable frame member to 
thereby adjust a distance between adjacent support posts . 
[0025] Another aspect of this second embodiment includes 
a pin extending through the respective tubular load bearing 
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member and the extendable frame member for fixing each of 
said first and second tubular members with respect to said 
extendable frame member. 
[0026] According to another aspect of this second embodi­
ment, the at least two adjacent support posts comprises all of 
the at least four support posts; wherein the at least four sup­
port posts are arranged to form a generally rectangular shape. 
[0027] According to another aspect of this second embodi­
ment, the light bearing frame portion comprises an outer 
structural frame consisting of a plurality of connected beams 
forming a perimeter around which the at least one light fixture 
is attached. 
[0028] According to another aspect of this second embodi­
ment, the light bearing frame portion further includes at least 
two cross-braces connecting a first side of the outer structural 
frame to a second side of the outer structural frame; the first 
and second sides being generally parallel to each other; at 
least one support brace connecting the at least two cross­
braces to each other; and, a locating brace connecting one of 
the at least one support brace to a third side of the outer 
structural frame; the third side being generally perpendicular 
to the first and second sizes. 
[0029] According to another aspect of this second embodi­
ment, there is further provided a second locating brace con­
necting a second of the at least one support brace to a fourth 
size of the outer structural frame; the fourth side being gen­
erally perpendicular to the first and second sizes. 
[0030] According to another aspect of this second embodi­
ment, at least one of the extendable frame members comprise 
a recess at a midpoint thereof sized and otherwise dimen­
sioned to receive a main body portion of the locating brace, 
such that the recess restricts movement of the locating brace 
in a direction parallel to the extendable frame member. 
[0031] According to another aspect of this second embodi­
ment, at the at least of the extendable frame members com­
prises two of the extendable frame members positioned par­
allel to each other. 
[0032] According to another aspect of this second embodi­
ment, the light bearing portion further comprises a plurality of 
light holding platforms spaced around a perimeter of the outer 
structural frame; said light holding platforms each compris­
ing a first portion for attaching to said outer structural frame 
and a second portion for holding said light support posts. 
[0033] According to another aspect of this second embodi­
ment, each lighting fixture can swivel and/or tilt. 

BRIEF DESCRIPTION OF THE DRAWINGS 

[0034] Embodiments will now be described, by way of 
example only, with reference to the attached Figures, 
wherein: 
[0035] FIG. 1 is a perspective view of a lighting system 
mounted on a drilling rig according one embodiment of the 
invention. 
[0036] FIG. 2 is a front view of the embodiment of FIG. I. 
[0037] FIG. 3 is a side view of the embodiment of FIG. l. 
[0038] FIG. 4 is a top view of the embodiment of FIG. I. 
[0039] FIG. 5 is a detail perspective view of an example of 
how the lighting system may be connected to the drilling rig. 
[0040] FIG. 6 is a perspective view of an exemplary lighting 
frame according to an embodiment of the invention. 
[0041] FIG. 7 is a prior art drawing depicting a general 
drilling rig. 
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DETAILED DESCRIPTION 

[0042] Referring now to FIGS. 1 to 4, a crown 100 of a 
drilling rig is illustrated in combination with the lighting 
system 200 of the present invention. Crown 100 includes a 
base 105 and an outer frame strncture 110 including vertical 
115 and horizontal 120 frame members arranged to extend 
from the base 105 such that the base 105 provides an internal 
floor to the crown 100. Various drilling rig functional ele­
ments are illustrated, as previously described with respect to 
FIG. 7, but these are not described herein in additional detail. 
The invention is not limited to particular types of drilling rig 
functional elements and may be used in various drilling rig 
applications. The crown 100 as herein illustrated and 
described is an exemplary crown intended to show those 
features and elements interacting with the lighting system 
200. The lighting system in combination with other crown 
arrangements as are known in the art are equally contem­
plated by the invention. 
[0043] Lighting system 200 generally includes a lighting 
frame 205 (shown in FIG. 6, and described in more detail 
herein below), a plurality oflight support posts 210, which are 
rotatable so as to allow each individual light fixture to swivel, 
arranged around a perimeter of the lighting frame and extend­
ing vertically such that one or more light fixtures 215, 215a 
and/or 215b, may be connected to each light support post 210. 
Light fixture brackets 251 are also strnctured so as to allow 
each light fixture to tilt up and down. The plurality of light 
fixtures 215 arranged and separated vertically from each 
other by their positioning on the light support posts 210 
permits for light to be directed in a predetermined region 
proximate the crown 100 and at a predetermined region 
encompassing a ground area surrounding the drill rig. That is, 
one group oflights may be directed towards particular equip­
ment on the drilling rig, while another group may be directed 
to an area surrounding the drilling rig to provide maximum 
lighting for personnel working in or around the drilling rig. 
The light to weight ratio of the light fixture should be as high 
as possible. For example, about 1000 lumens per pound could 
typically be used. 
[0044] Referring also to FIG. 6, there is shown an exem­
plary lighting frame 205 includes four corner support posts 
220 extending from the base of the crown, or from a position 
proximate the base of the crown. The corner support posts 220 
prop up, or otherwise raise above the base of the crown an 
adjustable frame portion 225. The adjustable frame portion 
225 supports a light bearing frame portion 230, which will be 
described in further detail below. Adjustable frame portion 
225 is provided such that the lighting system can be employed 
on crowns of various sizes. Providing the adjustable frame 
portion 225 in a manner independent of the light bearing 
frame portion 230 permits adjustment of the lighting frame 
205 to fit various sized crowns without having to adjust the 
attachment of the individual lights 215 or adjust the number 
oflights 215 being attached to the fixture. In this manner, the 
lighting system can be readily retrofitted to an existing crown 
for long term use, or moved from one crown to another where 
short term use is required. 
[0045] More particularly, the adjustable frame portion 225, 
includes along each ofits outer portions, a pair ofload bearing 
members 235 rigidly connected to respective corner support 
posts 220: Each pair ofload bearing members 235 has posi­
tioned therebetween an extendable frame member 240. Each 
of the load bearing members 235 are tubular, such as tubular 
steel, and are positioned and otherwise arranged such that the 
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extendable frame member 240 extends into the tubular por­
tion of each pair ofload bearing members 235. A pin or other 
protruding element 247 is arranged on the load bearing mem­
bers 235 and is adapted to extend through a hole in the 
extendable frame member 240 to thereby fix the positioning 
of the load bearing members 235 with respect to the extend­
able frame member. In operation, the load bearing members 
235 are slidable along the extendable frame member 240 to a 
desired point, where they can be locked in place by extending 
the pin 247 through the hole in the extendable frame member 
240, and though a rear portion of the load bearing member 
235 to lock the load bearing member 235 with respect to the 
extendable frame member 240. This permits the lighting 
frame 205 to be linearly adjustable in a rectangular manner 
along the x and y axis shown in FIG. 6. For completeness and 
clarity, it will be apparent that the frame 205 includes four 
pairs of the load bearing members 235 described above, 
adjustable about four respective extendable frame members 
240. Extendable frame members 240a and 240b located on 
the longer sides of the frame 205 include a recess 275 proxi­
mate a midpoint thereof, the purpose of which will be 
described further below. Optionally, a similar recess may be 
provided in each of the extendable frame members 240. 
[0046] The light bearing frame portion 230 is positioned 
atop the load bearing members 235 which provide support for 
the light bearing frame portion 230. The light bearing frame 
portion 230 includes an outer strnctural frame 243 consisting 
of a plurality of tubular or solid beams 250 forming a perim­
eter around which the series oflights are to be mounted. The 
bearing frame portion 245 further includes cross-braces 255 
holding the strncture together, where such cross-braces 255 
are preferably perpendicular to a side of the lighting system 
having a longer length, for example perpendicular to the y 
axis shown in FIG. 6. Connecting the pair of cross-braces are 
one, and preferably two support braces 260. The support 
braces 260 are positioned internally to the outer strnctural 
frame 245 and each have at a midpoint thereof a locating 
brace 265 connecting the support brace 260 to one member 
270 of said outer strnctural frame 245. 
[0047] In order to locate the light bearing frame portion 230 
with respect to the adjustable frame portion 225, a recess 275 
is provided in the extendable frame members 240a and 240b, 
into which the locating braces 265 are positioned. Fixing 
braces 280 connect the outer strnctural frame members 245 to 
the extendable frame members 240 along the shorter side of 
the frame, that is along the x axis ofFIG. 6. With this arrange­
ment, the adjustable frame portion 225 can be installed in a 
crown of varying sizes while the light bearing frame portion 
230 is held centered upon the lighting frame, resulting in it 
being centered with respect to the crown on which it is placed. 
One skilled in the art will appreciate that various addition 
means for fixing the light bearing portion are also contem­
plated, including clamps, screws or additional locating pins. 
[0048] Atop the light bearing frame portion 230, spaced 
along the perimeter of the tubular or solid beams 250 are a 
plurality of light holding platforms 285. The light holding 
platforms 285 are preferably welded, or otherwise attached, 
to the beams 250. The light holding platforms 285 generally 
comprise a portion attaching them to the beams 250 and a 
portion adapted to hold the light support posts 210, onto 
which each of the lights 215 are mounted. In the illustrated 
embodiment, the portion adapted to hold the light support 
posts 210 includes a recess or hole 290 into which the light 
support posts 210 can be friction-fit, clamped, screwed into, 
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or otherwise attached. It is also contemplated that the light 
support posts 210 can be welded into the recess or hole 290. 
[0049] Light support posts 210 preferably comprise aver­
tically extending post onto which a variety of styles of light 
fixtures 215 may be mounted. As discussed earlier, in a pre­
ferred embodiment two light fixtures may be mounted on 
each light support post 215, spaced vertically from each other, 
thus allowing light to be directed to a plurality of key posi­
tions around the drilling rig. 
[0050] As shown in FIG. 5, in order to fix the lighting frame 
205 with respect to the crown 100, brackets 300 may be 
provided proximate a bottom portion of each corner support 
post 220. The brackets 300 may be adapted to be connected to 
corresponding brackets (not shown) on the crown 100 or 
alternatively, to be attached directly to a portion of the crown 
itself. For example, bolts may fix the brackets 300 directly 
into a portion of the crown. 
[0051] The base frame which is attached to the crown, is 
typically made of carbon steel, for example, for strength, 
especially in cold weather. The light frame is typically made 
of aluminum, for weight reasons. And while the frame has 
primarily been described above as adjustable, the pieces 
described above can also be fixed, for example, where a 
specific frame is pre-designed for a particular sized crown, 
rendering the need for the adjustable pieces unnecessary. 
[0052] The scope of the claims should not be limited by the 
preferred embodiments set forth in description of the pre­
ferred embodiments or in the examples, but should be given 
the broadest interpretation consistent with the description as 
a whole. 

1. A lighting system for a drilling rig comprising: 
a lighting frame attached to a crown of the drilling rig, 

wherein the lighting frame includes a fixed or adjustable 
frame portion attached to the crown of the drilling rig 
and a light bearing frame portion supported by said 
frame portion; 

at least one light support post attached to said light bearing 
frame portion for holding a lighting fixture; and, 

at least one lighting fixture attached to each said light 
support post. 

2. The lighting system according to claim 1, wherein said 
frame portion is adjustable and includes at least four support 
posts for rigidly fixing said frame portion to the crown, and 
further comprises, between at least two adjacent support 
posts: 

a first tubular load bearing member connected to one of 
said adjacent support posts; 

a second tubular load bearing member connected to the 
other of said adjacent support posts; 

an extendable frame member extending between and into 
each of said first and second tubular members; 

such that said first and second tubular load bearing mem­
bers are moveable with respect to said extendable frame 
member to thereby adjust a distance between adjacent 
support posts. 

3. The lighting system according to claim 2, including at 
least one pin extending through said respective tubular load 
bearing member and said extendable frame member for fixing 
each of said first and second tubular members with respect to 
said extendable frame member. 

4. The lighting system according to claim 2, wherein said at 
least two adjacent support posts comprises all of said at least 
four support posts; wherein said at least four support posts are 
arranged to form a generally rectangular shape. 
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5. The lighting system according to claim 2, wherein said 
light bearing frame portion comprises an outer structural 
frame consisting of a plurality of connected beams forming a 
perimeter around which said at least one light fixture is 
attached. 

6. The lighting system according to claim 5, wherein said 
light bearing frame portion further comprises: 

at least two cross-braces connecting a first side of said outer 
structural frame to a second side of said outer structural 
frame; said first and second sides being generally paral­
lel to each other; 

at least one support brace connecting said at least two 
cross-braces to each other; 

a locating brace connecting one of said at least one support 
brace to a third side of said outer structural frame; said 
third side being generally perpendicular to said first and 
second sizes. 

7. The lighting system according to claim 6, further com­
prising a second locating brace connecting a second of said at 
least one support brace to a fourth size of said outer structural 
frame; said fourth side being generally perpendicular to said 
first and second sizes. 

8. The lighting system according to claim 6, wherein at 
least one of said extendable frame members comprise a recess 
at a midpoint thereof sized and otherwise dimensioned to 
receive a main body portion of said locating brace, such that 
said recess restricts movement of said locating brace in a 
direction parallel to said extendable frame member. 

9. The lighting system according to claim 8, wherein at said 
at least of said extendable frame members comprises two of 
said extendable frame members positioned parallel to each 
other. 

10. The lighting system according to claim 5, wherein said 
light bearing portion further comprises a plurality of light 
holding platforms spaced around a perimeter of said outer 
structural frame; said light holding platforms each compris­
ing a first portion for attaching to said outer structural frame 
and a second portion for holding said light support posts . 

11. The lighting system according to claim 10, wherein 
said each of said light support posts are adapted to hold at 
least two light fixtures . 

12. The lighting system according to claim 11, where said 
at least two light fixtures are spaced vertically from each 
other. 

13. The lighting system according to claim 2, wherein said 
corner support posts are rigidly affixed to said crown by a 
bracket positioned proximate a bottom end of each said cor­
ner support posts; said bracket being attached to the body of 
the crown, proximate the base of the crown. 

14. The lighting system according to claim 1, wherein each 
lighting fixture can swivel and/or tilt. 

15. A frame for holding at least one light fixture in a drilling 
rig arrangement; the frame comprising: 

A fixed or adjustable frame portion; 
a light bearing frame portion supported by said frame por­

tion; 
at least one light support post attached to said light bearing 

frame portion for holding a lighting fixture; and, 
at least one lighting fixture attached to each said light 

support post. 
16. The frame according to claim 14, wherein said frame 

portion is adjustable and includes at least four support posts 
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for rigidly fixing said adjustable frame portion to the crown, 
and further comprises, between at least two adjacent support 
posts: 

a first tubular load bearing member connected to one of 
said adjacent support posts; 

a second tubular load bearing member connected to the 
other of said adjacent support posts; 

an extendable frame member extending between and into 
each of said first and second tubular members; 

such that said first and second tubular load bearing mem­
bers are moveable with respect to said extendable frame 
member to thereby adjust a distance between adjacent 
support posts. 

17. The frame according to claim 15, including at least one 
pin extending through said respective tubular load bearing 
member and said extendable frame member for fixing each of 
said first and second tubular members with respect to said 
extendable frame member. 

18. The frame according to claim 15, wherein said at least 
two adjacent support posts comprises all of said at least four 
support posts; wherein said at least four support posts are 
arranged to form a generally rectangular shape. 

19. The frame according to claim 15, wherein said light 
bearing frame portion comprises an outer structural frame 
consisting of a plurality of connected beams forming a perim­
eter around which said at least one light fixture is attached. 

20. The frame according to claim 18, wherein said light 
bearing frame portion further comprises: 

at least two cross-braces connecting a first side of said outer 
structural frame to a second side of said outer structural 
frame; said first and second sides being generally paral­
lel to each other; 

5 
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at least one support brace connecting said at least two 
cross-braces to each other; 

a locating brace connecting one of said at least one support 
brace to a third side of said outer structural frame; said 
third side being generally perpendicular to said first and 
second sizes. 

21. The frame according to claim 19, further comprising a 
second locating brace connecting a second of said at least one 
support brace to a fourth size of said outer structural frame; 
said fourth side being generally perpendicular to said first and 
second sizes. 

22. The frame according to claim 19, wherein at least one 
of said extendable frame members comprise a recess at a 
midpoint thereof sized and otherwise dimensioned to receive 
a main body portion of said locating brace, such that said 
recess restricts movement of said locating brace in a direction 
parallel to said extendable frame member. 

23. The frame according to claim 21, wherein at said at 
least of said extendable frame members comprises two of said 
extendable frame members positioned parallel to each other. 

24. The frame according to claim 18, wherein said light 
bearing portion further comprises a plurality oflight holding 
platforms spaced around a perimeter of said outer structural 
frame; said light holding platforms each comprising a first 
portion for attaching to said outer structural frame and a 
second portion for holding said light support posts. 

25. The lighting system according to claim 15, wherein 
each lighting fixture can swivel and/or tilt 

* * * * * 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

WEATHERFORD U.S., L.P., 
Petitioner, 

v. 

ENVENTURE GLOBAL TECHNOLOGY, INC., 
Patent Owner. 

 

IPR2020-01580 
Patent 6,409,175 B1 

 

Before MEREDITH C. PETRAVICK, HYUN J. JUNG, and  
NEIL T. POWELL, Administrative Patent Judges. 

POWELL, Administrative Patent Judge.  

JUDGMENT 
Final Written Decision 

Determining All Challenged Claims Unpatentable 
35 U.S.C. § 318(a) 

 
Dismissing Petitioner’s Motion to Exclude (Paper 31) 

Denying-in-Part and Dismissing-in-Part Patent Owner’s Motion to Exclude 
(Paper 32) 

37 C.F.R. § 42.64(c) 
 

Granting Petitioner’s Motions to Seal (Papers 24, 39) 
37 C.F.R. § 42.64(c) 
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I. INTRODUCTION 

A. BACKGROUND 

Weatherford U.S., L.P. (“Petitioner”) filed a Petition for inter partes 

review of claims 4, 6, 35, 36, 39, and 43 of U.S. Patent No. 6,409,175 B1 

(Ex. 1001, “the ’175 patent”).  Paper 2 (“Pet.”).  Enventure Global 

Technology, Inc. (“Patent Owner”) filed a Preliminary Response.  Paper 6 

(“Prelim. Resp.”).  Pursuant to 35 U.S.C. § 314, we instituted an inter partes 

review of claims 4, 6, 35, 36, 39, and 43 of the ’175 patent on all presented 

challenges.  Paper 14 (“Institution Decision” or “Inst. Dec.”), 2, 34, 37. 

After institution, Patent Owner filed a Response (Paper 17, “PO 

Resp.”), to which Petitioner filed a Reply (Papers 22, 231, “Pet. Reply”), and 

Patent Owner thereafter filed a Sur-reply (Paper 26, “PO Sur-reply”). 

With its Reply, Petitioner filed a Motion to Seal.  (Paper 24). 

Additionally, Petitioner filed a Motion to Exclude (Paper 31, “Pet. 

Mot. Excl.”); Patent Owner filed a Response to Petitioner’s Motion to 

Exclude (Paper 34, “Resp. Pet. Mot. Excl.”); and Petitioner filed a Reply to 

Patent Owner’s Response (Paper 35, “Reply Pet. Mot. Excl.”). 

Also, Patent Owner filed a Motion to Exclude (Paper 32, “PO Mot. 

Excl.”); Petitioner filed an Opposition to Patent Owner’s Motion to Exclude 

(Paper 33 “Opp. PO Mot. Excl.”); and Patent Owner filed a Reply to 

Petitioner’s Opposition (Paper 36, “Reply PO Mot. Excl.”). 

                                     
1 Paper 22 is a private, unredacted version of the Reply, and Paper 23 is a 
public, redacted version of the Reply. 
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An oral hearing was held in this proceeding on January 20, 2022.  

Papers 42, 432 (“Tr.”). 

With its demonstrative exhibits (Exhibit 1054), Petitioner filed 

another Motion to Seal.  Paper 39. 

We have jurisdiction under 35 U.S.C. § 6.  This Decision is a final 

written decision under 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73.  For the 

reasons below, we determine that Petitioner has shown by a preponderance 

of the evidence that claims 4, 6, 35, 36, 39, and 43 are unpatentable. 

B. RELATED PROCEEDINGS 

The parties note that the ’175 patent is involved in Enventure Global 

Technology, Inc. v. Weatherford U.S., L.P. and Weatherford Technology 

Holdings, LLC, Civil Action No. 4:19-cv-02397 (S.D. Tex. 2019) (“the 

Litigation”).  Pet. 6; Paper 4, 1.  The parties also identify as related matters 

IPR2020-01648, IPR2020-01661, IPR2020-01666, IPR2020-01684, 

IPR2020-01700, and IPR2021-00107.  Pet. 6; Paper 4, 1; Paper 12, 2.     

C. THE ’175 PATENT 

The ’175 patent “relates generally to methods and apparatus for 

connecting tubular bodies” and more particularly “to methods and apparatus 

for effecting a secure mechanical engagement and seal in the connected ends 

of pipe sections that are expanded radially to form an increased internal 

diameter pipe string.”  Ex. 1001, 1:5–10.  Conventionally, casing strings 

include “a series of individual pipe joints secured together at their ends by 

threaded connections.”  Id. at 1:24–26.  “Typically, a joint of casing is 

                                     
2 Paper 42 is a private, unredacted version of the Transcript, and Paper 43 is 
a public, redacted version of the Transcript. 

Case 4:22-cv-00965   Document 51-7   Filed on 06/30/23 in TXSD   Page 4 of 64

Petitioner Ensign 
Exhibit 1057 - 216 of 338



PUBLIC VERSION – REDACTED 
IPR2020-01580 
Patent 6,409,175 B1 

4 
PUBLIC VERSION – REDACTED 

approximately 40 feet in length and has a threaded male ‘pin’ connection at 

one end of the joint and a threaded female ‘box’ connection at the opposite 

joint end.”  Id. at 1:27–30.  Some threaded connections use deformable seal 

rings captured in the thread area to seal the threaded joints between sections.  

Id. at 1:50–54. 

The ’175 patent also discloses that a new approach for casing well 

bores includes lowering the casing pipe into the well bore, followed by 

radially expanding the casing pipe.  Id. at 1:12–14.  “The casing string is 

enlarged radially by moving an oversized forging tool, or ‘pig,’ through the 

string, causing the string to expand radially beyond its original radial 

dimensions.”  Id. at 1:14–17.  The ’175 patent identifies certain problems 

that can result from this process.  Id. at 1:55–2:44.  For example, 

“[c]onnectors that employ an elastomeric, annular seal ring between the 

engaged surfaces of the pin and box are . . . subject to leakage when the 

connection expands radially.”  Id. at 2:16–18.  Accordingly, the ’175 patent 

endeavors “to provide an engaged pin and box connection having a seal 

assembly that can be expanded radially to compress the seal assembly 

between the pin and box to form a seal in the expanded connection.”  Id. at 

5:50–54. 

The ’175 patent illustrates one embodiment in Figures 7, 7A, and 7B.  

Id. at 6:29–35.  Figure 7 is reproduced below. 
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Figure 7 is a sectional view of connector 25, which includes pin section 26 

and box section 27.  Id. at 8:49–51. 

Connector 25 includes pin section 26 and box section 27 threadedly 

engaged to one another.  Id. at 8:50–53.  Connector 25 includes annular seal 

assembly 28, which includes annular elastomeric seal ring 29 and annular 

spacer 30.  Id. at 8:60–62.  Box section 27 includes annular groove 31 

disposed in the base of its threads.  Id. at 8:62–64.  Annular elastomeric seal 

ring 29 and annular spacer 30 reside in annular groove 31.  Id. at 8:60–62.  

Seal ring 29 and spacer 30 are part of annular seal assembly 28.  Id. at 

Figure 7A is reproduced below. 
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Figure 7A “is an enlarged sectional view illustrating details in the 

construction of the unexpanded box seal.”  Id. at 6:32–33. 

As shown in Figure 7A, annular groove 31 “has a depth 31a and a 

width 31b.”  Id. at 9:9.  Gap 31c neighbors annular groove 31 on one side.  

See id. at 9:29–32, Fig. 7A.  Gap 31d neighbors annular groove 31 on the 

other side.  See id. at 9:46–48; Fig. 7A.  Figure 7B is reproduced below. 

 
Figure 7B “is an enlarged sectional view illustrating details in an expanded 

box seal.”  Id. at 6:34–35. 

Figure 7B shows that the expansion process reduces the groove 

volume.  Id. at 9:40–41.  As a result, seal ring 29 overfills annular groove 

31.  Id. at 9:41–42.  Expansion ring 30 prevents seal ring 29 from entering 

gap 31c.  Id. at 9:42–46.  The ’175 patent explains that 

The seal ring is free, however, to expand into the gap 31d at the 
opposite end of the groove. The extrusion into the gap 31d may 
occur during the initial expansion and may also occur after the 
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pin 26 shrinks away from the box 27 following passage of the 
expansion tool. The resulting extruded sealing area 29a of the 
seal ring 29 assists in providing the seal between the expanded 
pin and box. 

Id. at 9:46–53.  The Abstract summarizes the ’175 patent’s disclosure: 

Methods and apparatus are provided for obtaining a secure 
mechanical connection and a pressure-tight seal in the 
overlapping area of two telescoping tubular bodies.  The two 
bodies, including the overlapping area, are radially expanded to 
increase the inside diameter of the bodies.  The expansion forces 
an annular seal in the overlapping area into a pressure-sealing 
engagement between the bodies.  A string of pipe assembled 
from joints secured to each other by telescoping, threadedly 
engaged expanded pin and box connections may be radially 
expanded into a surrounding well bore to provide a cased well 
having an internal diameter greater than the original internal 
diameter of the pipe string.  The seal in the connection comprises 
an annular elastomeric seal ring and an annular Teflon spacer 
ring carried in a specially dimensioned groove formed in either 
the box or the pin, or both members of the connection.  Radial 
expansion of the connection causes axial contraction of the 
groove, which acts with the spacer ring to expand the seal ring 
radially to seal the annular space created between the expanded 
pin and box. 

Id. at code (57).  

D. ILLUSTRATIVE CLAIMS 

Of the challenged claims, claims 4 and 35 are independent.  Claim 6 

depends from claim 4.  Claims 36, 39, and 43 depend from claim 35.  

Claims 4 and 35 are illustrative and are reproduced below with certain 

reformatting:3 

                                     
3 We have numbered the claim limitations with the same numbers used by 
the Petition to identify claim 4’s limitations and claim 35’s limitations. 
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4. A method for forming a seal between telescopically and 
threadably engaged, tubular bodies comprising:  
[4a] disposing a seal component in an overlapping annular area 

between first and second telescopically and threadedly 
engaged tubular bodies; and 

[4b] radially expanding said first and said second tubular bodies 
to compress said seal component for forming a seal 
between said first and second tubular bodies in said 
overlapping annular area. 

Ex. 1001, 14:36–44.   

35. A method for sealing a connection between adjoining 
tubular pipe bodies in a string of well pipe for use in a wellbore, 
comprising:  
[35a] disposing a sealing component on one or both of a first 

axial end of a first tubular pipe body and a second axial 
end of a second tubular pipe body; 

[35b] engaging said first axial end of said first tubular pipe body 
within said second axial end of said second tubular pipe 
body whereby an annular area containing said sealing 
component is defined between said first and said second 
axial ends; 

[35c] disposing said string of well pipe in a surrounding well 
bore; and 

[35d] radially expanding said first and said second axial ends 
toward said surrounding well bore to compress said 
sealing component between said first tubular pipe body 
and said second tubular pipe body to seal the annular area 
between said first tubular pipe body and said second 
tubular pipe body. 

Id. at 17:49–18:8. 
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Supplemental Declaration of Mr. Chambers (Ex. 1048).  Patent Owner relies 

on the Declaration of Gary R. Wooley, Ph.D.  Ex. 2008. 

II. PETITIONER’S MOTION TO EXCLUDE 

Petitioner’s Motion to Exclude seeks exclusion of Exhibits 2012–

2016.  We do not rely on these exhibits.  Therefore, we dismiss as moot 

Petitioner’s Motion to Exclude. 

III. PATENT OWNER’S MOTION TO EXCLUDE 

In its Motion to Exclude, Patent Owner seeks exclusion of 

Exhibit 1048 (PO Mot. Excl. 4–9), “the cited portions of [Exhibit 1049]” (id. 

at 9–10), Exhibit 1051 (id. at 10–11), Exhibit 1052 (id. at 11–12), and 

Exhibit 1053 (id. at 13).   

1. Exhibit 1048 

Exhibit 1048 is Mr. Chambers’ Supplemental Declaration, filed with 

Petitioner’s Reply.  Patent Owner argues that the Supplemental Declaration 

“contains new matter outside the scope of the Petition, and goes beyond 

merely ‘replying’ to [Patent Owner]’s Response.  Specifically, Mr. 

Chambers provided new information on his credentials and new bases 

attempting to save Petitioner’s argument concerning radial expansion and 

plastic deformation.”  PO Mot. Excl. 4. 

Patent Owner argues that the testimony in Mr. Chambers’ 

Supplemental Declaration about his background goes beyond the scope of 

the Petition and beyond responding to arguments in Patent Owner’s 

Response.  Id. at 4–5.  Patent Owner also argues that the testimony in Mr. 

Chambers’ Supplemental Declaration about his background is misleading, 

confusing, and unfairly prejudicial.  Id. at 7–8. 
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Patent Owner also argues that testimony in Mr. Chambers’ 

Supplemental Declaration about “tubulars” goes beyond the scope of the 

Petition and beyond responding to arguments in Patent Owner’s Response.  

Id. at 5–6.  Patent Owner adds that this testimony is misleading, confusing, 

and unfairly prejudicial.  Id. at 8–9. 

In response, Petitioner asserts that “[i]n its Patent Owner Response, 

[Patent Owner] proposed constructions adding new limitations to the 

challenged claims and a narrow definition of a [person of ordinary skill in 

the art].”  Opp. PO Mot. Excl. 1.  Petitioner argues that Patent Owner’s 

complaints about Exhibit 1048 going beyond the scope of the Petition and 

beyond responding to the Patent Owner Response are not properly the 

subject of a motion to exclude.  Id. at 2–3.  Instead, Petitioner asserts, Patent 

Owner should have sought authorization for a motion to strike.  Id.  

Additionally, Petitioner argues that Mr. Chambers’ Supplemental 

Declaration is directly responsive to the arguments in Patent Owner’s 

Response that “Mr. Chambers lacks the appropriate insight of a [person of 

ordinary skill in the art] regarding drilling technology at the time of the 

invention.”  Id. at 4 (quoting PO Resp. 16).  Petitioner similarly argues that 

Mr. Chambers’ testimony about “tubular members” and pre-expansion seals 

is proper rebuttal to arguments in Patent Owner’s Response and testimony in 

Dr. Wooley’s declaration.  Id. at 5.  Petitioner also argues that, contrary to 

Patent Owner’s assertions, the testimony in Mr. Chambers’ Supplemental 

Declaration is relevant, not unfairly prejudicial, and not confusing.  Id. at 8–

11. 
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Patent Owner counters that the testimony in Mr. Chambers’ 

Supplemental Declaration regarding his background relates to experience 

after the relevant timeframe of the claimed invention.  Reply PO Mot. 

Excl. 2–3.  Patent Owner adds that “Mr. Chambers’ newly-identified 

experience does not tend to make his insight of a [person of ordinary skill in 

the art] more or less probable, and it is cumulative, confusing, and 

misleading, thereby outweighing any probative value of such evidence.”  Id. 

at 3. 

Patent Owner does not persuade us that exclusion of any portion of 

Mr. Chambers’ Supplemental Declaration is warranted.  Weighing the 

parties’ arguments, Petitioner persuades us that the testimony in Mr. 

Chambers’ Supplemental Declaration does not go beyond the scope of a 

proper response to the arguments in Patent Owner’s Response.  Regarding 

Patent Owner’s concerns about the extent of Mr. Chambers’ relevant 

experience and the allegedly confusing, misleading, and unfairly prejudicial 

nature of the testimony, we determine those arguments go to the proper 

weight to be afforded the testimony.  In an inter partes review in which we 

both decide admissibility and serve as the fact-finder, we are well-positioned 

to determine and assign appropriate weight to evidence presented, and we 

recognize that a complete record of the evidence is preferable to facilitate 

public access as well as appellate review.  See, e.g., Sony Computer Entm’t 

Am. LLC v. Game Controller Tech. LLC, IPR2013-00634, Paper 32 at 31 

(PTAB Apr. 14, 2015).  Cognizant of all of Patent Owner’s concerns about 

Mr. Chambers’ background and testimony, we have given his testimony 

appropriate weight when weighing the record evidence. 
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2. Exhibit 1049 

Exhibit 1049 is a transcript of a deposition of Dr. Wooley.  Patent 

Owner argues that  

the cited portions of Dr. Wooley’s deposition transcript . . . 
contain irrelevant information that is beyond the scope of the 
Petition.  Even if it were relevant (it is not), the information is 
unfairly prejudicial, confusing, misleading to the fact finder, a 
waste of time and/or cumulative, and should be excluded. 

PO Mot. Excl. 9.  Patent Owner argues that Petitioner cites Dr. Wooley’s 

testimony to support new positions not presented in the Petition or in Mr. 

Chambers’ first Declaration.  Id.  Patent Owner also objects that the portions 

of Dr. Wooley’s deposition testimony are irrelevant, confusing, misleading 

to the fact finder and/or prejudicial to Patent Owner, and should be 

excluded.  Id. 

Petitioner responds that it used Dr. Wooley’s deposition testimony to 

demonstrate Dr. Wooley had less experience than Mr. Chambers, to show 

Dr. Wooley received a lot of money from Patent Owner for his opinions, and 

to assail Dr. Wooley’s credibility.  Opp. PO Mot. Excl. 11–12.  Petitioner 

also argues that Patent Owner’s Motion to Exclude does not identify 

Petitioner’s allegedly “new positions,” much explain how it is true that 

Petitioner cited Dr. Wooley’s deposition testimony in support of those “new 

positions.”  Id. at 12. 

In reply, Patent Owner maintains that “[t]he testimony Petitioner cited 

is irrelevant, and the confusing, misleading nature outweighs any purported 

probative value.”  Reply PO Mot. Excl. 4.  For instance, Patent Owner 

argues that “Dr. Wooley’s fees are not based on the outcome of the 

proceeding, but on his extensive experience.”  Id. 
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Patent Owner’s concerns do not warrant excluding any of Exhibit 

1049.  Patent Owner’s arguments go to the proper weight to be afforded Dr. 

Wooley’s deposition testimony.  Cognizant of all of Patent Owner’s 

concerns about Dr. Wooley’s deposition testimony, we have given his 

testimony appropriate weight when weighing the record evidence.  

3. Exhibits 1051–1053 

We do not rely on Exhibit 1051, Exhibit 1052, or Exhibit 1053.  

Therefore, we dismiss as moot Patent Owner’s request to exclude these 

exhibits. 

IV. PETITIONER’S MOTIONS TO SEAL 

Petitioner’s first unopposed Motion to Seal asks us to seal certain 

portions of Petitioner’s Reply and Exhibits 1049 and 1052.  Paper 24, 1.  

Petitioner’s second unopposed Motion to Seal asks us to seal portions of 

Exhibit 1054.  Paper 39, 1.  With each unopposed Motion to Seal, Petitioner 

submits a copy of the Board’s default protective order as “Exhibit 1,” 

seeking entry of that protective order.  Paper 24, 1; Paper 39, 1.  We find 

Petitioner’s first unopposed Motion to Seal and its second unopposed 

Motion to Seal persuasive.  Accordingly, we grant both motions, and we 

enter the accompanying protective order in this proceeding.  

V. ANALYSIS 

A. LEVEL OF SKILL 

Petitioner asserts that one of ordinary skill in the art “would have been 

a person with a bachelor of science degree in mechanical or petroleum 

engineering or a similar technical discipline, with at least five years of 

experience in oil or gas well drilling, completion, and/or subsurface 
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production operations or in technical support of such operations.”  Pet. 37 

(citing Ex. 1002 ¶ 41).  Petitioner also indicates that “[a]dditional education 

in a relevant technical discipline can compensate for less experience in the 

relevant field and vice versa.”  Id. 

Patent Owner states that its “analysis assumes the level of ordinary 

skill Dr. Wooley articulated, . . . which comports with that asserted by 

Petitioner’s expert Mr. Chambers.”  PO Resp. 15 (citing Ex. 1002 ¶ 41; 

Ex. 2008 ¶¶ 25–27).  Patent Owner “agrees with the degree qualifications 

and the experience level for oil or gas well drilling.”  Id.  

Patent Owner disputes the “remaining portions” of Petitioner’s 

proposed level of skill because those portions are “far too broad, and show a 

misunderstanding about the technology at issue.”  Id. at 15–16.  According 

to Patent Owner, “[a]t the time of the invention, solid expandables was a 

drilling technology,” and “an engineer having experience in ‘completion, 

and/or subsurface production operations or in technical support of such 

operations,’ especially at the time of the invention in the late 1990s, would 

lack sufficient relevant knowledge about drilling, the problems associated 

with ‘nested’ casing, and how they could be solved.”  Id. at 16. 

Patent Owner argues that Petitioner’s declarant “is an experienced 

engineer when it comes to conventional operations (i.e., after drilling is done 

and the well needs to be ‘completed’ so it can begin producing oil or gas)” 

but “lacks the appropriate insight of a [person of ordinary skill in the art] 

regarding drilling technology at the time of the invention.”  PO Resp. 16.  

Patent Owner contends that Petitioner’s declarant conflates the term 

“expandables” as used during the relevant time to include both conventional 
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operations and drilling and inappropriately mixes the term.  Id. at 16–17 

(citing Ex. 2008 ¶¶ 48–50).   

Petitioner replies that the ’175 patent is not limited to drilling 

technology, that “the ’175 Patent describes installing pipe string as well 

completion.,” and that “[Patent Owner’s] expert also repeatedly refers to 

expandables in the context of well completion.”  Pet. Reply 17–18 (citing 

PO Resp. 15–17; Ex. 1001, 7:40, 7:51–52; Ex. 2008 ¶¶ 203, 205–207; 

Ex. 1050, 11:5–12:1).  Petitioner also replies that its declarant “has extensive 

prior experience with both drilling and expandables” with citations to the 

record.  Id. at 3 (citing Ex. 1002 ¶¶ 7, 12, 13, 16–18; Ex. 1048 ¶¶ 5–7).  

 

 

 

 

 

 

In determining the level of ordinary skill in the art, various factors 

may be considered, including the “type of problems encountered in the art; 

prior art solutions to those problems; rapidity with which innovations are 

made; sophistication of the technology; and educational level of active 

workers in the field.”  In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995) 

(citation and internal quotation marks omitted). 
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The full record makes clear that the parties do not dispute the portion 

of Petitioner’s proposed level of ordinary skill regarding education and years 

of experience.  Pet. 37; PO Resp. 15; Ex. 1002 ¶ 41; Ex. 2008 ¶¶ 25–27.  

Regarding the parties’ dispute over relevant experience, as Petitioner points 

out, the ’175 patent states that “[Figure] 1 indicates a conventional 

completion of a well bore” and that “[Figure] 1 illustrates a conventional 

liner-type casing completion.”  Ex. 1001, 7:40, 7:51–52.  A paper titled 

“Towards a Mono-Diameter Well – Advances in Expanding Tubing 

Technology” indicates in a section directed to “Markets and Applications,” 

that “[e]xpanding tubing can be applied in three markets or application 

segments” that include “Remediation,” “Wellbore Construction,” and 

“Completions.”  Ex. 1039, 2 (emphasis omitted); see also id. at 2–3 

(describing “[t]he development of expandable tubing technology towards the 

mono-diameter well”).   

In view of the above, we agree with Petitioner that one of ordinary 

skill in the art would have had “experience in oil or gas well drilling, 

completion, and/or subsurface production operations or in technical support 

of such operations.”  Pet. 37; Ex. 1002 ¶ 41.  Weighing the parties’ 

arguments and cited evidence, we determine that one of ordinary skill in the 

art would have had Petitioner’s asserted experience and that experience does 

not need to be narrowed in the manner argued by Patent Owner.  Pet. 37; PO 

Resp. 15–17; Pet. Reply 4–5; Ex. 1001, 7:40, 7:51–52; Ex. 1039, 2; 

Ex. 2008 ¶¶ 25–27.   

Thus, we determine that one of ordinary skill in the art would have 

had “a bachelor of science degree in mechanical or petroleum engineering or 
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a similar technical discipline, with at least five years of experience in oil or 

gas well drilling, completion, and/or subsurface production operations or in 

technical support of such operations” and that “[a]dditional education in a 

relevant technical discipline can compensate for less experience in the 

relevant field and vice versa.”  Pet. 37; Ex. 1002 ¶ 41; Ex. 2008 ¶¶ 25–27.  

This level of skill in the art is consistent with the disclosure of the ’175 

patent and the prior art of record.  GPAC, 57 F.3d at 1579. 

B. CLAIM INTERPRETATION 

In an inter partes review proceeding, a claim of a patent is construed 

using the same standard used in federal district court, including construing 

the claim in accordance with the ordinary and customary meaning of the 

claim as understood by one of ordinary skill in the art and the prosecution 

history pertaining to the patent.  37 C.F.R. § 42.100(b) (2020).  According to 

the applicable standard, claim terms “are generally given their ordinary and 

customary meaning” as understood by a person of ordinary skill in the art in 

question at the time of the invention.  Phillips v. AWH Corp., 415 F.3d 1303, 

1312–13 (Fed. Cir. 2005) (en banc).  “In determining the meaning of the 

disputed claim limitation, we look principally to the intrinsic evidence of 

record, examining the claim language itself, the written description, and the 

prosecution history, if in evidence.”  DePuy Spine, Inc. v. Medtronic 

Sofamor Danek, Inc., 469 F.3d 1005, 1014 (Fed. Cir. 2006) (citing Phillips, 

415 F.3d at 1312–17).  Extrinsic evidence is “less significant than the 

intrinsic record in determining ‘the legally operative meaning of claim 

language.’”  Phillips, 415 F.3d at 1317.  Only those terms that are in 

controversy need be construed, and only to the extent necessary to resolve 
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the controversy.  See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor 

Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017) (citing Vivid Techs., Inc. v. 

America Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999)). 

The parties disagree about the proper constructions of claim 

limitations 4a, 4b, 35a, 35b, and 35d.  The arguments about these limitations 

frame a key dispute over whether independent claims 4 and 35 require a seal 

formed prior to the “radially expanding” steps recited in limitations 4b and 

35d.9  In other words, the parties disagree about whether claims 4 and 35 

require a “pre-expansion seal” or “an initial seal.”10  According to Petitioner 

the challenged claims do not require a “pre-expansion seal” or “an initial 

seal.”11  E.g., Pet. 30–34; Pet. Reply 4–16.  According to Patent Owner, the 

claims do require a “pre-expansion seal” or “an initial seal.”  E.g., PO Resp. 

17–30; PO Sur-reply 9–14. 

In the Petition, Petitioner argues that the claims exclude a “pre-

expansion seal.”  Pet. 30–31.  In our Institution Decision, we explained that 

resolving the parties’ patentability disputes would require determining 

whether the claims require a pre-expansion seal, but would not require 

determining whether the claims preclude a pre-expansion seal.  Inst. Dec. 23.  

This still applies, as Patent Owner does not argue in this proceeding that any 

of Petitioner’s prior art references discloses a pre-expansion seal.  Our 

                                     
9 Unless otherwise noted, we use the noun “seal” to refer to a closure, as 
opposed to a component like the ’175 patent’s seal ring 29. 
10 We use these terms interchangeably to refer to a seal formed prior to the 
“radially expanding” steps recited in limitations 4b and 35d. 
11 In the Petition, Petitioner argues that the claims exclude a “pre-expansion 
seal” or “initial seal.”  Pet. 30–31.  In our Institution Decision, we  
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Institution Decision also noted that “the arguments and evidence Petitioner 

presents to support its position that the claims exclude a pre-expansion seal 

are also relevant to whether the claims require a pre-expansion seal.”  Id. at 

24.  Consistent with the arguments in the Petition that the claims preclude a 

pre-expansion seal, Petitioner argues in its Reply that the claims do not 

require a pre-expansion seal.  Pet. Reply 11–16.   

We now turn to discussing the parties’ claim-construction arguments 

in detail.  Limitations 4a and 4b and the parties’ arguments about them 

interrelate to a degree that warrants addressing these limitations together.  

The same applies with limitations 35b and 35d.  Additionally, the claim-

construction disputes for claim 35 do not raise any significantly different 

issues than the claim-construction disputes for claim 4.  Accordingly, we 

address limitations 4a, 4b, 35b, and 35d together to determine whether the 

claims require a pre-expansion seal, which is the ultimate issue permeating 

the parties’ arguments about these limitations’ proper constructions. 

1. The Parties’ Arguments 

a) Petition 

In the Petition, Petitioner argues that the plain meaning of 

limitations 4b and 35d is that “the seal component does not form a seal until 

it is compressed from radial expansion.”12  Pet. 30.  This meaning “is 

consistent with the ’175 Patent’s Abstract and specification,” Petitioner 

adds.  Id. at 32.  Along with other examples from the Specification, 

Petitioner cites the Abstract’s statement that “[t]he expansion forces an 

annular seal in the overlapping area into a pressure-sealing engagement 
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between the bodies.”  Ex. 1001, code (57); Pet. 32.  “That description does 

not apply to an annular seal that was already in a pressure-sealing 

engagement prior to expansion,” Petitioner contends.  Pet. 32.  Additionally, 

“[Patent Owner] confirmed this plain meaning construction—and disclaimed 

a broad meaning—during prosecution of the ’175 Patent, which is also 

consistent with the understanding of a [person of ordinary skill in the art],” 

Petitioner asserts.  Id. at 33.  Petitioner adds that 

[Patent Owner] also represented to the Office in the prosecution 
of U.S. Patent No. 7,740,076 (“Costa,” EX1018) that the ’175 
Patent excludes threaded connections where the sealing 
component forms a seal prior to radial expansion.  The Examiner 
had rejected the Costa application based on a prior art 
combination including the ’175 Patent, and (incorrectly) stated 
that Evans (the ’175 Patent) “taught that a seal 29 is provided 
within the connection to provide a fluid tight seal before, during, 
and after radial expansion (Figs. 7A and 7B).”  EX1017 at 9 
(emphasis added).  In response, [Patent Owner] expressly stated 
that the ’175 Patent “teaches that radial expansion of the 
connection is required to expand the seal ring for sealing.  
Thus, it is unclear how [the ’175 Patent] teaches a fluid tight seal 
before or during radial expansion.”  Id. at 3 (emphasis added).  
This clear and unmistakable statement is a binding admission and 
is consistent with the plain language of the claims and the ’175 
prosecution. 

Id. at 33–34. 

b) Patent Owner Response 

Patent Owner responds that “the ’175 Patent does teach and claim a 

pre-expansion seal.”  PO Resp. 2 (emphasis in original).  Patent Owner 

alleges that the ’175 patent claims a pre-expansion seal in limitation 4a, as 

well as in limitation 35b.  Id. at 18–23.   
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According to Patent Owner, limitation 4a’s recitation of “disposing a 

seal component in an overlapping annular area between first and second 

telescopically and threadedly engaged tubular bodies” (Ex. 1001, 14:39–41), 

“should be construed to mean ‘securing a seal component in an overlapping 

area between the first and second telescopically and threadedly engaged 

tubular bodies such that an initial seal is formed’” (PO Resp. 18).  Patent 

Owner asserts that  

[t]he meaning of the claimed phrase, when read in conjunction 
with the Specification and prosecution history, requires that the 
seal component is disposed between first and second tubular 
bodies so the seal component is initially compressed, at least 
partially, by engagement of the threaded connection of the first 
and second tubulars, thus forming a seal. 

PO Resp. 18 (citing Ex. 2008 ¶¶ 89–91).   

Patent Owner argues that the challenged claims solve certain 

problems of known threaded connections and seal rings.  “[W]hen those 

connections were radially expanded, seals formed during engagement of the 

threaded connections were severely compromised or ‘disabled,’” Patent 

Owner argues.  Id. at 19 (citing Ex. 1001, 1:55–58, 2:16–29; Ex. 2008 ¶ 76).  

According to Patent Owner, it was unknown “how to radially expand 

threaded connections with sealing O-rings so the seal was maintained before, 

during, and after expansion.”  Id. 

Patent Owner contends that “[t]he Specification consistently identifies 

the role the seal component plays in joining, sealing, and radial expansion of 

two tubulars.”  Id.  Patent Owner quotes certain passages of the 

Specification as allegedly consistently disclosing creating an initial seal 

between connected tubulars before radially expanding the tubulars.  Id. at 
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19–21.  For example, Patent Owner quotes the following passage from the 

Specification: 

The annular seal ring of the present invention is positioned 
between the engaged pin and box in a way to prevent or reduce 
passage of well bore fluids from the inside of the pipe, even 
after the connection has been expanded radially.  The 
dimensions of the annular seal ring are selected to maintain an 
adequate “squeeze” after the expansion of the connection to 
create and maintain a desired seal between the engaged pin and 
box. 

Ex. 1001, 4:37–44 (emphases added by Petitioner); PO Resp. 20–21.  

According to Patent Owner, this passage “specifies how the elastomeric, 

annular seal is ‘disposed in the overlapping annular area’ to form an initial 

seal during makeup – a seal that is maintained ‘even after’ radial expansion.”  

PO Resp. 20–21. 

Patent Owner also argues that the Specification and Figures 7A and 

14 disclose compressing a seal ring in the interface between tubulars when 

connecting the tubulars to one another, before radial expansion.  Id. at 21–

22.  According to Patent Owner this results in “no open fluid path,” creating 

an initial seal.  Id. 

Citing the foregoing arguments, Patent Owner contends that limitation 

35b must “be interpreted as ‘engaging the first axial end of the first tubular 

pipe within said second axial end of said second tubular pipe body to form 

an initial seal, whereby an annular area containing said sealing component is 

defined between said first and said second axial ends.”  Id. at 22–23.  Patent 

Owner adds that “[a]s Dr. Wooley discussed, the ‘engaging’ step in the ’175 

Patent includes the formation of the initial seal during makeup, which is 
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integral to the ’175 Patent’s inventive, novel solution over the prior art.”  

Id. at 23 (citing Ex. 2008 ¶¶ 120–128).   

In support of its claim construction, Patent Owner also argues that Mr. 

Chambers acknowledged certain things about the use of tubulars.  Id.  For 

example, Patent Owner asserts that “Mr. Chambers admits he would ‘hope’ 

there to be a pre-expansion seal, formed at make-up, in the connection of 

two tubulars prior to running the string to depth.”  Id. 

After addressing limitations 4a and 35b, Patent Owner turns to 

limitations 4b and 35d.  Id. at 24–30.  Regarding limitation 4b’s recitation of 

“radially expanding said first and said second tubular bodies to compress 

said seal component for forming a seal between said first and second tubular 

bodies in said overlapping annular area,” Patent Owner contends that 

[t]he proper construction of this phrase, when viewed in the 
context of the previous claim elements, written description, 
figures and ’175 Patent prosecution history, should be “radially 
expanding the first and the second tubular bodies to compress the 
seal component for further forming or maintaining a seal 
between the first and second tubular bodies in the overlapping 
annular area.” 

Id. at 24.  It appears Patent Owner believes this is also the proper 

construction of claim limitation 35d.  See id. (addressing “(claim 4/claim 

35)” with same proposed claim construction).  Patent Owner argues its 

construction is logical.  Id. 

Patent Owner contends that Petitioner reads limitations 4b and 35d in 

an “improperly restrictive” manner.  Id. at 25.  Patent Owner argues that 

Petitioner “ignores the entire Specification’s teachings that the sealing 

component is necessarily compressed during makeup of the connection, such 
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forming an initial seal.”  Id.  According to Patent Owner, “Petitioner points 

to the Abstract and various statements in the Specification that radial 

expansion compresses the O-rings and further fills open spaces in the groove 

and surrounding voids.”  Id.  Patent Owner argues that the ’175 patent does 

not suggest that forming a seal requires filling the entire groove with a 

compressed O-ring.  Id. at 25–26.  Noting that Petitioner cited the ’175 

patent’s discussion of Figure 20, Patent Owner contends that “Figure 20 

below, unambiguously shows that the O-ring is substantially compressed 

prior to radial expansion.”  Id. at 26.  Pointing to evidence cited by 

Petitioner, Patent Owner argues that a seal component, such as an O-ring, 

can “form[] a sufficient seal” without filling all of the space in an annular 

groove.  Id. at 27. 

Patent Owner also disagrees with Petitioner’s arguments regarding the 

’175 patent’s prosecution history.  Id. at 27–29.  According to Patent Owner, 

“[s]tatements Petitioner excerpted simply confirm that an inventive aspect of 

the claims is providing a seal in a connection that is being radially 

expanded.”  Id. at 29. 

Additionally, Patent Owner faults Petitioner’s arguments about the 

prosecution of Costa as “improperly attempt[ing] to import statements made 

in an entirely unrelated patent into the intrinsic record of the ’175 patent.”  

Id. at 29–30 (citing Abbott Laboratories v. Dey, L.P., 287 F.3d 1097, 1105 

(Fed. Cir. 2005); Texas Digital Sys. v. Telegenix, Inc., 308 F.3d 1193, 1211 

(Fed. Cir. 2002); Goldenberg v. Cytogen Inc., 373 F.3d 1158, 1167–68 (Fed. 

Cir. 2004)). 
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c) Petitioner’s Reply 

Petitioner replies that “there is no support for [Patent Owner’s] 

constructions.”  Pet. Reply 4.  Petitioner argues that the claim language itself 

does not support Patent Owner’s construction of limitations 4a and 35b as 

requiring forming a seal.  Id.  Contrary to Patent Owner’s position, Petitioner 

argues that claim 4 recites forming a seal only in the “radially expanding” 

step of limitation 4b, after completion of the “disposing a seal component” 

step of limitation 4a: 

[t]he disputed term, which is the first method step, does 
not mention forming a seal.  EX1001, 14:39-41.  It is not until 
the second method step, after the tubular bodies are already 
threadably engaged, that the claim does so: “radially expanding 
said first and said second tubular bodies to compress said seal 
component for forming a seal....” Id., 14:42-45.  The Preamble 
confirms the claim covers forming a seal between two already 
engaged pipes.  Id., 14:37-38 (“A method for forming a seal 
between … engaged, tubular bodies….”). 

Id. (alterations in original).  Petitioner similarly argues that claim 35 only 

mentions forming a seal in the “radially expanding” step of limitation 35d, 

after limitation 35b’s step of engaging tubular bodies to one another.  Id. at 

9. 

Petitioner also argues that Patent Owner’s arguments about Dr. 

Wooley’s and Mr. Chambers’ testimony fail to support Patent Owner’s 

position.  Id. at 9–10.  Petitioner faults Patent Owner for failing to explain 

the cited testimony of Dr. Wooley.  Id. at 9.  Petitioner adds that Dr. Wooley 

cites portions of the Specification that “describe sealing during or after radial 

expansion.”  Id.  Addressing Patent Owner’s arguments that Mr. Chambers 

acknowledged certain things about the use of tubulars (PO Resp. 23), 
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Petitioner argues (1) the exhibit cited by Patent Owner does not contain the 

statements that Patent Owner attributes to Mr. Chambers, (2) “whether it is 

good practice to seal a pipe string at makeup is irrelevant to whether claim 

35 of the ’175 Patent requires forming an ‘initial seal,’” and (3) Mr. 

Chambers testifies that a pre-expansion seal can be effected with “metal 

shouldering and thread interference.”  Pet. Reply 9–10 (emphasis in 

original).  Expanding on the third point, Petitioner asserts that “[w]hile the 

’175 Patent expressly teaches [metal shouldering and thread interference] 

seals . . . , it also teaches against using seal components to form an initial 

seal because subsequent radial expansion will cause them to leak.”  Id. at 10 

(citing Ex. 1001, 1:50–53, 2:16–29). 

Petitioner also argues that the Specification does not support Patent 

Owner’s interpretation of limitations 4a and 35b.  Id. at 5–7.  Petitioner 

contends that “[t]o depart from the plain claim language, ‘the patentee must 

clearly express an intent to redefine the term.’”  Id. at 5 (citing Thorner v. 

Sony Comput. Entm’t Am., 669 F.3d 1362, 1365 (Fed. Cir. 2012)).  

Accordingly, “[t]o show claim 4 requires an “initial seal,’ [Patent Owner] 

would therefore have to show the specification redefined ‘disposing a seal 

component’ to mean ‘forming an initial seal,’” Petitioner explains.  Id.  

Petitioner argues that “[Patent Owner] cannot do so, elaborating that “[t]he 

specification repeatedly describes forming a seal by the seal component 

through radial expansion, not at makeup.”  Id.  Patent Owner admitted this 

during prosecution of Costa, Petitioner reiterates.  Id. at 5–6. 

Petitioner also argues that none of the portions of the Specification 

cited by Patent Owner discloses forming a seal before radial expansion.  Id. 
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at 6–7.  Instead, Petitioner argues, “[e]ach passage describes maintaining 

seals during or after radial expansion.”  Id. at 6. 

Addressing Patent Owner’s argument that Figures 7A and 14 each 

show compressing a seal ring, Petitioner argues that “the specification 

teaches that an O-ring forms a seal when radial expansion extrudes the O-

ring into the gap between the pin and the box.”  Id. at 7.  Arguing that “[t]he 

specification also teaches that the groove is sized to ensure there is 

insufficient compression to extrude the O-ring during initial makeup,” 

Petitioner contends that “[a]ny compression at makeup is insufficient to 

seal.”  Id. 

Petitioner also argues that the prosecution history of the ’175 patent 

does not support Patent Owner’s claim construction.  Id. at 7–8.  Petitioner 

cites prosecution statements of Patent Owner and the Examiner.  Id. 

Additionally, according to Petitioner, Patent Owner argues that the 

claims require “an ‘initial seal’ by the seal component because its expert said 

so.”  Id. at 10.  Petitioner adds that claim construction does not work that 

way.  Id. (citing Phillips, 415 F.3d at 1318). 

After addressing limitations 4a and 35b, Petitioner disputes Patent 

Owner’s arguments regarding limitations 4b and 35d.  Id. at 11–15.  

Petitioner notes that “[Patent Owner] asks the Board to rewrite ‘for forming 

a seal’ to read ‘for further forming or maintaining a seal.’”  Id. at 11.   

“The claim language does not support [Patent Owner’s] construction,” 

Petitioner argues.  Id. (emphasis omitted).  According to Petitioner, by 

reciting “forming a seal,” as opposed to “the seal” or “said seal,” limitation 

4b “signals that it is the first seal covered by the claim.”  Id.  Similarly, 
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Petitioner argues that limitation 35d’s recitation of “‘to seal the annular area’ 

would not make sense if the annular area were already sealed.”  Id. 

Petitioner also argues that “the specification does not support [Patent 

Owner’s] construction.”  Id. at 12 (emphasis omitted).  Petitioner disagrees 

with Patent Owner’s position that construing “forming” to mean “further 

forming or maintaining” is “consistent with the inventive notion of using 

radial expansion to maintain or further form the seal (initially formed at 

makeup) without ‘disabling’ ‘or damaging’ the seal.”  PO Resp. 24; Pet. 

Reply 12.  Patent Owner’s explanation is circular and incorrectly assumes a 

pre-expansion seal, Petitioner argues.  Pet. Reply 12. 

Petitioner also disputes Patent Owner’s arguments that the 

Specification and drawings of the ’175 patent “unambiguously” and 

“necessarily” disclose pre-expansion compression of a seal component to 

form a pre-expansion seal.  Id. at 12–14.  Petitioner disagrees with Patent 

Owner’s contention that Figure 20 shows substantial compression before 

expansion.  PO Resp. 26.  Petitioner explains that Figure 20 shows “only a 

maximum limit” for compression before expansion.  Pet. Reply 13.  

Petitioner elaborates that, “as stated by Mr. Chambers . . . ‘when an o-ring is 

not sufficiently compressed against a sealing surface, fluid will leak past the 

o-ring, preventing a seal.’”  Id. at 14 (citing Ex. 1002 ¶ 152; Ex. 1008, 3).  

Petitioner maintains that a person of ordinary skill in the art would 

understand that the ’175 patent does not disclose sufficiently compressing a 

seal component to form a seal until after radial expansion.  Id. 
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d) Patent Owner’s Sur-reply 

In its Sur-reply, Patent Owner argues that its “solution to the nested 

pipe problem requires a pre-expansion seal so wellbore fluid does not leak in 

before the permanent expansion and cause catastrophic failure.”  PO Sur-

reply 9.  Patent Owner asserts argues that “[t]he intrinsic evidence for a 

construction having a pre-expansion seal is contained throughout the 

specification of the ’175 patent.  See Patent Owner Response, pp. 7-14, 17-

24.  For example, the specification clearly states that if there is no pre-

expansion seal, ‘well bore fluids’ can pass into the pipe.”  Id. at 10 (citing 

Ex. 1001, 4:37–40).  Patent Owner adds that the ’175 patent’s background 

section discloses conventional connections with O-rings that became 

“disabled” when an operator radially expanded the connections.  Id. at 10–11 

(citing Ex. 1001, 1:55–58, 2:16–19).   

Patent Owner contends that “the figures and detailed description in the 

specification demonstrate the pre-expansion seal time and time again.”  

Id. at 11.  Patent Owner reiterates that the drawings show a seal component 

compressed before radial expansion and compressed more after radial 

expansion.  Id. at 12.  Patent Owner also disagrees with Petitioner’s 

understanding of Figure 20.  Id. at 13 (citing Pet. Reply 12).  Patent Owner 

asserts that the symbol “<” indicates any value less than the associated 

number.  Id.  Based on that, Patent Owner argues that Figure 20 “could mean 

the o-ring is squeezed 25%, or 20%, or 22%, etc.”  Id.  Citing the Petition’s 

discussion of Exhibit 1008, Patent Owner also argues that “[e]ven an article 

Petitioner cited (despite not being applicable, see Patent Owner Response, p. 

27) shows that a ‘squeeze’ from an O-ring creates a seal.”  Id. at 13–14 
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(citing Pet. 50).  Patent Owner concludes that “[a]ccordingly, as discussed at 

length in Patent Owner’s Response, the specification, claims, and Dr. 

Wooley’s declaration and testimony all confirm that the ’175 Patent teaches 

the existence of a pre-expansion seal by the o-ring.”  Id. at 14. 

2. Analysis 

To resolve whether claims 4 and 35 require a pre-expansion seal or an 

initial seal, we first look to the claim language itself.  Claim limitation 4[a] 

recites “disposing a seal component in an overlapping annular area between 

first and second telescopically and threadedly engaged tubular bodies.”  

Ex. 1001, 14:39–41.  This says nothing about compressing the seal 

component, much less forming a seal.  The claim language specifies the 

location of the seal component, but it says nothing about the seal 

component’s state or its function in that location prior to expansion of the 

recited tubular bodies.  Thus, we find that the plain meaning of limitation 4a 

does not require forming a pre-expansion seal or an initial seal. 

Following limitation 4a’s recitation of disposing the seal component 

between the engaged tubular bodies, limitation 4b recites “radially 

expanding said first and second tubular bodies to compress said seal 

component for forming a seal between said first and second tubular bodies in 

said overlapping annular area.”  Id. at 14:42–45 (emphasis added).  The 

plain meaning of this language is that “radially expanding” is for generating 

a seal that did not previously exist.  As we explained in the Institution 

Decision, “forming a seal” logically does not refer to a seal that previously 

existed.  Inst. Dec. 26.  Additionally, Petitioner’s observation that “forming 

a seal” uses an indefinite article further demonstrates that limitation 4b’s 
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plain meaning is that the seal did not exist prior to “radially expanding said 

first and second tubular bodies.”  Pet. Reply 11. 

As noted above, Patent Owner believes it “logical” to rewrite the 

claim language “for forming a seal” as “for further forming or maintaining a 

seal.”  PO Resp. 24.  Patent Owner considers this logical “because the later, 

radial expansion of the first and second tubulars causes further compression 

of the seal, which in turn causes increased pressure on the existing seal.”  Id.  

This reasoning does not rest on logic; it assumes a seal existed prior to radial 

expansion to rewrite the claim language in a way that changes its meaning.  

By adding the adverb “further” and the verb “maintaining,” Patent Owner 

deviates markedly from the plain meaning of the claim language. 

With respect to the parties’ dispute, the plain meaning of the 

recitations in claim 35 does not differ meaningfully from the plain meaning 

of the recitations of claim 4.  As with limitation 4b, the plain meaning of 

limitation 35d’s recitation of “radially expanding said first and said second 

axial ends . . . to compress said sealing component . . . to seal the annular 

area” is that this process creates a seal that did not previously exist.  

Consistent with this, neither limitation 35b, nor any other limitation 

preceding limitation 35d mentions a seal.  

On the whole, the plain meaning of claim 4’s and claim 35’s 

limitations contradicts Patent Owner’s claim-construction position.  The 

plain meaning of each of limitations 4a and 35b does not support Patent 

Owner’s position.  And the plain meaning of each of limitations 4b and 35d 

contradicts Patent Owner’s position. 
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Petitioner argues that, consistent with the plain meaning of the claims, 

“the specification repeatedly describes forming a seal by the seal component 

through radial expansion, not at makeup.”  Pet. Reply 5.  In support of its 

position, Petitioner cites a number of passages in the Specification.  For 

example, Petitioner cites the Abstract, which discloses that: 

Methods and apparatus are provided for obtaining a secure 
mechanical connection and a pressure-tight seal in the 
overlapping area of two telescoping tubular bodies.  The two 
bodies, including the overlapping area, are radially expanded to 
increase the inside diameter of the bodies.  The expansion forces 
an annular seal in the overlapping area into a pressure-sealing 
engagement between the bodies.  A string of pipe assembled 
from joints secured to each other by telescoping, threadedly 
engaged expanded pin and box connections may be radially 
expanded into a surrounding well bore to provide a cased well 
having an internal diameter greater than the original internal 
diameter of the pipe string.  The seal in the connection comprises 
an annular elastomeric seal ring and an annular Teflon spacer 
ring carried in a specially dimensioned groove formed in either 
the box or the pin, or both members of the connection.  Radial 
expansion of the connection causes axial contraction of the 
groove, which acts with the spacer ring to expand the seal ring 
radially to seal the annular space created between the expanded 
pin and box. 

Ex. 1001, code (57) (emphases added).  The leading paragraph of the 

Summary of the Invention also discloses using radial expansion to provide a 

seal that did not exist prior to the expansion: 

An annular, elastomeric seal is carried in a non-standard annular 
groove formed within the threaded box of a tubular connector.  
An annular, spacer ring is positioned adjacent the seal ring within 
the groove.  The dimensions of the groove and the seal ring and 
spacer ring are functionally related so that the seal ring is 
compressed axially and radially when the pin of the connection 
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is expanded radially into the box and both the box and pin are 
then further expanded radially.  Radial expansion of the 
connection causes the groove in the box to contract axially, 
forcing the spacer ring against the seal ring to compress the seal 
ring between the spacer and the opposing wall of the groove.  
The spacer ring assists in retaining the seal ring within the 
groove and also serves as a compressive wall surface to trap the 
seal ring and force it to expand within the groove as the groove 
contracts during the expansion of the connection.  The expanded 
seal ring is extruded into the gap between the pin and box at the 
groove wall opposite the expansion ring to provide a pressure-
tight seal. 

Id. at 2:47–65 (emphases added).  Consistent with this, the Specification 

goes on to disclose that “the seal ring expands radially into sealing 

engagement between the pin and box during the expansion process.”  Id. at 

4:57–59.  Further down, the Specification emphasizes a desire to use radial 

expansion to produce a seal that did not previously exist, stating that “[a]n 

important object of the present invention is to provide a seal assembly that 

can be employed between superimposed, inner, and outer tubular bodies to 

produce a seal when the inner body is expanded radially into the outer body 

and both bodies are then together radially expanded.”  Id. at 5:44–48.  

Similarly, the Specification discloses that “[i]t is also an object of the present 

invention to provide an engaged pin and box connection having a seal 

assembly that can be expanded radially to compress the seal assembly 

between the pin and box to form a seal in the expanded connection.  Id. at 

5:49–53. 

Patent Owner counters Petitioner’s citation of these passages, in part, 

by suggesting that the disclosures are “residue.”  See PO Sur-reply 1.  We do 

not agree.  Instead, we find that the numerous disclosures Petitioner cites 
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from the Abstract and the Summary of the Invention amply and prominently 

convey that the invention encompasses using radial expansion of tubulars to 

create a seal that did not previously exist. 

Patent Owner also argues that portions of the Specification not cited 

by Petitioner support a claim construction that requires a pre-expansion seal.  

PO Resp. 8–14, 17–27; PO Sur-reply 8–14.  Patent Owner also relies on 

other passages that disclose things like “maintaining sealing integrity.”  E.g., 

PO Resp. 19–21 (citing Ex. 1001, 3:20–25, 5:1–5, 5:35–43). 

We find that these portions of the Specification do not provide 

persuasive support for Patent Owner’s position.  Many of the passages 

Patent Owner cites contain ambiguity not acknowledged by Patent Owner.  

One example is the Specification’s disclosure that “[t]he annular seal is 

dimensioned to accommodate the radial expansion and axial contraction of 

the connection during the expansion process while maintaining sealing 

integrity.”  Ex. 1001, 3:22–25.  This disclosure does not convey clearly 

when sealing integrity started.  The passage can be read as “describ[ing] 

maintaining seals during or after radial expansion,” as Petitioner argues.  

Pet. Reply 6.  Similarly, contrary to Patent Owner’s suggestion, the 

Specification’s passing mention of positioning “[t]he annular seal ring . . . to 

prevent or reduce passage of well bore fluids from the inside of the pipe 

even after the connection has been expanded radially” is too equivocal to 

warrant rewriting the claims to require a pre-expansion seal.  See, e.g., PO 

Resp. 20 (citing Ex. 1001, 4:37–44) (emphasis omitted); Pet. Reply 5–6. 

In contrast, a number of the Specification’s passages cited by 

Petitioner unambiguously disclose using radial expansion to create a seal 

Case 4:22-cv-00965   Document 51-7   Filed on 06/30/23 in TXSD   Page 36 of 64

Petitioner Ensign 
Exhibit 1057 - 248 of 338



PUBLIC VERSION – REDACTED 
IPR2020-01580 
Patent 6,409,175 B1 

36 
PUBLIC VERSION – REDACTED 

that did not exist previously.  For example, the Specification’s disclosures of 

radially expanding “to seal” and to “provide,” “produce,” and “form” a seal 

clearly convey creation of a seal that did not exist prior to radial expansion.  

Ex. 1001, code (57), 2:62–65, 5:45–48, 5:50–53.  Moreover, to the extent 

one or more of the passages cited by Patent Owner discusses providing a 

seal before radial expansion, that does not negate the Specification’s 

discussion of using radial expansion to create a seal that did not exist 

previously. 

Additionally, with respect to whether the ’175 patent’s disclosures of 

compressing a seal component before expansion disclose forming a pre-

expansion seal, we find Petitioner’s arguments and evidence more 

persuasive than Patent Owner’s.  Petitioner persuades us that “a deformable 

seal ring will not provide a seal until it is sufficiently compressed.”  Pet. 14–

15 (emphasis added) (citing Exs. 1007, 1008, 1034, 1038); see also 

Pet. Reply 14 (citing Ex. 1002 ¶ 152; Ex. 1008, 3).  Patent Owner does not 

argue otherwise.  See, e.g., PO Resp. 25–27; PO Sur-reply 11–14.   

Yet, Patent Owner argues that the Specification “teach[es] that the 

sealing component is necessarily compressed during makeup of the 

connection, thus forming an initial seal.”  PO Resp. 25.  In connection with 

this argument, Patent Owner relies on an annotated version of Figure 20, 

arguing that “Figure 20 and related description unmistakably indicate that a 

significant ‘squeeze’ or compression of the O-ring is present ‘BEFORE 

EXPANSION.’”  Id. at 26.  Patent Owner’s annotated version of Figure 20 

is reproduced below.   
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The ’175 patent describes Figure 20 as “a table showing the relationship 

between the pipe body expansion and the characteristics and dimensions of 

the expanded components of the seal assembly of the present invention.”  

Ex. 1001, 7:20–23.  Patent Owner’s annotated version of Figure 20 includes 

a red box around the table column labeled “% SQUEEZE BEFORE 

EXPANSION.”  See PO Resp. 26.   

In that column, the table lists “<28.0%” in some rows and “<26.5%” 

in other rows.  Ex. 1001, Fig. 20; PO Resp. 26.  Based on this, Petitioner 

argues that “Figure 20 only shows that the initial squeeze is less than 28% or 

26.5%.”  Pet. Reply 12.  Patent Owner counters “that could mean the o-ring 

is squeezed 25%, or 20%, or 22%, etc.”  PO Sur-reply 13.  Petitioner 

persuades us that Figure 20 only conveys that the amount of squeeze before 

expansion is less than 28.0% or 26.5%.  Thus, to the extent the disclosed 

range discloses that the amount of pre-expansion squeeze could be 25%, it 

also discloses that the amount of pre-expansion squeeze could be 

significantly less.  Such a disclosure does not support deviating from the 

plain meaning of the claims to require a pre-expansion seal. 

Patent Owner also argues that “Figure 7A shows that [annular seal 

ring] 29 becomes flattened as it is pressed between pin 26 and box 27” with 

Case 4:22-cv-00965   Document 51-7   Filed on 06/30/23 in TXSD   Page 38 of 64

Petitioner Ensign 
Exhibit 1057 - 250 of 338



PUBLIC VERSION – REDACTED 
IPR2020-01580 
Patent 6,409,175 B1 

38 
PUBLIC VERSION – REDACTED 

“no open fluid path between the outside of the connection to the inside of the 

connection.”  PO Resp. 12.  Patent Owner adds that Dr. Wooley “explain[s] 

that a [person of ordinary skill in the art] would understand as a matter of 

common sense that a seal is required in the connection before it is expanded 

to avoid debris or unwanted fluids leaking into the connection downhole.”  

Id. at 12–13 (citing Ex. 2008 ¶¶ 77, 79).  Assuming Figure 7A does show 

some compression of annular seal ring 29 without any apparent fluid path, 

that in itself does not convey sufficient compression to actually form a seal.  

And we find Dr. Wooley’s opinion, allegedly based on “common sense,” 

does not persuade us to read a disclosure of a pre-expansion seal into the 

limited information provided by Figure 7A and the related disclosure.  PO 

Resp. 12–13; Ex. 2008 ¶¶ 77, 79.  Accordingly, like Figure 20, Figure 7A 

and the related disclosure do not support a claim construction requiring a 

pre-expansion seal.    

Patent Owner further cites Figure 14 and the related disclosure as 

showing compression of a seal component prior to expansion, arguing that 

this discloses a pre-expansion seal.  PO Resp. 21–22; PO Sur-reply 12–13.  

For reasons similar to the reasons that Petitioner persuades us Figure 7A and 

the related disclosure do not support Patent Owner’s narrow claim 

construction, Figure 14 and the related disclosure do not support construing 

the claim to require a pre-expansion seal. 

Patent Owner also argues that the ’175 patent discloses inventive 

solutions to a number of problems, contending that supports a narrow claim 

construction.  For example, Patent Owner argues that the ’175 patent solved 

“the nested pipe problem.”  PO Sur-reply 9.  Patent Owner explains that in 
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prior art methods “as the wellbore runs deeper, the deeper tubulars become 

successively smaller,” which “mean[s] that the ultimate oil production is 

restricted.”  PO Resp. 7–8.  “Patent Owner’s solution to the nested pipe 

problem requires a pre-expansion seal so wellbore fluid does not leak in 

before the permanent expansion and cause catastrophic failure.”  PO Sur-

reply 9. 

Patent Owner’s arguments about problems solved do not persuade us 

that the Specification contains disclosure that supports a claim construction 

deviating from the claims’ plain meaning.  The Specification expresses 

concern about the lack of a seal after expansion, stating that “[w]hen the 

casing string is enlarged radially, a conventional connection changes 

dimensionally in a way that can prevent the engaged components of the 

connection from properly engaging and sealing.”  Ex. 1001, 1:37–46.  This 

disclosure tends to support construing the claims to require a seal after 

radially expanding the tubulars, consistent with claims’ plain meaning.  But 

neither this disclosure nor any of the other disclosures Patent Owner cites 

provides a persuasive reason to rewrite the claims to require a pre-expansion 

seal.  Patent Owner does not provide persuasive evidence that the 

Specification discloses even a logical connection between a pre-expansion 

seal and solving “the nested pipe problem.”  See, e.g., PO Resp. 7–8; PO 

Sur-reply 9.  As discussed above, the Specification’s passing mention of 

“prevent[ing] or reduc[ing] passage of well bore fluids . . . even after the 

connection has been radially expanded” does not rise to the level of 

compelling us to rewrite the claims.  Ex. 1001, 4:37–40.  
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Turning to the prosecution history of the ’175 patent, the record 

arguments and evidence do not reveal a basis in the prosecution history for 

construing the challenged claims as requiring a pre-expansion seal.  

Petitioner cites a number of statements from the prosecution history, 

including the following statement from a response to a claim rejection: 

An important part in the novelty of Applicants’ invention is the 
provision of a seal in a connection that is being radially 
expanded.  There has been no art cited that suggests that in such 
an application, the squeeze of the seal is a function to be 
regulated in order to obtain a suitable seal. 

Ex. 1016, 125.  Petitioner argues “[t]hus, [Patent Owner] emphasized that its 

purported invention required that the sealing component form a seal due to 

(not before) the radial expansion.”  Pet. 29.   

Patent Owner counters that “both Applicant’s and Examiner’s 

statements confirm that both parties were aware that a pre-expansion seal 

existed.  For example, the Examiner referred to the ‘squeeze’ causing the 

pre-expansion seal, and the ‘better securing’ following expansion of the 

existing seal.”  PO Resp. 15.  In support of this assertion, Patent Owner cites 

Dr. Wooley’s testimony that 

in an Office Action dated February 8, 2001 (mailed February 13, 
2001), the Examiner asserted that the prior art of “Ose, Maples 
and Evans disclose the claimed invention except for a squeeze of 
the seal ring before expansion of the tubular bodies is greater 
than 15%.  It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have the 
squeeze of the seal ring before expansion of the tubular bodies is 
greater than 15%, since it has been held that discovering an 
optimum value of a result effective variable involves only routine 
skill in the art.” See EX1016, p. 101.  In the foregoing rejection 
during prosecution of the ’175 Patent, the Examiner is 
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acknowledging that there is a seal ring that before expansion is 
subject to an amount of “squeeze.” In other words, the 
occurrence of a “squeeze” pre-expansion means there is a pre-
expansion seal because the seal component is under pressure. 

Ex. 2008 ¶ 110.  Similarly, Patent Owner argues that Petitioner overlooked 

the Applicants’ prosecution statement that “[i]t is also respectfully submitted 

that it is not obvious to one having ordinary skill in the art to provide a 

method or seal in which the squeeze of the seal before expansion of the 

tubular body is greater than 15%.”  PO Resp. 28–29 (quoting Ex. 1016, 

125).   

Dr. Wooley’s testimony and Patent Owner’s arguments do not 

recognize that the cited prosecution statements specifically referred to 

express limitations in certain claims, such as the recitation in then-pending 

claim 27 that “the squeeze of said seal element is greater than 15%,” as well 

as similar express recitations of squeeze greater than 15% in other claims.  

Ex. 1016, 34–36, 79, 98–101, 108–109, 112–113, 124–125.  For example, 

Patent Owner does not acknowledge that Applicants were arguing about “a 

squeeze percentage of the seal ring before expansion of the tubular bodies 

being greater than 15% as called for in claims 16, 17, and 21 or a seal 

wherein a squeeze percentage of said seal element is greater than 15% as 

called for in claims 27 and 28.”  Id. at 124–125 (emphases added).  Dr. 

Wooley and Patent Owner do not provide a persuasive reason that the cited 

prosecution statements would apply more broadly to other claims, such as 

challenged claims 4 and 35. 

To the contrary, certain prosecution history statements cited by 

Petitioner tend to support construing claims 4 and 35 as not requiring a pre-
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expansion seal.  For example, traversing a rejection of claim 4, Applicants 

argued that “[c]learly, Saikai does not teach or suggest radially expanding 

threaded axial ends threadedly engaged tubulars in forming a seal between 

the adjoined bodies.”  Id. at 117 (emphasis added). 

For the foregoing reasons, the intrinsic evidence does not support 

Patent Owner’s claim-construction position.  The plain meaning of claims 4 

and 35 is that they do not require a pre-expansion seal.  And Petitioner cites 

ample evidence demonstrating that the Specification, drawings, and 

prosecution history support a construction that does not require a pre-

expansion seal.  At most, the intrinsic evidence Patent Owner cites may 

support construing claims 4 and 35 as encompassing both methods that use a 

pre-expansion seal and methods that omit a pre-expansion seal. 

On the whole, the intrinsic evidence is clearly at odds with Dr. 

Wooley’s testimony.  We find this especially because Dr. Wooley provides 

limited objective support for many of his statements, which rely, for 

example, on “common sense.”  Ex. 2008 ¶¶ 124, 154.  Given the 

circumstances, we find Dr. Wooley’s testimony of little persuasive value 

with respect to the proper constructions of the disputed claim limitations.   

Additionally, we find unpersuasive Patent Owner’s arguments that 

Mr. Chambers admitted or acknowledged certain things allegedly supporting 

Patent Owner’s claim construction.  PO Resp. 23.  The evidence Patent 

Owner cites for these arguments does not support Patent Owner’s 

contentions.  See id. 

In sum, weighing the parties’ arguments and evidence, we conclude 

that the disputed claim limitations do not, individually or collectively, 
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require a pre-expansion seal.  We reach this result irrespective of the parties’ 

dispute regarding the Costa prosecution. 

Although Petitioner persuades us that Patent Owner’s claim 

construction is incorrect even without Petitioner’s arguments and evidence 

regarding the Costa prosecution history, we deem it warranted to also 

consider the dispute regarding the Costa prosecution history.  During Costa’s 

prosecution, pending claims of the Costa application were rejected “as being 

unpatentable over US 6,273,634 of Lohbeck in view of US 6,409,175 of 

Evans et al [(the ’175 patent)].”  Ex. 1017, 8.  In other words, the ’175 patent 

was cited as prior art against pending claims of the Costa application.  

Responding to this rejection, Patent Owner argued that “[the ’175 patent] 

teaches that radial expansion of the connection is required to expand the seal 

ring for sealing.  Thus, it is unclear how [the ’175 patent] teaches a fluid 

tight seal before or during radial expansion.”  Id. at 3.  Petitioner’s position 

is that this statement by Patent Owner, entered under a duty of candor, is a 

binding admission that contradicts Patent Owner’s argument in this 

proceeding that the challenged claims require a pre-expansion seal.  Pet. 33; 

Pet. Reply 15.  Patent Owner’s position is that “[t]he Federal Circuit has 

unambiguously held that prosecution history statements from an unrelated 

and separate application cannot be imputed into another application.”  PO 

Resp. 29–30 (citing Abbott, 287 F.3d at 1105; Texas Digital, 308 F.3d at 

1211; Goldenberg, 373 F.3d at 1167–68). 

Petitioner has the more persuasive position.  Abbott involved 

application of prosecution history estoppel to the claims of a second patent 

based on a statement from the prosecution history of a first patent.  287 F.3d 
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at 1104–05.  The application from which the second patent issued “was not 

filed as a continuation, continuation-in-part, or divisional application of the 

[application from which the first patent issued].”  Id. at 1105.  The first and 

second patents did not have a sufficient relationship “to render particular 

arguments made during prosecution of the [first patent] equally applicable to 

the claims of the [second patent].”  Id. at 1104.  Texas Digital also involved 

statements from the prosecution history of an unrelated patent.  308 F.3d at 

1210–1211.  Goldenberg involved statements in an unrelated patent.  373 

F.3d at 1166–68.  Similar to the facts of these cases, Costa and the ’175 

patent appear unrelated to one another, as neither Costa nor the ’175 patent 

appears to relate to the other formally as a continuation, continuation-in-part, 

or divisional.  See e.g., Ex. 1001, 1; Ex. 1018, 1. 

But the facts here differ in at least one significant way from those of 

Abbott, Texas Digital, and Goldenberg.  Here, when prosecuting the Costa 

application, Patent Owner made representations about the contents of the 

’175 patent itself.  Ex. 1017, 3, 8.  In contrast, in Abbott, the prosecution 

statement included only representations about claims of an unrelated 

application and unrelated prior art.  287 F.3d at 1104.  Texas Digital also did 

not involve prosecution statements about the very patent whose claims were 

being construed.  308 F.3d at 1210–1211.  In Goldenberg, the court deemed 

it improper to base claim constructions for a patent on an unrelated patent’s 

statements, which were not representations about the very patent whose 

claims were being construed.  373 F.3d at 1166–68.  In this proceeding, 

because Patent Owner’s Costa prosecution statements made representations 

about the contents of the ’175 patent itself, we find it inappropriate to ignore 
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those statements merely because they occurred as part of the prosecution of 

an unrelated application. 

As Petitioner argues, the cited statements made by Patent Owner 

during the Costa prosecution contradict Patent Owner’s argument here that 

we should construe the challenged claims as requiring a pre-expansion seal.  

Pet. 33–34; Pet. Reply 15.  Accordingly, Petitioner’s arguments and 

evidence regarding Patent Owner’s Costa prosecution statements provides 

another reason, beyond those discussed above, that we do not construe the 

challenged claims as requiring a pre-expansion seal. 

C. GROUND 1 – ALLEGED ANTICIPATION BY COOK 

1. Overview of Cook 

Cook discloses “[a]n expandable threaded connection includes a first 

tubular member, a second tubular member and a threaded connection for 

coupling the tubular members that includes one or more seal members.”  

Ex. 1003, code (57).  Cook shows one embodiment in Figure 28.  Id. at 

10:66–67, 152:29–31.  Figure 28 is reproduced below. 

  
Figure 28 shows a cross-section of expandable threaded connection 4500, 

which comprises first tubular member 4505, second tubular member 4510, 
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threaded connection 4515, O-ring groove 4520, and O-ring 4525.  Id. at 

10:66–67, 152:29–34. 

Cook discloses that “threaded connection 4515 may comprise any 

number of conventional threaded connections suitable for use with tubular 

members.  In a preferred embodiment, the threaded connection 4515 

comprises a pin-and-box threaded connection.  In this manner, the assembly 

of the first tubular member 4505 to the second tubular member 4510 is 

optimized.”  Id. at 152:51–56. 

O-ring groove 4520 preferably has a configuration “to receive and 

support one or more O-rings.”  Id. at 152:61–63.  Additionally, 

The volumetric size of the O-ring groove 4520 is preferably 
selected to permit the O-ring 4525 to expand at least 
approximately 20% in the axial direction during the radial 
expansion process. In this manner, deformation of the outer 
surface 4545 of the second tubular member 4510 during and 
upon the completion of the radial expansion process is 
minimized. 

Id. at 152:63–153:2.  Cook further explains that “[t]he O-ring 4525 is 

supported by the O-ring groove 4520.  The O-ring 4525 optimally ensures 

that a fluid-tight seal is maintained between the first tubular member 4505 

and the second tubular member 4510 throughout and upon the completion of 

the radial expansion process.”  Id. at 153:3–7. 

Cook discloses “expandable threaded connections 4300, 4500, 4700, 

and/or 4900 are used in combination with one or more of the embodiments 

illustrated in FIGS. 1–24E in order to optimally expand a plurality of tubular 

members coupled end to end using the expandable threaded connections 
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4300, 4500, 4700 and/or 4900.”  Id. at 154:58–63.  Figure 1 is reproduced 

below. 

 
Figure 1 shows a cross-section of wellbore 100 within subterranean 

formation 105.  Id. at 8:45–46, 12:56–57.  “[W]ellbore 100 includes an 
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existing cased section 110 having a tubular casing 115 and an annular outer 

layer of cement 120.”  Id. at 12:57–59.  Figure 1 also shows drill string 125 

extending wellbore 100 by forming new section 130.  Id. at 12:60–63.  

Figure 2 is reproduced below. 

 
Figure 2 shows “apparatus 200 for forming a wellbore casing” disposed in 

new section 130 of wellbore 100.  Id. at 12:64–66.  “Apparatus 200 

preferably includes an expandable mandrel or pig 205, a tubular member 

210, a shoe 215, a lower cup seal 220, an upper cup seal 225, a fluid passage 
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230, a fluid passage 235, a fluid passage 240, seals 245, and a support 

member 250.”  Id. at 12:66–13:4.  “For typical tubular member 210 

materials, the length of the tubular member 210 is preferably limited to 

between about 40 to 20,000 feet in length.”  Id. at 13:39–42.  Figure 4 is 

reproduced below. 

 
Figure 4 shows non-hardenable fluidic material 306 pumped into and 

pressurizing interior region 310.  Id. at 17:5–7.   
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Cook explains that  

Once the interior region 310 becomes sufficiently pressurized, 
the tubular member 210 is extruded off of the expandable 
mandrel 205. During the extrusion process, the expandable 
mandrel 205 may be raised out of the expanded portion of the 
tubular member 210. In a preferred embodiment, during the 
extrusion process, the mandrel 205 is raised at approximately the 
same rate as the tubular member 210 is expanded in order to keep 
the tubular member 210 stationary relative to the new wellbore 
section 130. 

Id. at 17:13–22.  Cook also discloses that 
an apparatus is provided that includes a tubular assembly having 
a first tubular member, a second tubular member, and a threaded 
connection for coupling the first tubular member to the second 
tubular member. The threaded connection includes one or more 
sealing members for sealing the interface between the first and 
second tubular members. The tubular assembly is formed by the 
process of radially expanding the tubular assembly. 

Id. at 8:30–38. 
2. Discussion 

Petitioner asserts that Cook discloses all of the limitations of claims 4, 

6, 35, 36, 39, and 43.  Pet. 37–48.  Based on its position that claims 4 and 35 

require a pre-expansion seal (as discussed above in Section V.B), Patent 

Owner argues that Petitioner has not shown that Cook anticipates any of the 

challenged claims.  PO Resp. 37–41.  Patent Owner does not otherwise 

dispute Petitioner’s assertion that Cook anticipates claims 4, 6, 35, 36, 39, 

and 43.13  See generally id.   

                                     
13 Patent Owner mentions secondary considerations of non-obviousness, but 
this is inapposite to Petitioner’s anticipation challenge.  See Prelim. Resp. 
70. 
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Having reviewed the parties’ arguments and evidence, we determine 

Petitioner has shown by a preponderance of the evidence that Cook 

anticipates the challenged claims.  We turn first to independent claim 4, 

followed by independent claim 35 and the challenged dependent claims.  

a) Claim 4 

(1) Preamble 

Claim 4’s preamble recites “[a] method for forming a seal between 

telescopically and threadedly engaged, tubular bodies comprising.”  

Ex. 1001, 14:37–38.  Arguing that Cook discloses this, Petitioner explains 

that  

Cook discloses connections that form a seal between 
telescopically and threadably engaged tubular bodies. EX1003 
152:30-33 (“[t]he expandable threaded connection 4500 includes 
a first tubular member 4505, a second tubular member 4510, a 
threaded connection 4515, an O-ring groove 4520, and an O-ring 
4525.”); EX1003 8:30-38 (“The threaded connection includes 
one or more sealing members for sealing the interface between 
the first and second tubular members.”); EX1032 293:6-9, 17:15-
17. 

Pet. 38 (alterations in original).  Petitioner argues that Cooks first tubular 

member 4505 and second tubular member 4510 correspond to the tubular 

bodies recited in the preamble.  Id. at 39.  To the extent the preamble of 

claim 4 is limiting, we determine that Petitioner has shown by a 

preponderance of the evidence that Cook discloses the preamble.14 

                                     
14 Neither party presents an argument regarding whether the preamble is 
limitation, so we need not and do not determine whether the preamble is 
limiting. 

Case 4:22-cv-00965   Document 51-7   Filed on 06/30/23 in TXSD   Page 52 of 64

Petitioner Ensign 
Exhibit 1057 - 264 of 338



PUBLIC VERSION – REDACTED 
IPR2020-01580 
Patent 6,409,175 B1 

52 
PUBLIC VERSION – REDACTED 

(2) Claim limitation 4a 

Claim limitation 4[a] recites “disposing a seal component in an 

overlapping annular area between first and second telescopically and 

threadedly engaged tubular bodies.”  Ex. 1001, 14:39–41.  In asserting that 

Cook discloses this limitation, Petitioner argues that “O-ring 4525 (the ‘seal 

component’) is disposed in a ‘pin-and-box threaded connection’ (the 

‘overlapping annular area’) of tubular members 4505 and 4510.  EX1003 

152:43-62; EX1032 293:16-294:5 EX1002 ¶¶117-18.”  Pet. 39. 

Patent Owner argues that Petitioner fails to show that Cook discloses 

claim limitation 4[a] because “Petitioner expressly admits Cook fails to form 

a seal prior to radial expansion.”  PO Resp. 38.  This argument rests on 

Patent Owner’s argument that claim 4 requires a pre-expansion seal.  For the 

reasons explained in Section V.B above, claim 4 does not require a pre-

expansion seal.  Given this, based on the full record, we determine that 

Petitioner has shown by a preponderance of the evidence that Cook discloses 

limitation 4a. 

(3) Claim limitation 4b 

Claim limitation 4b recites “radially expanding said first and said 

second tubular bodies to compress said seal component for forming a seal 

between said first and second tubular bodies in said overlapping annular 

area.”  Ex. 1001, 14:42–45.  Petitioner argues that Cook discloses this 

limitation because  

[a person of ordinary skill in the art] would understand Cook 
teaches that O-ring 4525 is compressed to form a seal during the 
radial expansion (i.e., the o-ring does not provide a pre-
expansion seal). EX1002 ¶¶119-23.  The specification states that 
“[t]he volumetric size of the O-ring groove 4520 is preferably 
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selected to permit the O-ring 4525 to expand at least 
approximately 20% in the axial direction during the radial 
expansion process.” 

Pet. 40 (second alteration in original). 

Patent Owner argues that “because Petitioner fails to show in Cook a 

pre-expansion seal, Cook can also not teach or suggest the ‘radially 

expanding’ element 4[b].”  PO Resp. 38.  This argument rests on Patent 

Owner’s argument that claim 4 requires a pre-expansion seal.  For the 

reasons explained in Section V.B above, claim 4 does not require a pre-

expansion seal.  Given this, based on the full record, we determine that 

Petitioner has shown by a preponderance of the evidence that Cook discloses 

limitation 4b. 

3. Independent Claim 35 

a) Preamble 

Claim 35’s preamble recites “[a] method for sealing a connection 

between adjoining tubular pipe bodies in a string of well pipe for use in a 

wellbore, comprising.”  Ex. 1001, 17:49–51.  Arguing that Cook discloses 

this, Petitioner refers to the Petition’s discussion of claim 4’s preamble, 

explaining that 

[t]he threadedly engaged first tubular member 4505 and second 
tubular member 4510 are the “adjoining tubular pipe bodies.”  
The threaded connection, which is sealed after expansion 
(EX1003 153:4- 7; EX1032 294:11-14), is the connection. 

Cook further teaches connecting multiple tubular 
members in a “string of well pipe” as claimed: “[T]he expandable 
threaded connections 4300, 4500, 4700, and/or 4900 are used in 
combination with one or more of the embodiments illustrated in 
FIGS. 1-24E in order to optimally expand a plurality of tubular 
members coupled end to end….”  EX1003 154:58-62 
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(emphasis added); 12:43-48 (similar); EX1032 297:23-27, 26:3-
7.  Many of these embodiments are used to form “wellbore 
casings,” (EX1003 11:6-12:53; EX1032 23:2-26:9), which 
consist of adjoining tubular pipe bodies in a string of casing (i.e., 
well pipe).  EX1002 ¶¶130. 

Pet. 43–44 (second two alterations in original).  To the extent the preamble 

of claim 35 is limiting, we determine that Petitioner has shown by a 

preponderance of the evidence that Cook discloses the preamble.15 

b) Limitation 35a 

Limitation 35a recites “disposing a sealing component on one or both 

of a first axial end of a first tubular pipe body and a second axial end of a 

second tubular pipe body.”  Ex. 1001, 17:52–54.  Addressing this limitation, 

Petitioner refers to the Petition’s arguments about limitation 4a, explaining 

that 

O-ring 4525 (the “sealing component”) is disposed in O-ring 
groove 4520 that is formed on the interior wall 4540 of the box 
connection of the second tubular member 4510 (the claimed 
“second axial end of a second tubular pipe body”).  The 
“threaded connection 4515 [of the first and second tubular 
members] comprises a pin-an-box threaded connection.” 
EX1003 152:53- 55; EX1032 293:23-26. This is shown in 
annotated Fig. 28 . . . . 

Pet. 44–45 (first alteration in original).  Based on the full record, we 

determine that Petitioner has shown by a preponderance of the evidence that 

Cook discloses limitation 35a. 

                                     
15 Neither party presents an argument regarding whether the preamble is 
limiting, so we need not and do not determine whether the preamble is 
limiting. 
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c) Limitation 35b 

Limitation 35b recites “engaging said first axial end of said first 

tubular pipe body within said second axial end of said second tubular pipe 

body whereby an annular area containing said sealing component is defined 

between said first and said second axial ends.”  Ex. 1001, 17:55–59.  

Addressing this limitation, Petitioner refers to the Petition’s discussion of 

limitation 35a, explaining that “[t]he pin of first tubular member 4505 is 

engaged within the box of second tubular member 4510.  Further, O-ring 

4525 is contained within the threaded connection 4515 (which is the annular 

area defined between the pin-and-box connection).  This too is shown in 

annotated Fig. 28 . . . .”  Pet. 45. 

Patent Owner argues that Petitioner fails to show that Cook discloses 

claim limitation 35b because “Petitioner expressly admits Cook fails to form 

a seal prior to radial expansion.”  PO Resp. 41.  This argument rests on 

Patent Owner’s argument that claim 35 requires a pre-expansion seal.  For 

the reasons explained in Section V.B above, claim 35 does not require a pre-

expansion seal.  Based on the full record, we determine that Petitioner has 

shown by a preponderance of the evidence that Cook discloses limitation 

35b. 

d) Limitation 35c 

Limitation 35c recites “disposing said string of well pipe in a 

surrounding well bore.”  Ex. 1001, 18:1–2.  Addressing this limitation, 

Petitioner refers to the Petition’s discussion of claim 35’s preamble, 

explaining that, “[t]he disclosed wellbore casings that form a string of well 

pipe are disposed in a surrounding wellbore.”  Pet. 46 (citing Ex. 1002 
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¶¶ 135–136; Ex. 1003, Fig. 4).  Patent Owner does not argue that Cook fails 

to disclose limitation 35c.  Based on the full record, we determine that 

Petitioner has shown by a preponderance of the evidence that Cook discloses 

limitation 35c. 

e) Limitation 35d 

Limitation 35d recites “radially expanding said first and said second 

axial ends toward said surrounding well bore to compress said sealing 

component between said first tubular pipe body and said second tubular pipe 

body to seal the annular area between said first tubular pipe body and said 

second tubular pipe body.”  Ex. 1001, 18:3–8.  Addressing this limitation, 

Petitioner refers to the Petition’s discussion of limitation 35a, arguing that 

Cook “teach[es] the pin and box ends of tubular members 4505 and 4510 are 

the claimed first and second axial ends.”  Pet. 46.  Referring to the Petition’s 

discussion of limitation 4b, the Petition adds that Cook “teach[es] radially 

expanding tubular members 4505, 4510 toward the wellbore and 

compressing O-ring 4525 during the radial expansion so that it forms a seal 

in the threaded connection 4515.”  Id. at 46–47. 

Patent Owner argues that “because Petitioner fails to show in Cook a 

pre-expansion seal, Cook can also not teach or suggest the ‘radially 

expanding’ element 35[d].”  PO Resp. 41.  This argument rests on Patent 

Owner’s argument that claim 35 requires a pre-expansion seal.  For the 

reasons explained in Section V.B above, claim 35 does not require a pre-

expansion seal.  Given this, based on the full record, we determine that 

Petitioner has shown by a preponderance of the evidence that Cook discloses 

limitation 35d. 
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4. Dependent Claims 6, 36, 39, and 43 

Petitioner explains in detail why it believes Cook anticipates 

dependent claims 6, 36, 39, and 43, citing documentary and testimonial 

evidence.  Pet. 43, 47–48.  Aside from its arguments regarding independent 

claims 4 and 35, Patent Owner does not dispute Petitioner’s argument that 

Cook anticipates dependent claims 6, 36, 39, and 43.  See generally PO 

Resp.  Based on the full record, we determine Petitioner has shown by a 

preponderance of the evidence that Cook anticipates claims 6, 36, 39, and 

43. 

D. GROUNDS 2–7 

Grounds 2–7 challenge the patentability of claims 6, 36, 39, and 43.  

Pet. 7–8.  Because we determine that all of these claims are unpatentable as 

anticipated by Cook, we do not reach Grounds 2–7.  See SAS Inst. Inc. v. 

Iancu, 138 S. Ct. 1348, 1359 (2018) (holding a petitioner “is entitled to a 

final written decision addressing all of the claims it has challenged”). 

E. MOOT ARGUMENTS REGARDING ANTICIPATION BY COOK 

As discussed above in Sections V.B and V.C, Petitioner persuades us 

that the challenged claims do not require a pre-expansion seal (contrary to 

Patent Owner’s arguments), and that Cook anticipates the challenged claims 

so-construed.  Additionally, Petitioner argues in the alternative that “[Patent 

Owner] [c]oncedes [a]ntipation [e]ven [u]nder [i]ts [c]onstructions.”  Pet. 

Reply 19–20.  In other words, Petitioner argues in the alternative that Patent 

Owner concedes Cook anticipates the challenged claims, even if the 

challenged claims require a pre-expansion seal, as asserted by Patent Owner.  

Petitioner advances multiple bases for this position.   
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For example, Petitioner argues that “during prosecution of Cook, 

[Patent Owner] copied Challenged Claims 4, 6, 35, 36, 39, and 43 into Cook 

as new claims 25, 27, 38, 39, 40, and 43, respectively, and represented that 

‘new claims 23-56 recite additional aspects of [Cook’s] invention.’”  Id. 

(second alteration in original).  According to Petitioner, this constitutes a 

representation to the Office that Cook contained written description support 

for claims 4, 6, 35, 36, 39, and 43 of the ’175 patent.  Id. at 19.  Accordingly, 

Petitioner argues that “[w]hatever the Challenged Claims cover, Cook 

necessarily anticipates them.”  Id.  Petitioner adds that 

[s]econd, in the Litigation, PO provided a sworn 
interrogatory answer that Cook teaches an initial seal at makeup 
that is further formed or maintained during radial expansion. 
EX1052. Interrogatory 36 requests that PO identify every 
passage in Cook that supports the following claim limitation in 
Cook: “one or more sealing members disposed within the 
annular chamber for sealing the interface between the first and 
second tubular members before, during, and after a radial 
expansion and plastic deformation of the first and second tubular 
members.” Id., 7. PO’s sworn answer under oath identifying 
multiple passages in Cook teaching this limitation is a binding 
admission that Cook anticipates even under PO’s untenable 
constructions.  Moreover, PO’s own expert also testified that 
Cook discloses the “initial seal” limitation and that he did not 
evaluate whether Cook anticipates based on his own 
understanding of Cook.  EX1050, 16:5-17:2, 17:20-18:1, 20:22-
22:10. 

Id. at 20. 

Patent Owner counters that  

Petitioner argued in its Petition that the o-ring at issue in Cook 
(U.S. Patent No. 6,604,763) “does not provide a seal prior to 
expansion” See Paper 2, pp. 40-41.  The Board instituted this 
proceeding on this theory.  Further, Patent Owner relied on 
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Petitioner’s theory to develop its arguments of validity to the 
Board, which it presented months ago.  Petitioner now argues 
that there is a seal in the Cook reference, a 180-degree change in 
position. This is improper under PTAB procedure, and it is 
prejudicial to Patent Owner (not to mention to the Board, which 
instituted on Petitioner’s earlier theory that Cook lacked a pre-
expansion seal).  In its Reply, Petitioner has now submitted 
additional evidence to “prove” its new theory.  See Reply, pp. 18-
20 (citing, evidence from the parallel litigation, including Dr. 
Wooley’s testimony).  This is improper and should be rejected. 

PO Sur-reply 2–3 (footnote omitted).  These arguments are moot, given that 

Petitioner persuades us that Patent Owner’s proposed construction of 

independent claims 4 and 35 is not correct. 
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VII. ORDER 

In consideration of the foregoing, it is: 

ORDERED that claims 4, 6, 35, 36, 39, and 43 have been shown, by a 

preponderance of the evidence, to be unpatentable;  

FURTHER ORDERED that Petitioner’s Motion to Exclude is 

dismissed as moot; 

FURTHER ORDERED that Patent Owner’s Motion to Exclude is 

dismissed-in-part and denied-in-part; 

FURTHER ORDERED that Petitioner’s first Motion to Seal is 

granted; 

                                     
20 As explained above in Section V.D, we do not reach this challenge. 
21 As explained above in Section V.D, we do not reach this challenge. 
 

knowledge of a 
[person of 
ordinary skill in 
the art],” the ’799 
Publication20 

4, 6, 35, 36, 
39, 43 

102(b) Owen21   

4, 6, 35, 36, 
39, 43 

103(a) Owen, “in view 
of the knowledge 
of a person of 
ordinary skill in 
the art”22 

  

Overall 
Outcome 

  4, 6, 35, 36, 
39, 43 
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FURTHER ORDERED that Petitioner’s second Motion to Seal is 

granted; 

FURTHER ORDERED that the default Protective Order submitted 

with Petitioner’s first Motion to Seal and Second Motion to Seal is entered; 

and 

FURTHER ORDERED that, because this is a Final Written Decision, 

the parties to the proceeding seeking judicial review of the decision must 

comply with the notice and service requirements of 37 C.F.R. § 90.2. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

WEATHERFORD U.S., L.P., 
Petitioner, 

v. 

ENVENTURE GLOBAL TECHNOLOGY, INC., 
Patent Owner. 

 

IPR2020-01648 
Patent 7,290,616 B2 

 

Before MEREDITH C. PETRAVICK, HYUN J. JUNG, and  
NEIL T. POWELL, Administrative Patent Judges. 

POWELL, Administrative Patent Judge.  

JUDGMENT 
Final Written Decision 

Determining All Challenged Claims Unpatentable 
35 U.S.C. § 318(a) 

 
Granting Patent Owner’s Motion to Deem the Filing of Its Exhibits As 

Timely (Paper 28) 
37 C.F.R. § 42.5(c)(3) 

Dismissing Petitioner’s Motion to Submit Supplemental Information 
(Papers 39, 40) 

37 C.F.R. § 42.123(b) 
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Dismissing Petitioner’s Motion to Exclude (Paper 45) 
Denying-in-Part and Dismissing-in-Part Patent Owner’s Motion to Exclude 

(Paper 46) 
37 C.F.R. § 42.64(c) 

Granting Motions to Seal (Papers 4, 5, 12, 33, 41, 43, 54) 
37 C.F.R. § 42.64(c) 

I. INTRODUCTION 

A. BACKGROUND 

Weatherford U.S., L.P. (“Petitioner”) filed a Petition for inter partes 

review of claims 1 and 5 of U.S. Patent No. 7,290,616 B2 (Ex. 1001, “the 

’616 patent”).  Papers 2, 31 (“Pet.”).  Enventure Global Technology, Inc. 

(“Patent Owner”) filed a Preliminary Response.  Papers 10, 112 (“Prelim. 

Resp.”).  Pursuant to 35 U.S.C. § 314, we instituted an inter partes review of 

claims 1 and 5 of the ’616 patent on all presented challenges.  Paper 20 

(“Institution Decision” or “Inst. Dec.”), 2, 35–36, 40–41. 

After institution, Patent Owner filed a Response (Paper 23, “PO 

Resp.”), to which Petitioner filed a Reply (Papers 31, 323, “Pet. Reply”), and 

Patent Owner thereafter filed a Sur-reply (Paper 35, “PO Sur-reply”). 

                                     
1 Paper 2 is a private, unredacted version of the Petition, and Paper 3 is a 
public, redacted version of the Petition. 
2 Paper 10 is a private, unredacted version of the Preliminary Response, and 
Paper 11 is a public, redacted version of the Preliminary Response. 
3 Paper 31 is a private, unredacted version of the Reply, and Paper 32 is a 
public, redacted version of the Reply. 
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Patent Owner also filed a Motion to Deem the Filing of Its Exhibits 

As Timely (Paper 28), and Petitioner filed a Non-Opposition to Patent 

Owner’s Motion to Deem the Filing of Its Exhibits As Timely (Paper 29). 

Petitioner also filed a Motion to Submit Supplemental Information.  

(Papers 39, 404, “Mot. Sub. Sup. Inf.”); Patent Owner filed a Response to 

Petitioner’s Motion to Submit Supplemental Information (Paper 42, “Resp. 

Mot. Sub. Sup. Inf.”); and Petitioner filed a Reply in Support of Motion to 

Submit Supplemental Information (Paper 48, “Rep. Mot. Sub. Sup. Inf.”). 

Additionally, Petitioner filed a Motion to Exclude (Paper 45, “Pet. 

Mot. Excl.”); Patent Owner filed a Response to Petitioner’s Motion to 

Exclude (Paper 49, “Resp. Pet. Mot. Excl.”); and Petitioner filed a Reply to 

Patent Owner’s Response (Paper 50, “Reply Pet. Mot. Excl.”). 

Also, Patent Owner filed a Motion to Exclude (Paper 46, “PO Mot. 

Excl.”); Petitioner filed an Opposition to Patent Owner’s Motion to Exclude 

(Paper 47, “Opp. PO Mot. Excl.”); and Patent Owner filed a Reply to 

Petitioner’s Opposition (Paper 51, “Reply PO Mot. Excl.”). 

The parties also submitted a number of unopposed Motions to Seal.  

Papers 4, 5, 12, 33, 41, 43, 54. 

An oral hearing was held in this proceeding on January 20, 2022.  

Papers 57, 585 (“Tr.”). 

                                     
4 Paper 39 is a private, unredacted version of the Motion to Submit 
Supplemental Information, and Paper 40 is a public, redacted version of the 
Motion to Submit Supplemental Information. 
5 Paper 57 is a private, unredacted version of the Transcript, and Paper 58 is 
a public, redacted version of the Transcript. 

Case 4:22-cv-00965   Document 51-8   Filed on 06/30/23 in TXSD   Page 4 of 62

Petitioner Ensign 
Exhibit 1057 - 280 of 338



PUBLIC VERSION – REDACTED 
IPR2020-01648 
Patent 7,290,616 B2 

4 
PUBLIC VERSION – REDACTED 

We have jurisdiction under 35 U.S.C. § 6.  This Decision is a final 

written decision under 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73.  For the 

reasons below, we determine that Petitioner has shown by a preponderance 

of the evidence that claims 1 and 5 are unpatentable. 

B. RELATED PROCEEDINGS 

The parties note that the ’616 patent is involved in Enventure Global 

Technology, Inc. v. Weatherford U.S., L.P. and Weatherford Technology 

Holdings, LLC, Civil Action No. 4:19-cv-02397 (S.D. Tex. 2019) (“the 

Litigation”).  Pet. 8; Paper 9, 1.  The parties also identify as related matters 

IPR2020-01580, IPR2020-01661, IPR2020-01666, IPR2020-01684, and 

IPR2020-01700.  Pet. 8; Paper 9, 1.     

C. THE ’616 PATENT 

The ’616 patent relates to wellbore casings.  Ex. 1001, 10:7.  The ’616 

patent explains that, conventionally, wellbore casings are installed in a 

wellbore to hold the wellbore open and prevent undesirable fluid 

transmission between the wellbore and the surrounding formation.  Id. at 

10:10–14.  The ’616 patent elaborates that  

[t]he borehole is drilled in intervals whereby a casing which is to 
be installed in a lower borehole interval is lowered through a 
previously installed casing of an upper borehole interval.  As a 
consequence of this procedure the casing of the lower interval is 
of smaller diameter than the casing of the upper interval.  Thus, 
the casings are in a nested arrangement with casing diameters 
decreasing in downward direction.  Cement annuli are provided 
between the outer surfaces of the casings and the borehole wall 
to seal the casings from the borehole wall.  As a consequence of 
this nested arrangement a relatively large borehole diameter is 
required at the upper part of the wellbore.  Such a large borehole 
diameter involves increased costs due to heavy casing handling 
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equipment, large drill bits and increased volumes of drilling fluid 
and drill cuttings.  Moreover, increased drilling rig time is 
involved due to required cement pumping, cement hardening, 
required equipment changes due to large variations in hole 
diameters drilled in the course of the well, and the large volume 
of cuttings drilled and removed. 

Id. at 10:14–33.  The ’616 patent then states that “[t]he present 

invention is directed to overcoming one or more of the limitations of 

the existing procedures for forming wellbores and wellheads.”  Id. at 

10:34–36. 

The ’616 patent discloses a method and apparatus for deforming 

plastically a tubular liner inside a wellbore.  Id. at 11:51–52.  This method 

and apparatus serve to couple a radially expandable tubular member to a 

cased or open hole section of a wellbore.  Id. at 11:53–56.  It allows forming 

or repairing a pipeline, a wellbore casing, or a structural support.  Id. at 

11:56–58. 

The ’616 patent discusses details of an embodiment in connection 

with Figures 1 and 1a–1d.  Figures 1 and 1a–1d are reproduced below. 
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“[Figures 1 and 1a–1d] are fragmentary cross-sectional illustrations of an 

embodiment of a liner hanger.”  Id. at 11:24–25. 

Figure 1 shows apparatus 100 as a whole, and Figures 1a–1d provide 

enlarged views of different portions of apparatus 100.  See id. at Figs. 1, 1a–

1d, 11:60–13:58.  Apparatus 100 includes tubular hanger joint 105 and 

tubular expansion cone launcher 110 coupled to one another.  Id. at 11:60–

63. 

As shown in Figure 1a, tubular hanger joint 105 includes first section 

105a, first transition section 105b, intermediate section 105c, second 

transition section 105d, and second section 105e.  Id. at 11:63–66.  “The 

outside diameter of the first and second sections, 105a and 105e, are 

preferably less than the outside diameter of the intermediate section 105c.”  

Id. at 11:67–12:2. 

As shown in Figure 1b, expansion cone launcher 110 comprises upper 

tubular portion 110a, intermediate tubular portion 110b, and lower tubular 

portion 110c.  Id. at 12:9–11.  Expansion cone launcher 110 holds expansion 

cone assembly 115.  Id. at 12:20–21.  Expansion cone 135 mates with the 

inside of expansion cone launcher 110.  Id. at 12:39–41.  Internal 

passages 120c and 125a extend through tubular coupling 120 and first 

tubular support 125, respectively.  Id. at 12:26–30.  Tubular support 125 also 

includes openings 125ca and 125cb.  Id. at 12:29–31.  Additionally, 

longitudinal passages 150a and 150b extend through fourth tubular support 

150.  Id. at 12:56–60.  The ’616 patent explains that 

[b]urst discs 165a and 165b are received within the openings 
125ca and 125cb of the first tubular support member 125 in order 

Case 4:22-cv-00965   Document 51-8   Filed on 06/30/23 in TXSD   Page 9 of 62

Petitioner Ensign 
Exhibit 1057 - 285 of 338



PUBLIC VERSION – REDACTED 
IPR2020-01648 
Patent 7,290,616 B2 

9 
PUBLIC VERSION – REDACTED 

to controllably permit fluidic materials to pass from the passage 
125 into a first annular region 170 defined by the annular region 
between the first tubular support member 125, the second tubular 
support member 130, and the sixth tubular support member 160, 
the passages 150a and 150b, and a second annular region 175 
defined by the annular region between the second tubular support 
130, the third tubular support 145 and the fifth tubular support 
155. 

Id. at 13:4–13. 

Expansion cone launcher 110 and expansion cone assembly 115 also 

couple to shoe assembly 180.  Id. at 13:14–16.  Shoe assembly 180 includes 

tubular support member 185.  Id. at 13:16–17.  “The tubular support 

member 185 further includes an internal passage 185c for conveying fluidic 

materials that includes a restriction 185ca for receiving a conventional wiper 

plug, or other similar device, and a plurality of radially directed ribs 185d.”  

Id. at 13:25–29. 

In use, apparatus 100 is placed within a wellbore.  Id. at 14:29–31.  

The ’616 patent discusses this use in connection with Figures 2a–2d.  

Figures 2a and 2b are reproduced below. 
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Figures 2a and 2b are fragmentary cross-sectional views of apparatus 100 
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placed within wellbore 220 in subterranean formation 225.  Id. at 11:26–28, 

14:29–31. 

Figure 2a illustrates an embodiment in which 

the intermediate section l05c of the tubular hanger joint 105 
includes sealing members, 105fa and 105fb, positioned between 
corresponding pairs of ribs, 105gaa and 105gba, and 105gab and 
105gbb, respectively, for sealing the interface between the 
intermediate section of the tubular hanger joint and another 
preexisting structure such as, for example, a wellbore casing.  In 
an exemplary embodiment, the ribs, 105gaa, 105gba, 105gab, 
and 105gbb, are formed integrally to the intermediate section 
105c of the tubular hangar joint 105. 

Id. at 14:50–60.  

After apparatus 100 is placed within wellbore 220, a process may be 

undertaken to radially expand expansion cone launcher 110 and expandable 

tubular member 105.6  Id. at 14:61–15:41.  A stage of this process is shown 

in Figure 5b.  Figure 5b is reproduced below. 

                                     
6 The ’616 patent uses the terms “tubular hanger joint 105” and “tubular 
member 105” interchangeably.  E.g., Ex. 1001, 14:44–57.  We also use these 
terms interchangeably. 
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Figure 5b shows “a conventional dart, ball or other similar device 245 . . . 

positioned in the restriction 185ca in the passage 185c of the tubular 

support 185.”  Id. at 15:9–12.  As a result, “the region above the restriction 

185ca is fluidicly isolated from the region below the restriction.”  

Id. at 15:13–14. 

Then, injection of fluidic material continues, raising the pressure 

upstream of restriction 185ca.  Id. at 15:14–18.  This ruptures at least one of 

rupture discs 165a and 165b.  Id. at 15:18–20.  This allows pressurized fluid 

to “flow through the passages 125ca and 125cb into the passages 170, 150a, 

150b, and 175.”  Id. at 15:20–22. 

Then, after certain releasable couplings decouple, continued 

application of fluid pressure moves expansion cone assembly 115 in the 

longitudinal direction away from shoe assembly 180.  Id. at 15:23–27.  
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According to the ’616 patent, 

[i]n this manner, the expansion cone launcher 110 and the 
expandable tubular member 105 are radially expanded and 
thereby plastically deformed.  In a preferred embodiment, the 
expansion cone launcher 110 and the expandable tubular member 
105 are radially expanded into contact with the interior surface 
of the wellbore 220, or other tubular member such as, for 
example, a wellbore casing, a pipeline, or a structural support. 

Id. at 15:27–35. 

D. ILLUSTRATIVE CLAIM 

Of the challenged claims, claim 1 is independent.  Claim 5 depends 

from claim 1.  Claim 1 is illustrative and is reproduced below with certain 

reformatting:7 

1. A method of coupling a radially expandable tubular 
member to a preexisting structure, comprising:  
[1a] positioning the tubular member and an expansion device 

within the preexisting structure;  
[1b] injecting fluidic materials into the tubular member;  
[1c] sensing the operating pressure of the fluidic materials; and  
[1d] radially expanding the tubular member into contact with the 

preexisting structure when the sensed operating pressure 
exceeds a predetermined amount by displacing the 
expansion device relative to the tubular member. 

Ex. 1001, 17:16–26.   

                                     
7 We have numbered the claim limitations with the same numbers used by 
the Petition to identify claim 1’s limitations. 
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II. PATENT OWNER’S MOTION TO DEEM THE FILING OF ITS 
EXHIBITS AS TIMELY 

Patent Owner filed an unopposed Motion to Deem the Filing of Its 

Exhibits as Timely.  Paper 28; Paper 29.  Patent Owner explains that it 

timely served Petitioner with Exhibits 2006–2011, but did not file those 

Exhibits with the Board until fifteen minutes after midnight of the due date, 

as a result of “technical problems with counsel’s home connection to the 

secured VPN and shared network drive where the Exhibits were located.”  

Paper 28, 2, 4.  Patent Owner persuades us that good cause exists to deem 

Patent Owner’s filing of the exhibits timely.  Patent Owner’s Motion to 

Deem the Filing of Its Exhibits as Timely is granted.  

III. PETITIONER’S MOTION TO SUBMIT SUPPLEMENTAL 
INFORMATION 

Petitioner filed a Motion to Submit Supplemental Information.  

Papers 39, 40.  In this Motion, Petitioner seeks to submit an excerpt from Dr. 

Wooley’s expert report from the Litigation.  Id. at 1.  Petitioner argues that 

the excerpt from Dr. Wooley’s expert report undermines Patent Owner’s 

arguments in this proceeding.  Id. at 2–3.  As explained below in 

Section VII, Petitioner has demonstrated by a preponderance of the evidence 

that challenged claims 1 and 5 are unpatentable, without the need to rely on 

Dr. Wooley’s expert report from the Litigation.  Accordingly, we dismiss 

Petitioner’s Motion to Submit Supplemental Information as moot. 

IV. PETITIONER’S MOTION TO EXCLUDE 

Petitioner’s Motion to Exclude seeks to exclude Exhibits 2009–2011.  

Pet. Mot. Excl. 1.  Because we do not rely on these exhibits, we dismiss 

Petitioner’s Motion to Exclude as moot. 
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V. PATENT OWNER’S MOTION TO EXCLUDE 

In its Motion to Exclude, Patent Owner seeks exclusion of 

Exhibit 1048 (PO Mot. Excl. 2–7), “the cited portions of [Exhibit 1049]” (id. 

at 8–9), and Exhibit 1051 (id. at 9). 

A. EXHIBIT 1048. 

Exhibit 1048 is Mr. Chambers’ Supplemental Declaration, filed with 

Petitioner’s Reply.  Patent Owner argues that the Supplemental Declaration 

“contains new matter outside the scope of the Petition, and goes beyond 

merely ‘replying’ to [Patent Owner]’s Response.  Specifically, Mr. 

Chambers provided new information on his credentials and new bases 

attempting to save Petitioner’s argument concerning radial expansion and 

plastic deformation.”  Id. at 3. 

Patent Owner argues that the testimony in Mr. Chambers’ 

Supplemental Declaration about his background goes beyond the scope of 

the Petition and beyond responding to arguments in Patent Owner’s 

Response.  Id. at 3–4.  Patent Owner also argues that the testimony in Mr. 

Chambers’ Supplemental Declaration about his background is misleading, 

confusing, and unfairly prejudicial.  Id. at 5–6. 

Patent Owner also argues that testimony in Mr. Chambers’ 

Supplemental Declaration about “into contact with” goes beyond the scope 

of the Petition.  Id. at 4.  Patent Owner adds that this testimony is 

misleading, confusing, and unfairly prejudicial.  Id. at 7. 

In response, Petitioner asserts that “[i]n its Patent Owner Response, 

[Patent Owner] proposed constructions adding new limitations to the 

challenged claims and a narrow definition of a [person of ordinary skill in 
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the art].”  Opp. PO Mot. Excl. 1.  Petitioner argues that Patent Owner’s 

complaints about Exhibit 1048 going beyond the scope of the Petition and 

beyond responding to the Patent Owner Response are not properly the 

subject of a motion to exclude.  Id. at 2–3.  Instead, Petitioner asserts, Patent 

Owner should have sought authorization for a motion to strike.  Id.  

Additionally, Petitioner argues that Mr. Chambers’ Supplemental 

Declaration is directly responsive to the arguments in Patent Owner’s 

Response that “Mr. Chambers lacks the appropriate insight of a [person of 

ordinary skill in the art] regarding drilling technology at the time of the 

invention.”  Id. at 3 (quoting PO Resp. 24).  Petitioner similarly argues that 

Mr. Chambers’ testimony about “direct contact” and “plastic deformation” is 

proper rebuttal to arguments in Patent Owner’s Response and testimony in 

Dr. Wooley’s declaration.  Id. at 4–5.  Petitioner also argues that, contrary to 

Patent Owner’s assertions, the testimony in Mr. Chambers’ Supplemental 

Declaration is relevant, not unfairly prejudicial, and not confusing.  Id. at 6–

9. 

Patent Owner counters that the testimony in Mr. Chambers’ 

Supplemental Declaration regarding his background relates to experience 

after the relevant timeframe of the claimed invention.  Reply PO Mot. 

Excl. 1–2.  Patent Owner adds that “Mr. Chambers’ newly-identified 

experience does not tend to make his insight of a [person of ordinary skill in 

the art] more or less probable, and it is cumulative, confusing, and 

misleading, thereby outweighing any probative value of such evidence.”  Id. 

at 2. 
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Patent Owner does not persuade us that exclusion of any portion of 

Mr. Chambers’ Supplemental Declaration is warranted.  Weighing the 

parties’ arguments, Petitioner persuades us that the testimony in Mr. 

Chambers’ Supplemental Declaration does not go beyond the scope of a 

proper response to the arguments in Patent Owner’s Response.  Regarding 

Patent Owner’s concerns about the extent of Mr. Chambers’ relevant 

experience and the allegedly confusing, misleading, and unfairly prejudicial 

nature of the testimony, we determine those arguments go to the proper 

weight to be afforded the testimony.  In an inter partes review in which we 

both decide admissibility and serve as the fact-finder, we are well-positioned 

to determine and assign appropriate weight to evidence presented, and we 

recognize that a complete record of the evidence is preferable to facilitate 

public access as well as appellate review.  See, e.g., Sony Computer Entm’t 

Am. LLC v. Game Controller Tech. LLC, IPR2013-00634, Paper 32 at 31 

(PTAB Apr. 14, 2015).  Cognizant of all of Patent Owner’s concerns about 

Mr. Chambers’ background and testimony, we have given his testimony 

appropriate weight when weighing the record evidence. 

B. EXHIBIT 1049 

Exhibit 1049 is a transcript of a deposition of Dr. Wooley.  Patent 

Owner argues that  

the cited portions of Dr. Wooley’s deposition transcript . . . 
contain irrelevant information that is beyond the scope of the 
Petition.  Even if it were relevant (it is not), the information is 
unfairly prejudicial, confusing, misleading to the fact finder, a 
waste of time and/or cumulative, and should be excluded. 

PO Mot. Excl. 8.  Patent Owner argues that Petitioner cites Dr. Wooley’s 

testimony to support new positions not presented in the Petition or in Mr. 
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Chambers’ first Declaration.  Id.  Patent Owner also objects that the portions 

of Dr. Wooley’s deposition testimony are “irrelevant to the Petition, 

confusing and/or misleading to the fact finder, and should be excluded.”  Id. 

at 8. 

Petitioner responds that it used Dr. Wooley’s deposition testimony to 

demonstrate Dr. Wooley had less experience than Mr. Chambers, to show 

Dr. Wooley received a lot of money from Patent Owner for his opinions, and 

to assail Dr. Wooley’s credibility.  Opp. PO Mot. Excl. 9–10.  Petitioner also 

argues that Patent Owner’s Motion to Exclude does not identify Petitioner’s 

allegedly “new positions,” much less explain how it is true that Petitioner 

cited Dr. Wooley’s deposition testimony in support of those “new 

positions.”  Id. at 10–11. 

In reply, Patent Owner maintains that “[t]he testimony Petitioner cited 

is irrelevant, and the confusing, misleading nature outweighs any purported 

probative value.”  Reply PO Mot. Excl. 4.  For instance, Patent Owner 

argues that “Dr. Wooley provided the full technical services reflected by his 

fees.  Moreover, his fees were reasonable given the scope of his work and 

his experience.”  Id. 

Patent Owner’s concerns do not warrant excluding any of 

Exhibit 1049.  Patent Owner’s arguments go to the proper weight to be 

afforded Dr. Wooley’s deposition testimony.  Cognizant of all of Patent 

Owner’s concerns about Dr. Wooley’s deposition testimony, we have given 

his testimony appropriate weight when weighing the record evidence. 
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C. EXHIBIT 1051 

We do not rely on Exhibit 1051.  Therefore, we dismiss as moot 

Patent Owner’s request to exclude this exhibit. 

VI. MOTIONS TO SEAL 

The parties filed a number of unopposed Motions to Seal.  Papers 4, 5, 

12, 33, 41, 43, 54.  In connection with these, the parties have submitted a 

copy of the Board’s default protective order.  E.g., Paper 4, 1.  We find the 

Motions to Seal persuasive.  Accordingly, we grant them, and we enter the 

accompanying protective order in this proceeding. 

VII. ANALYSIS 

A. LEVEL OF SKILL 

Petitioner asserts that one of ordinary skill in the art “would have been 

a person with a bachelor of science degree in mechanical or petroleum 

engineering or a similar technical discipline, with at least five years of 

experience in oil or gas well drilling, completion, and/or subsurface 

production operations or in technical support of such operations.”  Pet. 35–

36 (citing Ex. 1002 ¶ 41).  Petitioner also indicates that “[a]dditional 

education in a relevant technical discipline can compensate for less 

experience in the relevant field and vice versa.”  Id. at 36. 

Patent Owner states that its “analysis assumes the level of ordinary 

skill Dr. Wooley articulated, . . . which comports with that asserted by 

Petitioner’s expert Mr. Chambers.”  PO Resp. 23 (citing Ex. 1002 ¶ 41; 

Ex. 2006 ¶¶ 25–27).  Patent Owner “agrees with the degree qualifications 

and the experience level for oil or gas well drilling.”  Id.  
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Patent Owner replies that its declarant’s “experience in oil drilling is 

vastly more substantial than undergraduate summer internships” and lists 

other work he has done.  PO Sur-reply 3.  Regarding Patent Owner’s 

declarant’s involvement in prior litigation, Patent Owner argues that, “given 

his experience and knowledge of the technology and the intrinsic,” his 

“inclusion is this proceeding is common sense.”  Id. (citing Pet. Reply 9).  

Patent Owner also argues that Petitioner’s declarant testimony “cannot make 

up for the substantial missing elements.”  Id. at 4. 

In determining the level of ordinary skill in the art, various factors 

may be considered, including the “type of problems encountered in the art; 

prior art solutions to those problems; rapidity with which innovations are 

made; sophistication of the technology; and educational level of active 

workers in the field.”  In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995) 

(internal quotation marks omitted). 

The full record makes clear that the parties do not dispute the portion 

of Petitioner’s proposed level of ordinary skill regarding education and years 

of experience.  Pet. 35–36; PO Resp. 23; Ex. 1002 ¶ 41; Ex. 2008 ¶¶ 25–27.  

Regarding the parties’ dispute over relevant experience, a paper titled 

“Towards a Mono-Diameter Well – Advances in Expanding Tubing 

Technology” indicates in a section directed to “Markets and Applications,” 

that “[e]xpanding tubing can be applied in three markets or application 

segments” that include “Remediation,” “Wellbore Construction,” and 

“Completions.”  Ex. 1037, 2; see also id. at 2–3 (describing “[t]he 

development of expandable tubing technology towards the mono-diameter 

well”).   
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In view of the above, we agree with Petitioner that one of ordinary 

skill in the art would have had “experience in oil or gas well drilling, 

completion, and/or subsurface production operations or in technical support 

of such operations.”  Pet. 35–36; Ex. 1002 ¶ 41.  Weighing the parties’ 

arguments and cited evidence, we determine that one of ordinary skill in the 

art would have had Petitioner’s asserted experience and that experience does 

not need to be narrowed in the manner argued by Patent Owner.  Pet. 35–36; 

PO Resp. 23–25; Ex. 1037, 2; Ex. 2006 ¶¶ 25–27.   

Thus, we determine that one of ordinary skill in the art would have 

had “a bachelor of science degree in mechanical or petroleum engineering or 

a similar technical discipline, with at least five years of experience in oil or 

gas well drilling, completion, and/or subsurface production operations or in 

technical support of such operations” and that “[a]dditional education in a 

relevant technical discipline can compensate for less experience in the 

relevant field and vice versa.”  Pet. 35–36; Ex. 1002 ¶ 41; Ex. 2006 ¶¶ 25–

27.  This level of skill in the art is consistent with the disclosure of the ’616 

patent and the prior art of record.  GPAC, 57 F.3d at 1579. 

B. CLAIM INTERPRETATION 

In an inter partes review proceeding, a claim of a patent is construed 

using the same standard used in federal district court, including construing 

the claim in accordance with the ordinary and customary meaning of the 

claim as understood by one of ordinary skill in the art and the prosecution 

history pertaining to the patent.  37 C.F.R. § 42.100(b) (2021).  According to 

the applicable standard, claim terms “are generally given their ordinary and 

customary meaning” as understood by a person of ordinary skill in the art in 
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question at the time of the invention.  Phillips v. AWH Corp., 415 F.3d 1303, 

1312–13 (Fed. Cir. 2005) (en banc).  “In determining the meaning of the 

disputed claim limitation, we look principally to the intrinsic evidence of 

record, examining the claim language itself, the written description, and the 

prosecution history, if in evidence.”  DePuy Spine, Inc. v. Medtronic 

Sofamor Danek, Inc., 469 F.3d 1005, 1014 (Fed. Cir. 2006) (citing Phillips, 

415 F.3d at 1312–17).  Extrinsic evidence is “less significant than the 

intrinsic record in determining ‘the legally operative meaning of claim 

language.’”  Phillips, 415 F.3d at 1317.  Only those terms that are in 

controversy need be construed, and only to the extent necessary to resolve 

the controversy.  See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor 

Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017) (citing Vivid Techs., Inc. v. 

America Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999)). 

The parties raise issues regarding various aspects of the meanings of 

multiple portions of claim 1.  E.g., Pet. 45–49; PO Resp. 25–49; Pet. 

Reply 4–18; PO Sur-reply 4–18.  In order to resolve the parties’ dispute 

regarding the patentability of claims 1 and 5, we need to address the proper 

construction of limitation 1[d].   

Patent Owner contends that limitation 1[d]’s recitation of “radially 

expanding the tubular member into contact with the preexisting structure” 

means “radially expanded and plastically deformed into direct contact 

with the preexisting structure.”  PO Resp. 27.  Patent Owner also presents a 

narrower interpretation, arguing that limitation 1[d] “requires the portions of 

the tubular member within the preexisting structure are radially expanded 
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and plastically deformed into direct continuous contact with the preexisting 

structure.”  Id. 

The key issue relates to Patent Owner’s position that the tubular 

member must be radially expanded “into direct contact” or “into direct 

continuous contact” with the preexisting structure.12  Patent Owner reads 

these constructions narrowly, as reflected in its arguments regarding the 

asserted prior art and limitation 1[d].  For example, Patent Owner argues 

that, in the prior art, the presence of elastomers, ribs, or an annulus where 

the radially expanded tubular member interfaces with the preexisting 

structure does not meet limitation 1[d].  E.g., id. at 59–64.  Thus, Patent 

Owner appears to understand limitation 1[d] as excluding any separation of 

any metal portion of the tubular member from the adjacent preexisting 

structure.  Petitioner disagrees.  E.g., Pet. Reply 5–12, 19–21.  We turn now 

to the details of this dispute. 

1. The Parties’ Arguments 

In the Petition, Petitioner indicates that limitation 1[d] “should be 

given [its] plain meaning in light of the specification.”  See Pet. 45.  

Additionally, addressing claim 1’s preamble, the Petition discusses certain 

disclosures of the ’616 patent regarding radially expanding a tubular 

member into contact with a preexisting structure, likening those disclosures 

to those of the prior art.  Id. at 51–52. 

In its Response, Patent Owner argues that “Petitioner improperly 

asserts the Board should import unclaimed elements into Challenged 

                                     
12 Resolution of the parties’ patentability dispute does not turn on Patent 
Owner’s addition of the language “plastically deformed.” 
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Claims 1 and 5.”  PO Resp. 1.  According to Patent Owner, “Petitioner’s 

basis for importing an elastomer into the claims is a single embodiment in 

the Specification.”  Id.  Patent Owner asserts that “a single embodiment 

reflected in a single figure is not sufficient basis to import an unrecited 

limitations into claims.”  Id. (citing Williamson v. Citrix Online, LLC, 

793 F.3d 1339, 1346–47 (Fed. Cir. 2015)).  Patent Owner argues that 

“[u]nlike systems known in the art, the expanded portions of the tubular 

member in the ’616 Patent do not rely on ribs or elastomerics to contact the 

preexisting structures.”  Id. at 22. 

Patent Owner contends that “[t]he proper meaning of the term ‘into 

contact with,’ when read in the context of the Patent as a whole, requires the 

portions of the tubular member within the preexisting structure are radially 

expanded and plastically deformed into direct continuous contact with the 

preexisting structure.”  Id. at 27 (emphasis in original) (citing Ex. 2006 ¶ 

84).  Patent Owner elaborates that “[t]he ’616 Patent sought to resolve, 

among other things, the loss of internal diameter in a wellbore as successive 

liners and casings were installed.”  Id. (citing Ex. 1001, 10:14–33).  

According to Patent Owner “[t]he technology is most effective, when there 

is no material preventing the expandable tubular from contacting the existing 

casing.”  Id. at 28 (citing Ex. 2006 ¶ 95).  After discussing prior art 

approaches to the problem of decreasing diameter in wellbores (id. at 28–

30), Patent Owner argues that “[t]he ’616 Patent and the recited claims 

provide for expanding tubulars into direct contact with the preexisting 

structure, establishing an internal diameter substantially equal to that of the 

preexisting structure” (id. at 30 (citing Ex. 2006 ¶ 109)). 
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Patent Owner argues that claim 1 does not recite the word “seal.”  Id.  

Patent Owner argues Mr. Chambers points to the term “coupling” in claim 

1’s preamble in an attempt to inject a seal into claim 1.  Id. at 30–31 (citing 

Ex. 2008, 33:18–34:10).   

Citing Mr. Chambers’ deposition testimony, Patent Owner argues that 

Mr. Chambers relied on the ’616 patent’s Figures 1 and 1a–1c “for a 

sealing/coupling element,” but could not “identify in those figures the 

coupling/seal elements positioned between the expandable tubular and the 

preexisting structure.”  Id. at 31–32 (citing Ex. 2008, 36:25–38:6, 47:22–

49:25).  Patent Owner argues that “Figure 1a doesn’t show coupling 

elements between the expandable tubular and a preexisting casing, and 

Figures 6a through 6c don’t show coupling elements or elastomeric 

materials.”  Id. at 32 (emphases in original).   

Patent Owner contends that the Specification “expressly describ[es] 

all embodiments with a liner hanger (expandable tubular member 105 that is 

expanded into direct continuous contact with the preexisting structure, either 

a wellbore or casing.”  Id. at 33–34 (citing Ex. 1001, 10:45–48, 14:44–49, 

15:30–35).  Patent Owner contends that the ’616 patent’s Figure 6a shows 

that “it is the expanded tubular member 105 that comes into direct contact 

with the interior surface of the wellbore 220.”  Id. at 36 (citing Ex. 2006 ¶¶ 

111–112).  Patent Owner argues that Figure 7a also “show[s] the expandable 

tubular member 105 in direct contact with the wellbore 220 (i.e., no 

intervening components).”  Id. at 36 (emphasis in original) (citing Ex. 2006 

¶¶ 113–114).  Patent Owner adds that “those sections of the tubular hanger 
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joint do not include coupling elements (105ca, 105cd) or sealing members 

105fa and 105fb.”  Id. (citing Ex. 2006 ¶ 114).  

Petitioner responds that “[g]iven the clarity of the claim language, [it] 

should be given its plain and ordinary meaning.”  Pet. Reply 4.  Petitioner 

notes the claim does not include the word “direct.”  Id. at 5.   

Petitioner adds that “the specification broadly recites ‘into contact 

with’ and never mentions ‘direct contact.’”  Id. (citing Ex. 1001, 10:45–47, 

11:12–14, 14:47–49, 15:30–33).  Petitioner asserts that “Dr. Wooley 

conceded at his deposition that every ’616 embodiment includes tubulars 

with either coupling elements or sealing members between ribs—the very 

features [Patent Owner] hopes to exclude with its construction.”  Id. (citing 

Ex. 1050, 13:11–14:15, 24:8–18, 27:18–28:2, 28:17–25, 29:14–23, 

36:15–38:10, 39:11–40:7).  Petitioner argues that “Dr. Wooley admitted that 

none of the embodiments disclosed in the ’616 Patent would satisfy his 

narrow interpretation of claim 1.”  Id. at 6 (citing Ex. 1050 41:6–17).  Thus, 

“Dr. Wooley’s construction . . . cannot be correct,” Petitioner asserts.  Id. at 

6–7 (citing Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. 

Cir. 1996)). 

Petitioner notes that “the ’616 Patent teaches an embodiment in 

Figure 2a that expressly includes elastomeric sealing members 105fa and 

105fb.”  Id. at 8 (citing Ex. 1001, 14:50–57; Inst. Dec. 9, 31).  Petitioner 

adds that “Figures 3-7 include the same sealing members because they 

depict the same structure as Figure 2a.”  Id. (citing Ex. 1001, 11:29–43, 

Figs. 3a, 4a, 5a, 6a, 7a; Ex. 1050, 24:8–18, 27:18–28:2, 28:17–25, 29:14–23, 

36:15–38:10, 39:11–40:7).  Accordingly, Petitioner argues, “the ’616 Patent 
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contradicts [Patent Owner’s] interpretation of ‘direct’ contact and does not 

disclose that such ‘direct’ contact solved any problems stemming from 

sealing elements that are part of the expandable tubular.”  Id. at 8–9. 

Asserting that Patent Owner ultimately has only Dr. Wooley’s 

declaration testimony on its side, Petitioner argues “that testimony is not 

credible.”  Id. at 9.  Petitioner argues that Dr. Wooley does not adequately 

support his declaration testimony.  Id.  Indeed, Petitioner argues, the 

objective evidence and Dr. Wooley’s own deposition testimony contradict 

his declaration testimony.  Id. at 9–12. 

Patent Owner replies that “[c]laim 1 does not recite an elastomeric 

component, and the ‘616 Patent is directed to an improved tubular that does 

not rely on an elastomeric component.”  PO Sur-reply 1.  Patent Owner 

argues that “[i]t is irrelevant that the specification may or may not contain 

the phrase ‘direct contact.’”  Id. at 5.  Patent Owner reiterates that “the ‘616 

Patent sought to resolve, among other things, the loss of internal diameter in 

a wellbore as successive liners and casings were installed.”  Id.  Patent 

Owner argues that anything “added to the annular space between a liner top 

and existing casing” unavoidably increases the liner’s inside diameter.  

Id. at 5–6.  Patent Owner reiterates that “the specification expressly 

describes preferred embodiments with a liner hanger (expandable tubular 

member 105) that is expanded into direct contact with the preexisting 

structure, either a wellbore or casing.”  Id. at 6 (emphasis in original). 

Additionally, Patent Owner contends that Petitioner misrepresents Dr. 

Wooley’s deposition testimony.  Id. at 7–8.  Patent Owner asserts that Dr. 

Wooley qualified his statements and “never admitted that none of the 
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embodiments are covered by [Patent Owner’s] construction of the claim 

term.”  Id. at 7.  Patent Owner cites Dr. Wooley’s deposition testimony that 

“[y]ou’re asking if, indeed, the embodiment in Figure 1a satisfies Claim 1 

and if it indeed applies the method of Claim 1 to that embodiment.  The 

answer is yes.  It’s in contact with the preexisting structure without anything 

in between the two.”  Ex. 1050, 19:17–23; PO Sur-reply 7. 

Finally, Patent Owner argues that 

[w]hile certain embodiments and certain figures may include a 
sealing member or coupling element, those are not limiting.  
Indeed, as mentioned above, the ’616 Patent describes a 
preferred embodiment as having the tubular member “expanded 
into contact with the interior surface of the wellbore.”  EX1001, 
15:30-35.  Interceding elastomers and coupling elements, while 
part of some embodiments, do not allow the tubular member to 
be expanded into contact with the interior surface. Only direct 
continuous contact between the tubular and the wellbore (or 
preexisting structure) would satisfy this preferred embodiment. 

PO Sur-reply 8. 

2. Analysis 

To resolve the parties’ claim-construction dispute, we first look to the 

claim language itself.  Limitation 1[d] recites, in relevant part, “radially 

expanding the tubular member into contact with the preexisting structure.”  

Ex. 1001, 17:22–26.  The plain and ordinary meaning of this language is 

radially expanding the tubular member with the result that the tubular 

member is in contact with the preexisting structure.  The plain and ordinary 

meaning of the claim language does not require any particular type or extent 

of contact between the tubular member and the preexisting structure.  Patent 

Owner’s proposal to rewrite “into contact with the preexisting structure” as 
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“into direct continuous contact with the preexisting structure” deviates from 

the plain and ordinary meaning of the claim language.  See PO Resp. 27. 

Additionally, the claim language’s plain and ordinary meaning 

comports with Petitioner’s position that the tubular member may include 

external structures, such as external elastomers, sealing members, coupling 

elements, or ribs, in contact with the preexisting structure after radial 

expansion.  E.g., Pet. 50–52, 57–58; Pet. Reply 5–12, 19–21.  This position 

does not “import unclaimed elements into the claims,” as Patent Owner 

contends.  E.g., PO Resp. 26, 30–33.  For example, contrary to Patent 

Owner’s suggestion, the claim’s silence regarding external seals does not 

convey that the tubular member cannot have them; it only conveys that the 

tubular member does not necessarily have them.  See id. at 30 (“Notably, 

claim 1 does not include the word ‘seal’ in the body of the claim or in the 

preamble.”). 

We turn next to the Specification and drawings.  This evidence does 

not support Patent Owner’s position that the proper claim construction 

excludes any separation of any metal portion of the tubular member from the 

adjacent preexisting structure.  To the contrary, the Specification and 

drawings support Petitioner’s position that the proper claim construction 

encompasses embodiments in which at least some metal of the tubular 

member is separated from the adjacent preexisting structure, such as by 

coupling elements and/or ribs. 

For example, Petitioner persuades us that the Detailed Description and 

drawings of the ’616 patent exclusively disclose using a tubular member that 

includes either external coupling elements or external sealing members 

Case 4:22-cv-00965   Document 51-8   Filed on 06/30/23 in TXSD   Page 32 of 62

Petitioner Ensign 
Exhibit 1057 - 308 of 338



PUBLIC VERSION – REDACTED 
IPR2020-01648 
Patent 7,290,616 B2 

32 
PUBLIC VERSION – REDACTED 

between ribs.  Pet. Reply 5–12.  Petitioner also persuades us that the 

Detailed Description and drawings convey radially expanding such external 

coupling elements and sealing members between ribs into contact with the 

adjacent preexisting structure.  Id. 

In support of its contrary position, Patent Owner cites the ’616 

patent’s Figures 6a and 7a.  PO Resp. 33–36.  Patent Owner argues that 

Figure 7a shows portions of tubular member 105 contacting wellbore 220.  

Id. at 36 (citing Ex. 2006 ¶¶ 113–114).  Patent Owner contends that the 

contacting portions “do not include coupling elements (105ca, 105cd) or 

sealing members 105fa and 105fb.”  Id. (citing Ex. 2006 ¶ 114). 

The disclosures of the ’616 patent and Dr. Wooley’s deposition 

testimony belie Patent Owner’s position.  As noted above, when discussing 

Figure 2a, the ’616 patent discloses that  

intermediate section l05c of the tubular hanger joint 105 includes 
sealing members, 105fa and 105fb, positioned between 
corresponding pairs of ribs, 105gaa and 105gba, and 105gab and 
105gbb, respectively, for sealing the interface between the 
intermediate section of the tubular hanger joint and another 
preexisting structure.  In an exemplary embodiment, the ribs, 
105gaa, 105gba, 105gab, and 105gbb, are formed integrally to 
the intermediate section 105c of the tubular hangar joint 105.   

Ex. 1001, 14:50–60.  This passage discloses that sealing members 105fa and 

105fb and ribs 105gaa, 105gba, 105gab, and 105gbb are part of tubular 

member 105. 

Petitioner persuades us that “Figures 3-7 include the same sealing 

members because they depict the same structure as Figure 2a.”  Pet. Reply 8.  

In his deposition, Dr. Wooley testified that Figures 3a–3d show the same 

tubular hanger as Figures 2a–2d.  Ex. 1050, 27:18–21.  He also agreed that 
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the ’616 patent discloses that Figures 4a–4d “are fragmentary cross-sectional 

illustrations of the release of the top SSR plug from the apparatus of 

Figures 3a-3d.”  Ex. 1001, 11:32–34; Ex. 1050, 28:8–16.  He further agreed 

that the ’616 patent discloses that Figures 5a–5d “are fragmentary cross-

sectional illustrations of the initiation of the radial expansion process for the 

apparatus of [Figures] 4a-4d.”  Ex. 1001, 11:35–37; Ex. 1050, 29:6–13.  

Additionally, he acknowledged that the ’616 patent discloses Figures 6a–6c 

“are fragmentary cross-sectional illustrations of the continuation of the radial 

expansion process for the apparatus of [Figures 5a–5c].”  Ex. 1001, 11:38–

40; Ex. 1050, 33:22–34:9.  He also testified that Figure 7a shows the same 

apparatus as Figure 6a “[f]ollowing drill-out of the collar,” acknowledging 

the ’616 patent’s disclosure that Figures 7a–7c “are fragmentary cross-

sectional illustrations of the drilling out of the collar upon completion of 

radial expansion process for the apparatus of Figures 6a-6c.”  Ex. 1001, 

11:41–3; Ex. 1050, 38:21–39:4. 

Consistent with these statements, when asked if Figures 3a, 4a, 5a, 

6a, and 7a show the same sealing members that Figure 2a does, Dr. Wooley 

indicated he believes they do.  Ex. 1050, 27:22–28:2, 28:17–25, 29:14–23, 

36:15–38:10, 39:11–40:7.  He did so, for example, in the following 

exchange regarding Figure 3a: 

Q.  And looking at Figure 3a in the ’616 Patent, you can 
see the sealing members, which are depicted as dark lines on the 
outside diameter of the intermediate section 105c of the tubular 
liner hanger 105; correct? 

A.  That appears to be correct, yes. 
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Id. at 27:22–28:2.  Accordingly, we find that the ’616 patent discloses, in 

connection with Figures 2a, 3a, 4a, 5a, 6a, and 7a, tubular member 105 

having external sealing members and ribs. 

Petitioner further persuades us that the ’616 patent discloses radially 

expanding the same tubular member 105 and its external sealing members 

and ribs into contact with the adjacent preexisting structure.  Pet. 51–52; Pet. 

Reply 5–13.  As Petitioner argues, Dr. Wooley conceded in his deposition 

that Figure 6a shows sealing members and ribs expanded into contact with 

wellbore 220.  Ex. 1050, 38:3–10.   

Petitioner explains that an annotated version of Figure 6a in Dr. 

Wooley’s Declaration comports with Dr. Wooley’s deposition testimony that 

the ’616 patent discloses radially expanding the sealing members and ribs of 

tubular member 105 into contact with wellbore 220.  Pet. Reply 11.  The 

annotated version of Figure 6a in Dr. Wooley’s Declaration is reproduced 

below.   
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Dr. Wooley’s annotated version of Figure 6a is annotated with a red oval 

surrounding a portion of the drawing.  Ex. 2006 ¶ 110.  Dr. Wooley explains 

that “[d]uring the expansion process depicted in Figure 6a, the expandable 

tubular member 105 is ‘radially expanded into contact with the interior 

surface of the wellbore 220, or other tubular members such as, for example, 

a wellbore casing, a pipeline, or a structural support.’”  Id. ¶ 111 (quoting 

Ex. 1001, 15:28–35).  Dr. Wooley elaborates that “[a]s shown in Figure 6a, 

and highlighted by the [red oval], it is the expanded tubular member 105 that 

comes into direct contact with the interior surface of the wellbore 220.”  

Id. ¶ 112. 

Petitioner explains that Dr. Wooley’s red oval surrounds a portion of a 

solid line that shows a sealing member in contact with wellbore 220.  Pet. 

Reply 11–12.  Petitioner illustrates this by further annotating Dr. Wooley’s 
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annotated version of Figure 6a.  Id.  Petitioner’s further-annotated version of 

Figure 6a is reproduced below. 

 
Petitioner’s further-annotated version of Figure 6a adds green annotations to 

identify the solid lines that Petitioner contends show sealing members in 

contact with wellbore 220.  Id. at 11.  Petitioner persuades us that, consistent 

with Dr. Wooley’s deposition testimony, the red oval Dr. Wooley used to 

identify where tubular member 105 contacts wellbore 220 surrounds part of 

a solid line showing a sealing member contacting wellbore 220.  This 

comports with the ’616 patent’s description of the purpose the sealing 

members serve: “tubular hanger joint 105 includes sealing members, 105fa 

and 105fb . . . for sealing the interface between the intermediate section of 

the tubular hanger joint and another preexisting structure such as, for 

example, a wellbore casing.”  Ex. 1001, 14:51–57; Pet. 51–52.  In order to 
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serve this purpose, the sealing members seemingly would contact the 

adjacent preexisting structure. 

Additionally, Petitioner persuades us that the sealing members contact 

the adjacent preexisting structure as a result of radially expanding tubular 

member 105.  In his deposition, Dr. Wooley testified that figures showing 

tubular member 105 prior to radial expansion illustrate the solid lines 

showing the sealing members spaced from adjacent portions of 

wellbore 220.  Ex. 1050, 25:10–25, 27:18–28:6, 29:1–5.  For example, Dr. 

Wooley agreed that Figure 2a includes “a discernable space between the 

sealing members and the wellbore 220.”  Id. at 25:23–25.  This comports 

with the ’616 patent’s disclosures that “tubular member 105 may be radially 

expanded into contact with the preexisting wellbore casing” (Ex. 1001, 

14:48–49; Pet. 51–52) and that “the expansion cone liner 110 and 

expandable tubular member 105 are radially expanded into contact with the 

interior surface of the wellbore 220” (Ex. 1001, 15:30–35).  Facially, these 

statements disclose radially expanding all portions of tubular member 105, 

including its sealing members and ribs, into contact with the preexisting 

structure. 

The ’616 patent similarly conveys that the method involves radially 

expanding all portions of tubular member 105 in other statements.  For 

example, the ’616 patent does so in the disclosure that 

[t]he intermediate section 105c preferably further includes 
radially directed coupling elements 105ca-105cd affixed to the 
outside surface of the intermediate section 105c for enhancing 
the connection of the tubular hanger joint 105 to a preexisting 
structure following the radial expansion of the tubular hanger 
joint using the apparatus 100. 
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Ex. 1001, 12:2–8 (emphasis added).  As Petitioner explains, this passage 

conveys that “the ‘radially directed coupling elements’ enhance the 

connection to the preexisting structure after radial expansion because they 

are expanded into contact with the preexisting structure.”  Pet. Reply 10.  

The intrinsic evidence contradicts Dr. Wooley’s conclusory testimony in his 

Declaration that 

[t]he only portions of the tubular described in the ’616 Patent that 
are expanded are those with a smaller diameter: first and second 
sections 105a and 105e, respectively, transition sections 105b 
and 105d, and an upper portion 110a of the expansion launcher. 
Id., 11:60-12:19.  As such, it is those sections that are expanded 
“into contact” with the preexisting structure. 

Ex. 2006 ¶ 108. 

In concert with the foregoing issues, we have also considered Patent 

Owner’s argument that the ’616 patent’s stated objectives preclude any 

separation of metal portions of a tubular member from the preexisting 

structure, such as by external elastomers, seals, coupling elements, and/or 

ribs and coupling elements that get radially expanded into contact with the 

adjacent preexisting structure.  PO Resp. 13–18, 27–30, 35–38.  We do not 

agree with this argument.  Indeed, as explained above, the Detailed 

Disclosure and drawings exclusively disclose using a tubular member with 

either external coupling elements or external sealing members between ribs 

that get radially expanded into contact with the preexisting structure.  This 

disclosure of using either coupling elements or external sealing members 

between ribs demonstrates that such an approach comports with the ’616 

patent’s goals, including avoiding large differences in successive tubulars’ 

diameters.  Ex. 1001, 10:10–36.  It also demonstrates that the disclosure of 
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the ’616 patent does not exclude any separation of any metal portion of the 

tubular member from the adjacent preexisting structure in order to 

“establish[] an internal diameter substantially equal to that of the preexisting 

structure.”  PO Resp. 30.  Indeed, it conveys the opposite: that some 

separation of metal portions of the tubular member from the adjacent 

preexisting structure and some corresponding loss of diameter does not 

conflict with the objective of avoiding large differences in diameter.  

Consistent with this, Dr. Wooley testified that he does not understand 

limitation 1[d] to require “continuous contact.”  Ex. 1050, 63:18–64:6. 

Patent Owner’s counter arguments about Dr. Wooley’s deposition 

testimony do not persuasively rebut Petitioner’s evidence and arguments.  

For example, Patent Owner’s objection that “Dr. Wooley qualified” his 

testimony is unavailing.   PO Sur-reply 7.  On the whole, the cited testimony 

demonstrates that, in the candid setting of a deposition, Dr. Wooley agreed 

with Petitioner’s reading of the ’616 patent’s disclosure, regardless of 

whether he was absolutely certain.  We find the disclosures and the drawings 

of the ’616 patent consistent with Dr. Wooley’s deposition testimony that 

the portions of the ’616 patent related to Figures 2a–2d, 3a–3d, 4a–4d, 5a–

5c, 6a–6c, and 7a–7c consistently disclose tubular member 105 including 

sealing members between ribs.  See, e.g., Ex. 1001, 11:26–43, 14:50–60, 

Figs. 2a, 3a, 4a, 5a, 6a, 7a.  The intrinsic evidence does not support Patent 

Owner’s counter arguments.  

Additionally, we find unavailing Patent Owner’s argument that Dr. 

Wooley views the ’616 patent’s discussion of Figures 1 and 1a–1d as 

representative of the claimed subject matter.  PO Sur-reply 7 (citing 
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Ex. 1050, 19:17–23).  Dr. Wooley’s testimony on this matter is less clear 

than Patent Owner suggests, as he waffled about whether an embodiment 

with coupling elements would satisfy claim 1.  Ex. 1050, 19:17–23:8.  

Moreover, even if we agreed with Patent Owner’s position that Figures 1 

and 1a–1d satisfy Patent Owner’s proposed claim construction, this 

argument would still be unavailing.  This argument implies that we should 

construe claim 1 as encompassing Figures 1 and 1a–1d, but excluding 

Figures 2a–2d, 3a–3d, 4a–4d, 5a–5c, 6a–6c, and 7a–7c.  Neither Patent 

Owner nor Dr. Wooley provides a persuasive basis to construe claim 1 as 

excluding the subject matter of the bulk of the Detailed Description and 

drawings. 

Also, the portions of Mr. Chambers’ deposition cited by Patent Owner 

do not contradict the Specification, drawings, and Mr. Wooley’s deposition 

testimony about them.  Mr. Chambers’ deposition testimony confirms that 

the claim language itself does not use the word “seal.”  Ex. 2008, 33:18–

34:10.  Additionally, Mr. Chambers’ deposition testimony establishes that 

the ’616 patent does not say expressly that “coupling elements” constitute 

“seals.”  Id. at 38:9–15.  Aside from demonstrating those two things, the 

cited portions of Mr. Chambers’ deposition lack sufficient clarity to support 

Patent Owner’s assertions about it.  See PO Resp. 30–32; Ex. 2008, 32:12–

35:18, 36:25–38:6, 38:9–15, 47:22–49:25. 

We next consider the prosecution history of the ’616 patent.  Neither 

party argues that anything in the prosecution history affects the proper claim 

construction. 
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On the whole, the intrinsic evidence is clearly at odds with the 

position of Patent Owner and Dr. Wooley’s declaration testimony that the 

correct claim construction excludes separation of any metal portion of the 

tubular member from the adjacent preexisting structure, such as by external 

elastomeric seals.  We find this especially so, given that Dr. Wooley 

provides limited objective support for many of his opinions.  For example, 

Dr. Wooley does not cite objective support for his opinion that “[t]he ‘616 

Patent overcomes this issue in the prior art by removing the 

component/layer, such as an elastomeric seal, between an expandable 

tubular and a preexisting casing, to enable direct contact between the two 

and recovering the otherwise sacrificed internal diameter.”  Ex. 2006 ¶ 99.  

Indeed, as discussed above, Dr. Wooley’s deposition testimony contradicts 

his Declaration. 

We also find that Patent Owner’s arguments about other extrinsic 

evidence does not persuasively rebut Petitioner’s arguments about the 

intrinsic evidence.  For example, in view of the ample intrinsic evidence 

supporting Petitioner’s claim-construction position, we find unavailing 

Patent Owner’s suggestion that the disclosures of prior art references support 

its claim-construction position.  PO Resp. 28–30, 34–35. 

We conclude that limitation 1[d] requires what it recites: “radially 

expanding the tubular member into contact with the preexisting structure.”  

Ex. 1001, 17:22–23.  The evidence does not support Patent Owner’s various 

claim-construction positions.  The evidence does not support rewriting the 

claim to require radially expanding the tubular member “into direct contact” 

or “direct continuous contact.”  Nor does the evidence support a construction 
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that excludes any separation of any metal portion of the tubular member 

from an adjacent portion of the preexisting structure. 

C. GROUND 1 – ALLEGED ANTICIPATION BY SPE 59151 

1. Overview of SPE 59151 

SPE 59151 discusses an “expandable-liner-hanger system.”  

Ex. 1003, 2.  SPE 59151 discloses that the system includes “an expandable-

liner-hanger joint,” “an expandable-liner-hanger running tool,” “a cementing 

wiper-plug system,” and “a crossover sub from the expandable-liner-hanger 

joint to the liner.”  Id.  SPE 59151 elaborates that 

The expandable-liner-hanger joint is machined from 4140-grade 
materials. Several bands of elastomeric material are coated to the 
joint, with the bands being separated by ribs that are an integral 
part of the hanger body (Fig. 6). When the liner hanger is 
expanded, the elasotomer provides the primary anchoring force 
for the hanger and attached liner, with the ribs furnishing a 
secondary anchoring force (Fig. 7).  

Id.  Figure 6 is reproduced below. 

 
Figure 6 provides one view of SPE 59151’s expandable liner hanger.  

Id. at 8. 

In providing a summary of expandable-tubular technology, SPE 

59151 explains the process of expanding the tubulars by stating that 

“[h]ydraulic pressure applied directly to the pig, or a pushing or pulling 
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force applied through the workstring attached to the pig, propels the pig 

through the pipe, thereby deforming the pipe’s metal into its plastic region.”  

Id. at 2.  SPE 59151 describes its “running sequence for the expandable-

liner-hanger system” as follows: 

1.  Make up cement float shoe to liner, run in liner to total length 
of liner required, and hang off liner in slips. 

2. Install a swivel and dual-wiper-plug set onto expandable-liner-
hanger running tool.  Use PBR option as required. 

3.  Install crossover sub between conventional liner casing and 
expandable-liner-hanger running tool. 

4.  Make up liner to expandable- liner-hanger running tool. 
5.  Make up workstring to expandable-liner-hanger running tool 
6.  Run assembly in hole to setting depth. Rotate and circulate as 

required. 
7.  Drop sealing dart for drilling-fluid wiper plug. 
8.  Displace required cement volume and drop sealing dart for 

cement wiper plug 
9.  Drop primary setting ball into running tool. 
10.  Increase pressure to shear pins in crossover ports and divert 

flow into flow paths to pig. (Note: Three crossover ports 
provide triple redundant fluid flow for setting operation.) 

11.  Pressure up until pig propagation pressure is obtained. 
12. Maintain expansion pressure and clad liner hanger to 

previous string of casing. 
• Observe pressure readout on surface pumping unit for 

indications of cladding. 
• Note that full travel of the pig mandrel will result in a 

shifting of the bypass port and a consequent pressure 
drop. 

13.  Set down on workstring to release running tool. 
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14.  Pressure test liner-top seal. 
15.  Pull out of hole with running tool (Fig. 13). 

Id. at 3–4.  Figure 12 is reproduced below. 

 

Figure 12 illustrates SPE 59151’s running procedure.  Id. at 11.  Figure 7 is 

reproduced below. 
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Figure 7 shows the expandable liner hanger engaged to the previous casing 

string after expansion.  Id. at 8. 

2. Discussion 

Petitioner asserts that SPE 59151 discloses all of the limitations of 

claims 1 and 5.  Pet. 49–60; Pet. Reply 18–22.  Patent Owner argues that 

Petitioner has not shown that SPE 59151 discloses claim limitation 1[d].  PO 

Resp. 59–64; PO Sur-reply 16–18.  Patent Owner does not otherwise dispute 

Petitioner’s assertion that SPE 59151 anticipates claims 1 and 5.13  See 

generally PO Resp.; PO Sur-reply.   

                                     
13 Patent Owner mentions secondary indicia of non-obviousness, but this is 
inapposite to Petitioner’s anticipation challenge.  See Prelim. Resp. 75. 
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Having reviewed the parties’ arguments and evidence, we determine 

Petitioner has demonstrated by a preponderance of the evidence that SPE 

59151 anticipates claims 1 and 5.  In the following sections, we discuss the 

parties’ contentions regarding SPE 59151 as it relates to the limitations of 

claims 1 and 5.  

a) Claim 1 

(1) Preamble 

Claim 1’s preamble recites “[a] method of coupling a radially 

expandable tubular member to a preexisting structure, comprising.”  

Ex. 1001, 17:16–17.  Petitioner argues that SPE 59151’s “expandable liner 

hanger” corresponds to the “expandable tubular member” recited in claim 1.  

Pet. 50.  Petitioner argues that “[as SPE 59151’s] pig propagates, the 

expandable liner hanger is coupled (cladded) to the casing.”  Id.  Petitioner 

argues that SPE 59151’s use of ribs and elastomer seals to engage the 

expandable liner hanger to the casing matches the ’616 patent’s disclosed 

use of coupling elements and seals on its expandable tubular member 105.  

Id. at 51–52 (citing Ex. 1001, 12:2–8, 14:44–49, 14:50–60).  To the extent 

the preamble of claim 1 is limiting, we find Petitioner has shown sufficiently 

that SPE 59151 discloses the preamble. 

(2) Claim limitation 1[a] 

Claim limitation 1[a] recites “positioning the tubular member and an 

expansion device within the preexisting structure.”  Ex. 1001, 17:18–19.  In 

asserting that SPE 59151 discloses this limitation, Petitioner cites steps 4–6 

of the disclosed running sequence.  Pet. 52.  Petitioner adds that SPE 

59151’s Figures 4 and 12 show “positioning the expandable liner hanger and 
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expansion device downhole within the preexisting casing.”  Id.  At this 

stage, we find that Petitioner has shown sufficiently that SPE 59151 

discloses claim limitation 1[a]. 

(3) Claim limitation 1[b] 

Claim limitation 1[b] recites “injecting fluid materials into the tubular 

member.”  Ex. 1001, 17:20.  In asserting that SPE 59151 discloses claim 

limitation 1[b], Petitioner cites steps 9 and 10 of SPE 59151’s running 

sequence.  Pet. 53–54.  Petitioner argues that “Step 10 discloses pressurizing 

the tubular member by injecting fluid.”  Id. at 54.  Petitioner also cites SPE 

59151’s disclosure that “[h]ydraulic pressure applied directly to the pig . . . 

propels the pig through the pipe.”  Id. at 53–54 (alterations in original).  

Petitioner explains that “[a]pplying ‘hydraulic pressure’ to the ‘pig’ involves 

injecting fluidic material into the tubular member.”  Id. at 54.  At this stage, 

we find Petitioner has shown sufficiently that SPE 59151 discloses claim 

limitation 1[b].  

(4) Claim limitation 1[c] 

Claim limitation 1[c] recites “sensing the operating pressure of the 

fluidic materials.”  Ex. 1001, 17:21.  Petitioner argues that the shear pins 

disclosed in step 10 of SPE 59151’s running sequence serve to sense the 

operating pressure of the fluidic materials.  Pet. 55–56.  Petitioner explains 

that 

[a]s pressure increases due to the presence of the setting ball, the 
shear pins in the crossover ports sense the increased pressure and 
are sheared (at their known failure rating, EX1002 ¶143), which 
causes fluid flow to be diverted into areas around and above the 
pig.  Id. at 4 (“Increase pressure to shear pins in crossover ports 
and divert flow into flow paths to pig.”). 
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Id. at 55. 

Petitioner argues in the alternative that SPE 59151 discloses claim 

limitation 1[c] because “SPE 59151 teaches a surface gauge ‘on [the] surface 

pumping unit’ that provides a ‘pressure readout’ of the injected fluidic 

materials.”  Id. at 56 (alterations in original).  Petitioner notes that SPE 

59151 discloses in step 12 of the running sequence to “[o]bserve pressure 

readout on surfacing pumping unit for indications of cladding.”  Id. at 56–

57.  At this stage, we find Petitioner has shown sufficiently that SPE 59151 

discloses claim limitation 1[c]. 

(5) Claim limitation 1[d] 

Claim limitation 1[d] recites “radially expanding the tubular member 

into contact with the preexisting structure when the sensed operating 

pressure exceeds a predetermined amount by displacing the expansion 

device relative to the tubular member.”  Ex. 1001, 17:22–26.  Petitioner 

argues that “SPE 59151 discloses radially expanding the liner hanger into 

contact with the previous casing when the sensed operating pressure exceeds 

a predetermined amount (i.e., when the pins are sheared) by displacing the 

pig relative to the liner hanger.”  Pet. 57.  Petitioner elaborates that the shear 

pins will fail at a predetermined pressure, after which fluid pressure will 

move the pig through the expandable liner hanger.  Id. at 57–58.  Petitioner 

quotes step 12 of SPE 59151’s running sequence, which discloses 

“[m]aintain expansion pressure and clad liner hanger to previous string of 

casing.”  Ex. 1003, 4.  Petitioner explains that “[m]aintaining the fluidic 

pressure would cause the region upstream of the pig to pressurize and force 

the pig down the liner hanger, which causes radial expansion of the liner into 
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contact with the previous casing.”  Pet. 58.  Petitioner asserts that Figure 12 

of SPE 59151 shows the pig moving down the expandable liner hanger and 

radially expanding it into contact with the surrounding casing.  Id. 

Patent Owner argues that Petitioner has not shown that SPE 59151 

discloses claim limitation 1[d].  PO Resp. 59–64.  Patent Owner does not 

dispute that SPE 59151 discloses radially expanding the expandable liner 

hanger when sensed operating pressure exceeds a predetermined amount by 

moving the pig relative to the expandable liner hanger.  See id.  Rather, 

Patent Owner argues that this process does not produce the type of contact 

required by Patent Owner’s construction of claim limitation 1[d].14  See id.  

Patent Owner reiterates that “the proper construction of element 1[d] 

includes ‘radially expanding and plastically deforming the portions of the 

tubular member within the preexisting structure into direct contact with the 

preexisting structure.’”  Id. at 59. 

Patent Owner then argues that SPE 59151 “does not and cannot teach 

or suggest direct continuous contact between the tubular member and the 

previous casing string.  Instead, it is the elastomer and external steel ribs that 

contact the previous casing string and form the required anchoring force.”  

Id. at 60.  In connection with this argument, Patent Owner provides 

annotated versions of SPE 59151’s Figures 4 and 7, as well as an annotated 

                                     
14 In its claim-construction arguments, Patent Owner contends that limitation 
1[d] requires plastic deformation of the tubular member.  E.g., PO Resp. 27.  
Patent Owner does not, however, argue that SPE 59151 lacks a disclosure of 
plastically deforming a tubular member.  See generally PO Resp.; PO Sur-
reply. 
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version of an excerpt of Figure 12.  Id. at 61–62.  Patent Owner’s annotated 

versions of the drawings are reproduced below.  
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Patent Owner’s annotated versions of SPE 59151’s drawings include 

annotations identifying elastomeric material and points where Patent Owner 

contends an annulus exists.  Id.  According to Patent Owner, “[a]ll of the 

figures unambiguously indicate that the annulus between the liner itself and 

the existing casing remains after expansion.”  Id. at 62.  Patent Owner adds 

that “[t]he language of SPE59151 further confirms, ‘[w]hen the liner hanger 

is expanded, the elastomer provides the primary anchoring force for the 

hanger and attached liner . . . When the liner hanger is expanded, the 

elastomer furnishes the desired hydraulic seal between the hanger and the 

previous casing string.’”  Id. (quoting Ex. 1003, 2) (second two alterations in 

original). 

Additionally, Patent Owner reiterates that “[t]he ’616 Patent sought to 

remove components such as elastomers, steel rings, and annular regions 

between the tubular member and the preexisting casing,” which Patent 
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Owner argues “cause a loss of internal diameter.”  Id. at 63.  Patent Owner 

contends that 

[a]s shown in Figure 7 of SPE59151, reproduced above, even the 
portions of the tubular between the ribs have an internal diameter 
less than the internal diameter of the casing, which is precisely 
the problem the Challenged Claims overcome.  EX2006, ¶182.  
That is, even after expansion, the internal diameter is 
significantly reduced because the tubular itself is not expanded 
into direct continuous contact with the existing casing. 

Id. 
Addressing SPE 59151’s disclosure of ribs, Patent Owner contends 

that “those ribs provide only a secondary anchoring force and, in any event, 

do not amount to ‘the portions of the tubular member within the preexisting 

structure’ as claim 1 requires.”  Id.  Patent Owner adds that “[t]he single 

point contact of the ribs with the preexisting casing does not amount to 

radially expanding and plastically deforming the tubular member into direct 

continuous contact with the preexisting structure.”  Id. 

Patent Owner also argues that “a [person of ordinary skill in the art] 

would not be motivated to remove the elastomer to enable direct contact 

between an expandable tubular liner and a preexisting casing.”  Id. at 64.  

Patent Owner explains that SPE 59151’s elastomer “is the ‘primary 

anchoring force’ for the liner.”  Id.  Patent Owner adds that “SP59151 

describes its elastomer as overcoming failures to create hydraulic integrity 

suffered by previous methods.”  Id. 

Petitioner responds that “[Patent Owner] cannot distinguish the 

Challenged Claims over the prior art.”  Pet. Reply 1.  Petitioner asserts that 

Patent Owner’s arguments rest on incorrect claim constructions.  Id.   
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Petitioner adds that “[e]ven under [Patent Owner’s] narrow 

construction requiring ‘direct contact,’ SPE 59151 anticipates.”  Id. at 19.  

Petitioner explains that “[l]ike the ’616 preferred embodiment (EX1001, 

12:2-8, 14:50-57), SPE 59151 discloses the concept of expanding alternating 

elastomeric and steel bands on a tubular, as shown in Figure 6 of the 

reference.”  Id.  Petitioner elaborates that “SPE 59151 expressly discloses 

expanding both the elastomeric and steel portions of the tubular ‘into contact 

with’—indeed ‘intimate contact’ with—the preexisting casing.”  Id. (citing 

Ex. 1003, 1–2, 4, 8).   

 

 

Petitioner faults Patent Owner’s attempts to distinguish limitation 1[d] 

based on SPE 59151’s use of elastomeric bands and ribs.  Id. at 20–21.  

Petitioner reiterates that “every coupling in the ’616 Patent occurs either by 

coupling elements or seal members between ribs.”  Id. at 20.  According to 

Petitioner, “[t]hat SPE 59151 describes the elastomeric bands as the 

‘primary anchoring force’ is irrelevant.”  Id.  Petitioner faults Patent 

Owner’s argument that SPE 59151’s ribs “do not amount to ‘the portion of 

the tubular member within the preexisting structure’ as claim 1 requires” as 

unclear and unavailing.  Id. (citing PO Resp. 63).   

In doing so, Petitioner argues that it is unclear what Patent Owner 

means when it argues claim 1 requires “continuous” contact.  Id. at 20–21.  

Petitioner adds that “[Dr. Wooley] disagrees that ‘continuous’ is a 

requirement of claim 1.”  Id. (citing Ex. 1050, 63:18–64:6).  Additionally, 

Petitioner argues that 
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to the extent it would exclude elastomeric contact or contact 
points by the ribs, it cannot be correct for all the reasons 
explained above regarding “direct.”  See Section III.A.1 above.  
Also, contrary to PO’s repeated arguments about “annuli” based 
on cartoon figures (POR, 51, 61-62), the quoted portions above 
of SPE 59151 make clear that every portion of the elastomeric 
bands, ribs, and steel bands shown in Figure 6 are expanded into 
contact with the casing (i.e., in practice, there are no annuli 
between the portions of liner that have been expanded and the 
prior casing).  EX1048, ¶¶ 24-27. 

Id. at 21.  Moreover, Petitioner argues, “any amount of ‘direct contact’ . . . 

would meet [Patent Owner’s] initial construction,” and SPE 59151 “clearly 

discloses ‘direct contact.’”  Id. at 21–22. 

In response, Patent Owner reiterates that SPE 59151 “does not and 

cannot teach or suggest direct continuous contact between the tubular 

member and the previous casing string.”  PO Sur-reply 16.  In connection 

with this, Patent Owner explains that 

Petitioner points to Fig. 6 where SPE59151 discloses expanding 
elastomeric and steel portions of the tubular into direct contact 
with the casing.  [Pet. Reply 19].  However, SPE59151 discloses 
using an elastomeric material on the outside of the liner hanger 
to make contact with and secure the hanger to the preexisting 
casing. 

Id.  Addressing SPE 59151’s ribs, Patent Owner reiterates a number of its 

arguments from the Response, including its positions that “a [person of 

ordinary skill in the art] would not consider those ribs to be “the tubular 

member” and “the steel ribs provide only a secondary anchoring force.”  Id. 

at 17. 

Patent Owner adds that  

[i]n SPE59151, the portions of the tubular between the ribs have 
an external diameter less than the internal diameter of the casing 
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due to the presence of the ribs and the elastomer.  EX1003, p.2.  
Thus, even after expansion of the tubular, the internal diameter 
of the tubular is significantly reduced because the tubular itself 
is not expanded into direct continuous contact with the existing 
casing. 

Id. at 18.  Finally, Patent Owner argues that “[i]mportantly, SPE59151 

cannot simply be modified to remove the elastomer.”  Id. 

Petitioner persuades us that SPE 59151 discloses limitation 1[d].  

Pet. 18–27, 50–52, 57–59; Pet. Reply 1–2, 18–22.  With respect to the 

dispute framed by the parties’ arguments, Petitioner convinces us that 

SPE 59151 discloses radially expanding both the metal and elastomeric 

portions of its expandable liner hanger into direct contact with the 

surrounding casing.  E.g., Pet. Reply 19–20.  As Petitioner notes, SPE 59151 

discloses that its “new liner system . . . into intimate contact with the casing 

from which the liner being hung.”  Ex. 1003, 1 (emphasis added).  SPE 

59151 adds that “[t]he combination of the metal-to-metal and elastomer-to-

metal contacts that are created during expansion of the liner hanger produce 

a very reliable seal.”  Id. at 4.  Consistent with these disclosures, Patent 

Owner concedes “SPE 59151 discloses expanding elastomeric and steel 

portions of the tubular into direct contact with the casing.”  PO Sur-reply 16.  

 

 

 

Patent Owner’s attempts to distinguish limitation 1[d] from SPE 

59151 based on arguments about elastomers, ribs, annuli, and internal 

diameters all rest on Patent Owner’s narrow understanding of limitation 

1[d].  These arguments do not persuasively rebut Petitioner’s position, as the 
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evidence supports Petitioner’s claim construction positions, not Patent 

Owner’s.  For the reasons discussed above in Section VII.B, the proper 

construction of limitation 1[d] does not exclude external ribs and elastomeric 

seals, or any of the other things that Patent Owner contends SPE 59151 

discloses. 

Moreover, Patent Owner does not provide persuasive support for 

many of its allegations of what SPE 59151 discloses.  For example, Patent 

Owner does not provide persuasive support for its assertion that  

[i]n SPE59151, the portions of the tubular between the ribs have 
an external diameter less than the internal diameter of the casing 
due to the presence of the ribs and the elastomer.  EX1003, p.2.  
Thus, even after expansion of the tubular, the internal diameter 
of the tubular is significantly reduced because the tubular itself 
is not expanded into direct continuous contact with the existing 
casing. 

PO Sur-reply 18.  In support of these arguments, Patent Owner cites only 

page 2 of SPE 59151.  Ex. 1003, 2.  On this page, SPE 59151 discloses that 

“it affords a means of progressing from one casing string to a smaller string 

with minimal reduction in internal diameter, i.e., the technology conserves 

hole size.”  Id. (emphasis added).  This does not support Patent Owner’s 

position that SPE 59151’s tubular member has a “significantly reduced” 

internal diameter after expansion.  PO Resp. 63.   

Nor does Dr. Wooley’s testimony that SPE 59151 “shows that the 

portions of the tubular with ribs have an internal diameter less than the 

internal diameter of the casing” support Patent Owner position that the 

diameter is “significantly reduced.”  Ex. 2006 ¶ 182.  Neither Dr. Wooley 

nor Patent Owner explains how a tubular member disposed inside a 
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preexisting structure could have an internal diameter identical to that of the 

preexisting structure.  The tubular member seemingly would have to have an 

internal diameter smaller than the surrounding preexisting structure, due to 

the thickness of the tubular member.  Given this, Patent Owner does not 

provide persuasive evidence that SPE 59151’s liner hanger has a 

“significantly reduced” internal diameter.  As discussed above in 

Section VII.B, the ’616 patent’s disclosure of using external ribs and 

elastomers indicates that some reduction in internal diameter comports with 

the patent’s objectives. 

We also find Patent Owner does not provide persuasive evidence in 

support of many of its assertions about SPE 59151’s ribs.  For example, 

Patent Owner does not persuade us that the ribs “provide only a secondary 

anchoring force and, in any event, do not amount to ‘the portions of the 

tubular member within the preexisting structure’ as claim 1 requires.”  PO 

Resp. 63.  In support of this, Patent Owner cites two paragraphs of Dr. 

Wooley’s Declaration.  Id.  One paragraph says exactly the same thing 

Patent Owner says.  PO Resp. 63; Ex. 2006 ¶ 180.  The other paragraph 

offers the conclusory opinion that “[a]n elastomer and external steel ribs 

would not be understood by a [person of ordinary skill in the art] to form the 

contact necessary in ‘radially expanding the tubular member into contact 

with the preexisting structure.’”  Ex. 2006 ¶ 181.  Neither Patent Owner nor 

Dr. Wooley provides persuasive, objective evidence for Patent Owner’s 

position that SPE 59151’s ribs do not constitute portions of the tubular 

member within “the portions of the tubular member within the preexisting 

structure.”  PO Resp. 63; Ex. 2006 ¶¶ 180–181. 
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Regarding the dispute about whether SPE 59151 discloses an annulus 

and therefore fails to disclose limitation 1[d], Petitioner again has the more 

persuasive position.  First, as explained above in Section VII.B, the ’616 

patent’s disclosure of using ribs and elastomers belies Patent Owner’s 

apparent position that limitation 1[d] excludes any separation of any metal 

portion of the tubular member from the surrounding preexisting structure.  

Indeed, as Petitioner notes, Dr. Wooley conceded that he does not 

understand limitation 1[d] as requiring continuous contact.  Ex. 1050, 63:18–

64:6.  Thus, we do not agree with Patent Owner’s suggestion that the claim 

precludes an annulus.  Moreover, Petitioner persuades us that the text of SPE 

59151 conveys that no significant annulus exists between the liner hanger 

and the casing after expansion.  Pet. Reply 21; Ex. 1048 ¶¶ 24–27. 

b) Claim 5 

Claim 5 adds certain limitations regarding the geometry of the tubular 

member prior to radial expansion.  Ex. 1001, 17:41–47.  Petitioner explains 

its position that SPE 59151 teaches the limitations of claim 5, citing record 

evidence.  Pet. 59–60.  Aside from its arguments regarding independent 

claim 1, Patent Owner does not dispute Petitioner’s argument that 

SPE 59151 anticipates claim 5.  See generally PO Resp.  Based on the full 

record, we determine Petitioner has shown by a preponderance of the 

evidence that SPE 59151 anticipates claim 5. 

D. GROUNDS 2–5 

As noted above in Section I.E, Petitioner also argues that claims 1 and 

5 are unpatentable as (a) anticipated by the Offshore Article, (b) “obvious 

over the Offshore Article in view of a [person of ordinary skill in the art],” 
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IX. ORDER 

In consideration of the foregoing, it is: 

ORDERED that claims 1 and 5 have been shown, by a preponderance 

of the evidence, to be unpatentable; 

 FURTHER ORDERED that Patent Owner’s Motion to Deem the 

Filing of Its Exhibits As Timely is granted; 

FURTHER ORDERED that Petitioner’s Motion to Submit 

Supplemental Information is dismissed as moot; 

FURTHER ORDERED that Petitioner’s Motion to Exclude is 

dismissed as moot; 

FURTHER ORDERED that Patent Owner’s Motion to Exclude is 

dismissed-in-part and denied-in-part; 

FURTHER ORDERED that the Motions to Seal are granted; 

FURTHER ORDERED that the default Protective Order submitted 

with the Motions to Seal is entered; and 

FURTHER ORDERED that, because this is a Final Written Decision, 

the parties to the proceeding seeking judicial review of the decision must 

comply with the notice and service requirements of 37 C.F.R. § 90.2. 

                                     
18 As explained above in Section VII.D, we do not reach this challenge. 
19 As explained above in Section VII.D, we do not reach this challenge. 

skill in the art],” 
SPE 5915118 

1, 5 102(a), (e) Vercaemer19   
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  1, 5  
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