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Dear Director Vidal,

Petitioner in the above-captioned IPR respectfully requests Director Review of
the Board’s decision not to institute review.

In the Decision, the Board panel concluded that Petitioner could not satisfy the
reasonably likely standard because it held that the prior art did not meet the
panel’s sua sponte claim construction of the term “processor,” which was
based on extrinsic evidence not of record. In its preliminary response, Patent
Owner did not dispute that the prior art taught the broadly claimed
“processor.”

Petitioner hereby provides the following priority-ranked list of the issues for
which Petitioner seeks Director Review:

1. Whether the panel erred as a matter of law when, in conflict with recent
Federal Circuit decisions such as Qualcomm Inc. v. Intel Corp. and Director
review decisions like Assa Abloy AB v. CPC Patent Techs. Pty., Ltd., it failed
to allow the parties to be heard on a sua sponte claim construction before
rendering its decision whether to institute. In the alternative, if not a legal
error, whether, as a matter of policy and fairness, the panel should have
allowed the parties to be heard on a sua sponte claim construction before
it rendered its decision whether to institute. This is the same important
issue addressed in the recently filed Request for Director Review in the
’085 IPR (IPR2024-00041)

2. Whether the panel erred as a matter of law when, in conflict with Federal
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Circuit cases like In re Magnum Oil Tools Int’l, Ltd. and precedential Board
decisions like Hunting Titan, Inc. v. Dynaenergetics Europe Gmbh, it raised
new arguments not raised by Patent Owner and relied on extrinsic
evidence not of record in making an institution decision without providing
the parties notice and an opportunity to respond.
 

3. Whether the Board erred as a matter of law when, in conflict with Phillips,
In re Keller, and Provisur Techs., Inc. v. Weber, Inc., it issued an overly
narrow claim construction and failed to consider Petitioner’s evidence,
which would have satisfied that construction.

 
For the reasons above, and further discussed in Petitioner’s Request for
Director Review, Petitioner respectfully requests that the Director review the
panel’s decision and correct the errors therein.
 
Thank You,
Ben Haber
Counsel for Petitioner, Samsung
 
 
From: PTACTS_System@uspto.gov <PTACTS_System@uspto.gov> 
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