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Dear Director Vidal,

Patent Owner in the above-captioned proceedings respectfully requests Director Review of
the decision to institute inter partes review on the grounds that it presents an abuse of
discretion and important issues of law or policy.

Patent Owner believes that this Request for Director Review presents an issue of first
impression, namely whether 35 U.S.C. §311(a), which provides in relevant part that only “a
person who is not the owner of a patent” may file a petition for inter partes review, is
jurisdictional in nature. Patent Owner further provides the following description and priority-
ranked list of issues for which it seeks Director Review:

1. Important Issue of Law or Policy

· Whether 35 U.S.C. §311(a) is jurisdictional or procedural and thus that the putative
petitioner’s noncompliance with the requirement that the identified petitioner be “a person
who is not the owner of a patent” could be excused and corrected post-filing.

2. Abuse of Discretion

· If compliance with 35 U.S.C. §311(a) is deemed procedural, whether the Board
abused its discretion in applying a different standard for establishing prejudice to the Patent
Owner with respect to the identification of the petitioner than that applied to requirements
regarding the filing of a petition, service of a petition, and payment of filing fees by no later
than the statutory bar date.

All counsel of record have been copied on this email, and a copy of the Request for
Director Review has been filed in the PTACTS system as Paper 18, a copy of which is
attached hereto. Should the Director require or wish to request supplemental briefing on
any issues presented in the Request for Director Review, Patent Owner would be happy to
provide it.

Sincerely,

Rick McKenna
Intellectual Property Partner
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Ex. 3100
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Woodway USA, Inc. (“Patent Owner”) submits this Request for Director 


Review of the Board’s May 17, 2024 Decision Granting Institution of Inter Partes 


Review (Paper 13, “Institution Decision” or “D.I.”). In its Preliminary Response 


(“POPR”), Patent Owner explained how the putative petitioner, California 


corporation LifeCore Fitness, Inc. (“Petitioner”), did not exist at the time of filing 


the Petition and thus is not a “person” with capacity to petition for inter partes review 


(“IPR”) under 35 U.S.C. §311(a). POPR, 4-7. The Board agreed that the Petition 


should have been filed by the new successor Delaware limited liability company, 


LifeCore Fitness, LLC. D.I. 15. However, the Institution Decision concluded that 


the failure to comply with §311(a) was a mere procedural oversight that the putative 


Petitioner was permitted to correct, not a deficiency that deprived the Board of 


jurisdiction to grant institution. D.I., 14-17. Consistent with that rationale, the Board 


permitted submission of new mandatory notices changing the identification of 


petitioner even though such a change came six months after the statutory deadline 


to file any petition. Id. Patent Owner seeks Director Review of these aspects of the 


D.I., which are believed to present an issue of first impression. 


I. LEGAL STANDARDS 


Director Review of an institution decision is limited to “potential (a) abuse of 


discretion or (b) important issues of law or policy.” Revised Interim Director Review 


Process, https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-
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review-process, §5.A. Such issues are reviewed de novo. Id., §5.A.ii.c.  


II. THE REQUEST PRESENTS AN ISSUE OF FIRST IMPRESSION  


Patent Owner is unaware of any Board decisions before the Institution 


Decision that addressed whether compliance with 35 U.S.C. §311(a) should be 


treated as jurisdictional or as procedural. As discussed below, both legal and policy-


related considerations support finding that §311(a) is jurisdictional in nature, such 


that petitioners must comply with its provisions in the first instance, precluding the 


Board from excusing noncompliance. The Board’s finding to the contrary, 


permitting such liberal substitution of the petitioner after the statutory bar date, even 


if correct, is an abuse of discretion in view of the great weight of authority. 


III. ANY INSTITUTION IN VIEW OF THE PUTATIVE PETITIONER’S 
LEGAL STATUS VIOLATES THE JURISDICTIONAL 
REQUIREMENT OF A “PERSON”  


Section 311(a) provides that “a person who is not a patent owner” may file an 


IPR petition. The plain language of §311(a) requires that a petition may only be filed 


by a “person.” Well-established principles such as legal existence and capacity to 


sue indicate that the Office has no jurisdiction or authority to hear a request for inter 


partes review that is not timely filed by an actual “person.”  


A. Supreme Court and Federal Circuit Decisions Confirm that §311 
Is Jurisdictional 


As the Institution Decision noted, the jurisdictional status of a statutory 


provision “turns on ‘whether Congress has clearly stated that the rule is 
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jurisdictional.’” D.I., 16 (quoting Lumentum Holdings, Inc. v. Capella Photonics, 


Inc., IPR2015-00739, Paper 38, 4 (PTAB Mar. 4, 2016) (precedential)). As Supreme 


Court case law cited by Lumentum shows, this “is not to say that Congress must 


incant magic words” to render something jurisdictional. Sebelius v. Auburn Reg’l 


Med. Ctr., 568 U.S. 145, 153 (2013). Rather, one must “consider ‘context, including 


[the Supreme] Court’s interpretations of similar provisions in many years past,’ as 


probative of whether Congress intended a particular provision to rank as 


jurisdictional.” Id. at 153-54. The term “jurisdictional” properly applies to 


“prescriptions delineating the classes of cases (subject-matter jurisdiction) and the 


persons (personal jurisdiction) falling within a court’s adjudicatory authority.” 


Kontrick v. Ryan, 540 U.S. 443, 455 (2004) (emphasis added).  


Here, the Supreme Court has addressed this issue and effectively found that 


§311 does, in fact, limit at least the classes of issues or cases that fall within its 


adjudicatory authority. In SAS Inst., Inc. v. Iancu, the Supreme Court expressly 


referenced §311(a) and explained that this and other portions of §311 dictate what 


issues the Director (and, by extension, the Board) is “authorize[d]” to consider in an 


IPR, noting specifically that the provision “doesn’t authorize the Director to start 


proceedings on his own initiative. Nor does it contemplate a petition that asks the 


Director to initiate whatever kind of inter partes review he might choose.” 584 U.S. 


357, 364 (2018). Rather, “Congress chose to structure a process in which it’s the 
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petitioner, not the Director, who gets to define the contours of the proceeding” 


through the petition. Id. Such statements demonstrate that the Supreme Court 


interpreted §311 to delineate the classes of cases and petitions the Director and the 


Board have the authority to adjudicate. This renders §311 in general, and §311(a) 


specifically, jurisdictional. 


Other cases dealing with §311 confirm that this provision is jurisdictional in 


nature. For example, in Intel Corp. v. Alacritech, Inc., the Federal Circuit confirmed 


that the Board “does not have legal authority to decide indefiniteness” under §112 


in view of §311(b)’s restriction of the grounds the Board may consider to those that 


“could be raised under section 102 or 103.” 817 F. App’x 1014, 1019 (Fed. Cir. 


2020). Notably, the Supreme Court agrees. See Cuozzo Speed Techs., LLC v. Lee, 


579 U.S. 261, 275 (2016) (noting that Patent Office may not “act outside its statutory 


limits by, for example, canceling a patent claim for “indefiniteness under §112” in 


inter partes review”). Here too, §311(b) further delineates what falls within the 


Board’s adjudicatory authority.  


There can be little doubt that §311 on the whole is jurisdictional in nature. 


This should include §311(a)’s delineation of who may file a petition – only a 


“person” that is not the patent owner.  


B. Legal Existence Is a Longstanding Jurisdictional Requirement 


The law is clear that legal existence (as a prerequisite for capacity to sue) is 
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jurisdictional and controls whether a request for relief can be considered. A “person” 


or entity must legally exist in order to have the capacity to sue or otherwise seek 


relief. Although federal courts are split on whether capacity to sue itself is more 


broadly a “jurisdictional” issue or a “merits” issue,1 there is no doubt that “[l]egal 


existence is a ‘prerequisite’ to having capacity to sue,” and that “[l]egal existence is 


a jurisdictional issue.” In re Proton-Pump Inhibitor Prods. Liab. Litig., No. 2:17-


MD-2789, 2022 U.S. Dist. LEXIS 230364, at *314 (D.N.J. Dec. 22, 2022); see also 


PrimeSource Bldg. Prods. v. United States, 494 F. Supp. 3d 1307, 1321 (Ct. Int’l 


Trade 2021) (“[L]egal existence is an antecedent question to capacity: An entity 


lacking legal existence cannot sue or be sued, not because it lacks capacity, but rather 


because the entity simply does not exist in the eyes of the law.”). Indeed, courts 


frequently dismiss cases in which the putative plaintiff did not exist when the 


complaint was filed or legally ceased to exist during the proceedings. See, e.g., 


Abbott v. Tacconelli’s Pizzeria, LLC, No. 10-1901, 2010 U.S. Dist. LEXIS 87433, 


 
1 Compare Gibson-Kennedy v. Slutsky, No. 13-4324, 2014 U.S. Dist. LEXIS 10742, 


at *8-9 (E.D. Pa. Jan. 27, 2014) (dismissing case brought by party who lacked 


capacity to sue for lack of jurisdiction) with XP Vehicles, Inc. v. DOE, 118 F. Supp. 


3d 38, 65 (D.D.C. 2015) (“[A]rguments related to a plaintiff’s capacity to sue are 


not jurisdictional, and instead, relate to the merits of a plaintiff’s claims.”). 
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at *19-21 (D.N.J. Aug. 24, 2010) (dismissing plaintiff where it lost its corporate 


status and capacity to sue before filing complaint); Price/Ciri Constr. v. United 


States, 27 Fed. Cl. 695, 697-98 (1993) (dismissing complaint filed on behalf of joint 


venture that did not legally exist until after claims were submitted and thus lacked 


capacity to sue at the time of filing).  


In view of these authorities, legal nonexistence and the resulting lack of 


capacity to sue cannot reasonably be considered a purely procedural issue. The same 


principles should apply in IPR proceedings. At a minimum, for a putative petitioner 


to have capacity to submit an IPR petition, it must be a “person.” The putative 


Petitioner is no such “person.”  


C. The Putative Petitioner Is Not a Person with Legal Status to File 


LifeCore Fitness, Inc. was not a “person” on October 24, 2023, when the 


Petition was filed. Common sense dictates that a corporate entity that no longer 


exists cannot be a “person” with capacity to file an IPR petition under §311(a).  


As the POPR explained, LifeCore Fitness, Inc. could not have been a “person” 


who could file any judiciable petition at that time as it had ceased to exist more than 


six months earlier when LifeCore Fitness, Inc., a former California corporation, 


converted to LifeCore Fitness, LLC, a Delaware limited liability company, on April 


19, 2023. EX2075. As the Chancery Court in Delaware—where the successor 


LifeCore Fitness, LLC was formed—has made clear, a predecessor entity “cease[s] 
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to exist” following a conversion of either entity form or place of formation. See In 


re Coinmint, LLC, 261 A.3d 867, 913 (Del. Ch. 2021) (“[W]hen the Conversion 


[from a Delaware LLC to a Puerto Rico LLC] was completed in 2018… Coinmint 


ceased to exist as a Delaware entity.”); New Media Holding Co., L.L.C. v. Brown, 


No. 7516-CS, 2012 Del. Ch. LEXIS 263, *4-6 (Del. Ch. Nov. 14, 2012) (holding 


that Delaware LLC “ceased to exist” when it was converted into a Delaware LLP). 


Thus, LifeCore Fitness, Inc. ceased to exist on April 19, 2023 – long before it 


purported to file the Petition.  


As the POPR further explained, courts have found in similar situations that 


companies that cease to exist under the law of the state where they were formed lack 


the capacity to file claims. See, e.g., Charles Brooks Co. v. Ga.-Pacific, LLC, 552 


F.3d 718, 722 (8th Cir. 2009) (“A corporation cannot file a complaint in court after 


it ceases to exist legally because it lacks the capacity to sue.”) (internal citations and 


quotations omitted); PrimeSource, 494 F. Supp. 3d at 1321 (finding that a 


corporation that “ceases to exist” cannot file claims); ChinaCast Educ. Corp. v. Guo, 


No. CV 15-05475-AB, 2016 U.S. Dist. LEXIS 194753, *8 (C.D. Cal. Jan. 8, 2016) 


(“If a corporation no longer legally exists under the laws of the state where it was 


incorporated, it lacks a substantive capacity to sue or be sued.”). Notably, even 


though Patent Owner cited the foregoing caselaw in the POPR (POPR, 4-6), the 


Institution Decision rejected Patent Owner’s survey of authority demonstrating that 
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nonexistent entities cannot sue or seek relief without ever even acknowledging the 


Delaware cases establishing that LifeCore Fitness, Inc. constituted such a 


nonexistent entity when it purported to file the Petition. D.I., 14-15. This is 


particularly striking given that the Institution Decision attempts to distinguish the 


cited cases as “involv[ing] a legal entity that dissolved, ceased to exist entirely, or 


never existed in the first instance.” D.I., 15 (emphasis added). The Delaware cases 


Patent Owner cited demonstrated that “LifeCore Fitness, Inc. ceased to exist on 


April 19, 2023, when the California corporation was converted to the Delaware 


LLC.” POPR, 5-6 (emphasis added) (citing, inter alia, Coinmint, 261 A.3d at 913). 


The Board erred by concluding that caselaw “involv[ing] a legal entity that… ceased 


to exist” was inapplicable here when LifeCore Fitness, Inc. had also ceased to exist 


under Delaware law.2  


Because the putative Petitioner did not exist when it purported to file the 


 
2 California and Delaware law allow an entity that has ceased to exist to undertake 


certain limited acts relating to winding up its business. Specifically, acts that would 


continue the business of the now former entity, rather than serve to wind it up, are 


not permitted. Cal. Corp. Code §2010(a); 8 Del. C. 1953, §278. Petitioner offered 


no legal authorities for the proposition that challenging the validity of a patent 


through IPR has any relation to winding up a business because it does not.  
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Petition, it could not be a “person” whose petition the Board had the authority to 


adjudicate under §311(a). Because this requirement is jurisdictional, the Board 


cannot overlook it and institute proceedings. This warrants Director Review. 


IV. IT WAS AN ABUSE OF DISCRETION TO APPLY A MORE 
STRINGENT PREJUDICE STANDARD TO PERMIT UNTIMELY 
CORRECTION OF THE IDENTIFICATION OF A NON-EXISTENT 
PETITIONER  


Having failed to meet the foregoing jurisdictional requirements, institution 


should have been denied outright. However, even if such requirements are not 


deemed jurisdictional, it was an abuse of discretion for the Board to hold Patent 


Owner to a heightened prejudice standard compared to other petition filing 


deficiencies that are fatal to institution, like delayed filing, tardy payment of filing 


fees, or delinquent service of a petition and its associated exhibits.  


Despite having full control over the preparation and filing process, the 


putative Petitioner chose to file the Petition on the last possible day without even 


confirming that the filing party actually existed. For Petitioner’s counsel to claim 


that he was unaware of his client’s conversion that happened six months before filing 


the Petition, (see Paper 12, 24:3-7 (“[O]nce we learned about it, we updated our 


mandatory notice.”)), is not credible, particularly in view of the parallel district court 


litigation and his client’s then on-going sales process. This necessarily results in 


prejudice to Patent Owner and should not be excused.  


IPR petitions have been denied for far less. For example, the Board routinely 
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denies institution where the petitioner finishes filing its petition, serves its petition 


on the patent owner, or successfully pays the associated fees shortly after the 


statutory deadline had passed. See, e.g., Cultec, Inc. v. Stormtech LLC, IPR2017-


00526, Paper 14 at 7-8, 13-14 (PTAB July 17, 2017) (denying institution where 


petitioner attempted to pay fees before statutory deadline but failed to do so 


successfully until the following morning); Plaid Techs., Inc. v. Yodlee, Inc., 


IPR2016-00275, Paper 15 at 6-9 (PTAB June 9, 2016) (denying institution where 


petitioner filed but failed to serve petition on patent owner before statutory deadline); 


Terremark N. Am. LLC v. Joao Control & Monitoring Sys., LLC, IPR2015-01482, 


Paper 10 at 5-8, 16 (PTAB Dec. 28, 2015) (denying institution where petitioner 


alleged that technical difficulties resulted in late filing of the petition, service on 


patent owner, and payment of fees). With respect to payment of fees, the Board also 


denied institution even when the petition and all supporting exhibits were actually 


on file by the deadline but payment was accomplished minutes later. E.g., Teva 


Pharms. USA, Inc. v. Monosol Rx, LLC, IPR2016-00281, Paper 21 at 5-14 (PTAB 


May 23, 2016) (denying institution where petitioner uploaded petitions by deadline 


but “technical issues” delayed fee payment until 12:04 AM).  


Against this background, such liberal forgiveness of a key requirement – 


identification of the proper petitioner – warrants Review. This is particularly true 


here, where the Petition was filed on the last day permitted by statute, and it was 
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Patent Owner who uncovered the jurisdictional defect through the deposition of 


Petitioner’s then co-CEO, Roger Bates, in December 2023. Paper 12, 10:25-11:15. 


Mr. Bates was defended in deposition by Petitioner’s First Backup Counsel who is 


at the same firm and in the same office as Petitioner’s Lead Counsel. Paper 1, 2.  


What is clear is that counsel failed to do the bare minimum to confirm the 


proper entity for filing, and then waited until almost three months after the Bates 


deposition and after the POPR was filed to identify the Delaware LLC. Paper 7. 


Denying institution here is no less fair than denying institution when a party that is 


a “person” with capacity files a petition by the deadline but misses compliance with 


requirements such as the payment of fees by mere minutes. In both situations, the 


prejudice to the patent owner, no matter how minor, results from the filing party’s 


failures to allow adequate time for due diligence, filing, service, and/or payment, all 


of which are within the filing party’s control. See Plaid, Paper 15 at 9 (“[T]o the 


extent there is prejudice to Yodlee here, it was created by Plaid’s own delay.”); Teva, 


Paper 21 at 10 (“Waiting until the last minute—without explanation—is ill advised 


and had Petitioner not done so, any alleged delays caused by ‘technical issues’ would 


have been moot.”).  


Like the aforementioned petitioners, had the putative Petitioner either 


performed basic and necessary due diligence before filing or not waited until the last 


possible day to file the Petition, its error might have been uncovered and addressed 
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before the statutory deadline had passed. However, also like the aforementioned 


petitioners, it did not. There is no justification for treating these situations 


differently, particularly when all deal with statutory requirements surrounding the 


content and filing of IPR petitions. On these facts, it was an abuse of discretion to 


fail to hold the putative Petitioner to the same standard with respect to §311(a)’s 


statutory requirements that other petitioners have been held to under §312 and §315. 


V. WHETHER “PERSON” STATUS IS JURISDICTIONAL PRESENTS 
AN IMPORTANT ISSUE OF LAW OR POLICY 


Even if the Institution Decision’s findings neither run afoul of the 


jurisdictional mandate nor amount to an abuse of discretion, the questions involved 


still raise important issues of law or policy that warrant Director Review. Allowing 


liberal amendment after the bar date to correct such a threshold issue as to who is 


challenging validity through IPR undermines the IPR process. It also creates 


uncertainty for patent owners surrounding issues of estoppel.  


A. Finding §311 to be Procedural Would Undermine the IPR Process 


The Institution Decision’s conclusion that §311 is procedural rather than 


jurisdictional, and thus any noncompliance may be excused in the Board’s 


discretion, has significant practical ramifications that present important issues of law 


and policy. If §311 is merely “procedural,” and if such a determination means that 


the Board may overlook petitioners’ noncompliance with its provisions even after 


the statutory bar date, §311’s terms are rendered meaningless. Finding §311 to be an 
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excusable “procedure” permits anyone other than a patent owner, regardless of 


whether the identified entity exists or qualifies as a “person” under §311(a), not only 


to file an IPR petition but to file a petition that goes beyond the scope of §311(b) or 


is filed before the time permitted under the filing deadline provisions of §311(c). 


These provisions cannot reasonably be considered “procedural.”  


For example, §311(b) is the provision limiting the grounds for IPR to those 


“that could be raised under section 102 or 103 and only on the basis of prior art 


consisting of patents or printed publications.” 35 U.S.C. §311(b). If the requirements 


of §311 are merely “procedural,” such that noncompliance may be excused and 


corrected post-filing, the Board could similarly excuse the inclusion of invalidity 


grounds beyond those that could be raised under 35 U.S.C. §§102-103 or that rely 


on prior art other than patents or printed publications. This cannot be correct.  


To take the Institution Decision’s findings regarding §311(a) to their logical 


conclusion, one would have to conclude that a petition that fails to meet §311(b)’s 


requirements, such as one that identifies grounds that allege invalidity under §112 


or rely on commercial products on display or for sale rather than patents or printed 


publications, could be “corrected” to substitute permissible grounds for challenge 


long after the statutory bar date has passed. Such an outcome is absurd both as a 


matter of law and as a matter of policy. Director Review should resolve the disparity. 


B. Patent Owners Are Entitled to Certainty About Who Has 
Petitioned for IPR and Who Is Bound by Estoppel 
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A patent owner is entitled to know who is challenging the validity of its 


patent(s) via IPR. The purpose of the one-year statutory bar is to provide patent 


owners with certainty as to when or if the validity of their patents are subject to 


challenge. See Plaid, Paper 15 at 9 (“The obvious purpose of requiring service within 


the one-year statutory period set forth in 35 U.S.C. § 315(b) is either to provide a 


patent owner with timely notice that its patent is subject to an inter partes review 


proceeding, or else to give the patent owner repose at the end of the statutory 


period.”). Thus, even minor noncompliance with the statutory bar, such as paying 


filing fees minutes late or effecting service a day late, are not excusable. It thus 


stands to reason that a patent owner whose patent has been challenged must at least 


have the information necessary to ascertain who has petitioned for IPR and whether 


that entity is permitted to do so by no later than the statutory bar date.  


The conclusions in the Institution Decision, however, undermine this 


principle. Here, the putative Petitioner’s failure to identify the correct entity as the 


petitioner has had a cascading effect, culminating in unnecessary and prejudicial 


uncertainty for Patent Owner. Both the Petition and the December 13, 2023 Updated 


Mandatory Notices identify only LifeCore Fitness, Inc. as the petitioner and sole 


RPI, and the putative Petitioner did not even inform the Board of LifeCore Fitness, 


LLC’s existence until March 11, 2024, weeks after Patent Owner filed its POPR 


noting the deficiencies it was able to identify. Petition, ix; Paper 5; Paper 7. Yet, the 
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March 11 filing still failed to identify all RPIs, as did a third Updated Mandatory 


Notice filed on May 6, 2024, which made no changes to the March 11 RPI 


identification. Paper 10. At a minimum, each mandatory notice fails to identify at 


least LCF Holdco, Inc., an entity that Patent Owner only learned of on May 3, 2024, 


in the parallel district court litigation, which is long after the Petition was filed. See 


Paper 9, 1-2 (citing Paper 7, 2 (identifying FitLab Inc. as Petitioner’s “majority 


equityholder,” not the sole member or equityholder)). Other RPIs may still be 


missing, but because the putative Petitioner delayed in even identifying the correct 


petitioner, Patent Owner has been unable to ascertain who they might be and whether 


they implicate a statutory bar.  


Even now, Patent Owner does not have an accurate picture of what interested 


parties do or do not exist and whether their existence should have barred filing of 


the Petition. As a matter of policy, no patent owner should be left so in the dark as 


to who has challenged the validity of its patent that it is unable to determine whether 


that challenge is legally permissible. The best way to resolve this is to require that 


the actual entity behind an IPR petition both be correctly identified and be a “person” 


whose RPI relationships can be ascertained. And if the entity behind the petition fails 


to identify itself until after the bar date, it should not retain the benefit of the original 


filing date, just as it would be precluded from filing a new petition.  


 
Dated: May 31, 2024 By: /R.J. McKenna/   
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  Richard J. McKenna 
  Registration No. 35,610 
  Counsel for Patent Owner 
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CERTIFICATE OF SERVICE 


The undersigned hereby certifies that a copy of the foregoing Patent Owner’s 


Request for Director Review was served on May 31, 2024, by email to Petitioner’s 


counsel of record: 


aturner@brookskushman.com  


jhalan@brookskushman.com  


rcantor@brookskushman.com 


kkonz@brookskushman.com  


LCF113IPR@brookskushman.com 


 
Dated: May 31, 2024 /R.J. McKenna/ 


Richard J. McKenna 
Registration No. 35,610 
Counsel for Patent Owner 
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