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DECLARATION OF NICK LEASON 

UNDER 37 C.F.R. § 1.132 

 
 
I, Nick Leason, hereby declare as follows: 

1. I am a co-founder and CEO of MHL Custom, Inc., the assignee of U.S. Patent No. 

9,586,659 (�the �659 Patent�), which is the subject of the present ex parte reexamination.  As a co-

founder and CEO, I am intimately familiar with the history of development of hydrofoil products 

covered by the claims of the �659 Patent, the difficulties and unexpected successes experienced during 

this development, the creation of a market for these products, the great success we have achieved, and 

the value of the �659 Patent, in terms of licensing third parties and pursuing unlicensed infringers, and 

the underlying products themselves. 

2. I have been involved in the preparation of Patent Owner�s response to the pending 

Office Action, and in doing so I have reviewed and am familiar with the Office Action and cited prior 

art, namely: U.S. Patent Application Publication No. 2011/0111650 to Braden et al. (�Braden�); U.S. 

Patent No. 5,544,607 to Rorabaugh et al. (�Rorabaugh�); and U.S. Patent Application Publication 

No. 2005/0255764 to Woolley (�Woolley�).  I have also reviewed the specification and claims of the 

�659 Patent that is the subject of the present reexamination. 

NEXUS BETWEEN PRODUCT AND CLAIM ELEMENTS 

IPR2024-00085
MHL 2044.1

Foil Boarding Co., Inc. and MHL Custom, Inc.
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3. I understand that, in order for evidence of secondary considerations to be applicable to 

rebutting an obviousness challenge, the evidence must have a so-called �nexus� to the claim elements.  

In my opinion, this nexus is readily achieved through the various evidence included and discussed 

below.  I know Jacob Langelaan, the sole inventor of the �659 Patent, has also provided a written 

declaration (�Langelaan Declaration�), accompanying my declaration, and I have reviewed his 

declaration.  I understand he compared the claims of the �659 Patent to the features of an exemplary 

product, Lift3 and Lift4.  I agree completely with his assessment that these products are fully 

encompassed by the claims.  It is also my opinion that the predecessor products, Lift1 and Lift2, also 

include each and every element of independent claim 1. (also see Exhibits C, D.)  All exhibits relating 

to our products that I discuss with this declaration are based on one of these �Lift� products notes 

above. 

COMMERCIAL SUCCESS 

4. We have achieved great commercial success with our hydrofoil products.  As we 

created the market for these so-called e-foils (electric, hydrofoil boards), we command a majority of 

the sales and revenue in the market, and our revenue has grown year-over-year, again due to the 

success of our product.  For instance, in 2023 our sales were about $36 million, up from revenues of 

under $10 million when we first started sales of the products in 2018.  On an individual basis, our 

products cost about $12,000 each. 

5. Furthermore, the �659 Patent itself has proven to be quite valuable in the market.  First, 

when we first learned of the �659 Patent, we negotiated an exclusive license to the patent, and later 

we, MHL Custom, Inc., purchased the patent outright, and are now the recorded assignee of the �659 

Patent.  These agreements are withheld as they are confidential, but in any event, I do not believe the 

details of the agreements would be pertinent for the present purposes.  If you wish to review them, 

please let us know. 

6. Since obtaining our license to the �659 Patent, and completing the subsequent 

acquisition of it, we have licensed the patent to a few third parties.  License royalties on the �659 

Patent, and its related parent patent, U.S. 9,359,044, total in the many millions of dollars (again, these 

agreements are confidential, not just to us, but to our licensees as well).  As I stated previously, the 

�659 Patent covers the efoil products in the market we created, and into which others have ventured.  

The direct correlation between the claims of the �659 Patent to the products themselves is central to 
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the value and success of the �659 Patent.  Our ability to have the original, and in my opinion best, 

product in the market we created, and to have the product be directly protected by the claims of the 

�659 Patent, is testament to our commercial success. 

7. We also estimate our market share based on a combination of our sales, the sales 

reported by our licensees, and then our general knowledge of other competitors in the market, 

including, for instance, Waydoo, who we successfully sued for patent infringement of the �659 Patent.  

Based on our estimates, we currently have a market share of about 50%, while our licensees have 

about 25-30%.  In other words, 75-80% of the products in the market are covered by and sold under 

the �659 Patent.  Waydoo made up part of the remaining 20-25%, and they were also found to be 

covered by the claims of the �659 Patent.  As such, based on our estimates, the claims of the �659 

Patent cover nearly 100% of the efoil market, and our individual market share remains at about 50%, 

despite the entry of these various other competitors.   

8. Indeed, in my opinion, as demonstrated by my extensive experience speaking with and 

teaching customers and users of our products, the ability for our products to be passively stable, with 

no movable steering systems or surfaces, makes the product so appealing to people of all skill levels.  

Typically, I can have the average person riding on the hydrofoil board within about 15 or 20 minutes.  

In fact, I have experienced firsthand people ranging from small children to late-age adults being able 

to ride our products with little to no experience with such products � something I take great pride in 

seeing. (see Exhibits A, B, also see e.g., Exh. W.)  The ability for people of all skill levels to be able 

to ride our products makes for a large market, and therefore, in my opinion the large sales volume (as 

well as the entry of other products into the market as I discuss below) is directly attributable to the 

passively stable and simple riding experience which we created in our products.  By creating a product 

that is passively stable and free of any moveable or steerable surfaces, we were able to make this 

product approachable for people of all levels of ability. 

COPYING BY OTHERS0 

9. Of course, in 2018, when we first launched our product, we had 100% market share.  

But following our launch, we quickly saw competitors jump into the market we created.  In my 

opinion, these third parties were able to get into the market by studying our product and making 

copycat products.  Upon review of our product, they were able to understand that our product 

remained stable in the water even without any movable surfaces or steering components � they saw 
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that, by practicing the claimed inventions of the �659 Patent, a passively stable hydrofoil board was 

possible. 

10. Initial prototypes of our product, and early marketing videos, launched around 2016, 

so competitors would have been able to start studying our product around that time.  In particular, a 

marketing video we distributed on Facebook in 2017, as a teaser for our product launch, obtained 

140,000 hits almost immediately.  We had people interested in our product almost immediately, and 

people in the industry noticed that we had that sort of web activity and buzz in such a short amount 

of time.  Within a couple weeks of this video and another teaser marketing video, we had over a 

hundred million views across many social media channels.  It was a huge public reaction. 

11. Following these initial marketing videos, we started displaying our product publicly, 

and started disseminating information through sales channels � we were not shy about expounding on 

all the great details of our product.  (e.g., see Exhs. H, N, O, V.)  Our first public sale was in May 

2018. 

12. As discussed herein, these competitors have also understood the value of the �659 

Patent, as they recognize that these products, in order to be as commercially successful as ours have 

been, must practice the claims of the �659 Patent.  As a result, we have licensed many of the follow-

on competitors, or have asserted our patent to protect our rights.  These patent assertions have been 

successful and include the aforementioned infringement verdict against Waydoo and have also led to 

settlements by other competitors to agree to exit the U.S. market. 

13. The Waydoo product serves as a good comparison of a copycat product, as it has 

similar dimensions, components, and functionality as our products:   
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And, just like ours, it meets the claims of the �659 Patent, including the fact that it is passively stable 

and does not include any movable surfaces on the hydrofoil or a movable steering system � this was 

established by the aforementioned favorable finding of infringement of at least claim 1 of the �659 

Patent.   

14. Indeed, I have seen efoil �review� articles that mention, one way or another, that �most 

efoils have very similar characteristics � about 28 to 35 kg weight, around 1.5 hours of riding time, 

2.5 hours to charge�,� and as a result most of the competitor products have similar features as ours. 

(Exh. E at 2; also see e.g., Exhs. N, O, X.)  In order to compete with our products, they have had to 

design their products to be nearly identical to ours, which not only makes them look similar and 

operate in a similar fashion, but also include the elements set forth in the claims of the �659 Patent.  

In other words, these competitor products have a nexus to the claims of the �659 Patent, just as our 

own products do. 

LONG-FELT BUT UNRESOLVED NEED 

15. When I first started developing our efoil product, I was looking at the current arc of 

watercraft � jet skis, paddleboards, surfboards, powerboats, etc. � and I wanted to challenge all of 

them. (see e.g., Exh. G.)  A hydrofoil allows you to use less power and provide a unique experience 

that cannot be found with any of these other watercraft.  The use of hydrofoils has been generally 

known for a very long time, including hydrofoil boards that could be propelled by the force of a wave 

or by an outside force such as from a kite, jet ski or powerboat � the Woolley prior art reference 

involved in this Office Action is one such example.  (see Exhs. J, M.)  But no one had as yet figured 
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out how to incorporate a hydrofoil and propulsor in combination and yet keep it a simple, stable, and 

easy to use design.  As I evaluated the use of a powered hydrofoil board, I came across the patent 

application that eventually became the �659 Patent, and I knew someone had already been thinking 

about this.  Though again, there was no product and no market for such a product yet.   

16. The teachings of the �659 Patent provided additional insight we needed to achieve a 

working prototype, as it taught the fundamental elements to create a passively stable hydrofoil board 

that, importantly, did not use movable surfaces or steering components.  Anyone trying to combine a 

hydrofoil with a board and a propulsor would, again, determine that movable elements would be 

needed to control the watercraft.  But the inventor of the �659 Patent discovered that a simpler design, 

without the need for these movable features, was possible.   

17. Indeed, this simpler design opened the door to a larger market of potential users, as 

evidenced by the large amount of sales realized by us and by other licensed and/or copycat designs, 

and by the differences between our products and those in the prior art  These differences include, for 

instance, the ability to use an electric battery to power our products, the ability of our product to 

provide an exhilarating yet stable experience, and the ability for this experience to be available to 

people of all ages and abilities.  All of these differences, not found in prior products but demonstrably 

longed-for in the market, are attributable to the features of the product which are also found in the 

claims of the �659 Patent � namely, a passively stable, weight-shift controlled personal hydrofoil 

board that has a hydrofoil and a propulsor but does not have movable surfaces or a movable steering 

system which would render the watercraft overly complex and more difficult to operate. 

FAILURE OF OTHERS 

18. I am aware that the Examiner is combining multiple references from the prior art in 

order to show that a person of ordinary skill in the art would recognize that a hydrofoil could simply 

be added to a powered surfboard to arrive at the claimed invention of the �659 Patent.  In my 

experience with these types of products, I respectfully disagree with this assertion.  Indeed, as noted 

above, I am not aware of anybody else that had previously attempted or was able to make the device 

recited in the claims of the �659 Patent. 

19. In fact, my own efforts to build this product spanned many years.  I worked day-in and 

day-out, 7 days a week, 12-14 hours a day, for six years developing and experimenting with hydrofoils 

and other watercraft products.  But everything we were making was either underpowered (e.g., a 
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stand-up paddleboard) or was difficult to ride (e.g., a hydrofoil kite board).  But one day, I started 

thinking about how to actually power a hydrofoil board without the need for an external power source, 

like a kite, a jet ski, a wave, or the like.  I looked all over in conducting research on such a device, 

just to get a frame of reference to see if it was even possible.  I came up empty � I couldn�t find any 

information on such a device, how it might operate, etc. 

20. Eventually, my own efforts were to the point where I was starting to build prototypes 

and really try to manifest my ideas into a physical representation.  But I was not yet having much 

luck.  I was having trouble getting these ideas to work in the real world.  I was having many more 

failures than successes. 

21. At this time, I also considered filing a patent application.  I consulted with a patent 

attorney, who advised me to conduct a patent search before going through the process of preparing 

and filing a patent application.  We started our search, and eventually discovered the patent application 

that, through a continuation application, eventually became the �659 Patent.  As I noted above, upon 

learning of this patent application, I contacted the inventor and eventually negotiated an exclusive 

license. 

22. The �659 Patent held the �secret sauce� that advanced my ideas and rough prototypes 

into a working product, which eventually became the wildly successful product it is today.  The 

inventor of the �659 Patent was far ahead of where I was, and his teachings and expertise allowed me 

to make giant leaps and avoid many more failures.   

23. Without the teachings of the �659 Patent, I would not have had enough information or 

teachings to build the hydrofoil boards covered by the claims of the �659 Patent.  I would have made 

further failures, and probably end up where others had in this industry � i.e., requiring an outside force 

to propel the hydrofoil (like Woolley) or include a complex control system to help stabilize the 

hydrofoil (like U.S. Pat. No. 7,047,901 to Chen, which is discussed in column 1 lines 50-56 of the 

Background of the �659 Patent).   

UNEXPECTED RESULTS 

24. I reviewed the Langelaan Declaration, which accompanies my present Declaration and 

other documents in response to the Office Action in this reexamination proceeding.   In particular, I 

like his analogy of positioning the tow rope either around a user�s waist or around their ankles, and 

the drastically different results upon the application of a pulling force.  In my opinion, this illustrates 
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the unexpected results we experienced as we developed this product based on the teachings of the 

�659 Patent.  Specifically, by positioning the propulsor on the mast near the hydrofoil, the result 

should be a strong and immediate �nose-up� pitching moment of the board.  This would result in an 

unusable product.  The natural solution for counteracting this force would be to include movable 

surfaces that would provide opposing forces that could vary depending on the amount of thrust applied 

by the propulsion source.   

25. As I mention numerous times herein, including such movable surfaces would over-

complicate the product and likely render it very difficult to use for a majority of people.  Thus, both 

the inventor and I believed that a hydrofoil with no movable surfaces would need to be used. 

26. While the inventor�s declaration focused this analysis on why a person of ordinary 

skill in the art would not combine the prior art references, the analysis is in my opinion equally 

applicable to show the unexpected success we had in realizing that the claimed invention was also 

successful in real life. 

INDUSTRY PRAISE 

27. It goes without saying based on the above demonstrated financial success and the 

evidence of many new entrants into the market after the launch of my company�s product, but I have 

received a mountain of industry praise from competitors, customers, distributors, everyone.  The 

product was something entirely new and never seen before � we created the market from nothing.  

The praise was generally around how simple it is to get people of all ages and abilities to ride on the 

efoil products with relative ease. 

28. In fact, many of my sales are to resorts and watercraft rental companies that cater to 

tourists and, generally, first-timers. (e.g., see Exh. B.)  Of course, if these resorts and rental companies 

are charging money to let people experience these products, it is important for the customer to enjoy 

the experience, and that means being able to stand up on the board and use the hydrofoil to fly above 

the water, all within a relatively short amount of time.  As I mentioned above, I rarely have somebody 

that cannot use the board in this manner during their first time using the product. Again, the ability 

for users to enjoy the experience so quickly, even if it is their first time, is due to the passive stability 

of the watercraft and the lack of additional control surfaces and steering mechanisms, which would 

only complicate the experience and make it much more difficult to use (if it could even be used at 

all). 
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29. Of course, what better industry praise is there than when copycats try and copy your 

idea and put their own products on the market?  As I noted above, we have had plenty of these 

situations.  Some of these are now sanctioned competitive products, licensed under the �659 Patent, 

while we have had to assert patent infringement actions against others in order to force them to stop 

infringing on the product that resulted from countless hours of effort and monetary investment.  Our 

success in licensing and patent infringement activities leave no doubt, in my opinion, of the 

importance of the claimed elements of the �659 Patent relative to both our products and those of our 

competitors.  That is, without passive stability and the absence of movable surfaces and steering 

components, the product would be neither usable nor commercially viable.   

30. Attached hereto are examples of the overwhelming industry praise our product has 

received since the days we first introduced the device to the world.  I provide only a sampling here 

for illustrative purposes, but I can provide many more examples upon request.  (see e.g., Exhs. A-G, 

I-M, P-U, W, Y.) 

 

I declare under penalty of perjury that the foregoing is true and correct.  I further state that I 

have been warned that willful false statements and the like so made are punishable by fine or 

imprisonment, or both, under § 1001 of Title 18 of the United States Code and such willful false 

statements may jeopardize the validity of the application or any patent resulting therefrom.  I state 

that all statements made of my own knowledge are true and all statements made on information and 

belief are believed to be true. 

 

Dated:_____________________                                                         
 NICK LEASON 
 
 
































































































































































































































































































































































































































