IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WISCONSIN

SIGNIFY NORTH AMERICA CORPORATION
and SIGNIFY HOLDING B.V.,

Plaintiffs,
V.

MENARD, INC., Case No: 3:22-cv-00706-jdp

Defendant, Third-Party Plainti
A v 7 District Judge: James D. Peterson

V- Magistrate Judge: Stephen L. Crocker
LUMINEX INTERNATIONAL COMPANY,
LTD.; RICHPOWER INDUSTRIES, INC.; EAST
WEST COMMERCE CO., INC.; ALERT REEL
MANUFACTURING, LLC; BEST LIGHTING
PRODUCTS, INC.; K LIVE D/B/A BULB STAR;
CL CORPORATION D/B/A PINEGREEN
LIGHTING; GOOD EARTH LIGHTING, INC.;
GT INDUSTRIAL PRODUCTS, L.L.C,;
SOARING TECHNOLOGY CO., LTD; ZONE
INDUSTRY CORPORATION; CANARM, LTD.,
TEST RITE PRODUCT CORPORATION.

Third-Party Defendants.

DEFENDANT’S AND THE THIRD PARTY DEFENDANTS’ JOINT INITIAL
INVALIDITY CONTENTIONS

Defendant Menard, Inc. (“Defendant” or “Menard”), and Third-Party Defendants Luminex
International Company, Ltd.; Richpower Industries, Inc.; Alert Reel Manufacturing, LLC; Best
Lighting Products, Inc.; CL Corporation d/b/a Pinegreen Lighting; Good Earth Lighting, Inc.; GT
Industrial Products, L.L.C.; Zone Industry Corporation; and Test-Rite Products Corp. (collectively,
“Third-Party Defendants”) make these Invalidity Contentions concerning U.S. Patent Nos.
7,038,399 (“’399 patent”); 7,256,554 (“’554 patent”); 7,737,643 (‘643 patent”); 7,348,604 (‘604
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patent”); 7,658,506 (“’506 patent”); and 10,299,336 (“’336 patent”) (collectively, “Asserted
Patents”). The Joint Initial Invalidity Contentions include this document, all exhibits to it, and all
documents referenced or described in this document or its exhibits.

These Joint Invalidity Contentions reflect Defendant’s and the Third Party Defendants’
knowledge as of now. Defendant and the Third Party Defendants may modify or supplement these
Joint Invalidity Contentions in response to learning of additional prior art or information regarding
prior art, any modification or supplementation of Infringement Contentions by Signify, any claim
construction by the Court, any positions that Signify or its expert witness may assert concerning
claim construction, infringement, or invalidity, or as otherwise may be appropriate. Moreover,
Defendant’s and the Third Party Defendants’ investigation of facts and prior art is ongoing.

Signify’s infringement allegations are deficient at least insofar as they fail to articulate and
produce claim charts specific to those products manufactured by each Third-Party Defendant.
Defendant and the Third Party Defendants reserve the right to modify or supplement these Joint
Invalidity Contentions in response to changes in Signify’s Infringement Contentions and positions.

These Invalidity Contentions describe particular teachings and disclosures of the prior art
as applied to features of the asserted claims. However, persons having ordinary skill in the art
generally may view an item of prior art as a whole and in the context of other publications,
literature, products, and understanding, and the cited portions of prior art are exemplary only. Thus,
to understand and interpret any specific statement or disclosure within a prior art reference, such
persons may rely on other information within the reference, along with other publications and their
general scientific knowledge. Defendant and the Third Party Defendants may rely on the entirety
of the listed references, including uncited portions of those references, references incorporated by

reference, and on other publications and expert testimony shedding light on those references,
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including to aid in understanding and interpreting the cited portions, to provide context, and to
provide additional evidence that the prior art discloses a claim limitation or that it was readily
known to a person of ordinary skill in the art.

Defendant and the Third Party Defendants may also rely on discovery obtained in this
matter, from Signify and from third parties, including testimony from named inventors, prior art
authors and/or inventors, expert witnesses, and other witnesses with relevant knowledge, as well
as papers filed and any evidence submitted by Signify in conjunction with this litigation.
Defendant and the Third Party Defendants may rely on such discovery for any purpose, including
without limitation as prior art, to describe the prior art or its invalidating features identified in these
Joint Invalidity Contentions; to provide evidence of the state of the art in the relevant time period
(whether or not this evidence itself qualifies as prior art); and to establish bases for and motivations
to make combinations of cited references to render the asserted claims obvious. At this point in
the litigation, Signify has not yet produced to Defendant or the Third Party Defendants any prior
art for any of the Asserted Patents. Indeed, in view of the licensing programs and prior litigations
involving some of the Asserted Patents, we expect Signify to have significant amounts of prior art
and invalidity charts in its possession, custody, or control.

The references discussed in these Joint Invalidity Contentions herein disclose the elements
of the asserted claims explicitly or inherently, and/or they may be relied upon to show the state of
the art in the relevant time frame. To the extent the attached claim charts cite to a reference for
each element or limitation of an asserted claim, Defendant and the Third Party Defendants contend
that such reference anticipates that claim and/or, in the alternative, renders the claim obvious. In
addition, to the extent that the attached claim charts refer to additional references, Defendant and

the Third Party Defendants contend, in the alternative, that the asserted claim is rendered obvious
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for the reasons set forth herein and/or in the attached charts. To the extent suggested obviousness
combinations are included herein, they are exemplary, are provided in the alternative to
Defendant’s and the Third Party Defendants’ anticipation contentions, and are not to be construed
to suggest that any reference included in the combinations is not by itself anticipatory.

To the extent that these Joint Invalidity Contentions reflect or otherwise embody particular
constructions of terms or phrases in the asserted claims, Defendant and the Third Party Defendants
do not propose that those are the proper constructions of those terms or phrases. Portions of these
Joint Invalidity Contentions rely on Signify’s apparent interpretation of the asserted claims in view
of Signify’s infringement allegations. As a result, these Joint Invalidity Contentions are not
intended to, and do not necessarily, reflect Defendant’s and the Third Party Defendants’
interpretation of the true and proper scope of the asserted claims, and do not admit or suggest that
Defendant and the Third Party Defendants agree with Signify regarding the scope of any of the
asserted claims.

Defendant and the Third Party Defendants have thus applied the prior art on their
assumption that Signify contends the asserted claims (1) are definite, (2) have written description
support, and (3) are enabled, as suggested by Signify’s Infringement Contentions. These Invalidity
Contentions do not represent agreement to the meaning, definiteness, written description support
for, or enablement of any asserted claim. Moreover, nothing in these Joint Invalidity Contentions
admits that Defendant’s and the Third Party Defendants’ accused products meet any limitations of
the asserted claims.

I. PRIORITY
A. 7,038,399 (the “’399 patent”)
The °399 patent issued from U.S. Application No. 10/435,687, filed on May 9, 2003 and

claims priority to two provisional applications—Provisional Application No. 60/391,627, filed on
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June 26, 2002; and Provisional Application No. 60/379,079, filed on May 9, 2002. The 399 patent
is also a continuation-in-part of two applications—U.S. Application No. 09/805,368 and U.S.
Application No. 09/805,590, both of which have filing dates of March 13, 2001. Signify contends
that the *399 patent is entitled only to the May 9, 2002 priority date of U.S. Application No.
60/379,079 for claims 7, 8, 17-24, 34, 35, 42, 43, and 47, and the May 9, 2003 filing date of
the 399 patent for claims 58—61. Signify thus concedes that the asserted claims of the *399 patent
are not entitled to the earlier priority dates of U.S. Application Nos. 09/805,368 and 09/805,590.

Without conceding that the asserted claims of the 399 patent are entitled to the earliest
claimed priority date on the face of the *399 patent of March 13, 2001, Defendant and the Third
Party Defendants used that date as the priority date for these Joint Invalidity Contentions with
respect to the *399 patent. As this is the earliest possible priority date that could attach to any
asserted claim of the *399 patent, any subsequent determination by the Court of a later priority
date on a claim-by-claim basis will render all references herein prior art to the 399 patent.

To the extent that Signify modifies this priority date, or Defendant and the Third Party
Defendants obtain further information about the proper priority date, Defendant and the Third
Party Defendants reserve the right to amend their response and challenge the priority date of the
asserted patent claims, and to correspondingly amend their Joint Invalidity Contentions based on,
including but not limited to, the discovery of additional information.

B. 7,348,604 (the “°604 patent”)

The *604 patent issued from U.S. Application No. 11/419,292, filed on May 19, 2006, and
claims priority to Provisional Application No. 60/683,244 filed on May 20, 2005. Signify contends
that the 604 patent is entitled to at least the May 20, 2005 priority date, and further asserts that
the 604 patent is further entitled to an earlier priority date of March 19, 2004 as the result of an

earlier conception and reduction to practice of the claimed invention. Without conceding that the
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asserted claims of the 604 patent are entitled to either of these alleged priority dates, Defendant
and the Third Party Defendants use the May 20, 2005 priority date reflected on the face of the *604
patent as the priority date for these Joint Invalidity Contentions with respect to the *604 patent.

To the extent that Signify modifies this priority date, or Defendant and the Third Party
Defendants obtain further information about the proper priority date, Defendant and the Third
Party Defendants reserve the right to amend their response and challenge the priority date of the
asserted patent claims, and to correspondingly amend their Joint Invalidity Contentions based on,
including but not limited to, the discovery of additional information.

C. 7,256,554 (the “’554 patent”) and 7,737,643 (the “’643 patent”)

The ’554 patent issued from U.S. Application No. 11/079,450, filed on March 14, 2005,
and claims priority to Provisional Application No. 60/553,318, filed on March 15, 2004. The 643
patent issued from U.S. Application No. 11/780,574 filed on July 20, 2007, and is a continuation
of the ’554 patent and claims priority to it. Without conceding that the asserted claims of the *554
patent and ’643 patent are entitled to that priority date, Defendant and the Third Party Defendants
use the March 15, 2004 date as the priority date for these Joint Invalidity Contentions with respect
to the ’554 patent and ’643 patent.

To the extent that Signify modifies this priority date, or Defendant and the Third Party
Defendants obtain further information about the proper priority date, Defendant and the Third
Party Defendants reserve the right to amend their response and challenge the priority date of the
asserted patent claims, and to correspondingly amend their Joint Invalidity Contentions based on,
including but not limited to, the discovery of additional information.

D. 7,658,506 (the “’506 patent™)

The *506 patent issued from U.S. Application No. 11/748,100 filed on May 14, 2007 and

claims priority to U.S. Provisional Application No. 60/747,110 filed on May 12, 2006. Without
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conceding that the asserted claims of the *506 patent are entitled to that priority date, Defendant
and the Third Party Defendants use the May 12, 2006 date as the priority date for these Joint
Invalidity Contentions with respect to the *506 patent.

To the extent that Signify modifies this priority date, or Defendant and the Third Party
Defendants obtain further information about the proper priority date, Defendant and the Third
Party Defendants reserve the right to amend their response and challenge the priority date of the
asserted patent claims, and to correspondingly amend their Joint Invalidity Contentions based on,
including but not limited to, the discovery of additional information.

E. 10,299,336 (the “’336 patent”)

The °336 patent was filed on June 21, 2018 as a continuation-in-part of U.S. Application
No. 15/811,062 (“the 062 Application”). The 062 Application is a continuation of U.S.
Application No. 15/435,141 (“the *141 Application”) and claims priority to U.S. Provisional
Application No. 62/297,424 (“the ’424 Provisional”) which was filed on February 19, 2016.
Signify does not assert that the claims of the *336 patent are entitled to any of the earlier claimed
priority dates on the face of the 336 patent, but claims priority only to the filing date of the *336
patent itself, or June 21, 2018. As the 062 Application, the *141 Application, and the ’424
Provisional fail to provide written description support for claims 1-20 of the *336 patent, and
Signify seemingly concedes the lack of priority to the earlier filed applications, the asserted claims
of the ’336 patent are therefore entitled to a priority date no earlier than the *336 patent’s June 21,
2018 filing date.

To the extent that Signify modifies this priority date, or Defendant and the Third Party
Defendants obtain further information about the proper priority date, Defendant and the Third

Party Defendants reserve the right to amend their response and challenge the priority date of the
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asserted patent claims, and to correspondingly amend their Joint Invalidity Contentions based on,
including but not limited to, the discovery of additional information.

II. STATE OF THE ART

Defendant and the Third Party Defendants may rely on the references in these Invalidity
Contentions to show the state of the art at the relevant time. But these references are only
exemplary of the state of the art, and do not limit the scope of what a person of ordinary skill in
the art would have understood at the time. Defendant and the Third Party Defendants may rely on
additional prior art, information, testimony, or knowledge to demonstrate what one of ordinary
skill in the art would have understood prior to any priority date for the claims of the Asserted
Patents.

III. IDENTIFICATION OF PRIOR ART

In addition to the prior art identified in the specification and prosecution histories of the
Asserted Patents, Defendant and the Third Party Defendants may rely on the prior art identified in
these Invalidity Contentions. Defendant and the Third Party Defendants identify each item of prior
art by: (1) each patent by its patent number and country of origin; (2) each non-patent publication
by its title, date of publication, and, where feasible, author and publisher; and (3) each prior art
product or system that was in public use, sold, or otherwise available to the public by the relevant
dates and entities involved. Defendant’s and the Third Party Defendants’ identification of prior
art in these Joint Invalidity Contentions includes the publications themselves as well as the
products, devices, and systems described therein. Defendant’s and Third Party Defendants’

identification of prior art for each of the Asserted Patents are set forth in Exhibits A through F.

Page 8 of 268



IV. INVALIDITY UNDER 35 U.S.C. §§ 102 AND 103

In addition to and including the prior art disclosed in the Exhibits incorporated by reference
herein, each of the asserted claims of the Asserted Patents is anticipated by and/or obvious in view
of one or more items of prior art identified above either alone or in combination.

Furthermore, along with the references disclosed in these contentions, the exhibits thereto,
the Asserted Patents and their respective prosecution histories, and the common sense and
understanding of those in the relevant field at the time of the alleged invention, invalidity may be
demonstrated by the live testimony of relevant witnesses, who will be identified in accordance
with the case schedule and as discovery in this matter opens and proceeds. Such witnesses may
be used, among other purposes, to discuss issues of prior art systems, prior art references, and the
knowledge of one of ordinary skill in the art at the time of the alleged invention.

One or more combinations of the prior art references identified above would have been
obvious because these references would have been combined using: known methods to yield
predictable results; known techniques in the same way; a simple substitution of one known,
equivalent element for another to obtain predictable results; and/or a teaching, suggestion, or
motivation in the prior art generally. In addition, it would have been obvious to try combining the
prior-art references identified above because there were only a finite number of predictable
solutions and/or because known work in one field of endeavor prompted variations based on
predictable design incentives and/or market forces either in the same field or a different one. In
addition, the combination of the prior-art references identified above would have been obvious
because the combination represents the known potential options with a reasonable expectation of
success.

Additional evidence that there would have been a motivation to combine the prior-art

references identified above includes the interrelated teachings of multiple prior art references; the
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effects of the demands known to the design community or present in the marketplace; the
complimentary and overlapping subject matter of the prior-art references; the existence of a known
problem for which there was an obvious solution encompassed by the asserted claims; the
existence of a known need or problem in the field of endeavor at the time of the alleged invention(s);
and the background knowledge that would have been possessed by a person having ordinary skill
in the art.

Thus, the motivation to combine the teachings of the prior art references disclosed herein
is found in the references themselves and: (1) the nature of the problem being solved, (2) the
express, implied, and inherent teachings of the prior art, which recognize and attempt to solve the
same problem(s), (3) the knowledge of persons of ordinary skill in the art in view of the interrelated
teachings of multiple references, (4) the fact that the prior art is generally directed towards the
same field, (5) the fact that the prior art generally is employed on similar devices; (6) the fact that
many of the prior-art references refer to other references; and (7) the predictable results obtained
in combining the different elements of the prior art. Additionally, a person of ordinary skill in the
art would have been motivated to address at least the alleged problems or achieve the purported
objectives identified in the description of the Asserted Patents.

Any reference or combination of references that anticipates or makes obvious an asserted
independent claim also makes obvious any asserted claim dependent on that independent claim
because every element of each dependent claim was known by a person of ordinary skill at the
time of the alleged invention, and it would have been obvious to combine those known elements
with the independent claims at least as a matter of common sense and routine innovation.

Accordingly, Defendant and the Third Party Defendants contend that each asserted claim would
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have been obvious not only by the exemplary combinations identified in these contentions, but
also by any combination of references that renders obvious an asserted claim.

Numerous prior-art references, including those identified herein and in the claim charts
attached hereto, reflect common knowledge and the state of the prior art prior to the respective
priority dates of the Asserted Patents.

As it would be unduly burdensome to create detailed claim charts for such invalidating
combinations, Defendant and the Third Party Defendants have provided illustrative examples of
such invalidating combinations below. For at least the reasons described above and below in the
examples provided, as well as in the attached claim charts, it would have been obvious to one of
ordinary skill in the art to combine any of a number of prior art references, including any
combination of those exemplary references identified herein, to meet the limitations of the asserted
claims. As such, Defendant and the Third Party Defendants inclusion of exemplary combinations
does not preclude Defendant and the Third Party Defendants from identifying other invalidating
combinations as appropriate.

Defendant and the Third Party Defendants have attached Exhibits containing claim charts
identifying examples of prior art that anticipate and/or render obvious each asserted claim of the
Asserted Patents. Specifically, to the extent the attached claim charts cite to a reference for each
element or limitation of an asserted claim, Defendant and the Third Party Defendants contend that
such reference anticipates that claim. In addition, Defendant and the Third Party Defendants
contend, in the alternative, that each asserted claim is rendered obvious for the reasons set forth in
this document and the attached charts. To the extent that Signify contends that any one of the
references does not disclose one or more elements of the asserted claims, it would have been

obvious to combine the references in the Invalidity Charts with one or more other references.
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As detailed in the Invalidity Charts and included in Exhibits A through F, the asserted
claims of the Asserted Patents are obvious in view of the state of the prior art alone and/or in
combination with the references described in the above-referenced Exhibits as well as the
references and disclosures described below. The subject matter claimed in the asserted claims of
the Asserted Patents would have been obvious because the prior art, common knowledge, and
nature of the problems, viewed through the eyes of a person ordinarily skilled in the art, suggested
the claimed elements. A person of ordinary skill in the relevant fields would have possessed
knowledge and skills rendering him or her capable of combining the prior art references with
knowledge in the field and common sense. Moreover, the asserted claims represent well-known
combinations of familiar and pre-existing elements, yielding only predictable results.

V. INVALIDITY UNDER 35 U.S.C. § 112

Certain of the Asserted Patents are also invalid under 35 U.S.C. § 112 for at least the
following reasons.

35 U.S.C. § 112 requires that the specification contain a written description of the invention.
“[Tlhe hallmark of written description is disclosure.” Boston Scientific Corp. v. Johnson &
Johnson, 647 F.3d 1353, 1361-62 (Fed. Cir. 2011). The test for whether a specification adequately
describes an invention is “whether the disclosure of the application relied upon reasonably conveys
to those skilled in the art that the inventor had possession of the claimed subject matter as of the
filing date.... [T]he test requires an objective inquiry into the four corners of the specification from
the perspective of a person of ordinary skill in the art.” Ariad Pharms., Inc. v. Eli Lilly & Co., 598
F.3d 1336, 1351 (Fed. Cir. 2010) (en banc); see also Boston Scientific, 647 F.3d at 1362.

The enablement requirement of § 112 demands that the patent specification enable “those
skilled in the art to make and use the full scope of the claimed invention without undue

experimentation.” Genentech, Inc. v. Novo Nordisk A/S, 108 F.3d 1361, 1365 (Fed. Cir. 1997).
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“[TThe scope of the claims must be less than or equal to the scope of the enablement.” Nat’l
Recovery Tech., Inc. v. Magnetic Separation Sys., Inc., 166 F.3d 1190, 1196 (Fed. Cir. 1999).

With respect to how to implement limitations of the alleged inventions of the asserted
claims, the Asserted Patents do not provide any substantial disclosure beyond that found in the
prior art, including the prior-art items identified in these Invalidity Contentions. As a result,
Signify cannot contend that (1) the Asserted Patents would have enabled a person of ordinary skill
to make the alleged inventions within the full scope of the asserted claims, while contending that
(2) the prior art does not. To the extent Signify contends that any of the prior art does not provide
an enabling description of the alleged inventions, the Asserted Patents also fail to provide an
enabling disclosure of the alleged inventions.

Claims are indefinite under 35 U.S.C. § 112 when they “fail to inform, with reasonable
certainty, those skilled in the art about the scope of the invention.” Nautilus, Inc. v. Biosig
Instruments, Inc., 134 S. Ct. 2120, 2124 (2014). Moreover, a claim term is indefinite where the
claims, specification, and prosecution history do not “convey with reasonable certainty the
measure of [a given variable] to be used.” Teva Pharms. USA, Inc. v. Sandoz, Inc., 789 F.3d 1335,
1341 (Fed. Cir. 2015) (holding that “having a molecular weight of....” was indefinite as there were
at least three different ways of measuring molecular weight and the intrinsic record did not convey
which measure to use); see also Honeywell Int’l, Inc. v. Int’l Trade Comm ’n, 341 F.3d 1332, 1339-
40 (Fed. Cir. 2003) (holding indefinite a claim including a numeric limitation, “melting point
elevation,” without disclosing which of multiple methods of measuring that number should be
used).

In view of Signify’s infringement allegations and its purported attempt to map the claims

to the accused products, the Asserted Claims of the Asserted Patents are invalid under 35 U.S.C.
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§ 112 at least because they lack adequate written description support in the specification, are not

enabled, and/or are indefinite.

A. ’399 Patent

The asserted claims of the *399 patent are invalid for failure to satisfy the requirements of

35 U.S.C. § 112, including without limitation, because they do not satisfy the definiteness, written

description, and/or enablement requirements.

For example, the asserted claims of the 399 patent are invalid under 35 U.S.C. § 112 for

at least the following reasons:

The “controller/controlled/controlling” limitations, subject to the court’s
interpretation, recited in claims 7, 8, 17-24, 34, 35, 42,43, 47, and 58-61 of the 399
patent are indefinite. The claims, read in light of the specification and the
prosecution history, fail to inform, with reasonable certainty, those skilled in the art
about the scope of the alleged invention. Specifically, these limitations are means
plus function limitations under 35 U.S.C. § 112, and there is no structure disclosed
in the specification corresponding to the limitations.

The “power circuitry” limitation recited in claims 17-24 of the ’399 patent is
indefinite. The claims, read in light of the specification and the prosecution history,
fail to inform, with reasonable certainty, those skilled in the art about the scope of
the alleged invention.

The “power-related signal” limitation recited in claims 7, 8, 17-24, 34, 35, 42, 43
and 47 of the *399 patent is indefinite, lacks written description support, and is not
enabled. The specification fails to provide sufficient written description regarding
the claimed feature, fails to describe the alleged invention in sufficient detail to
convey to a POSITA that the applicant had possession of the alleged invention, and
does not inform a POSITA how to make or use the alleged invention without undue
experimentation. Moreover, the claims, read in light of the specification and the
prosecution history, fail to inform, with reasonable certainty, those skilled in the art
about the scope of the alleged invention.

The “signals other than a standard A.C. line voltage” limitation recited in claims 7,
8,17-24, 34, 35, 42, and 43 of the 399 patent lacks written description support and
is not enabled. The specification fails to provide sufficient written description
regarding the claimed feature, fails to describe the alleged invention in sufficient
detail to convey to a POSITA that the applicant had possession of the alleged
invention, and does not inform a POSITA how to make or use the alleged invention
without undue experimentation.
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B.

The “essentially white light” limitation recited in claim 47 of the *399 patent is
indefinite, lacks written description support, and is not enabled. The specification
fails to provide sufficient written description regarding the claimed feature, fails to
describe the alleged invention in sufficient detail to convey to a POSITA that the
applicant had possession of the alleged invention, and does not inform a POSITA
how to make or use the alleged invention without undue experimentation.
Moreover, the claims, read in light of the specification and the prosecution history,
fail to inform, with reasonable certainty, those skilled in the art about the scope of
the alleged invention.

The “so as to approximate light generation characteristics of an incandescent light
source” limitation recited in claim 47 of the *399 patent lacks written description
support and is not enabled. The specification fails to provide sufficient written
description regarding the claimed feature, fails to describe the alleged invention in
sufficient detail to convey to a POSITA that the applicant had possession of the
alleged invention, and does not inform a POSITA how to make or use the alleged
invention without undue experimentation.

’554 Patent

The asserted claims of the *554 patent are invalid for failure to satisfy the requirements of

35 U.S.C. § 112, including without limitation, because they do not satisfy the definiteness, written

description, and/or enablement requirements.

For example, the asserted claims of the 554 patent are invalid under 35 U.S.C. § 112 for

at least the following reasons:

The “without optically monitoring the first radiation" generated by the LED
limitation recited in claims 1, 2, 5, 46, 47, 49, and 50 of the *554 patent lacks written
description support and is not enabled. The specification fails to provide sufficient
written description regarding the claimed feature, fails to describe the alleged
invention in sufficient detail to convey to a POSITA that the applicant had
possession of the alleged invention, and does not inform a POSITA how to make
or use the alleged invention without undue experimentation. More specifically, this
claim limitation was added during prosecution of the *554 patent to distinguish the
claimed invention from prior art. Yet the specification discloses only that the light
intensity of the LED is controlled without monitoring or regulating the voltage or
current provided to the LED, without any express disclosure of "without optically
monitoring the first radiation" generated by the LED. While the specification notes
that there is no requirement to obtain feedback information from the load, such
feedback information relates to the voltage or current provided to the LED—not
the radiation emitted by the LED.
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The “energy transfer element” limitation recited in claims 1, 2, 5, 6, 46, 47, 49, 50
and 51 of the 554 patent is indefinite. The specification fails to provide sufficient
written description regarding the claimed feature, fails to describe the alleged
invention in sufficient detail to convey to a POSITA that the applicant had
possession of the alleged invention, and does not inform a POSITA how to make
or use the alleged invention without undue experimentation. More specifically,
these limitations are means plus function limitations under 35 U.S.C. § 112, and
there is no structure disclosed in the specification corresponding to the limitations.
The claims recite a generic place holder, i.e., an element. The energy transfer
element does not define any structure. As such, it is unclear if the claim is intended
to recite an element for transferring energy in means function format or not, and
therefore this limitation is indefinite.

C. ’604 Patent

The asserted claims of the *604 patent are invalid for failure to satisfy the requirements of

35 U.S.C. § 112, including without limitation, because they do not satisfy the definiteness, written

description, and/or enablement requirements.

For example, the asserted claims of the *604 patent are invalid under 35 U.S.C. § 112 for

at least the following reasons:

The “means for activation of the one or more light-emitting elements” limitation
recited in claims 1, 2, 4, 5, 8, and 10 of the *604 patent is indefinite. The claims,
read in light of the specification and the prosecution history, fail to inform, with
reasonable certainty, those skilled in the art about the scope of the alleged invention.
Specifically, this limitation is a means plus function limitation under 35 U.S.C. §
112, and there is no structure disclosed in the specification corresponding to this
limitation.

The “light emitting module” limitation recited in claims 1, 2, 4, 5, 8, and 10 of
the 604 patent is indefinite. The claims, read in light of the specification and the
prosecution history, fail to inform, with reasonable certainty, those skilled in the art
about the scope of the alleged invention.

The “heat dissipation element” limitation recited in claims 1, 2, 4, 5, §, and 10 of
the *604 patent is indefinite, lacks written description support, and is not enabled.
The specification fails to provide sufficient written description regarding the
claimed feature, fails to describe the alleged invention in sufficient detail to convey
to a POSITA that the applicant had possession of the alleged invention, and does
not inform a POSITA how to make or use the alleged invention without undue
experimentation. Moreover, the claims, read in light of the specification and the
prosecution history, fail to inform, with reasonable certainty, those skilled in the art
about the scope of the alleged invention.
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e The “housing element including fastening means for detachably coupling the
housing element to the heat dissipation element” limitation recited in claims 1, 2,
4,5, 8, and 10 of the *604 patent is indefinite, lacks written description support, and
is not enabled. The specification fails to provide sufficient written description
regarding the claimed feature, fails to describe the alleged invention in sufficient
detail to convey to a POSITA that the applicant had possession of the alleged
invention, and does not inform a POSITA how to make or use the alleged invention
without undue experimentation. Moreover, the claims, read in light of the
specification and the prosecution history, fail to inform, with reasonable certainty,
those skilled in the art about the scope of the alleged invention. More specifically,
these limitations are means plus function limitations under 35 U.S.C. § 112, and
there is no structure disclosed in the specification corresponding to the limitations.

e The “a thermally conductive substrate having one or more light-emitting elements
thermally connected thereto” limitation recited in claims 1, 2, 4, 5, 8, and 10 of
the 604 patent is indefinite. The claims, read in light of the specification and the
prosecution history, fail to inform, with reasonable certainty, those skilled in the art
about the scope of the alleged invention.

e The “one or more optical element” limitation recited in claims 2, 4, and 5 of the *604
patent is indefinite, lacks written description support, and is not enabled. The
specification fails to provide sufficient written description regarding the claimed
feature, fails to describe the alleged invention in sufficient detail to convey to a
POSITA that the applicant had possession of the alleged invention, and does not
inform a POSITA how to make or use the alleged invention without undue
experimentation. Moreover, the claims, read in light of the specification and the
prosecution history, fail to inform, with reasonable certainty, those skilled in the art
about the scope of the alleged invention.

e The “optical element is a reflective element, refractive element, diffractive element,
diffusive element or holographic element” limitation recited in claims 4 and 5 of
the ’604 patent lacks written description support and is not enabled. The
specification fails to provide sufficient written description regarding the claimed
feature, fails to describe the alleged invention in sufficient detail to convey to a
POSITA that the applicant had possession of the alleged invention, and does not
inform a POSITA how to make or use the alleged invention without undue
experimentation.

D. 506 Patent

The asserted claims of the 506 patent are invalid for failure to satisfy the requirements of
35 U.S.C. § 112, including without limitation, because they do not satisfy the definiteness, written

description, and/or enablement requirements.
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For example, the asserted claims of the 506 patent are invalid under 35 U.S.C. § 112 for

at least the following reasons:

E.

The “for irradiating at least a portion of the interior surface with visible light
perceivable by a viewer via the gap defined in the architectural surface” limitation
recited in claims 1, 2-5, 7, 14, and 15, and the “such that the at least one LED-based
light source is concealed from the viewer” limitation recited in claims 1, 2-5, 7, 14
and 15 of the *506 patent are indefinite. The claims, read in light of the specification
and the prosecution history, fail to inform, with reasonable certainty, those skilled
in the art about the scope of the alleged invention. These limitations render the
claims indefinite mixed-use claims, as one of ordinary skill in the art cannot
determine whether infringement occurs when one creates a cove lighting apparatus,
or whether infringement occurs when the user actually uses the cove lighting
apparatus.

’643 Patent

The asserted claims of the *643 patent are invalid for failure to satisfy the requirements of

35 U.S.C. § 112, including without limitation, because they do not satisfy the definiteness, written

description, and/or enablement requirements.

For example, the asserted claims of the 643 patent are invalid under 35 U.S.C. § 112 for

at least the following reasons:

The “perceivably white light” limitation recited in claim 25 of the 643 patent is
indefinite. The claims, read in light of the specification and the prosecution history,
fail to inform, with reasonable certainty, those skilled in the art about the scope of
the alleged invention.

The “energy transfer element” limitation recited in claim 25 of the *643 patent is
indefinite. The specification fails to provide sufficient written description
regarding the claimed feature, fails to describe the alleged invention in sufficient
detail to convey to a POSITA that the applicant had possession of the alleged
invention, and does not inform a POSITA how to make or use the alleged invention
without undue experimentation. More specifically, these limitations are means plus
function limitations under 35 U.S.C. § 112, and there is no structure disclosed in
the specification corresponding to the limitations. The claim recites a generic place
holder, i.e., an element. The energy transfer element does not define any structure.
As such, it is unclear if the claim is intended to recite an element for transferring
energy in means function format or not, and therefore this limitation is indefinite.
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F. °336 Patent

The asserted claims of the *336 patent are invalid for failure to satisfy the requirements of
35 U.S.C. § 112, including without limitation, because they do not satisfy the definiteness, written
description, and/or enablement requirements.

For example, the asserted claims of the 336 patent are invalid under 35 U.S.C. § 112 for
at least the following reasons:

e The “discrete correlated color temperature (CCT)” limitation recited in claims 1, 3-
5,7,9,11-13, 15, 16, and 19 of the 336 patent is indefinite. The claims, read in
light of the specification and the prosecution history, fail to inform, with reasonable
certainty, those skilled in the art about the scope of the alleged invention.
Specifically, this limitation lacks written description in the specification and is not
defined; the specification does not define how the switch corresponds to each
position of the plurality of positions.

e The “switch [that] has a plurality of positions, wherein each position of the plurality
of positions of the switch corresponds to a discrete correlated color temperature
(CCT) output by one or more light sources of the luminaire” limitation recited in
claims 1, 3-5, 7, 9, and 11-12 of the 336 patent lacks written description support
and is not enabled. The specification fails to provide sufficient written description
regarding the claimed feature, fails to describe the alleged invention in sufficient
detail to convey to a POSITA that the applicant had possession of the alleged
invention, and does not inform a POSITA how to make or use the alleged invention
without undue experimentation. The *336 patent specification discloses the use of
a DIP switch, but the DIP switch alone cannot provide discrete correlated color
temperature (CCT) output, and even a DIP switch coupled with other disclosed
digital logic circuitry would only be able to operate on/off performance on a full
power basis, and would not allow any dimming performance between the first LED
and the second LED. And without full dimming capabilities, CCT tuning
technology, which requires a full dimming capacity that can be reversely and
complementarily adjusted to help the total light intensity level to remain constant
while the color temperature is being tuned, would not be enabled and there is no
written description to support such operation in the specification. In addition, the
claims require that “one” light source be able to provide multiple correlated color
temperatures, but the specification neither provides written description support for
such an embodiment, nor does the specification provide a POSITA with adequate
disclosure to make or use such embodiment. Also, a POSITA would not understand
how each position of the plurality of positions of the switch “corresponds to” a
discrete correlated color temperature and the claim and the specification do not
define what “corresponds to” means.
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The “wherein each position of the range of positions of the actuator corresponds to
a CCT of the light emitted by the luminaire” limitation recited in claims 13, 15, 16,
and 19 of the *336 patent lacks written description support and is not enabled. The
specification fails to provide sufficient written description regarding the claimed
feature, fails to describe the alleged invention in sufficient detail to convey to a
POSITA that the applicant had possession of the alleged invention, and does not
inform a POSITA how to make or use the alleged invention without undue
experimentation. Also, a POSITA would not understand how each position of the
plurality of positions of the switch “corresponds to” a correlated color temperature
and the claim and the specification do not define what “corresponds to” means. In
addition, the ’336 patent specification discloses the use of a DIP switch, but the
DIP switch alone cannot provide discrete correlated color temperature (CCT)
output, and even a DIP switch coupled with other disclosed digital logic circuitry
would only be able to operate on/off performance on a full power basis, and would
not allow any dimming performance between the first LED and the second LED.
And without full dimming capabilities, CCT tuning technology, which requires a
full dimming capacity that can be reversely and complementarily adjusted to help
the total light intensity level to remain constant while the color temperature is being
tuned, would not be enabled and there is no written description to support such
operation in the specification.

The “first position of the switch corresponds to 2700 Kelvin (K) output by the one
or more light sources, wherein the second position of the switch corresponds to
3000 K output by the one or more light sources, wherein the third position of the
switch corresponds to 3500 K output by the one or more light sources, wherein the
fourth position of the switch corresponds to 4000 K output by the one or more light
sources, and wherein the fifth position of the switch corresponds to 5000 K output
by the one or more light sources” limitation recited in claim 5 of the 336 patent
lacks written description support and is not enabled. For reasons previously stated,
the specification fails to provide sufficient written description regarding the
claimed feature, fails to describe the alleged invention in sufficient detail to convey
to a POSITA that the applicant had possession of the alleged invention, and does
not inform a POSITA how to make or use the alleged invention without undue
experimentation.

The “coupling feature” limitation recited in claims 13, 15, 16, and 19 of the *336
patent is indefinite. The specification fails to provide sufficient written description
regarding the claimed feature, fails to describe the alleged invention in sufficient
detail to convey to a POSITA that the applicant had possession of the alleged
invention, and does not inform a POSITA how to make or use the alleged invention
without undue experimentation. More specifically, these limitations are means plus
function limitations under 35 U.S.C. § 112, and there is no structure disclosed in
the specification corresponding to the limitations. The claim recites a generic place
holder, i.e., a feature. The at least one first coupling feature does not define any
structure. As such, it is unclear if the claim is intended to recite an element for
transferring energy in means function format, and if so what corresponding
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structure in the specification is intended to be covered by this limitation. Therefore,
this limitation is indefinite.

e The term “at least one electrical component” in claims 1, 3-5, 7, 9, and 11-12 of
the *336 patent is indefinite. While a POSITA would certainly have understood
what an electrical component might include in a general electronics sense, that term
is broad and ambiguous as used in the *336 patent claims, and neither the patent
claim nor the specification provide any boundaries or framework for how to
properly interpret the term. As such the claims of the *336 patent are invalid as
indefinite.

* o Kk %
VI. CONCLUSION

For the reasons discussed above, the asserted claims of the Asserted Patents are invalid.
As set forth above, Defendant and the Third Party Defendants reserve the right to supplement these

Initial Joint Invalidity Contentions as discovery progresses.

Date: November 22, 2023 Respectfully submitted,

/s/ William E. Devitt /s/ Charles J. Meyer

William E. Devitt Charles J. Meyer

Jeffrey S. Messing WOODARD, EMHARDT, HENRY, REEVES
JONES DAY & WAGNER LLP
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Phone: 312.782.3939 (317) 713-4934 - Telephone
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Introduction And Summary of Defendant’s And Third Party Defendants’ Identification of
Prior Art and Claim Charts Concerning the 336 Patent

A. Prior Art Patents & Publications to the *336 Patent

Defendant and the Third Party Defendants contend the following prior art patents and
publications anticipate or render obvious one or more asserted claims of the *336 Patent under 35
U.S.C. §§ 102, 103:

Patent No./Pub. No. Country of Origin Short Title
10,234,091 U.S. Chaimberg
7,178,941 U.S. Roberge
9,801,250 U.S. Halliwell
7,192,160 U.S. Reiff
10,278,250 U.S. Cree
9,719,642 U.S. Macias
8,729,812 U.S. Kuwu
8,890,436 U.S. Chou
7,014,336 U.S. Ducharme
10,091,855 U.S. Van Winkle
10,136,503 U.S. Chen

Moreover, the following further reflect the state of the art at the time of the priority date of
the *336 Patent and the knowledge of a person of ordinary skill in the art:

e The ’336 Patent concedes that elements 1[p], 1[a], 1[b], and 1[c] of claim 1 of the
’336 Patent were known in the prior art. For example, Fig. 8 of the *336 Patent is
labeled “prior art” and depicts a luminaire with a housing 805 with an outer surface
that forms a cavity that includes “one or more [electrical] components (e.g., light
sources) disposed on and/or within the housing 805,” and an electrical cable 827
that is “connected to one or more [electrical] components (e.g., light sources)
disposed ... within the housing 805.” See ’336 Patent at 10:66-11:20, Fig. 8.

e U.S. Patent No. 9,345,112 (“Chen II").
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B. ’336 Patent Prior Art Exemplary Combinations

The following combinations are merely exemplary and provided as examples of the myriad
combinations that render the asserted claims of the *336 Patent invalid. Defendant’s and the Third
Party Defendants’ identification of exemplary combinations does not preclude them from
identifying other invalidating combinations as discovery progresses and based on, for instance,
Signify’s supplemental infringement contentions, fact discovery (including that from third parties),
claim construction positions taken by Signify, or any order by the Court on claim construction.

Claims 1, 3,4,5,7,9,11,12, 13, 15, 16, and 19 of the *336 Patent are invalid as anticipated
under § 102 by Chaimberg. Claims 1, 3,4,5,7,9, 11, 12, 13, 15, 16, and 19 of the *336 Patent
are obvious under § 103 over Chaimberg alone, or in view of the knowledge of a POSITA,
Signify’s admitted prior art, and/or one or more references identified by Defendant and the Third
Party Defendants.

Claims 1, 3,4,5,7,9, 11, 12, 13, 15, 16, and 19 of the 336 Patent are obvious under § 103
over Roberge alone, or in view of the knowledge of a POSITA, Signify’s admitted prior art, and/or
one or more references identified by Defendant and the Third Party Defendants, including but not
limited to Chaimberg and/or Halliwell.

Claims 1,3,4,5,7,9,11, 12, 13, 15, 16, and 19 of the 336 Patent are obvious under § 103
over Halliwell alone, or in view of the knowledge of a POSITA, Signify’s admitted prior art, and/or
one or more references identified by Defendant and the Third Party Defendants, including but not
limited to Chaimberg and/or Reiff.

Claims 1,3,4,5,7,9,11, 12, 13, 15, 16, and 19 of the 336 Patent are obvious under § 103
over Reiff alone, or in view of the knowledge of a POSITA, Signify’s admitted prior art, and/or
one or more references identified by Defendant and the Third Party Defendants, including but not
limited to Roberge, Chaimberg, and/or Halliwell.

Claims 1, 3,4,5,7,9, 11, 12, 13, 15, 16, and 19 of the 336 Patent are obvious under § 103
over Cree alone, or in view of the knowledge of a POSITA, Signify’s admitted prior art, and/or
one or more references identified by Defendant and the Third Party Defendants, including but not
limited to Halliwell and Chaimberg.

Claims 1,3,4,5,7,9,11, 12, 13, 15, 16, and 19 of the 336 Patent are obvious under § 103
over Macias alone, or in view of the knowledge of a POSITA, Signify’s admitted prior art, and/or
one or more references identified by Defendant and the Third Party Defendants, including but not
limited to Chaimberg, Reiff, Roberge, and/or Halliwell.

Claims 1, 3,4,5,7,9, 11,12, 13, 15, 16, and 19 of the 336 Patent are invalid as anticipated
under § 102 by Kuwu. Claims 1, 3,4, 5,7,9, 11, 12, 13, 15, 16, and 19 of the *336 Patent are
invalid as obvious under § 103 over Kuwu alone, or in view of the knowledge of a POSITA,
Signify’s admitted prior art, and/or one or more references identified by Defendant and the Third
Party Defendants, including but not limited to Ducharme, Van Winkle, Halliwell, and/or Roberge.

Claims 1, 3,4,5,7,9,11,12, 13, 15, 16, and 19 of the *336 Patent are invalid as anticipated
under § 102 by Chou. Claims 1, 3,4, 5, 7,9, 11, 12, 13, 15, 16, and 19 of the 336 Patent are
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invalid as obvious under § 103 over Chou alone, or in view of the knowledge of a POSITA,
Signify’s admitted prior art, and/or one or more references identified by Defendant and the Third
Party Defendants, including but not limited to Ducharme, Van Winkle, Halliwell, Roberge, and/or
Chen.

Claims 1, 3,4,5,7,9, 11, 12, 13, 15, 16, and 19 of the *336 Patent are invalid as obvious
under § 103 over Chen alone, or in view of the knowledge of a POSITA, Signify’s admitted prior

art, and/or one or more references identified by Defendant and the Third Party Defendants,
including but not limited to Chaimberg.
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