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arms-length agreement for indemnification or defense of an infringement claim of a district-court
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subsequently files an IPR petition?

The Board has held repeatedly that an indemnification agreement, without something more, is
insufficient to establish a RPI relationship. In denying IPR, the panel found that a third party’s
demands for indemnification or defense are “something more” and necessarily establish that
Luminex’s petition was filed at the third party’s behest. Luminex submits that the panel applied an
impermissible bright-line test for “behest” that caused the panel to misapprehend and overlook
critical facts establishing that the petition was not filed at the third party’s behest.

Luminex believes that the issue presented here is one of first impression. Express guidance from the
Director would be beneficial to stakeholders because the indemnification agreement at issue here is
typical of those used across multiple industries. Further, the issue presented is discrete and can be
addressed with minimal burden on the Director, especially since the Board’s Trial Practice Guide has
already rejected bright-line RPI tests as inappropriate, as has the Federal Circuit.
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Pursuant to 37 C.F.R. § 42.71(d) and the Revised Interim Director Review
Process adopted on July 24, 2023, Petitioner Luminex International Company, Ltd.

respectfully requests Director review of the Board’s denial of institution of IPR.

I. INTRODUCTION

The Board denied Luminex’s petition seeking IPR of U.S. Patent
No. 10,299,336 (“the *336 patent”), finding the petition time-barred under 35
U.S.C. § 315(b) on a single ground: that the petition was filed more than one year
after the date on which a purported real party in interest (“RPI”’)—Menard, Inc.—
was served with a complaint alleging infringement of the *336 patent. And this
issue, in turn, rests on a single inquiry: whether Menard is an RPI. Only eight
pages of the Board’s 44-page decision (the “DI”) address this issue (D.I. at 35-42);
its other discussions did not deny institution on any other basis. And on the limited
basis on which it rested, the Board was wrong.

Menard owns the Menards home-improvement retail company. Luminex
supplies lighting products to a number of retailers, only one of which is Menard.
In 2022, Patent Owner Signify sued Menard for allegedly infringing six patents,
including the *336 patent. Menard thereafter filed a Third-Party Complaint against
fifteen suppliers, including Luminex, of the allegedly infringing products.

Ex. 2001; see also Ex. 3003 (Menard’s Amended Third-Party Complaint).

Menard’s complaint demanded that the suppliers “indemnify or defend as a matter





of first defense” Menard’s defense against infringement of all six patents, based on
supply agreements between Menard and the suppliers. Ex. 2001 at 99 24-26, 28-
29. In identical allegations against each third-party-defendant supplier, Menard
alleged that each supplier and Menard are “parties to a Menards Customer Returns,
Defective Goods Policy and Conditions of Order Agreement” and that, under this
agreement, each supplier “agreed to defend, indemnify and hold Menard harmless
from and against all claims of any actual or alleged violation or infringement of
any intellectual property right, including patent infringement . .. .” Id. at 9 24, 26
(allegations against Luminex); see also id. at q 29 (alleging that “[t]he Agreement
requires Luminex to indemnify or defend as a matter of first defense . . .”). In its
answer, Luminex acknowledged that it entered into such an agreement, and
Luminex began participating in the district-court case as a third-party defendant,
with Luminex and Menard each having their own separate counsel. Ex. 2002 at 5.
Other suppliers did the same.

The Board described Menard’s allegations against Luminex as making
“multiple demands for Petitioner to ‘indemnify or defend as a matter of first
defense,’” and determined, based solely on this infringement indemnification
agreement, that “Petitioner responded to Menard’s multiple demands ... by filing
the [IPR] petition,” and that this “shows that the petition was filed at Menard’s

‘behest’” to render Menard an RPI. DI at 36-37. The Board, though, cited no
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authority for its novel approach to infringement indemnification agreements, and
Luminex is aware of none.

The Board’s RPI determination thus presents an important issue of law and
policy: Does a demand under an arms-length agreement for indemnification or
defense of an infringement claim of a district-court patent-infringement case
necessarily transform the indemnitee into an RPI if the indemnitor subsequently
files an IPR petition? The answer should be: No. The infringement
indemnification agreement between Menard and Luminex—typical of those used
across industries—is a contractual arrangement for Luminex to “indemnify or
defend as a matter of first defense” against claims for “infringement.” That means
defend in the district-court litigation; it does not mean take the affirmative step in
an entirely different proceeding and venue to challenge a patent in an IPR.

In addition to the plain language of Menard’s allegations regarding the
limited scope of its agreement with Luminex, two key facts reinforce that Menard’s
demands for indemnification or defense do not demonstrate that Luminex filed the
IPR at Menard’s “behest”: First, Luminex did not seek IPR for all of the six
asserted patents but only for one patent, even though the indemnification
agreement pertained to all of the patents. Second, none of the other fourteen third-
party-defendant suppliers filed any IPR petition at all. The Board did not attempt

to (nor could it) square these facts with its bright-line rule that Luminex, in
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response to Menard’s indemnification demands, filed the petition at Menard’s
“behest.” DI at 37. Instead, as the facts show, Luminex filed the petition not at
Menard’s behest but rather to assert its own interests, including to protect its status
as the frue innovator in the correlated color temperature (CCT) technology that is
the subject of the *336 patent.

The Board’s view that Luminex acted at Menard’s “behest” is also wrong
because it disregards Federal Circuit and Board directives to examine alleged RPI
status under a flexible, fact-dependent inquiry that emphasizes whether the non-
party controlled, funded, or directed the petition. Applying its new rule, the Board
rejected these sorts of facts as irrelevant, which is incorrect. The Director should
take this opportunity to remind the Board of the Federal Circuit’s mandates and
reject the Board’s bright-line test.

Luminex respectfully requests review by the Director to vacate the DI.

II. ARGUMENT

A.  The Board Created An Impermissible Bright-Line Rule For
“Behest”

“[TThe Board has held repeatedly that an indemnification agreement, without
something more, is insufficient to establish a RPI relationship.” ASSA ABLOY AB
v. CPC Patent Techs. PTY, Ltd., IPR2022-01094, Paper 19 at 24 (Feb. 2, 2023); US
Department of Justice v. Discovery Patents, LLC., IPR2016-01041, Paper 29 at 8

(PTAB Nov. 9, 2017); Bae Sys. Info. & Elec. Sys. Integration, Inc. v. Cheetah
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Omni, LLC, IPR2013-00175, Paper 20 at 4 (PTAB July 23, 2013). Luminex relied
on these holdings in filing its petition notwithstanding Menard’s 1-year bar date,
but the Board found them inapplicable. DI at 41-42. According to the Board,
Menard’s demands for indemnification or defense are “something more” and
establish that the petition was filed at Menard’s behest. Id. at 36-37, 41. This is a
bright-line rule: Under the Board’s logic, an IPR petition filed after a demand for
indemnification or defense of a district-court patent-infringement case would
always be filed at the indemnitee’s behest. That would be so even when the
petitioner files the petition for the sole purpose of asserting its own interests and
without coordination or input from any other party, as is true here.

No authority supports the Board’s new rule. To the contrary, the Federal
Circuit has recognized that defending an indemnitee in an infringement case
pursuant to an indemnification agreement does not automatically establish an RPI
relationship between the indemnitor and the indemnitee for purposes of a related
IPR. In Global Equity Management (SA) Party Ltd. v. eBay Inc., the Federal
Circuit found a third-party indemnitor (Amazon) to not be an RPI even though the
indemnitee itself (Expedia) was “a named RPI” and even though Amazon had
“assumed responsibility for defending Expedia against [the patent owner’s]
infringement allegations in [district court].” 798 F. App’x 616, 620 (Fed. Cir.

2020). The Court relied on “the plain language” of the indemnification agreement,





which reached only infringement cases in district court and not IPRs, and on facts
showing that Amazon (the putative RPI) “did not control, fund, or direct any
activities ... with regard to the IPR petitions.” Id. The Federal Circuit thus
rejected the notion that an indemnification agreement would alone compel RPI
status of the indemnitor and indemnitee. Instead, the Federal Circuit appropriately
considered all of the relevant facts, including the lack of involvement of the
putative RPI in the IPRs. And just like in Global Equity, the plain language of the
Menard-Luminex agreement does not reach IPRs but pertains only to district-court
infringement cases, and just like non-RPI Amazon, Menard did not control, fund,
or direct Luminex’s petition.

Luminex thus respectfully requests that the Director reject the Board’s
bright-line “behest” test. Express guidance from the Director would be beneficial
to stakeholders, including both petitioners and patent owners. Indemnification
arrangements between suppliers and customers are common, and the Board’s
decision here affects stakeholders across industries. Further, the issue presented is
discrete and can be addressed with minimal burden on the Director, especially
since the Board’s Trial Practice Guide has already rejected such bright-line tests as
inappropriate, as has the Federal Circuit. PTAB Consolidated Trial Practice Guide
at 13-16 (Nov. 2019) (“CTPG”) (an RPI determination “is a highly fact-dependent

question” with no “bright-line test,” assessed “case-by-case”); Uniloc 2017 LLC v.
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Facebook Inc., 989 F.3d 1018, 1027-28 (Fed. Cir. 2021) (an RPI “determination
has no bright-line test”).

B. In Applying Its New Rule, The Board Misapprehended Facts
Establishing That The Petition Was Not Filed At Menard’s Behest

In finding Menard to be an RPI based primarily on the indemnification
agreement, the Board also overlooked or misapprehended facts showing that
Luminex did not file its petition at Menard’s “behest.”

“A common meaning of behest is because someone has ordered or requested
it.” ASSA ABLOY, IPR2022-01094, Paper 19 at 12. The Board’s finding that the
petition was necessarily filed at Menard’s behest because it followed an
indemnification demand overlooks or misapprehends this plain meaning. As the
plain language of the agreements show, the agreements could not result in Menard
ordering or requesting that the suppliers file IPR petitions to defend Menard
against accusations of infringement. Ex. 2001 at 99 26, 28. The agreements were
limited to indemnification and defense of Signify’s infringement allegations in the
district court action, and IPR proceedings “as a matter of law[] could not be ...
within the scope of [those] agreement[s].” Global Equity, 798 F. App’x at 621
(noting that the scope of IPR proceedings delimited by 35 U.S.C. § 311(b) does not
include claims of infringement).

Nor does any other evidence support that Menard ordered or requested that

the petition be filed. See Petitioner’s Reply to POPR at 3-4. Rather, as noted

-





above, the evidence shows that (i) Luminex did not seek IPR for all of the six
asserted patents, even though the indemnification agreement pertained to all of
them, and (ii) the other fourteen suppliers with identical agreements, and against
which Menard asserted the same allegations as against Luminex, did not file any
IPR petition at all. These facts—which the Board never grappled with—reinforce
that Luminex did not file its single IPR petition on the 336 patent at Menard’s
“behest.”

Instead, as the evidence shows, Luminex, through its own counsel and at its
own cost, timely filed the petition within one year of service of Menard’s
complaint to assert its own interests. Mr. Chen, Luminex’s sole owner, is an
innovative inventor who has applied for and been granted a sizable CCT tuning

patent portfolio that includes U.S. Patent No. 9,345,112 (the *112 Patent).! Petition

! Luminex’s CCT patent portfolio includes at least: U.S. Patent Nos. 8,947,000;
9,380,680; 9,795,007; 10,334,698; 10,568,183; 10,827,590; 9,345,112; 9,497,834;
9,795,008; 10,136,503; 10,470,276; 11,063,585; 11,689,197; 11,699,994;
9,622,325; 9,826,590, 10,154,564; 10,165,643; 10,187,947; 10,225,902;
10,326,301; 10,491,032; 10,492,261; 10,516,292; 10,667,367; 10,763,691;
10,770,916; 11,183,039; 11,335,175; 11,657,691; 11,741,808; 10,321,543;

10,433,401; 11,984,882; 11,893,868.





at 7-10. As Luminex noted in its petition at some length, it filed for its *112 patent
on December 22, 2014, to obtain patent protection for several of its inventions in
this industry, many of which Signify thereafter claimed three years later in the *336
patent. /d. Luminex thus sought to challenge the *336 patent. /d.

Luminex and its sole owner were motivated to file the petition to protect
their patent portfolio and defend their status as the true innovator in CCT
technology by invalidating patents in this space, like the 336 patent, that should
not have issued in the first place. Luminex further filed its petition to show the
LED lighting industry that Signify’s attempts to preempt CCT technology via its
patents are entirely baseless, and that Luminex (not Signify) is the leading
innovator in this industry. Luminex’s assignees, transferees, and licensees should
not need to pay two fees (one to Luminex and another to Signify) for the same
technology. Such is the direct conflict between Luminex and Signify. Menard
does not share these interests of Luminex.

Additionally, Luminex filed this IPR so that, once the *336 patent is held
unpatentable, that can clear the way for Luminex assigning, transferring, or
licensing its patent portfolio as well as selling allegedly infringing devices to
various other customers, not just Menard, without the threat of infringement
liability. Menard does not share these and other interests of Luminex either—its

only interest in invalidating the >336 patent is so that it can continue to sell the
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products accused of infringement. In finding that the petition was filed at
Menard’s behest, the Board plainly misapprehended the facts above and abused its
discretion.

The Board suggested that Luminex’s relationship with Menard and the
general benefit to Menard of invalidating the 336 patent support its “behest”
finding. DI at 38. They do not. The Board has consistently cautioned against this
line of reasoning because it “overextend[s] the reasoning set forth in A/7 to any
situation where a party benefits generally from the filing of the Petition and also
has a relationship with the Petitioner.” Ventex Co., Ltd. v. Columbia Sportswear N.
Am., Inc., IPR2017-00651, Paper 152 at 10 (PTAB Jan. 24, 2019); Google LLC v.
Seven Networks, IPR2018-01051, Paper 28 at 14-17 (PTAB Nov. 19, 2018);
Unified Patents, Inc. v. Realtime Adaptive Streaming, LLC, IPR2018-00883, Paper
36 at 14-16 (PTAB Nov. 27, 2018); Merck Sharp & Dohme Corp. v.
GlaxoSmithKline Biologicals SA, IPR2018-01229, Paper 13 at 12 (PTAB Dec. 18,
2018).

Luminex has shown that it shares a standard, non-exclusive, arms-length
customer-manufacturer relationship with Menard. Petitioner’s Reply to POPR at 5.
“[CJustomer-supplier relationships, without more, are insufficient to establish the

requisite ‘close relationship’ required to find that a party is a real party in interest.”

Toshiba Memory Corp. v. Anza Tech., Inc., IPR2018-01597, Paper 56 at 15 (PTAB
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Mar. 12, 2020). Further, as detailed above, Luminex showed that it filed this IPR
strictly to pursue its own interests, and any benefits to Menard and the fourteen
other suppliers are simply derivative and insufficient to establish that Luminex
acted at Menard’s behest. Put simply, a “derived benefit does not ... make [a third
party] an RPL.” AS8S4, IPR2022-01094, Paper 19, at 29; see also Uniloc 2017, 989
F.3d at 1028-30 (affirming that a third party was not an RPI because the petitioner
“acted of its own accord” when it, “through its own counsel, filed its own IPR
petitions ... to assert its own interests”).

Finally, the Board suggested that “overlapping unpatentability/invalidity
contentions” here and in the district-court litigation, as well as the district court’s
order requiring that Menard and the fifteen suppliers “coordinate a litigation
strategy ... whenever possible,” support its “behest” finding (DI at 39), but this is
wrong, too. Luminex’s IPR petition, filed on October 25, 2023, preceded Menard
and the suppliers’ joint invalidity contentions. See Ex. 2001 at 21 (Joint Initial
Invalidity Contentions, dated Nov. 22, 2023). The decision to reuse the IPR
grounds in the contentions was logical—the IPR petition presents strong, fully-
developed attacks on the 336 patent’s claims—and does not at all suggest that the
earlier-filed petition was filed at Menard’s behest. Similarly, the district court’s
order requiring coordination between Luminex, Menard and other fourteen

suppliers was limited to the district-court litigation strategy, without extending to
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filing any IPR petition. Otherwise, there would have been IPRs filed against the
other five asserted patents considering the suppliers argued invalidity of all six
asserted patents in the district-court litigation.

In sum, there is zero evidence of Menard (i) asking Luminex to file the IPR
petition, or (i) expressing a “desire” that Luminex file the IPR petition. The sole
evidence was an irrelevant, off-point indemnification agreement concerning
infringement allegations. The Board thus abused its discretion in overlooking and
misapprehending facts showing that the petition was not filed at Menard’s behest.
Even under the Board’s focus on “behest,” vacatur is warranted.

C. The Board’s New Rule Is Inconsistent With The Flexible, Fact-
Dependent Analysis Mandated By The Federal Circuit

The Board erred for the additional reason that its new rule on “behest”
disregarded critical facts establishing that Menard has no role in this IPR and thus
is not an RPI. While the decision mentions some of these facts in a section titled
“Petitioner’s Contentions” (DI at 26-28), the Board ignored them in its actual
analysis (id. at 35-42). In disregarding these facts as irrelevant under its new test,
the Board performed an “impermissibly shallow” analysis that is inconsistent with
the highly flexible, fact-dependent analysis mandated by the Federal Circuit. See,
e.g., Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1351 (Fed.

Cir. 2018) (“AIT).
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Luminex provided unrefuted facts establishing that Menard had no control
over the filing of this petition, and will not have any control over the IPR going
forward, and likewise that Menard did not fund or direct the petition. Petitioner’s
Reply to POPR at 2-4. Luminex showed, among other things, that:

e Menard had no role whatsoever on Luminex’s decision to file the petition.

e Menard did not request Luminex to file the petition.

e Menard had no input on the arguments or prior art references included in the
petition. Neither did Luminex ask Menard for any input.

e Luminex and Menard never communicated regarding the substance of the
petition.

e Menard did not participate in this IPR in any way, such as by funding it or
directing Luminex’s actions.

e Luminex filed the petition at its own cost, and through its own counsel.

e Luminex filed the petition to pursue its own interests, including protecting
its interest in assigning, transferring, and licensing its patents without
infringement threats based on wrongly granted patents, like the 336 patent.

e Luminex has legitimate interests in challenging the *336 patent that are not
shared by Menard.

The Board’s RPI analysis ignored all of these facts. DI at 35-42. Nowhere

did the Board consider Menard’s lack of participation in this IPR and how this
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bears on the RPI issue. /d. That was an abuse of discretion: Issues of direction,
funding, and control are central to whether a third party is an RPI. See, e.g., CTPG
at 17 (stating “a party that funds and directs and controls an IPR ... petition or
proceeding constitutes a [RPI]”); Uniloc 2017, 989 F.3d at 1028 (control is “a key
consideration of the RPI analysis™); AIT, 897 F.3d at 1354 (endorsing the approach
of Cisco Sys., Inc. v. Hewlett Packard Enter. Co., IPR2017-01933, Paper 9 (PTAB
Mar. 16, 2018) (focusing on indicia of direction, funding, and control)).

Numerous other authorities recognize the centrality of control, funding, and
direction to an RPI analysis. See, e.g., Choirock Contents Factory Co., Ltd. v. Spin
Master Ltd., IPR2019-00897, Paper 17 at 16-17 (PTAB Sept. 17, 2019); Adobe Inc.
v. RAH Color Techs., LLC, IPR2019-00646, Paper 75, at 9-14 (PTAB Feb. 27,
2020). For good reason: Non-parties, like Menard and the fourteen other suppliers,
should not be bound by this IPR proceeding (and potentially subject to the estoppel
provisions of § 315(e)) when they did not participate in the IPR and had no say
over the filing of the petition and the arguments therein. See Taylor v. Sturgell, 553
U.S. 880, 895 (2008) (“a nonparty is bound by a judgment if she assumed control
over the litigation in which that judgment was rendered”). The Board’s failure to
consider the lack of funding, direction, and control by Menard is inconsistent with
countless authorities and basic principles of equity and fairness. See, e.g., Richards

v. Jefferson County, 517 U.S. 793, 798-801 (1996) (recognizing the “deep-rooted
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historic tradition” that a nonparty is not bound to a judgment where it has not had a
“full and fair” opportunity to participate).

Moreover, ignoring facts, especially those related to funding, control, and
direction, along with Luminex’ own interests mentioned above, is inconsistent with
the highly fact-dependent analysis that an RPI determination requires. In AIT, the
Federal Circuit recognized that “[d]etermining whether a non-party is a [RPI]
demands a flexible approach that takes into account both equitable and practical
considerations.” 897 F.3d at 1351. In AIT, the Federal Circuit vacated the Board’s
RPI determination because the Board “failed to consider the entirety of the record”
and performed only an “impermissibly shallow” analysis. Id. Similarly, here, the
Board did not “examine ... factors the Trial Practice Guide deems ‘[r]elevant’”—
e.g., control, funding, and direction, see CTPG at 17—and the DI should be
vacated for the same reasons as in AI7.

In sum, the Board’s application of its new, bright-line rule caused critical

facts to be overlooked. Vacatur is warranted for this additional reason.

III. CONCLUSION

Luminex requests that the Director grant this request and vacate the Board’s

decision denying institution of IPR.
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Dated: June 6, 2024

Respectfully submitted,

By: /s/ Joshua R. Nightingale /

Joshua R. Nightingale (Reg. No. 67,865)
jrnightingale@jonesday.com

William E. Devitt (pro hac vice to be filed)
wdevitt@jonesday.com

Vishal V. Khatri (Reg. No. 51,873)
vkhatri@jonesday.com

Jeffrey S. Messing (Reg. No. 81,690)
jmessing@jonesday.com
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The undersigned hereby certifies that a copy of the foregoing Petitioner’s
Request for Director Review of U.S. Patent No. 10,299,336 was served on June 6,
2024 via electronic mail on Patent Owner’s lead and backup counsel at the
following email addresses:

Justin J. Oliver (Reg No. 44,986)

JOliver@Venable.com

John D. Carlin (Reg No. 37,292)
JCarlin@ Venable.com

Signify-IPRs@ Venable.com

Date: June 6, 2024 By: /s/ Joshua R. Nightingale /
Joshua R. Nightingale
Reg. No. 67,865
JONES DAY
500 Grant Street, Suite 4500
Pittsburgh, PA 15219
jrnightingale@jonesday.com
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Office +1.412.394.7950

*#*This e-mail (including any attachments) may contain information that is private,
confidential, or protected by attorney-client or other privilege. If you received this e-mail in
error, please delete it from your system without copying it and notify sender by reply e-mail,
so that our records can be corrected.***



